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discloses recording timestamps for individual events: "Personal activity data includes

- data about past actions of the user, such as reading habits, viewing habils, searching
‘habits, previous articles displayed or seleéted, prévious search requests entered, previous

or current site visits, previous key terms utilized within previous search requests, and

time or date of any previous activity." (Culliss at 3:29-35.) Thus, Culliss' recording of

"time or‘day of any previous activity" must meet the limitations of claim 22 under Patent

Owner’s own claim construction. Innova/Pure Water v. Safari Water Filtration, 381 F'.3d

at 1117 (Fed. Cir. 2004).
Examiner noted that Culliss in fact discloses the “monitored user interactions

include a sequence of inferaction times™ limitation of in claim 22 because Culliss, teaches -

that:

“Personal activity data includes data about past actions of the user, such as
reading habits, viewing habits, searching habits, previous articles displayed or
selected, previous search requests entered, previous or current site visits, previous

" key terms utilized within previous search requests, and time or date of any
previous activity” Id., Culliss at 3:30-35

“A cumulative score can be kept with regard to these occurrences of certain
classified key terms, queries or visited URLs to quantify how strongly someone is
associated with a particular item of personal data. The score can be normalized
over time, frequency or other activity such as the number of searches performed,
-the amount of time spent online, the amount of time spent browsing on a
particular subject, the number of URLSs or articles selected for a particular subject,
or otherwise.” Id., Culliss at 3:56-65

Therefore Culiss:does in fact teaches the limitation of claim 22; “the monitored

user interactions include a sequence of interaction times,” and the Patent Owner has not
. H

provided any reasoning to the contrary. If the cumulative time of time spent on user’s
activity (number of searches performed, the amount of time spent online...) does not
constitute the sequence of user interaction, then why it is not the case. The Konig

specification with respect to sequence of interaction discloses (the only reference to

- sequence of interaction in the specification):

. “where con represents a sequence of interactions during the current interaction
session or media content currently marked by the user” Id. ‘040 patent at 5:42-45
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Therefore, the amount of time spent tneets the limitation “sequence of time spent”

o in the context of the invention disclosed in the ‘040 patent.

With regards to the argument that Mladenic does not transparently monitor, as
detailed in Section VIL.A.2., supra, Mladenic discloses transparent monitoring, and in
fact functions similarly to the "Personal Browsing and Navigation" embodiment depicted

in Figure 20 and the accompanying text.

7. Response to argiment ﬂmt claim 34 is not obviated by Mladenic in view of
Culliss ‘

7 The Patent Owner starting at page 17 asserts that Mladenic in view of Culliss fails
to teach "analyzing the document d provides for the analysis of documents having
', multiple distinct media types,”" because, Mladenic in view of Cullisé ‘does not disclose the
- "transparently monitoring," "analyzing a document," or "estimating parameters"
limitation. (Response at 17.) As detailed in Sections VII.A.2.a.-c., supra, incorporated'
| hereiﬁ by reference. All three limitations are actually present in Mladenic, and the Patent
Owner’s arguments to the cdntrary are contradicted by the Figures and embodiments
| _ present in the.'040 Patent itself. A '

7 With regards to the Patent Owner’s argﬁrnent that Mladenic in view of Culliss
fails to teach the media type Iimiiation of claim 34, it appears that the Patent Owner is
arguing that Culliss may indicate that the Internet can include a variety of different kinds |
of documénts, files, ete., id. at 2:19-25, Culliss does not teach how to analyze documents.
‘having multiple distinct media types, as claimed. Indeed, nowhere does the Office Action
iﬁdicate where such teachings (of analysis. of these different media types, rather than
simple acknowledgment of their existence) can be found in the cited reference.
Accordingly, claim 34 is not obvious in view of the combined teachings of Mladenic and
© Culliss.
| The Patent owner’s argument is not persuasive. First, as ﬁoted n tile rejection of
claims, Mladenic meets this limitation because it discloses the analysis of both plain text
and HTML documents. See id. at 3. The Requester contends that the Patent Owner’s

argumént that claim 34 requires analyzing the distinct media types rather than simply
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allowing for documenis to contain ignored media types is at odds with its infringemenf
allegations in the co-pending litigation, where it asserts that processes that only parse the

- text components of HTML documents meet the limitations of claim 34. Accordingly,
Culliss' analysis of the HTML that accompanies videos, images, and the like on web

pages must meet the limitations of claim 34 under Respondent's own infringement

theories. Innova/Pure Water v. Safari Water Filtration, 381 F.3d at 1117 (Fed. Cir. 2004).
Examiner agrees with the requester that the analysis of both plain text and HTML
documents (See id. at 3), meets the claim limitation, as it is construed by the Patent _

| Owner in his claim construction. See Exarniner’s response in Se’étion VII.A.4, supra with .
respect to Court’s claim construction and the Examiner’s reminder regarding the Patent

Owner’s admissions.

B. Patent Owner’s arguments - Section 2., titled; “Response fo Rejections
- Based on Primary Reference Wasfi”

1. Response to argument that Wasfi is not prior arf

The Patent owner at page.17, Footnote 4, states that;

“The form PTO/SB08 that was initial by the examiner asserted a pubhcatmn date -
of Jan. 1999, however, the reference itself does not support any such
determination. Instead, the reference bears only a legend that states, "Copyright
ACM 1999 1-58113-098-8/99/01". It is irrelevant, for purposes of this
reexamination, whether the conference at which the paper was delivered occurred
in 1999. The only date of importance is the date on which the subject reference
qualified as a printed publication. A copyright date of 1999 does not allow for
specificity of such a date™ Id.

Requester, in response contends that Wasfi was published in January 1999.
‘,Reqﬁester in response providing a copy of the Conference Schedule that Wasfi presented
his paper, attesting that the paper was presented on January 6, 1999, arguing that Wasfi,
 was presented at the Intelligent User Interfaces Conference in. Los Angeles on January 6,
1999. (Ex. OTH-F at 3.) Reques{tef stating that,r the 1999 conference also required that
papers be submitted by July 1, 1998, with Program Chair submissions to artive by
September 15th, 1998. (Ex. OTH-G), and concludes that Wasfi was "described in a

primed publication in this or a foreign country ... more than one year 'prior to the date of
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the appiication for patent in the United States" and is thus prior art under 35 U.S.C.
102(b). Requester further states that, Wasfi was "described in a primed publication in this -
“or a foreign country, before the invention thereof by the applicant for patent" and is thus
prior art under 35 U.S.C. 102(a) .

Examiner, cbnsidering the evidences provided, is convinced that Wasfi was in
fact “described in a printed publication in this or a foreign country, before the invention '

thereof by the applicant patent”, and thus is prior art under 35 U.S.C. 102(a).

2. Response to Argument that Claims 1, 21, 22 dnd 32 are Not Anticipated
Under 35 USC 102(a) or 102(b) by Wasfi

a. Wasfi updates user specific data file.

The Patent Owner at page 18, asserts that Claims 1, 21, 22 and 32 are not
.arlticipated by Wasfi. Arguing that the context model is "built progressively as users
jump from one page to another using any navigation technique” and that "these
monitored access patterns are collected across all users of a Web site and are specific, ndt
~ to any particular user, but to the Web site." (/4. at 18.) The Patent owner further argﬁing _
| that without the collection of a large population of user. information, the context model is

not able to accurately represent page entropies (the basis on which next page likelihood
are based). ' -

7 The Patent Owner’s argument is not persuasive. Once again, it appears that the
Patent Owner selecting portions of the reference without considering the entirety of the
documents and what has been addressed in the rcjection. First, claim 1, requires
“updating user-specific data files, wherein the user-specific data files comprises the

- monitored user interactions with the data and a set of documents associated with the

~ user.” As stated in the rejection, Wasfi, discloses: "collecting the access patterns of users

‘navigating on the Web." (Wasfi at 57.) This collection of access patterns is inherently
grown and updated as the user continues to navigate through the Web. These monitored

. access patterns comprise the pages (i. e., documents) that were jumped to by the user and

"~ are therefore associated with the user. ' : :
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With respect to the Patent owner’s argument that the monitored access patterns
are not to any particular user - the context model addressed by the Patent Owner relates to
the collaborative filtering and is irrelevant to the content-filtering addressed in the
rejection. Jd., Wasfi, at pg. 61, 2™ col. The ProfBuilder “keep track of each individual
user and...The assistance includes two lists of recommendation based on two different
:ﬁltering paradigm: content-based and collaborative™ [Underlining Not in Original] /d.,
Wasﬁ, at pg. 60, 2™ col. As such the patent owner, miss.-characterizing the rej ection for
the sake of argument and relying on the other collaborative filtering model not addressed
in the rejection. As understood, with respéct to ProfBuilder, Wasfi discloses: “keeping
track of each individual user” and “providin g content-based filteﬁng based on the |

correlation between the content of the pages and user’s preference.” fd., Wasfi at page 60.
The profile is created by adding keyword vector corresponding to a selected page to the

user's profile. (Zd. at 58: "Consider that page s; is the current page of user u;... A
ﬁefonnulation of vector Q; representing the user profile is obtained by taking Q; and
adding the vector elemenfs D; rej:resenting page s;... [tihe resulﬁng effect is that, for those
words already present in the profile, the word-wei ghts are modified... [w]ords which are
not in the profile are added to it.") Accordingly, page si--the user's current page--is a
"user-specific data file." In fact, Wash sugggsts that "when a user jumps to another site,
the user's profile will also be transferred to the new site whose ProfBuilder will-search for
pages similar to the profile,” (Wasfi at 63.) Transferring a user profile from one web site
to another makes no sense if the profile is site-based, as Respondent asserts
| _ | Moreover, Wasfi, in other instances describes user-specific personalization
services. As an cxample Wasfi discloses "[a]gent based recommenders” that "work
collaborativ.ely with a user without the need of an explicit initiation™ and "assist[] the user
| by‘ recommending pages that match his/her needs." (Wasfi at 57.) Wasfi further discloses
sysicms other than ProfBuilder that operate on the individual user level, such as Letizia,
~ Ringo, and Fab. (/d. at 62-63.) As such the Patent owner erred by arguing that in Wasfi
“these monitored access patterns are collected across all users of a Web site and are

specific, not to any particular user, but to the Web site.” As understood from the above,
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Wasfi discloses monitoring and updating access patterns that are specific to an individual |
user. , .

The Third Party requester’s comments at pages 15-16 of the Comments the same
as tﬁe' Examiner’s; thus, the Examiner's position is convinced by the Third Party

requester's comments.

b. Wasfi estimates parameters of a learning machine
The Patent Owner at page 20, asserts that Wasfi, "the context model is not
speciﬁc to a particular user" and "is assembled from monitored actions of a large number
of users." Arguing that Wasfi, determines interestingness on the basis of a collaborative
filter than relies on actions bf many prior users. N |
| - Examiner is not persuaded by the Patent Owner’s arguments. As detailed above,
this is irré]evant and is unrelated to the content-model vsed by ProfBuilder. In fact, Wasfi
suggests that "when a user jumps to another site, the uscr's profile will also be transferréd
' ~ to the new sitc whose ProfBuilder will search for pages similar to the profile." (Wasfi at
63.) Transferring a user profile from one web site to another makes no sense if the profile
" is site-based, as the Patent owner asserts. Wasfi further describes other systems that
operate on the individual user level, such as Letizia, Ringo, and Fab. (/d. at 62-63.)
Accordingly, Wasfi discloses the "estimating parameters" limitation of the-claim.
| Even if the Patent Owner’s argument is true, i.e. the context model is not specific
to a particular user (which is not conceded by the Examiner), since the context model is
updated by the current user, the teaching still reads on the claim limitation “wherein the
' parameters are estimated in part from the usér;speciﬁc data files” In .other words, a
system that can build a model based on interest of all users, can indeed build a model
based on the interest of a single user and it would take undue experimentation to use it for
-particular interest of a user. | |
With respect to the Patent owner’s argument that Wasﬁ, does not teach the claim
limitation becanse it is not limited to a single user, Requester in his response comments
that this Patent owner’s argument: | |

“is at odds with its infringement position in the co- pending litigation, where
Respondent asserts that providing personalized services for the person currently
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using the browser is sufficient to meet the claim element. Yet, Wasfi discloses

that the parameters of the user profile are determined based on the spe01ﬁc web

pages the user visits. (Wasfi at 58.) Respondent cannot assert that the "user”

requirement be interpreted broadly for the purposes of infringement yet

interpreted narrowly for the purposes of evading prior art. Innova/Pure Water v.

Safari Water Filtration, 381 F.3d at 1117 (Fed. Cir. 2004)” /d., Requester’s
comments at page 17.

Examiner agrees with the Requester’s comments. As stated at the beginning of the
arguments, while determination of claim scope during litigation involves different
standards of proof and rules of claim construction however, “in rejecting claims thé
exarniner may.rely upon admissions by applicant or the patent owner as to any matter

affecting patentability[.]" See 37 C.F.R. § 1.104(c)(3). Wasfi discloses that the

- parameters of the user profile are determined based on the specific web pages the user

 visits, (Wasft at 58.) as construed by the Patent Owner for the limitation “wherein the

‘ parameters are estimated in part from the user-specific data files” in claim 1.

c. Wasfi estimates a probability that an unseen document is on interest fo the
uscr.

The Patent Owner, asserts that Wasfi does not teach the limitation; “estimating a
- probabrility p(w/d) that an unseen document is of interest to the user u, wherein the
probability p(w/d) is estimated by applying the identified properties of the document to
the learning machine having parameters defined by the User model”. Arguing that "Wasfi
determines interestingness on the basis of a collaborative filter than [sic] relies on actions
of many prior users." (Response at 20.) The patent Owner further afgues that the
similarity metric computed by the content-based filter is "a measurable value determined
from empirical data" and is thus not an estimated probability. (Response at 20.)
. The Patent owner’s arguments are not persuasive. First with réspcct to the first
. argument, Wasfi discloses filtering web pages "based on the correlation between the
content of the pages and the user's preferences." As recognized by the Patcnt Owner in
the statement “Wasfi also describe the use of a content-based filter”, the rej ectlon is

- addressing the content-based filtering and not the collaborative filtering. This meets the
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claim construction of "estimating a probability P(u/d) that an unseen document d is of
interest to the user u". This construction is offered by the Patent owner, i.c. "estimating a
probability P(u/d) that an unseen document d is of interest to the user u" to mean
| "approximating or roughly calcﬁlating the degree of belief or likelihood that an unseen
* document d is of interest to the user u given the information that is known about the
unseen document." See, OTH-B-23. '

 With respect to the Patent owner’s second argument that the measurable value
determined from empirical value is not an estimated probability, the argument is not
~ persuasive. Examiner notes that even the Ianguage of the claim calls for an “estimated
probability”, which is based on “some degree of likelihood”. Some degree of likelihood
is evén less than being probable. It is unclear and the Patent owner has provided no
reasoning as to why “measurable values” are not “estimated probabilities™. 7 |

Requester contends that the patent owner’s arguments run counter to its claim

construction positién in the co-pending litigation, where it asserts that a probability is
merely "a degree of bélief or likelihood" in an attempt to ensnare products that do not
calculate actual probabilities. (OTH-B 23.) Requester comments that the Patent Owner
7 provides ﬁ_o argument for why a similarity metric is not "a degree of belief or likelihood”
beyond a bare assertion. Innova/Pure Water v. Safari Water Filtration, 381 F.3d at 1117
(Fed; Cir. 2004). Examiner concurs with the Requester, because, there is no reasoning
prdvided by the Patent Owner as to why the “similarity metrics” is not equal to

" “estimating probability” in the claim.

d. Wasfi discloses sending User Model information to a third party user

The Patent Owner at page 20 asserts that Wasfi fails to teach "sending to a third
- party web server user interest information derived from the User Model; whereby the
third party web server may customize its interaction with the user”, as recited in claim 21.
- The Patent owner states that Wasfi discloses maintaining "user profiles across different
Web sites... [s]o that, when a user jumps to another site, the user's profile will also be
transferred to the new site whose ProfBuilder will search for pages similar to the profile."

- (Response at 20.) Arguing that However, one of skill in the art would not understand how
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to modify Wasfi tb send its profile information to other Web sites and thus that Wasfi

~ does not enable the elements of claim 21. (Id. at 20-21.

The Examiner is not persuaded by the Patent Owner’s argument. First, Wasfi,

discloses that “We intent to solve the problem by maintaining user profiles across
diffefent Web sites ﬂlat use ProfBuilder. So that, when a user jumps to another site, the
user's proﬁle will also be transferred to the new site whose ProfBuilder will search for
pages similar to the profile. Thus, the user can find relevant recommendations in the first
page accessed in the new site.” Id., pg. 63, 2™ col. first coﬁ1plete paragraph. As such, as
understood by a person of ordinary skill in the art, Wasfi discloses sending user profiles
(i.e., user infcrest information) fo third party web servers, whereby the third party web |
servers may customize their interaction with the user.

Second, even if Wasfi does not enable elementé of claim 21 (which the Examiner
does not concede since this is not the case), it still prior art for what it teaches. Beckman
'  Instruments v. LKB Produkter AB, 892 F.2d 1547, 1551, 13 USPQ2d 1301, 1304 (Fed.
Cir. 1989) “Even if a reference discloses an inoperative device, it is prior art for all that it
| - teaches.” _ |

Third, the Patent Owner’s argurment about enablement is conclusory and does not
set the ground for non enabliﬁg argument. If the Patent Owner’s argument is right and

one of skill in the art would not understand how to modify Wasfi to send its profile

information to other Web sites and thus Wasfi does not enable the elements of claim 21 ,

the ‘040 patent would certainly would not teach him how to do it. The '040 Patent at
" 5:64-67 discloses: ("In a further application, user interest information derived from the
" User Model is sent to a third party web server that then customizes its interaction with the

user."); at 29:23-26 discloses: ("Parameters of the User Model are transferred to the site

" . when a usér requests a particular page, and only selected content or links are displayed to

_ the user.”) Therefore, a person of ordinary skill in the art in making and using the system
of ‘040 must know, how to send user interest information derived from a User model fo a
third party requester web server and must know how to customize its interaction with the

‘user. Additionally, a person of ordinary skill in the art must know how, Parameters of the

~ User Model are transferred to the site when a user requests a particular page, and only
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selected contcnt or hnks are dlsplayed to the user. As such, it is assurned that the Patent
owner (applicant at the time) relied on the level of ordinary sklll in the art to enable claim
21 in obtaining the patent. Therefore, the same person of ordinary skill in the art would

know how to how to modify Wasfi to send its profile information to other Web sites of

claim21,
Requester, comments that:

“Since the Applicants relied on the knowledge of one of skill in the art to enable
claim 21 when obtaining the patent, Respondent cannot now assert that a person
of skill in the art would not have the same knowledge required to enable claim 21. -
SRI Intern., Inc. v. Internet Sec. Systems, Inc., 511 F.3d 1186, 1194 (Fed. Cir.
2008) (finding that "[w]ith the [prior art reference] providing similar, or even a

.~ partially identical, disclosure to the [] patent specification, the record meets the
lower enablement standard for prior art under 35 U.S.C. § 102(b)") See also
Constant v. AdvancedMicro-Devices, Inc., 848 F.2d 1560, 1569 (Fed. Cir. 1988)
(dismissing paten holder's argument that a prior art reference was not enabled
because it failed to disclose a computer program, as requiring a computer program
would render the patent claims invalid for lack of enablement).” /d., Requester
Comments at page 19.

Examiner agrees with the Requester since as noted above, if a-person of skill in
the art would not understand how to modify Wasfi to send its profile information to other
. Web sites, the ‘040 -patent would certainly woﬁld not teach him how to do it.

The Patent owner further argues that according to Wasfi, any.transferrcd user
proﬁle is for subsequent use by a ProfBuilder application operating in conjunction with
“the new site not the third party Web server. However, Examiner notes that Wasfi
‘discloses, "ProfBuilder inhabits a Web site," i.e. a Web server. (Wasfi at pg. 60.)
Accordingly, transferring a profile so that it can be used by another web site's ProfBuilder
means ;chat profile will be used by that other site's Web server or the third parties Web
‘server.

The Third Party requester’s comments at pages 19-20 of the Comments the same

- as the Examiner’s; thus, the Examiner's position is convmccd by the Third Party

" requester’s comments

e. Wasfi discloses sequence of interaction times of any user when interacting
" with data
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The Patent Owner at page 21 and with respect to claim 22 asserts that Waéﬁ fails
* to teach monitoring a sequence of interaction times of any user whén interacting with '
data. At best, Wasfi discloses implementing a timef)ut mechanism for an IP address after
a predetermined amount of idle time so that when the IP address becomes active after the
predetermined period of time, the user is identified as a new user. Arguing that while this
may somehow determine when a user has been iractive it is not monitoring a sequence of
interaction times as required by claim 22. |

The Patent Owner’s argument is not persuasive. Wasfi, in particular teaches that
"o track user presence, a timeout mechanism is used to delete user's session information
afier a predetermined amount of idle time. So that, a connection after the specified period
having the same IP is identified as a new user." Jd. at 60 Thus, Wasfi discloses
monitoring a sequence of interaction times as part of its user interaction monitoring,
because if the times of interaction are close together, then the interactions are considered
to be the same user; if not, then the interactions are considered to be different users. Id.,
Wasfi, at pg. 60 |

The ‘040 patent does not provide a specific definition for “sequence of interaction |
times,” rather the specification uses this term in the context of “current interaction
. session”. Id,, col. The Patent Owner does not make clear as to why monitoring the times
of user interaction as described in Wasfi does not teach the claim limitation “sequence on
interaction times.” As such, provided the specification uses this term in the context of the -
“current session”. Jd., 5:45-47 As such, Wasfi discloses the limitations of claim 22.

The Third Party requester’s comments at page 20 of the Comments the same as
the Examiner’s; thus, the Examiner's position is convinced l.')y the Third Party requester’s

comments.

f. Wasfi discloses sequence of interaction times of any user when interacting
with data : '

The Patent Owner at page 21 regarding claim 32 asserts that Wasfi fails to teach -
monitoring a sequence of interaction times of any user when interacting with data.

*. Arguing that Wasfi does not meet the "updating user-specific data files," "estimating
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para:ncters;" and "estimating a probability" limitations that are also present in claim 1. As
detailed above, in the response to arguments with respect to claiml, all three Hmitations

. are actually present in Wasfi. Those arguments are incorporated herein by reference and

_ will not be repeated for brevity.

3. Response to Argument that Claim 11 is Not Obviated Under 35 USC
103(a) by Considering Wasfi in View of Culliss

The Patent Qwner assérts that claim 11 is not rendered obvious by the
_combination of Wasfi and Culliss, because Wasfi does not meet the limitation of claim 1.
- Arguing that assuming adding those teaching of Culliss to those of Wasfi are irrelevant to
| the reasons for patentability of claim 11 over Wasfi and therefore does not render the
sﬁbject maﬁer of claim 11 obvious to 0he of ordinary skill in the art. /4., Response at pg.
22

The Patent Owner does not provide no reasoning as to why the combination of the
teaching of Wasfi and Culliss is not obvious except that adding the teaching of Culliss to
" those of Wasfi are irrelevant. Examiner is not persuaded by the patent owner’s argument.

Claim 11 is dependent.from claim 1 and further requires "estimating a posterior
probability P(u/d, q) that the document d is of interest to the user u, given a query q
submitted by the uscr.” As detailed in the rejections, claim 1 is anticipated by Wasfi, as
detailed in the rejection, Section VI.B, proposed rcjectidn‘ #7. Claim 11 is rejected
because Culliss discloses a system that "utilizes personal data to [] refine search results."
(Culliss at 3:12-13.) Culliss further discloses that "[T]he invention can accept a search |
query from a user and a search engine will identify matched articles and display squibs of
the matched articles in accordance with their comparison scores.” (Id. at 2:39-42.) It
" would have been obvious to one of skill in the art to use the teachings of Culliss o
modify Wasfi so that it could function with site-speciﬁc search engines and search engine
results. See Section VI.B., proposed rejection #8. Therefore, the claim 11 15 rejected over
‘Wasfi in view of Culliss and the Patent Owner has not provided any reasoning fo the

contrary.
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_ The Patent Owner further asserts that Culliss does not teaéh the subject matter in
. Claim 11. Arguing that "all that is done is matching of various key words and related
personal interests of different users in order to rank search results" and that "[n]o '
probability estimate is involved in such a determination." (Id. response at pg. 22).
| This argument is not persuasive. As detailed in section VILA.4, the Patent
dwner’s argument are at odd to its claim construction and admissions, where it asserts
that a probability is merely "a degree of belief or Jikelihood" in an attempt to ensnare
products that dc_). not calculate actual probabilities. (OTH-B 23.) Culliss discloses '
"accept[ing] a search query from a user" and "identify[ing] matched articles.” (Culliss at
2539—42.) Articles "can have their key term scores or key term total scores altered
according to whether they were displayed to a user, whether they were selected by a user,
“how much time the user spend with the aﬁicle, etc." '(Id. at 2:43-46.) These key term -
. scores are "a degree of belief or likelihood" as‘interpreted by the Patent Owner in the co-
_ | pending litigation, and Patent Owner presents no argﬁment to the contrary beyond a bare
- assertion. fnnova/Pure Water v. Safari Water Filtration, 381 F.3d at 1117 (Fed. Cir.
2004). - - |
Moreover, the Konig ‘040 patent also relies on score as detailed in Section,
VI.A2.c, to be used to estimate probablhty See for example the specificafion teaches:

“The process of estimating user interest in'a partlcular unseen document 120 is
illustrated in FIG. 17. This process has the following three steps: 1. Preprocessing
the document as for initialization (step 122): 2, Calculating an individual score for
the document for each element of the user representation (e.g., topic distribution,
word list). 3. Non-linearly combining (124) individual scores into one score 126,
the probability that the user is interested in the unseen document, P(u.vertline.d).”
(Id., 24:65-25:3) '

As such according to the patent ‘040, the probability is a measure that their key
term scores or key term total scores altered according to whether they were displayed to a
user. The Patent Owner has provided no reasoning as to why the combining of the scores
" into one score in the 040 patent is different from the key term scores in Culliss. |
| The patent owner further asserts that the a person of ordinary skill in the art would
not have taught to modify Wasfi in light of the teaching of Culliss. Arguing that “How

one would apply such teachings in the context of Wasfi's ProfBuilder is a subject of
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complete speculation. It is apparent that the author of the Wasfi reference felt the
" problem was one requiring research and in fact the usefulness of ProfBuilder had not
. even been formal_ly evaluated at the time the Wasfi reference was published” (/d.,
l Request at 23). |

Examiner is not persuaded by the Patent Owner’s arguments. The Patent OMer is

limiting his argument to a single system, rather than the whole publication. -The Wasfi

| prior art publication already contains references to accepting search queries, e.g, "The
user provides a set of keywords to describe hislher interests." (Wasfi at 57.) Furthermore,
the Rejection details exactly how to apply Culliss' teachings to Wasfi: "the personalized
filtering disclosed by Wasfi analyzes ldcal pages drawn from a host Web site. But rather
than analyzing the pool of local pages on a host web site, it would be just aé féasiblc (and

. _obvious) to use Wasfi's method to analyze a pool of search results generated in response
to a user query." (Request at 23.)

The Patent owner asserts that “At a minimum, application of Culliss teachings to
the Wasfi ProfBuilder systems would require the analysis of each and every Web site and
. each and every page within the Web sites in order to determine it's similarity to each and

every user of the Internet.” (Request at 23.) Arguing that, the proposed combination
requires merging the ProfBuilder and Culliss systems, rathef than simply taking Culliss'
"idea of personalizing search results and applying it to Wasfi. (/d.)

This is simply ndt the actual combination presented in the rejection, which is
limited to using Wasfi on "a pool of search resuilts generated in response to a user query."
Moreover, that pool of results need not be drawn from the Web as a whole, and many
web sites have long included search engines that are limited to documents present on that .
site, e.g. hitp://search.nfl.com/. Accordingly, one of skill in the art would have been able

-1o take Culliss' teachings regarding personalizing search resulis and use it-to modify
Wasfi so that it also personalized from a set of search results rather than personalizing
from the set of all documents present on the Web site. Such a combination would be the
mere application o;f familiar elements according to known methods (adding a search

 index to a Web site) and would yield predictablé results. KSRIntern. Co. v. TeleflexInc.,

550 U.S. 398,401,127 5.Ct. 1727, 1731 (2007). .. _ .
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The Third Party requester’s comments at pages 22-23 of the Comments the same

as the Examiner’s; thus, the Examiner's position is convinced by the Third Party

requester's comments.

- 4. Response to Argument that Claim 22 is Not Obviated Under 35 USC
103(a) by Considering Wasfi in View of Culliss

Thé Patent Owner asserts that Wasfi in view of Culliss does not ren_der claim 22
obvious because Wasfi does not meet the limitations of claim 1. (Response at 24.)

This Patent Owner’s argument is not persuasive. As detailed in the rejection,
Culliss discloses that articles can be analyzed and ranked éccording to "how much time

the user sf)ent with the article.” (Culliss at 2:43-46: "Articles can have their key term

' scores or key term total scores altered according to whether they were displayed to a user,

whether they were selected by a user, how much time the user spent with the article,
etc.") It would have been obvious to one skilled in the art at the time of the invention to

modify Wasfi to include an analysis of user interaction times in judging which documents

' ‘would be of most interest to a user.

Argument about deficiencies of Wasfi is rebutted i in section VII.B. 2 (a-f),

' mcorporated herein by reference and will not be repeated for brevity.

~ The Patent Owner further asserts that one of skill in the art would not combine
Wasfi with Culliss (/d.} As detailed above, the Patent Owner fails to address the actual
combination addressed in the rejection.

Finally, the Patent Owner argues that Culliss's disclosure of personalizing based

. on "how much time the user spends with an article" is not the same as moniforing a .

. sequence of interaction times. (/d.) As detailed in Section VII.A.6., supra, the Patent

owner’s arguments contradict its previous assertion that recording timestamps is

'sufﬁ_cient 1o meet the limitation. Since Culliss also records the "time or date of any

_previous activity," it must meet the limitations of claim 22 under Patent owner's own

construction, fnnovi/Pure Water v. Safari Water Filtration, 381 F.3d at 1117 (Fed. Cir.
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The Third'Party i'eqﬁestcr’s comments at pages 23-24 of the Comments the same

as the Examiner’s; thus, the Examiner's position is convinced by the Third Party

" requester's comments.

5, Response to Argument that Claim 34 is Not Obviated Under 35 USC
* 103(a) by Considering Wasfi in View of Culliss

The patent Owner asserts that Culliss does not meet the limitations of claim 34 '
Dbecause it does not disclose how to énalyze different'media types. (Response at 25.)
| “The Patent Owner’s -argument is not persuasive. As stated in the rejc'ction, Culliss
discloses that the "articles” which are ranked and presented to the user may include

multiple distinct media types, such as "text collections, audio clips, video clips and

o samples of any other type of information." (Culliss at 2:20-21.) It would have been

obvious to one skilled in the art to combine Wasfi with Culliss, such that Wasfi's method
cduld be used to analyze web pages of 'niultiple media types. Indeed, by the time the '040
patent application was filed in June 2000, web pages frequently contained the types of
~media disclosed by Culliss i.c., text, audio files, video files, etc. |

Moreover, it is the Patent owner’s position that processes that only parse the text
components of HTMIL. documents meet the limitations- bf claim 34. Accordingly, Culliss'
énal_ysis of the HTML that accompanies videos, images, and the like on weB pages must
 also meet the limitations of claim 34 under Respondent's own interpretations.

Innova/Pure Water v. Safari Water Filtration, 381 F.3d at 1117 (Fed. Cir. 2004).

C. Patent Owner’s arguments - Section 3., titled; “Response to Rejections
- . Based on Primary Reference Refuah” '

1. Response to argument that Refuah is not prior art

~ The Patent Owner at page 25 asserts that Refuah is not'prior art, Arguing that
Refuah is a US national stage application under 35 USC 371 that is based on an
international application filed January 28, 1999, i.c., befo.re November 29, 2000, '_Hencé.,
it's 102(e) date is the date on which the requifements of 35 USC 371 (c) (1), (2) and {(41)
were satisfied. According to the face of the Refuah patent, this date was July 28, 2000. -
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- Arpuing thaf the subject of *‘040 patent was filed June 20, 2000 (excluding ahy
ponsideration of its priority claim to December 28, 1999), i.e., betore the effective 102(e)
date of Refuah therefore, Refuah is not prior art under 35 USC 102(e) and all the

. rejections based on Refuzh must be removed. '

Requester in response comments that, Refuah was published on AugUSf 5, 1999,
The '040 patent claims priority to a provisional application filed on December 28, 1999.

" Consequently, Refuah qualifies as prior art to the '040 patent under 35 U.S.C. § 102(a).
Arguiné that Respondent never address Refuah's publication date, which predates the
earhest claimed prlonty date of the '040 Patent ,

Examiner notes that while Refuah is not prior art under 35 USC 102(e) however
since it’s PCT publication date is August 5, 1995, it is prior art under 35 USC 102(a) as
acknowledges by the Patent Qwner (responded in his Remarks) therefore, can be used in
an anticipatory rejection. The reason is that a Subject matter that quahﬁes as anticipatory
prior art under 35 U.S.C. 102 is not affected, and may still be vsed to reject claims as
being anticipated. Examiner also notes that the PCT disclosure word for word covers all _
the subject matter disclosed in the US appliéation. Additionally, the Patent Owner has
responded in his Remarks to the anﬁcipafory rejection of claims under 35 USC 102(a) in

N his Response.

2, Response to arpnment that Claims 1, 11,21, 22, 32 and 34 are not
Anticipated by Refuah

" a. Refuah estimates Probabilities _ _

" The Patent Owner at page 26 asserts that Refuah does not teach the subject matter

" of claims 1 and 32 of the 040 patent. The Patent in particular argues that Refuah does not
‘teach estimating a probability P(w/d) that an unseen document d is of interest to the user

- u, wherein the probability P(u/d) is estimated by applying the identified properties of the

- document to the learning machine having the parameters defined by the User Model.
Arguing that at 17:44-46, Refuah discusses how a site is evaluated for suitability and/or
for qualities which are preferred and/or matched to a particular persona. Evaluation of

such criteria is not an estimation of a probability, P(w/d), as recited in claims 1 and 32. At
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‘best, it is perhaps a discussion of a matching process to determine if discrete qualities of a

site aré the same as those included in a persona. The Patent owner concludes that none of

ghese measured qualities are estimates of probabilities.

The Patent owner’s argument is not persuasive. Refuah discloses that "[i}n the '
evaluation technique, a site is evaluated for suitability and/or qualities which are
preferred and/or match a particular persona." (Refuah at-17:44-46.) This constiﬁltcs

: "approximating or roughly calculating the degree of beliéf or likelihood that an unseen
document d is of interest to the user,” This the construction the Patent Owner has offered

for ".estimating a probability". The Patent Owner has not provided any réasoning as to

why when a site is evaluated for qualities that are prefeﬁcd to a particular persona, is not
a good‘example of estimating probability. “Probability” is the qﬁality or state of being

- probable and estimating is a tentative estimation or rough calculation and will all
accounts, evaluation of a site for qualities that are preferred to a particular persona is a

' rough way of calculating that a document is of interest to a user.

The requester presented argument that the “Respondent’s arguments thus run
counter to its claim construction position in the co~ pending litigation, where it asserts
that a probabﬂity is merely "a degrée of belief or likelihood" in an attempt to ensnare
rproduct/s that do not calculate actual probabilities. (OTH-B 23.) Respondent advances no
argument for why a computed suitability score is not "a degree of belief or’ likelihood,"
beyond a bare assertion. Innova/Pure Water v. Safari Water F iltration, 381 F.3d at 1117

~ (Fed. Cir. 2004)” | 7
R Examiner concurs with the requester that the Patent owner’s position, contradict
_ with his previous position regarding construction of “estimating probability”, presented

before.

b. Refuah estimates parameters of a learning machine
" The Patent Owner further asserts that the Office action does not identify any
| ““learning machine” described by Refuah. Arguing that, reciting a proposed claim
construction advanced by the Patent Owner in the related litigation (as is done in the

" Office Action) is not a substitute for identifying where in the cited reference the claim
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feature is taught and as such the Exammer has fajled “to present a prima facie case of

" anticipation”. Jd. pe. 27.

The Patent Owner’s argument is not persuasive. Flrst as states before, “in
rejecting claims the examiner may rely-upon admissions by applicant or the patent owner
as to any matter affecting patentability[.]" See 37 C.F.R. § 1.104(c)(3). _

Secondly, the “persona” is the User Model as described in the rejection. See for

“example Section VL.C., proposed rejection # 11, part (iv), where it is indicated that -
Refuah discloses assigning a user a "pérsOna." See generally id. at col. 2. "In a preferred
- embodiment qf the invention, a mood and/or a persona may be updated by modifying
.coﬁtinuous parameters." /d. at 6:5-7. Speciﬂcally, "a parameter may be reflexive towards
the pcrsona; for example defining how to modify the persona and/or a mood based on
user activities." Id. at 6:60-62. Accordingly, the parameters define the "user model"
(persona) specific to the user, and these parameters are "estimated in part from the user-
specific data files" because they are "based on user activities." |
- As such, the parameters déﬁne the "User Model" (persona) that is specific to the

‘user, and these parameters are "estimated in part from the user-specific data files"

-~ because they are "based on user activities.”

¢. Refuah teaches estimating a posterior probability

The Patent Owner at page 27, asserts that in the Office action does not show
“estimating a posterior probability P(u/d, q) that the document d is of interest to the user
u, given a query q submitted by the user” as recited in claim 11. Arguing that fhe Office
. Action relies on Refuah for teaching personalization that can affect "many methods" of
information retrieval. Refuah at 17:22 -24. The search enginé retrieves matches for a
‘query and the user's persona and mood affect the sorting or filtering of the results. /d at
17:27-36. The cited portlons is not what is being claimed.

The Patent owner’s arguments are not persuasive. First, Refuah dlscloses that “a
persona is used to personalize information retrieval, Such personalization can affect many
modes of information retrieval, including search engines... It should be noted in this

context that search engines return matches for a particular query, while personality and
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mood are designed to affect the results of substantially any query...” (emphasis added).
See Refuah at 17:20-30. As understood, Refuah discloses using the persona information

~ to affect the résults returned by a search engine. Accordingly, Reﬁ.lah meets the elements
' 6f claim 11, and the Patent owﬁer provides no reasoning to the contrary as to why the
cited portions do not necessarily teach the claim lénguage.

The Patent Owner further argues that *“it appears Refuah makes use of a simple
'cbmparison. Refuah at 17:36-48. No probabilities, posterior or otherwise, are estimated.”
But, the question is not whether the cofnp_arison is simple or otherwise. The question is
whethér, the reference of Refuah’s modification of match scores through personas are "a
~ degree of belief or likelihood" as interpreted by the Patent Owner. Moreover, as stated
before, “Probability” is the quality or state of being probable and “estimating” is a
tentative estimation or rough calculation and will all accounts, evaluation of a site for
‘qualities that are preferred to a particular persona is a rough way of calculating that a
document is of interest to a user, and the Patent Owner has not provided any reasoning as
~to why this definition does not ‘iprobability” in the claim except the argument that “this is

not what is being claimed.”

d. Refuah teaches elements of claim 21

The Patent Owner at page 27 asserts that Refuah fails to teach “sending user
interest information derived from the User Model to a third party web server” of claim
21. Arguing that the virtual persoﬁa in Refuah are not “derived from [a] User Model”
" which defines parameters of a leaﬁﬁng machine, as required by claims. Instead, the
virtual persona are either defined through a question and answer session. Refuah at
22:15-18, are selected from a library of pré- defined personas and modified by individual |
users, id. at 21:40-44, or are.compiled through fnonitoring of user actions on the Internet.
) Id. at 21:22-24. Accordingly, claim 21 is not anticipated by Refuah.

| The Patent Owner’s argument is not persvasive. First Rcfuah discloses using a

user's "mood" and "persona” (collectively "personality") to affect the web pages provided
to the user. Refuah further explains that "“the personality may be used when entering any
WWW site to provide personally tailored service." (Refuah at 3:47-49; see also id. at
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" 4:59-61: "in a preferred embodiment of the invention, only portions of the persona and/or
. mood are provided to each site.") Accordingly, Refuah discloses sending user interest

information (embodied by the user's "personality") to third-party web servers that host

"~ various WWW sites.

With regards to the Patent owner’s arguments, it is unclear and the Patent Owner
- has provfdéd no reasoning as to why a persona derived from "monitoring of user actions
on the Internet" is not a User Model as required by the claims. Claim 1 eﬁplicitly requires
that the User Model be derived from "monitoring user interactions with data while the
user is engaged in normal use of a computer." Thus the arguments afe not persuasive.

' The Third Party requester’é comments at page 28 of the Comments the same as
the Examiner’s; thus, the Examiner's position is convinced by the Third Party requester’s

‘comments.

e. Refuah teaches elements of claim 22

The Patent Owner at page 28 asserts that Refuah fails to teach “estimating
parameters” and “estimating a brobability” of claim 22. Arguing that claim 22 is depends
from claim 1 and is therefore not anticipated by Refuah for at least all the reasons as
claim 1. -

This argument is not persuasive. Refuah discloses both limitation “estimating
parameters” and “estimating a probability” of claim 1, as stated before in the rebuttal
ai-guments regarding claim 1 above, inéorporated herein by reference and will not bé

repeated.

1. Refuah teaches elements of claim 34
The Patent Owner at page 28 asserts that Refuzh fails to teach the limitation of
- claim 34. Arguing that claim 34 requires analyzing the disﬁnct_ media types rather than

simply allowing for documents to contain ignored media types.
The Patent owner’s argument is not persuasive. First, Refuah discloses analysis of

websites. See for example, Refuah discloses the analysis of websites, see id, at 20:31-34,

 and it was well-known wheh the Refuah patent application was filed in 1999 that
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websites could include multiple types of media, Thus, Refuah inherently provides for the

analysis of documents having multiple distinct media types.

Requester comments that, this is at odds with its infringement allegations in the
co-pending litigation, where it asserts that processes that oﬂly parse the text components
of HTML documents meet the limitations of claim 34. Accordingly, Refuah’ analysis of
the HTML that accompanies videos, images, and the like on web pages must meet the
| limitations of claim 34 under Respondent's own infringement theories. Jnnova/Pure

Water v. Safari Warer Filtration, 381 F.3d at 1117 (Fed. Cir. 2004)

" Examiner concurs with the requester that the Patent owner’s position, contradict
with his previous position regarding construction of “analyzing the document”, presented

'befofe.

. 3. Response to. argument that Claims 1, 11, 21, 22, 32 and 34 are not
~ Obviated by Refuah in view of Mladenic ' '

The Patent Ownerlat page 28 through page 29 asserts that Refuah does not
‘ estimate a probability or contain a learning machine as required by the claims. The patent
| owner further argues that Mladenic does not estimate parameters of a leaming machine.
The patent Owner’s arguments are not persuasive. As detailed in section
VIIL.C.2.(a)-(b) Refuah feaches “estimate a probability”, and contain a “learning
lr-nachine”, incorpoiated herein by reference and will not be repeated for brevity. |
The Patent Owner at page 29 through page 30 further argues that Mladenic does 7
_not “estimate parameters of a learning machine”. This argument is not persuasive. As
detailed in section VI.A.2.(c) Mladenic discloses “estimating parameters of a learning
machine”, and discloses the same “User Model” implementation as described in Figure

4A and in the specification. See for example, the specification of ‘040 patent discloses:

FIGS. 4A-4E illustrate tables that store different.components and parameters of
the User Model_. Id, 6:13-14 '
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Looking at Fig. 4A, for example, it is noticed that there is a score named “Word

- . Grade’ associated with each word that is identified with a “Word 1D’

The specification further states that:

“The informative word and phrase list of FIG. 4A contains the most informative
words and phrases (i. ¢., 'words") found in user documents, along with a measure
of each informative phrase or word's importance to the user (i.e., scores') ” Id. at
10:52-55.

“Qther techniques rate documents using the TFIDF (term frequency, inverse
document frequency) measure: /d., 1:53-55

“a preferred embodiment uses the TFIDF measure™ Jd., 11:12-13

As such the score associated with the word is used to estimate parameters of a

learning machine.

The patent owner at page' 30 argues fhat_ the Office action fails to specify any
‘rational in réjecti-ng claims 11, 21, 22, and 34 in view of Refuah in combination with
‘Mladenic. However, as noted in the rejection in the Office action and in this Office,

section V1.C., of the Office action those claims are met by Refuah alone. As such, the
" - combination of Refuah and Mladenic meets the additional limitations of claims 11, 12,

22, and 34 for the reason that Refuah meets those limitation.

The Third Party requester’s comments at pages 29-30 of the Comments the same
~ as the Examiner’s; thus, the Examiner's position is convinced by the Third Party

requester's comments.

D. Patent Owner’s arguments - Section 4., titled; “Response to Rejections .
Based on Primary Reference Culliss”

1 Response to argument that Clalms 1,11, 22, 32 and 34 are not Antlclpated
by Culliss
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_ a. Culliss discloses updating user-speclﬂc files
The Patent Owner at page 30 asserts that Culliss fails to teach “updating user
spec;iﬁc data files”. Arguing that in Culliss, "personal data is collected and sepérately
indexed" which is "something different than what is claimed." /d., response at 31-32.
The Patent Owner’s argument is not persuasive. First Culliss discloses that users'
personal data "can be inferred from a history of their search requests or article viewing
habits." Id., Culliss at 3:46-48. Culliss further discloses that "it is possible to simply store
‘all clements of personal data, individually or in key term groupings, within the index
separately, with components of the query or otherwise." Id. at 5:37-39. These personal
data elements are also "updated" as the user continues to navigate the Internet and visit
documents and URLS. See id. at 4:60-64 (disclosing "keeping a cumulative score for a
usbr for search requests or URLs. For e)_;ainple, whenever therc is a match (whdl‘e or
_paﬁial) between a search request or URL and an ifem of personal data, a record for the
 user can be updated to give a +1 for that item of personal data.”) Accordingly, Culliss
meets the "updating user-specific data files" limitation argued by the Patent Owner.

' Addltlonally, the Patent Owner prov1ded no reasomng as to why the collection of
personal data deduced from a history of search request or article viewing habits does not
' constitute “updating user specific data files.” Examiner noted that even the Komg ‘040
patent uses the same scheme for “updating user specific data files.” For example Figure

14 of the ‘040 patent depicts “the ﬁser recently accessed buffer, which records all user
interaction with documents.” Id., ‘040 patent at 6:39-40. In that regards the ‘040
spemﬁcatlon further states:

“information about each document that the user views is stored in a recently
accessed buffer for subsequent analysis. The recently accessed buffer includes
information about the document itself and information about the user's interaction
with the document. One possible implementation of a buffer is illusfrated in FIG.
14; however, any suitable data structure may be used." (Id. at 22:27-33.)

This "recently accessed buffer" is accessed and the documents therein are

separately indexed:

"After each addition to or subtraction from the set of user documents, the
_ document is parsed and analyzed as for the User Model initialization. Extracted
" - information is incorporated into the User Model." /d. at 22:50-54.
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As seen from the above portions, the argument that Culliss does not meet the
limitations of claim 1[b] because it separately stores user's interactions and separately
~ indexes the resultﬁnt user documents is contradicted by the specification. In fact, separate
storage and indexing of documents is the only embodiment for this claim element
* disclosed in the '040 Patent. _
7 The Third Party requester’s comments at pages 30-31 of the Comments the same
_ as the Ekaminer’s; thus, the Examiner's position is convinced by the Third Party

requester's comments.

. b, Culliss Discloses Estimating Parameters of a Learning Machine

. The Patent Owner at page 32 asserts that Culliss fails to teach "estimating |
- parameters of a leaming machine, wherein the parameters define a User Model specific to
the user énd wherein the parameters are estimated in part from the user-specific data
ﬁles.“ Arguing that in Culliss the cumulative scores are calculated rather than estimated,
-and thus those scores do not meet the limitations of claim 1 [¢c]. /d., Response at 32.

Examiner is not persuaded by the Patent Owner’s argument. First, Culliss
discloses that "the user can be identified as having the personal data characteristic of
being a sports fan and having an interest in finance because there are three queries
relating to sports ('Spbrts scores,' 'football,' and 'nba’) and five queries containing key
wdfds relating to finance ('stock quotes,’ 'cnnfn,' "junk bonds,’ 'stock quotes,’ and:
'dowjones.")" Jd., Culliss at 4:54:60. Culliss further discloses estimating parameters of a
learning machine through the use of a mathematical function of data scores. /d., Culliss at
4:65-5:4: "A cumulative score can be developed for the user-for each item of personal
data, called a -personal data item score. When the personal data item score of the user
reaches a certain threshold, then the item of personal data can be said 1o be associated’
~ with the user. Additionally or alternatively, the strength of the association can be
determined by the comulative personal data item score.")

Requester comments that, while Culliss personalizes search results based on the

classifications of the user rather than a data model that is specific to an individual user--
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" e.g., whether the user is interested in the "finance" category or the "sports" category—the
- Patent Owner’s infringement allegations assert that a User Model is "specific" to a user

simply if it is derived from data from that user. (See Request at 32-33.) Under

Respondent's contentions, Culliss meets the limitations of Claim 1 [c]. /d., requester’s
Comments, at page 32.

| Examiner agrees with the chuéstcr and the interpretation of the claim term User

Model Specific to the user, construed by the Patent Owner and the ponclﬁsion thatis

~ based on the Patent owner’s Own interpretation, Culliss meets the limitation of claim 1[c]

Second, the Patent owner is ignoring that the scores or "informative measures"

. disclosed in the specification are also calculatéd. For example, the score might be
"measured by the word's frequency in user documents.” Id., '040 Patent at 11:4-5. The
score might use the Term-Frequency / Inverse Document Frequency or TFIDF measure,
* which is calculated through a méthemaﬁcal formula. Jd. at 11:12-20. The score might
also be derived through the concept of mutual information, which is again calculated
through a maﬁematical formula. Id. at 11:44-60. In summary, all of the scores described
" in the specification are "calculated" rather than "estimated. |

The patent Owner further assertsthat the "User Model" in Culliss is entirely
dependent on prior users.and their search activities. /d., Response at 32-33.

Examiner noted that this argumeﬁt is not persuasive, for the reason that as
explained above, the "User Model" in Culliss relates to the cumulative scores developed
'for the user for each item of personal data, based on that user's acti\-rities. Id., Culliss at
4:65-5:4 Culliss refers to the personal data as "PS," and individual categories (e.g.,
"sports," "finance") as "PS 1," "PS2," etc. (Jd.. at 3:12-18.) A user is thus defined by the
"personal data" categories for whiéh he qualifies: one user might be defined by the PS 1,
PS4, and PS 16 c_atcgorics, while a second user might be'deﬁnt_ad by P84, PS7, PS9, and -
PS206. Id.. at 4:54 - 5:16. These qualifications are based entirely on the user's own
. activities. Id.. at 4:61 - 5:4. The patent Owner’s citation relates to a different aspect of the
Culliss system: tracking how users who already have a User Model interact with various

articles. (Culliss 6:11-13: "In this manner, the relevancy of articles is determined by the
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searching activity of previous searchers which share, or are indicated as having, certain
personal data characteristics."; see generally id. at 5:17- 6: 19'). This relates to how the
User Model is applied, not how the User Model is constructed, as encompassed by Claim
1 [c].
For the reason above, it is believed that the Culliss teaches ‘.‘estimating parameters

of a learning machine” recited in claim 1.

' c Culliss Discloses Estimating Probabilities
The Patent Owner at page 33 asserts that Culliss fails to téach "estimating

probability p(w/d) that an unseen document d ... defined by the User Model” in claims 1
and 32. Arguing that in Culliss the relevancy scores of retrie{/ed articles determines their

| reépective ranking, and such grouping and relevancy scores do not establish ‘an‘estimation
of a probability p(u/d) that an unseen document d is of interest to a user.

Examiner is not persuaded by the Patent Owner’s argument. First, Culliss

' discloses the limitation “estimating probability p(u/d) that an unseen document ...defined

" by the User Model” argued by the Patent owner. See for example, Culliss discloses that, _
when a user enters a search request, the search request and the user's persoﬁal data are
combined to form various groupings: kéy term groupings, category and personal data

) groupings, etc. Id., Culliss at 5:40-45. Based on these groupings, the system detenhjnes
how relevant a given document d is to the searching user u, which is a "probability™

| under Respondent's proposed construction. Culliss also discloses that: "Arficles

'~ associated with these groupings are then retrieved from the index, and their relevancy

scores are used-or combined to determine their rankings." Id., Culliss at 5:45-48.

Requester comments that the Patent Owner does not provide any explanation as to

. why relevancy scores are not "estimated probabilities," especially given the broad
interpretation of "probability" the Patent Owner has offered in the litigation. The
Reqﬁestcr conchudes that the Patent Owner’s arguments thus run counter to its élajm
construction position in the co-pending litigation, where it asserts that a probability is

7 merély "a degree of belief or likelihood" in an attempt to ensnare products that do not

calculate actual probabilities. (OTH-B 23.) Arguing that the patent owner presents no
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. argument for why the computed relevancy score is not "a degree of belief or likelihood,'; :
-beyond a bare assertion.- Innova/Pure Water v. Safari Water Filtration, 381 F.3d at 1117
(Fed. Cir. 2004). '

Examiner agrees with the Requester and the interpretation of the claim term
~ “estimating probability”, construed by the Patent Owner and the conclusion that is based
on the Patent owner’s Own interpretation, that Culliss mects the limitation of claim 1[c].

The Patent Owner further argues that Culliss‘ "determines[s] the relevancy of a
‘particulér article to a ﬁarticular query" rather than to a particular user.” Examiner notes
| that Culliss discloses, "[w]hen a first.user enters a search query, the personal data can be
considered part of the request and stored within or added to the index, individually or in
groupings with other items of data such as key terms, categories, or ratings." /d., Culliss
at 5:18- 21. Accordingly, the "querf" in Culliss includes the user data, and Culliss -
explicitly stores keywords (conventional queries) as paired with personal data. Id, at
5:25-48. Accordingly, the "particular query” used in Culliss includes both keywordé and
user information, and Culliss therefore determines the relevancy of a particular articles fo
a particular keyword and a particular category of user.

| Requester in his Comments contends that the Patent Owner in the co-pending

- litigation assert that personalizing based on a group of users rather than a single,
individual user falls within the scope of the claims. Examiner agrees with the Requester’s
Comments and the interpretation of the claim term, construed by the Patent Owner and |
 the conclusion that is based on the Patent owner’s Own interpretation, Culliss meets the
 limitation of estimation of a probability p(u/d) that an unseen document d is of interest to

a uscr.

d. Culliss Discloses Computing posterior Probabilities based on a

Query ,
The Patent Owner asserts that Culliss fails to describe any type of "estimated

i)robability calculation" and "only discloses using a user's personal data to retrieve
' articles related to the user's search request.” Id., Response at 33-34.
. The patent Owner’s argument is not persuasive. First, Culliss discloses "accepting

a search query from a user" and "identifying matched articles." Jd., Culliss at 2:39-42.
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Articles- "can have their key term scores or key term total scores altered according to
whether they were displayed to a user, Whethér they were selcc_ted by a user, how much
time the user spend with the article, etc." Jd. at 2:43-46. These key term scores are "a
degree.of belief or likelihood" according to the Patent Owner’s interpretation of |
“probability” explained in section VIL.D.1.c, above.
The Third Party réquester’s comments at pdge 34 of the Comments the same as
" the Examiner’s; thus, the Examiner's position is cohvinced by the Third Party requester's

comments.

e. Culliss Anticipates Claim 22

The Patent Owner asserts that Culliss fails to disclose elements of claim 22. '
- Arguing that "monitoring how long a user.spends with an article is not the same as
monitoring a sequence of interaction times." /d., Response at 34.

Examiner is not persuaded by the Patent Owner’s argument. This argument is
rcbutted before in Section VII.A.- 6., supra, and as detailed there, the Patent owner’s
arguments contradict its pfevi'ous assertion that recording timestamps is sufficient to meet
the iimitation. Culliss’ rgcm;'ding of "time or day of any previous activity" must meet the

limitations of claim 22 under Patent Owner’s own interpretations .

f. Culliss Anticipates Claim 34 -

The Patent Owner asseﬁs that Culliss fails to disclose "wherein analyzing the_
document d provides for the analysis of documents having multiple distinct media typés"‘
Arguing that Culliss does not-disclose analyzing the multiple media types within a
document having multiple distinct media types. /d., response at 34.)

This argument is not persuasive. This argument is rebutied in Section VILB.5,
supra. As indicated there, it is the Patent owner’s position that processes that only parse

- the text components of HTML documents meet the limitatic_)ns'of claim 34. Accordingly,
~Culliss' analysis of the HTML .thﬁt accompanies videos, images, and the like on web
- pages must also meet the limitations of claim 34 under Respdndeﬁt_'s own interpretations.

Innova/Pure Water v. Safari Water Filtration, 381 F.3d at 1117 (Fed. Cir, 2004).
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2. Response to argument that Claims 1, 11, 22, 32 and 34 are not Rendered
Obvious by Culliss in view of Mladenic '

_ The Patent Owner at page 34, with respect to claims 1 and 32 asserts that Culliss

. fails ‘to teach or suggpest “estimating parameters of a leaming machine, wherein the

- parameters define a User Model specific to the user and wherein parameters are estimated
in part from the user-specific data files, as recited in claims 1 and 32, Arguing that,
Culliss does not estimate the parameters of a learning machine. This argument is rebutted
in section VIL.D.1.b, Culliss meet this limitation. Arguing that Mladenic does not

' estimate parameters of a learning machine. However, as noted in section VILA 2.c,

" Mladenic uses the same "User Model" impleﬁlentation described in Figure 4A and in the

specification, and-thus meets the "estimating parameters of a learning machine” _

- limitation. ' |

-' The patent Owner further argues that the "Office Action fails to specify any

rationale for rejected claims 1 1,22, and 34 in view of the combination of Culliss and

Mladenic.” Id., Response at 35. However, as stated in the rejection of claims and noted

by the Patent owner, the Office Action discloses how claims -1 1, 22, and 34 are met by

* Culliss alone. /d., Office action at 33-34. Accordingly, the combination of Culliss and

Mladenic meets the additional limitations of claims 11, 22, and 34 for the same reasons

that Culliss alone meets those limitations.

3. Response to argument that Claim 21 is not Rendered Obvious by Culliss in
view of Refuah '

The patent Owner at page 36 asserts that Refuah fails to teach the elements of
claim 21. Arguing that "the virtual personas described by Refuah are not 'derived from [a]
User Model™ because they are "defined through a question and answer session, selected .
from a library of pre-defined personas, or compiled through mOnitoﬁng of user action on
the internet"
' - Examiner is not persuaded by the Patent Owner’s argument.‘ First Refuah as stated
in the rejection, Refuah discloses the use of a user's "mood" Va.nd "persona” to affect the

web pages prdvided to the user. That "the personality [i.e., mood and per.Sona] may be
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used when entering any WWW site to provide personally tailored service." Id., Refuah at
3:47-49; see also id. at 4:59-61 ("in a preferred eﬁbodiment of the invention, only -
portions of the persona and/or mood are provided to each site.") Refuah thus discloses
sending user interest information (embodied by the user's "personality") to third-party |
. web servers that host various WWW sites. Thus, while Culliss discloses a personalized
list of recommendations that is generated by analyzing and filtering documents at the
user's computer, Refuah discloées that the document analysis and filtering may take place-
at a third-party site - the site that the user is accessing. Applying this teaching of Refuah
to Culliss would have been obvious to one skilled in the art, as it merely would ha\}e
shifted the location where the document analysis and filtering takes place.

Second, with respect to the arguments that the virtual personas described by
~ Refuah are not 'derived from [a] User Model', the Patent owner provide no reasoning as
- to why a persona derived from the “monitoring of user action on the Internet” is not a
| good example of a “User model” as required by the claims. The Patent owner’s argument
is erroneous because claim 1 explicitly requires that the “User Model” be derived .from
“monitoring user interactions with data while the user is engéged i normal use of the

computer”. =

4. Response to argument thai Claim 21 is not Rendered Obvious by Calliss in
view of Mladenic and Refuah .

~ The patent Owner at pages 36-37 asserts that Culliss in combination with
Mladenic and Refuah fails to teach the elements of claiml. Arguing that, Mladenic doés
not estimate parameters of a learning machine. Id. |

The patent owner’s argument is not persuasive. As noted in section VIL.A.2.c,

Mladenic uses the same "User Model" implementation described in Figure 4A and in the
specification, and thus meets the "estimating parameters of a learning machine"
limitation. The patent owner further arguing that, the Refuah does not meet the elements
of claim 21 becau.sc it does not disclose a “U_ser'Mo,deI.” As detailed above, the patent

owner’s argument is erroneous because, claim 1 explicitly requires that the “User Model”
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* be derived from “monitoring user interactions with data while the user is engaged in

normal use of the computer”.

VIII. CONCLUSION
| - This is an ACTION CLOSING PROSECUTION (ACP); sec MPEP § 2671.02.

(1) Pursuant to 37 CFR 1.951(a), the patent owner may once file written
comments limited to the issues raised in the reexamination proceeding and/or present a
~ proposed amendment to the claims which amendment will be subject to the criteria of 37
CFR 1.116 as to whether it shall be entered and considered. Such comments and/or |
proposed amendments must be filed within a time périod of 30 days or one month
* (whichever is longer) from the mailing date of this action. Where the patent owner files
such comments and/of a proposed amendment, the third party requester may once file
comments under 37 CFR 1.951(b) responding to the patent owner's submission within 30
days from the date of service of the patent owner's submission on the third party
requester. .
' (2) If the patent owner does not timely file comments and/or a proposed _
* amendment pursuant to 37 CFR 1.951(a), then the third party requester is precluded from
filing comments under 37 CFR 1.951(b). | |

(3) Appeal cannot be taken from this action, since it is not a final Office action.
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| _ Extensions of Time ‘

Extensions of time under 37 CFR 1.136(a) will not be permitted in inter pa:tés
reexamination proceedings because the provisions of 37 CFR 1.136 apply only to “an
‘applicant™ and not to the patent owner in a Teexamination proceeding. Additionally, 35
. U_.S.C. 314(c) requires that inter partes reexamination prbceédings “will be conducted
with special di_spatch;’ (37 CFR 1.937). Patent owner extensions of time in inter partes
' réexamfnation proceedings are provided for in 37 CFR 1.956. Extensions of time are not
: available for third party requester comments, because a comment period of 30 days from

sérvice of patent owner's response is set by statute. 35 US.C.3 14-(b)(3).

' | Litigation Reminder ‘

7 The patent owner is reminded of the continuing responsibility under 37 CFR
1.985(a), to apprise the Office of any litigation activity, or other prior or concurrent

| proceeding, involving Patent No. 7,598,654 throughout the course of thié reexamination

- proceeding. The third party requestor is also reminded of the ability to similarly apprise ‘

the Office of any such activity or proceeding throughout the course of this reexamination

proceeding. Sce MPEP §§ 2686 and 2286.04.
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VIII. CONCLUSION

This is an ACTION CLOSING PROSECUTION (ACP); see MPEP § 2671.02.
(1) Pursuant to 37 CFR .1.951(a), the patent owner may once file written

- . comments limited to the issues raised in the reexamination proceeding and/or present a

‘proposed amendment to the claims which amendment will be subject to the criteria of 37
CFR 1.116 as to whether it shall be entered and considered. Such comments and/or
proposed amendments must be filed within a time period of 30 days or one month
{whichever is longer) from the mailing date of this action. Where the patent owner files
- such comments and/or a proposed amendment, the third party requester may once file
comments under 37 CFR 1.951(b) responding to the patent owner’s submission within 30
days from the date of service of the patent owner’s submiission on the third party
requester.
(2) If the patent owner does not timely file comments and/or a proposed

~ amendment pursuant to 37 CFR 1.951(a), then the third party requester is precluded from

filing comments under 37 CFR 1.951(b).
(3) Appeal cannot be taken from this action, since it is not a final Office action.

EXTENSIONS OF TIME
' Extensions of time under 37 CFR 1.136(a) will not be permitted in infer partes

* . reexamination proceedings because the provisions of 37 CFR 1.136 apply only to "an

‘ applicant" and not to the patent owner in a reexamination Proceeding. Additionally, 35
U.S8.C. 314(c) requires that inter partes reexamination proceedings "will be conducted
| - with special dispatch” (37 CFR 1.937). Patent owner extensions of time in inter partes
reexamination proeeedings are provided for in 37 CFR 1.956. Extensions of time are not
available for third party requester comments, beceuse a comment period of 30 days from
service of patent owner's response is set by statute. 35 U.S.C. 314(b) (3).
SERVICE OF PAPERS
Any paper filed with the USPTO, i.e., any submission made, by cither the Patent
~ Owner or the Third Party Requester must be served on every other party in the
reexamination proceeding, including any other third party requester that is part of the
proceeding due to merger of the reexamination proceedings. -As proof of service, the
party submlttmg the paper to the Office must attach a Certificate of Service to the paper,
- which sets forth the name and address of the party served and the method of service. |
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Papers filed without the required Ceﬁiﬁcate of Service may be denied consideration. 37
~ CFR 1.903; MPEP 2666.06. _
' AMENDMENT IN REEXAMINATION PROCEEDING
Any proposed amendment to the specification and/or claims in this reexamination
proceeding must comply with 37 CFR 1 .530(d)-G), must be formally presented pursuant
1037 CFR 1.52(a) and (b), and must contain any fees required by 37 CFR 1.20(c).
Amendments in an inter partes reexamination prc;ccediﬁg are made in the same manner
- that amendments in an ex parte recxamination are made. MPEP 2666.01. Sec MPEP 2250
fof guidance as to the manner of making. amendments in a reexamination proceeding.
NOTIFICATION OF CONCURRENT PROCEEDINGS
_ The patent owner is reminded of the continuin g responsibiiity under 37 CFR.
1.985(a), to apprise the Office of any litigation activity, or other prior or concurrent
proceeding, involving the patent undergoing reexamination or any rcl_ated patent
throughout the course of this reexamination proceeding. The third party requester is also
- reminded of the ability to similarly inform the Office of any such activity or proceeding

- throughout the course of this reexamination proceeding. See MPEP § 2686 and 2686.04.
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Contact Information

All correspondence relating to this infer parfes reexamination proceeding should
- be directed: '

By EFS: Registered users may submit via the electronic filing system EFS-Web, at
' https://efs.uspto.gov/efile/myportal/efs-registered
By Mail: Mail Stop “Inter Partes Reexam™

Central Reexamination Unit _ -
Commissioner for Patents

P. O. Box 1450

Alexandria, VA 22313-1450

By FAX to:  (571) 273-9900
: ' Central Reexamination Unit

By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

For EFS-Web transmission, 37 CFR 1.8(a)(1)(1)(C) and (ii) states that
correspondence (except for a request for transmission and a corrected or replacement
- request for recxamination) will be considered timely filed if (a) it is transmitted via the
Officc’s electronic filing system in accordance with 37 CFR 1.6(a)(4), and (b) includes a
- -certificate of transmission for each piece of correspondence stating the data of
transmission, which is prior fo the expiration of the set period of time in the Office
‘action.
Any inquiry concerning this communication or earlier communications from the
:Reexamination Legal Advisor or Examiner, or as to the status of this proceeding, should
be directed to the Central Reexamination Unit at telephone number (571) 272-7705.

Signed: -
Majid/Banankhah, Primary Examiner

Central Reexamination Unit 3992
(571)272-3770

Conferees: -

fOvidio Escalante/ ] —
Ovidio Escalante, Primary Examiner " Sudhanshu Pathak, SPE
- GAU 3992 : , GAU 3992
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