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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

GENUINE ENABLING TECHNOLOGY, )
LLC, . CIVIL ACTION

Plaintiff,
No. 17-135
V.

SONY CORPORATION, et al.,

Defendants.

Goldberg, J. March 9, 2020

MEMORANDUM OPINION

Plaintiff Genuine Enabling Technology LLC (“GET7lleges thatDefendants Sony
Corporation and Sony Interactive Entertainment LLC (collectively, “Songie infringedsET’s
U.S. Patent N06,219,730 througthe development, manufacture, and sale of video game
products such as console systems and controll@itse parties seek constructionedévenof the

patent’sdisputed term$ursuant to Markman v. Westview Instruments, Inc., 52 F.3d 967, 976

(Fed. Cir. 1995)aff'd, 517 U.S. 370 (1996).

l. FACTUAL AND PROCEDURAL BACKGROUND ?

A. The Invention

On April 17, 2001, the United States Patent and Trademark @ffd@eD”) issued U.S.

Patent No. 6,219,730 (th8730 Patent”) entitled “Method and Apparatus for Producing a

1 On May 18, 2017Chief JudgeD. Brooks Smith ofhe United States Court of Appeals for the Third
Circuit designated me as a visiting judge for thated States District Court for tHgistrict of Delaware,
pursuant to 28 U.S.C. § 292(b), to handle this and @lstrict of Delaware cases.

2 The following facts are derived from the Complaint, the ‘73@eifta and the parties’ claim
construction befs.
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Combined Data Stream and Recovering Therefrom the Respective User Iepat &td at Least
One Input Signal,” to Nghi Nho Nguyen.
GET’s action alleging infringement of this pates@nters on how Sony’s haimeld video
game controllers communicate information to the video game console. In the simpisstvieen
a dayer moves the hargeld controllerjt communicates signal to the video game consote s
that the character on the screen will also moVée controller is also able to simultaneously
communicate geparatsignal to the console when the player pushes a button. These two signals,
as GETallegesare different types-the signal from the play’s push of a button is “slowarying”
and the signal from the movement of the controller is higher frequency or adsigsigl GET
asserts that, before the claimed inventarslowvarying signal and a higher frequency signal
could not be simultaneously received by a computer, or, in this case, a video game console, without
colliding. “The inventor [of the ‘730 Patent] solved . . . this problem of being able to keep those
[signals] in synchrony or coordinated in timing and communicate it to the gaming consdiat Sot
the gamingconsole receives both pieces of information, the push bufimmation as well as the
movement information, and cdhenprocess it for the game. So the player then visually sees
whatever it is he or she did at the game contrdllé@klarkmanHearing Tr., 12/3/19, at 8:21.)
It is on the basis dhis capability that GET alleges infringent of the ‘730 Patent.
Additionalrelevant background is detailed in the ‘730 Paitsetf. Asit states, computers
utilize user input devices to receive their users’ input. They alsovageus kinds of input/output
[(“1/O™)] cards or devices to handle 1/O signals or informatigi7.30 Patentcol. 1, linesl6-17.)

Typical user input device arethe mouse, the trackball, or the keyboard, amdrom 1/O cards

3 Theinventor and patentee, Nghi Nho Nguyen, is also the owner and sole employee of GET.
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include ‘the sound card handling 1/0O speech signals and the fax/modem device transferring
information over the telephone lifig(ld. at col. 1, lines 20-22.)
These devices and cards require and st@m@mon computer resources such as the direct
memory acces®MA) channels and the interrupt request serviie®).” (Id. at col. 1, lines 22
24.) However, computer resources for each card or each dbhaeeto be “configured, or
assigned, to prearranged memory locations that are limited in ndnberat col. 1, lines 26
27.) At the timethatthe ‘730Patentwas grantedconfiguration setup for computer resources
“cumbersome” and “sometimes cajgjeconflict in running software.’(Id. at col. 1, lines 2820.)
Although “plugandplay technologyexisted to “alleviate the configuration mechanisi did
not solve the problem of limited resources shared among cards and ddldces col. 1, lines
30-33.) The claimed inventi@eekgo do so:
As computer technology advances, more cards and devices are offered for
richer sets of functions; effia use of computer resources becomes
critical. Furthermore, a conventional computer requires that its user be
close to its display screen in order to see and control what is shown on the
screen. If somehow the user could issue commands to her compiter an
receive its responses remotely, she would gain a new freedom, such as
walking around or staying in bed, while using the computer. The present
invention offers a new kind of [user input device] utilizing the computer

resources efficiently and enabling a mode of remote interaction between the
computer and its user.

(Id. at col. 1, lines33-44.) The ‘730 Patent's“new kind of user input devite
“receiv[esjtransmifs] additional 1/O signals transferred to/from the computer, without using any
computer resources except those available to the [user input device 3t dol. 1, lines 46-51.)

B. Claim Construction

GET initiatedan actionfor infringement of the ‘730 Patent on February 8, 2017, alleging
direct infringement, inducement of infringement, and contributory infringement. as&artshat

Sony has infringed, and continues to infringeJeast one of the claims dfe ‘730 Patenby



“making using selling, offering for sale and/or importing into the United Statesnserdevices

and video game consoles, including [the Sony PlayStation® 3 console system, the Sony
PlayStation® 4 console system, the Sony DualShock® 3 controller, and the Sony DualShock® 4
controller].” (Compl. 11 224.) For example, GET alleges that the Sony DualShock® 3
controller is a user input device that communicates via Bluetooth with the “RiapS@&onsole”

and meets every elementtbé ‘730 Patent’slaim 16. (Id. at 1 224.) Sony denies infringement

andasserts that the ‘730 Patent is invalid

On July 13, 2019, GET submitted its opening claim construction fegeirding disputed

terms in thdollowing claimsof the ‘730 Patent:

1. A user input apparatus operatively coupled to a computer
via a communication means additionally receiving at least
one input signal, comprising: user input means for
producing a user input stream; input means for producing
the at least one input signal; converting means for receiving
the at least one input signal and producing therefrom an
input stream; and encoding means for synchronizing the
user input stream with the input stream and encoding the
same into a combined data stream transferable by the
communication mean*

10. The apparatus of claim 1 wherein the input means is an
input transducer.

14. A programming method, executed by a computer
communicatively coupled via a communication link to a
user input means having means for synchronizing and
encoding a user input means and at least one additional
input signal into a combined data stream, comprising the
steps of: initializing the communication link; servicing a
single resource service interrupt for receiving the combined
data stream; and recovering from thentined data stream
respective information of the user input means and of the at
least one additional input signal.

4 GET explicitly states that it is not asserting an infringentleedry based on claim 1Méarkman

Hearing Tr., 12/3/19, at 67:288:19.) However, Sony argues that claim 1 is in dispute, specifically
regarding the term, “input means for producing at least one input signalj$sésinfra.



16. An apparatus linked to a computer by a communication
link, functioning as a user input device and additionally
receiving at least one inpsiignal, comprising: a user input
device producing a user input stream; an input port
receiving at least one input signal; a converter receiving the
at least one input signal for producing an input stream; and
a framer synchronizing the user input stream with the input
stream and encoding the same into a combined data stream
transferable by the communication link.

17. The apparatus of claim 16 further comprises means for
receiving an output stream from the computer via the
communication link and means for converting the output
stream into at least one signal.

18. The apparatus of claim 16 wherein the converter further
comprises an output port wherein the framer further
receives an output stream from the computer via the
communication link, the output stream beirigrther
received and converted by the converter into at least one
input signal going to the output port.

21. A user input apparatus operatively coupled to a computer
via a communication link receiving user input signals and
additionally at least one digital input signal comprising: a
user input device for producing a user input stream; an input
port for producing the at least one digital input signal; and
a framer for keeping the user input stream and the at least
one digital input signal in synchroayd encoding the same
into a combined data stream transferable to the computer by
the communication link.

22. The apparatus of claim 21 wherein the framer further

receives output information from the computer to provide
at least one input signal.

23. The apparas of claim 22 further comprises an output
transducer converting the at least one output signal into
output energy.

(Id. at col. 7, line 13—col. 8, line 4, 26=2d. at col. 8, line 37—col. 10, line 15.)

| held aMarkmanhearing regarding tise disputedterms on December 3, 201#®1aving

fully reviewed the parties’ briefingn these termd now set forth the construction
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Il. LEGAL STANDARD

Claim construction is the first step in the infringement analysis. At claim construtton
court defines the meaning and scope of the disputed claim t&eedarkman 52 F.3dat 976.
Claim construction is an issue of law for the court to decide. Id.

Following claim construction, the court’s interpretations are used by the factfind
determine whether there has been infringement, by comparing the assertsavitiaitine accused
device or prior art.Id.

“It is a bedrock principle of patent law that the claims of a patent definevbation to

which the patentee is entitled the right to exclude.” Phillips v. AWH Corp., 415 F.3d 1303, 1312
(Fed. Cir. 2005)dn bang (internal quotation marks omitted) his, the focus of a court’s analysis
must therefore begin and remain on the language of the claims, “for it is that languabe tha
patentee chose to use to ‘particularly point[] out and distinctly claim[] thectubgter which

the patentee regards las invention.” Interactive Gift Express, Inc. v. Compuserve, Inc., 256

F.3d 1323, 1331 (Fed. Cir. 2001). There is a “heavy presumption” that the terms of a claim have

their ordinary and customary meaning. Texas Digital Sys., Inc. v. Telegenj308d-.3d 1193,

1202 (Fed. Cir. 2002). That ordinary meaning “is the meaning that the term would have to a person
of ordinary skill in the art in question at the time of the invention, i.e., as of the effiiotigelate
of the patent application.” Phps, 415 F.3d at 1313.

Generally, a person of ordinary skill in the @@OSA”) would not understand the ordinary
and customary meaning of a claim term in isolation. As such, the ordinary meaning may lae derive
from a variety of sources including intrinsic evidence, such as the claim languagejttie wr

description, drawings, and the prosecution history; as well as extrinsic evidence, such as



dictionaries, treatises, or expert testimony. Dow Chem. Co. v. Sumitomo Chem. Co., Ltd., 257

F.3d 1364, 1373 (Fed. Cir. 2001).
The “most significant source” of authority is “the intrinsiddence of record, i.e., the
patent itself, including the claims, the patent specificatand, if in evidence, the prosecution

history.” Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir. 1886)also

Phillips, 415 F.3d at 1313 (holding thaP®SAis deemed to read the claim terms in the context
of the entire patent, including the specification). The specificatioméisingle best guide to the
meaning of a disputed term” and is usually dispositive as ortteaning. Vitronics, 90 F.3d at
1582. Although it is improper to import limitations from the specification into thensldione
may look to the written description to define a term already in a claim limitation, for a clastm mu

be read in view of the specification of whitt is a part.” Renishaw PLC v. Marposs Societa’ per

Azioni, 158 F.3d 1243, 1248 (Fed. Cir. 1998 occasion, “the specification may reveal a special
definition given to a claim term . . . that differs from the meaning it would otherwisesgosise
such cases, the inventor’'s lexicography goveriiillips, 415 F.3d at 1316. The specification
may also reveal an intentional disclaimer, or disavowal, of claim scope wérgar . . . [, which]
is regarded as dispositivelt. “The construction that stays true to the claim language and most
naturally aligns with the patent’s description of the invention will be, in the end, thectcorr
construction.” Renishaw 158 F.3d at 1250.

The court “should also consider the patent’s prosecution histoityjsifin evidence.”
Markman 52 F.3d at 980. This consists of “the complete record of proceedings before the Patent

Office and includes the prior art cited during examinatidhillips, 415 F.3d at 1317. “Like the

5 The specification is “that part of a patent applicatidriclr precedes the claim and in which the
inventor specifies, describes, and discloses the invention in dét@iCarthy’s Desk Encyclopedia of
Intellectual Propertyi08 (2d ed. 1995).




specification, the prosecution history provides evidence of howRA®|[and the inventor
understood the patentltl. at 1317. Nonetheless, it is the least probative form of intrinsic evidence
because it “represents an ongoing negotiation between the PTO and the applicanhamatiher t
final product of that negotiation.Id.

If ambiguity still exists after consideg all intrinsic evidence, the court may rely on
extrinsic evidence, which is “all evidence external to the patent and prosecutioy, lmstoiding
expert and inventor testimony, dictionaries, and learned treatiddarkman 52 F.3d at 980.
“[Dliction aries, and especially technical dictionaries, . . . have been properly recognized as among
the many tools that can assist the court in determining the meaning of particulaol&ggn”
Phillips, 415 F.3d at 1318. Additionally, expert testimony can provide background on the
technology at issue, explain how it works, speak to wikddSAwould understand, and establish
that a particular term has a particular meaning in the pertinent fidld. Notably, however,
extrinsic evidence is “less significanttithe intrinsic record in determining ‘the legally operative

meaning of claim language.” C.R. Bard, Inc. v. U.S. Surgical Corp., 388 F.3d 858, 862 (Fed. Cir.

2004) (quoting Vanderlande Indus. Nederland BV v. Int'l Trade Comm’'n, 366 F.3d 1311, 1318

(Fed.Cir. 2004)).

II. DISCUSSION

Elevenclaim termsin the 730 Ratent aredisputed The parties disagree on the correct
construction otthe following terms(1) “input signal”; (2) “combined data stream”; (3)nput
means for producing at least one input signal”; (4) “framer”; (5) “convert@y™cOmmunication
means”; (7) “means for receiving an output stream from the computer via the contioaonica
link”; (8) “user input means”; (9) “encoding means”; (10) “means for converting the outpaitrst

into at least oneutput signal”; and (11) “converting means.”



A. “Input Signal”

The first disputed claim term isrfput signal.”

Claims GET’s Proposed Construction Sony'’s Proposed Construction

10, 14, | A signal having an audio or higher A signal that comes from a source differé

16-18, | frequency. (Pl.’s Opening Claim Constr. | from those of motion and selection units

21-23 Br., Ex. 2, at 2.) (MarkmanHearing Tr., 12/3/1%t 47:25;
id. at55:1-25.)

The parties’ diputeover this construction centers wietherGET disavoved the scope
of theterm during prosecutionBoth parties relyprimarily on the prosecution history in support
of their proposed constructions.

Like the specification, thprosecution historynay be useful in revealing either a special
meaning assigned by the patentee to the term or a disclaimer clarifying wickdinte do not
cover. Phillips, 415 F.3d at 1317 Thus, examination of a patent’s prosecution history and the
application of prosecution disclaimer is a helpful tool during claim constructiofieassires that
claims are not construed one way in order to obtain their allowance and in a diffeyexgaiest

accused infringers.Chimie v. PPG Indus., Inc., 402 F.3d 1371, 1384 (Fed. Cir. 2005).

However, acourt’s reliance oprosecution historyust be tempered with the recognition
that a ‘prosecution historyepresents an ongoing negotiation between the PTO and the applicant,
rather than the final product of that negotiatioRHillips, 415 F.3d at 1317A prosecution history
“often lacks the clarity of the specification and thus is less usefaldwn construction purposes.”

Id. Prosecutiordisclaimer is not appropriate in instances “whereallegeddisavowal ofclaim
scope isambiguous’ or where remarks made by an inventor to overcome a rejection may be

viewed “as amenable to multiple reasonable interpretatiddméga Eng’q, Inc. v. Raytek Corp.

334 F.3d 1314, 1324 (Fed. Cir. 2003) (citing N. Telecom Ltd. v. Samsung Ele@16d-.3d

1281, 129395 (Fed. Cir. 2000)). Rather, “fprosecutiordisclaimer to attach, [Federal Circuit]
precedent requires that tabegeddisavowingactions or statements madering prosecutiote
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both clear and unmistakabldd. at 1325-26;Cordis Corp. v. Medtronic Ave, In&11 F.3d 1157,

1177 (Fed. Cir. 2008) (reiterating that “arguments made to distinguish prior arhoefetwvill be
considered disavowal®nly if they constitute clear and unmistakable surrenders of subject
matter”).

Here, the parties agree thduring prosecutiorthe patenteeNghi Nho Nguyenrefined
his invention andimited the scope of the claimsTheir only disputeis what, in fact,was
disavowed.

Consistent with its proposed constructi@E T aknowledgeghat during prosecution the
patentee limitedinput signal to thosesignalsthat have a higher frequency than the priorart
specifically, an audio frequency or higheBony argueshat the patentee furthémited “input
signal,” describinghe “high frequency input signal” claimed by the invention as coming feom
source diffeent from those of motion and selection units.” (Defs.” Responsive Claim Constr. B
at5h.)

The PTOoriginally rejectedthe ‘730 PatenbverU.S. Patent No. 5,990,8®6vollin”) in
part because of the claim term “input signaiYollin teaches the invention substantially as
claimed including . . . an input for deliveringladstone input signal [i.e., input information
received from motion translation unit 102, user selection unit 104 and physiological response
sensor(s) . . .” (‘730 Patent File History, Office Action dated March 20, 2000, ECF N@&, &1-
53.) In response, the patentee submitted the followiran attempt talifferentiae his invention
from Yollin:

Yollin’s invention, . . . utilizes various implementations and
configurations for receiving input from motion translation unit 102,
user selection unit 104 and physiological response sensor(s) 106,
and for processing their information prior to communication to the

host system . . .. However, Yollin only uses the configuration to
receive the slow varying signal coming from the physiological

10



response sensor(s). Yollin is not motivated and does not anticipate
their use for receiving signals containing audio or higher frequencies
in place of the physiological response smnfs). The high
frequency input signal, which comes from a source different
from those of motion and selection wunits, will run
asynchronously relative to, and collide with, the other signals
Yollin’s invention does not teach or suggest any approach for
receiving and recovering that kind of input signalollin’s
invention utilizes. . . a controller to receive positional change
information, user selection information and physiological change
informaion to generate . .a composite control signal but does not
anticipate its use with signals containing audio or higher
frequencies. Using a controller to generate the composite control
signal out of the information changes, which are shawying, is
standard and not worth mentioned [sic] in Yollin’s description.
Difficulties will arise when one signal runs asynchronously relative
to another signal and fasY.ollin’s patent does not teach or suggest
any method for the controller to receive and recover such signals.
In contrast, this invention describes, in its representative
embodiments, how to combine the data from a UID (mouse) and
from a highfrequency signal, via a framer, which is unique and
novel.

("730 Patent File History, Response dated September 20, 2000, ECFBl@t80—71(emphasis
added).)

Sony relies orthe singlestatemenset forth above in boltb support its scope disavowal
argument. Sony posits thatbased on this phrasthe construction ofinput signal should
explicitly exclude signals coming fromotion or selection units. Sony contends that, as a result
of this disavowal, GET cannabw claim that the invention includes video game controllers with
accelerometersr, in other words, motion sensor(MarkmanHearing Tr., 12/3/19, 10:323
(“When you move the controller, the accelerometer in the controller, that’s tigetiiait actually
figures out the position that you're moving to, the movement, that's a higher . . . frequency
signal.”).)

GETresponds thahe patentee did not distinguish the prior art based on whether the sensor

was a motion or selection unit, but rather based on the speed or frequency of the signals. GET
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maintainsthat during prosecution the patentee repeatedly characterized “input signaiasla
“containing an audio or higher frequency.” (Pl.’s Opening Claim Constr. Br. at 17.)
| agreewith GET’s proposed constructionThe following portions of theprosecution

history reflect that thpatentee’®xplanation distinguishingollin is focusednthe frequency of
the input signals, not the type of sensors:

Yollin only uses the configuration to receive the slow varying signal

coming from the physiological response sensor(s). Yollin is not

motivated and does not anticipate their use for receiving signals

containing audio or higher frequencies . . . .

Difficulties will arise when one signal runs asynchronously relative

to another signal and fast. Yollin's patent does not teach or suggest

any method for the controller to receive and recover such signals.

In contrast, this invention describes, in itspresentative

embodiments, how to combine the data from a UID (mouse) and

from a highfrequency signal, via a framer, which is unique and

novel.
(730 Patent File History, Response dated September 20, 2000, ECF No. 67-3, at 70-71.)

When read in the context of the patentee’s full response, | conclude that thefStomet

signal” is not limitedto signals from sources different from “motion and selection units.” The
patentets statement to the PT®asthat he “high frequency indusignal”in hisinvention comes
from a source different from the “motion and selection unitsYaflin’s inventionbecausehe
high frequency input signal claimed by the ‘730 Patesit run asynchronously relative to, and
collide with’ the slow varying signalproduced bythe motion and selection unitsaimedin
Yollin. (Id.) This is becaus¥ollin’s invention embodies a configuration for receivimgly slow
varying signals from motion and selection units and physiological respensers andoes not
teach a method for receiving signals containing audio or higher frequencies. The ‘730 Patent

teaches such a method herefore, the claimed invention’s description of how to combine data

from slow varying and higher frequency signals is the basigsfdistinction from Yollin.
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GET also argues thain a prior Patent Trial and Appeal Board (“PTABIijter partes
review proceeding“IPR”) involving the ‘730 Patent, the PTAB construed “input signal” as a
signal “having an audio or higher frequeric{Sony IPR Decision, dated March 14, 2018, ECF
No. 676, at 11.) The PTAB’s construction is not binding on this Court, twhere the
construction is similar to that of a district court’s revjew is appropriatefor meto take the

PTAB's claim constrution into consideration. SunPower Corp. v. PanelClaw, Inc., N&@633,

2016 WL 1293479, at *6 (D. Del. April 1, 2016).

Here, | find the PTAB’sreasoningto be persuasive.The issue of whether there was
disavowal of the scope of “input signal” during prosecution was also before the PTAB. (Sony IPR
Decision, dated March 14, 2018, ECF No-&G7t 9.) In concluding that the arguments in the
prosecution history “clearly and unmistakably disavow any interpretation of ‘input sigaal’ t
encompassea signal that is slowarying and not a higfrequency signal (i.e., audio or higher
frequency)’ the PTABalsorelied on statements lijie patentee distinguishing Yollin from the
‘730 Patent (Id. at 16-11.) The PTABIlikewiseinterpreted “inpusignal” as “a signal ‘having an
audio or higher frequency.”Id. at 11.)

Based on my review of the prosecution history, | will adopt GET’s proposed construction
of “input signal” as“A signal having an audio or higher frequengy.”

B. “Combined Data Stream”

Thesecondclaim termin disputeis “combined data streafm

Claims GET’s Proposed Construction Sony'’s Proposed Construction
10, 14, | No construction necessary. A data stream including data from the us
16-18, input stream and the input stream without a

Alternatively, a data stream resulting from
synchronizing andnerging the user input
stream and the input strear(Pl.’s Opening
Claim Constr. Br., Ex. 2, at 6.)

21-23 distinct identification of each source.

(Defs.” Responsive Claim Constr. Br. at 7.)
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The focus of the partieslispute on thisterm pertains toSony’s addition of “without
distinct identification of each source” to fisoposed construction.

GET relies on the claim language to support its argument that no constafdtiterm
is necessaryarguingthat each independent claim (1, 14, 16, 21) definembined data stream
(Id. atcol. 8, lines 22 (“synchronizing the user input stream with the input stream and encoding
the same into a combined data streama’)at col. 8, lines 39—41 (“synchronizing and encoding a
user input stream and at least one input signal into a combined data stréaaol. 9, lines #

9 (“a combined data stream containing synchronized and encoded information of a user input
means and of at least one diddhal input signal”).)

GET also argues that the specification is consistent with the definition obfoethdata
stream” adaught by theeclaims. (‘730 Patent, Abstract (“A communication program method,
by which a computer receives a combined data stream resulted from two sources, @njedem
input device] another from an additional input sigmecovers from such stream the respective
information of the two sources;”)d. at col. 2, lines 6367 (“Another object of the invention
provides a method for receiving a combined data stream, resulted from a [user inpelt @ievi
from an input signal, and for recovering therefrom the respective information of #rerjpat
device] and of the input signal.”).)

Sony respondthat GET limited the scope of this claim tenmthe prosecution history
when distinguishing U.S. Patent No. 5,870,080 (“Burnett et al.”). In suppdhisoflleged
disavowal, Sony points tine following statemerdin respmse to thd?TO’srejection of the ‘730
Patent over Burnett et al.

Burnet et al.’s invention uses two [multiplexers/demultiplexers]
placed at its both ends in order to interleave, and later separate, the

two signals of the mouse and of the transceiver . . .. In contrast, this
invenion implements a framer in place of the first

14



[multiplexer/demultiplexer] to combine the two signals into a
combined data stream which is communicated to the computer
without needing the second [multiplexer/demultiplexer]. Thus, this
invention does not use the [multiplexer/demultiplexer] 107 shown
in Fig. 3, and consequently does not modify the computer between
its port 125 and bus 101.

Burnett et al’s invention, by relying on the second

[multiplexer/demultiplexer] 107 to separate the two sources of

signals,receives their datawith distinct identification of each

source therefore requires and maintains the number of resources

needed fo both devices, of the mouse and of the transceiver. In

contrast, this invention’s computer method of receiving the

combined data stream received at portW@Bout first identifying

the data, whether mouse’s or transceiver’s. It therefore uses only a

single resource to receive the combined data.
(*730 Patent File History, Response dated September 20, 2000, ECF8l@t68—-69(emphasis
added).) Sony contenddased on theolded phasesset forth above, that theata from the user
input stream and the input streaombine Wwithout a distinct identification of each sourc&ET
respondsthat there is no language in the specification to suptiost limitation and thatthe
patentee’s distinction of Burnett et alasvbasedn the structure or type of device used to receive
the two signals, not the content of the signals and whether the combined signal had information

about its source. For the following reasdregreewith GET.

My initial focus must b@n the language of the claims. Interactive Gift Express, Inc. v.

Compuserve, In¢256 F.3d 1323, 1331 (Fed. Cir. 200Here,the claims define “combined data

stream.” Gee e.q, ‘730 Patent, col. 8, lines-2 (“synchronizing the user inpatream with the
input stream and encoding the same into a combined data stream”).) Moreover, theasipacifi
does not teach a requirement or limitation that the data stream is combined “withstinnc d
identification of each source.Rather, 1 clealy states that the data from the two stregmput
stream and user input strepoan be recovered by the computer after transmissidnat(ol. 7,

lines 4751 (“[A] communication method by which a computer, receiving a combined data stream

15



associateavith two sources of information, one from a user input means and another from an input
signal, recovers from such data the respective information of the two stujces.
Additionally, | conclude that the patentee did not clearly and unmistakably disaeow th

scope othe claimtermin hisdistinction oftheBurnett et alpatent. SeeCordis Corp. v. Medtronic

Ave, Inc, 511 F.3d 1157, 1177 (Fed. Cir. 2008) (reiterating that “arguments made to distinguish

prior art references” will be considerdidavowals'only if they constitute clear and unmistakable
surrenders of subject matter'yony reads the patentee’s remarkisaicontext. The focus of the
patentee’'sesponseegardingBurnett et al. is the claimed inventiorsgucture that is the ‘730
Patent’'suse ofa framer instead of a multiplexer/demultiplexer at each efi\@30 Patent File
History, Response dated September 20, 2000, ECF N8, &®9 (“In contrast, this invention
implements a framer in place of the first [multiplexer/demultiplexer] to combine theigwals

into a combined data stream which is communicated to the computer without needing the second
[multiplexer/demultiplexer].”).)As characterized by the patentee, the multiplexer/demultiplexers
at the receiving end of Burnett et al.’s invention separate or split the combined sidradlesach

data compnent can be received by its own computer resource. The claimed invention isdiffere
because the combined data stream is received by a common computer resource and the respect
input streams are recovered after they are received by the computer.

Finaly, the patentés explanationthat Burnett et al.’s invention “receives [its] data with
distinct identification of each source [and] therefore requires and maintains tHeemoim
resources needed for both devicesnot a comment on the content of tleendined data stream
in the claimed inventian Rather, it isan explanatiorof how Burnett et al.’s invention receives
data based on each source’s distinct identity. The patentee distinguishes his inventisn on thi

basis—the claimed invention allows a computer to receive the combined data stream without
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needing to first identify which data is which so that a single resource on a compuber stzared

between the two data sources. This reading is supported bgadlseof the invention set forth in

the specification-to utilize computer resources more efficiently by providing “an apparatus

functioning as a [user input device] to a computer while receiving/transmittingioaadlit

[input/output] signals transferred to/from the computer without using any computercessour

except those available to the [user input device].” (‘730 Patent, col. 1, lines 43-44, 46-50.)
Based on théefinition of “combined data stream” recited in ti@ims and myeview of

the prosecution history, donclude thaho construction is necessaryor the term“combined

data stream.”

C. “Input Means for Producing at Least One Input Signal”

The third claim term in dispute is “input means for producing at least one input signal.”

Claims GET’s Proposed Construction Sony's Proposed Construction
10 The input means is an input transduc( Function: Producing at least one input
(Pl.’s Opening Claim Constr. Br., Ex. | signal.
2,atl7.)

Structure: An input transducer that is part
of a microphone or fax/modem device.
(MarkmanHearing Tr., 12/3/19, at 72:20
73:1)

The partiesdisagree orwhether this claim term should be construechaseangplus-
function limitation and therefore,governed by 35 U.S.C. § 1(fp (formerly, 8 112 T 6.
Specifically, their dispute centers owhether“input means”should be construeds recitedn
independent claim 1, in light @GETs argumenthat it is only asserting dependent claim 10 for
purposes of infringement.

In construing claim terms, a court must consider whetiey qualify as “mearplus-
function” limitations  Meansplusfunction claim elements are interpreted according to 35 U.S.C.

§ 112(f)
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An element in a claim for a combination may be expressed as a
means or step for performing a specified function without the recital
of structure, material, or acts in support thereof, and such claim shall
be construed to cover the corresponding structure, material, or acts
described in the specification and equivalents thereof.

The statute establishes a tatep process for courts to follow in construing megalns-function
limitations (1) construe the function recited; and (2) determine what structures thecspiecif

discloses to perform that functiokemco Sées, Inc. v. Control Papers Co., 208 F.3d 1352, 1361

(Fed. Cir. 2000). When the specification discloses “distinct and alternativeustsidor
performing the claimed function,” the proper construction embraces each suctrstr@ieo

Prods., Inc. vPresstek, In¢.305 F.3d 1337, 1346 (Fed. Cir. 200&8¢e alsdrgo Licensing, LLC

v. Carefusion 303, Inc., 673 F.3d 1361, 1363 (Fed. Cir. 2012).

The Federal Circuit has emphasized that the “essential ifigaigetermining whether a
term is governed byhe meanglusfunction strictures of 35 U.S.C. § 112@)'whether the words
of the claim are understood by persons of ordinary skill in the art to have a sufficieftlite

meaning as the name for structurgVilliamson v. Citrix Online, LLG 792 F.3d 1339, 1348 (Fed.

Cir. 2015). However, lmsence of the word “means” in the claim term creates a rebuttable

presumption that § 112(foes not apply. TEK Global, S.R.L. v. Sealant Sys. Int’l, Inc., 920 F.3d

777, 785 (Fed. Cir. 2019Williamson 792 F.3d at 134819 (abandoning the heightened standard
applied to the presumption flowing from the absence of the word “means”). The presumption can
be overcomeand8 112(f)will apply to the term at isg, if the challenging party demonstrates

that theterm “fails to recite sufficiently definite structure or else recites function witfemiting
sufficient structure for performing that functionld. at 1349 (internal quotation marks omitted).

Converegly, presence of the word “means” creates a rebuttable presumpti@nlthaff) applies
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to the term, unless the challenging party demonstrates that the term recitésnsiyfidefinite
structure.

Here,GET recognizethat use of the word “means” in thkaim term creates a rebuttable
presumption that 8 112(f) appliesHowever, GETclaims that the presumption is overcome
becauseclaim 10 provides sufficiently definite meaning as the name for structuBee
Williamson 792 F.3dat 1348. Claim 10teaches “[tlhe apparatus of claim 1 wherein the input
means is an input transducer.” (‘730 Patent, col. 8, line8 2% Therefore, GET argues that the
structure of “input means” is an input transducer.

Sony respondghat becausethere is no dispute that “input medngs recited in
independentlaim 1, is a meangplusfunction term “input means,” as recited gependentlaim
10, should also be construashder 8 12(f). Sony further arguesthat, in order to prove
infringement as tdependetnclaim 10, GET must prove each elemenndependentlaim 1, and,
as suchl mustconsider the construction thput means” in claim lwhen construing the term in
claim 10. In claim 1,Sony explainghat the function of “input means*“producing at least one
input signal—is performed by the structure disclosed in the specification, a microphone and
fax/modem device. Soracknowledgeshat the structure of claim 10 is an “input transducer” but
argueghat it must be limited tthe microphone or fax/modem device because claim 10 cannot be
broader than claim 1.

For several reasons, | disagree that “input means,” as recited in claimraleangplus-
functionlimitation. First, GET represented the Markmarhearingthat it isnotasserting claim 1
for purposes of infringement(MarkmanHearing Tr, 12/3/19, 67:2468:19.) | will, therefore
only considethe term‘input meangor producing at least one input signal” as taught by claim 10.

Claim 10 explicitly recites the structure fperforming the function ofinput means—an input
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transducer. Sony admithis point and even includes “input transducer” in its proposed
construction.

Moreover construing “input means” dthe input means is amput transducérdoes not
make dependent claim 10 broader than independent claim 1.c@utyueshe structure of “input
means” in claim Jasa microphone or fax/modem deviaad, thereforejmits “input means” in
claim 10to “an input transducer that is part of a microphone or fax/modem dé\ktmvever,by
doing so,Sony attempts tarestrict theclaimedinvention to its specific examples or preferred
embodiments, when the scope was not limétedng prosecution(‘ 730 Patent, col. 2, lines 48
51 (“The inventive apparatusay integrate means to handle the I/O signalsch asthe
microphone . . . .Jemphasis added)id. at col. 1, lines 6467 (“For example one inventive
apparatushandling the I/O telephone signals effectively functions as a fax/modem device and at
the same time as a UID.(@mphasis added).)

Federal Circuitprecedenprohibits Sony’s suggesterestriction. SeeB.E. Technology,

L.L.C. v. Sony Mobile Communication®JSA) Inc, 657 F. App’x 982, 988 (Fed. Cir. 2016)

(“B.E. contends that the Board’s construction is incorrect because it is brbade¢hé examples
depicted in the patent; however, we have rejected the notion that claim terfinsitaceto the
embodimats disclosed in the specification, absent redefinition or disclaimer.” (Eitirlips, 415

F.3dat1316, 1323 Kinik v. Int’l Trade Commission362 F.3d 1359, 13645 (Fed. Cir. 2004)

(“[W]hen the specification describes the invention in broad terms, accompaniegebiics
examples or embodiments, the claims are generally not restricted to the speaifiples or

preferred embodiments unless that scope was limited during prosecymw)Chem. Co. v.

United States?26 F.3d 1334, 1342 (Fe@ir. 2000)(as a general rule claims of a patent are not
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limited to the preferred embodimenintel Corp. v. United States IhfTrade Comrin, 946 F.2d

821, 836 (FedCir. 1991).

Because claim 10 recites sufficiently definite structure anfmut means™an input
transducer, | conclude that 8 112(f) does not apply to the claim term. | also concluigptitat
transducer” isnot restricted to the specific examplafsa microphone or fax/modem devias
described in the specification.

Based ormmy analysis of the claim language and GET'’s representation that it only asserts
claim 10 for purposes of infringement, | will adopt GET’s proposed constructforpots means
for producing at least one input signal’as” The input means is arninput transducer.”

D. “Framer”

The fourth claim term in dispute ifr&amer”

Claims GET’s Proposed Construction Sony'’s ProposedConstruction
16, 17, 18, | Circuity that creates a frame, which is a| Function: (1) synchronizing the user input
21, 22, 23 | digital data unit to be transmitted via a | stream with the inpugtream, and (2)
communication link. (Pl.’s Opening encoding the user input stream and the input
Claim Constr. Br., Ex. 2, at 10.) stream into a combined data stream.

Structure: The logic design at block 34 of
Figure 4A. (Defs.” Responsive Claim
Constr. Br. at 17.)

The parties’ disputeenters omwhether “framer’connotes sufficiently definitstructure to

a POSA As such, the parties rely primarily ertrinsicexpert testimony.

6 “In most situations, an analysis of the intrinsic evidence alone vadilve any ambiguity in a
disputed clainterm In such circumstances, it is improper to rely on extrinsic evidenéerdnics, 90
F.3d at 1583. In other words, “[ijn those cases where the public record goaodly describes the scope
of thepatentednvention, reliance on any extrinsic evidence is impropgt.”Rather, the public record of
the patentee’s claims is comprised of the claspscification and fike history, and it is that record on which
the public and competitors are entitled to rely to ascertain the s€abe patentee’s claimed invention.
Id. “Allowing the public record to be altered or changed by extrinsic ag@@troduced at trial, sucs
expert testimony, would make this right meaningle¢d.” Where the intrinsic record is unclear, however,
reliance on extrinsic evidence is appropridteel Corp. v. Broadcom Corp., 172 F. Supp. 2d 515, 527 (D.
Del. 2001). A court may look to egf and inventor testimony, dictionaries, and learned treafimsrtis
Corp. v. Teva Pharms. USA, Inc., 565 F. Supp. 2d 595, 607 (D.N.J. 2008). “[B]ecause extrinsic evidence
can help educate the court regarding the field of the invention and cathéealpurt determine what a
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Here, the parties agree that the absence of the phrase “means for” in the claim term creates
a rebuttable presumption that182(f) does not apply. However,as discussedthe essential
inquiry is not merely the presence or absence of the word ‘méansvhethe the words of the
claim are understood by persons of ordinary skill in the art to have sufficiently defeat@nyg
as the name for structureWilliamson 792 F.3d at 1348The presumptiomaybe overcome if
the challenging partgemonstrates that tioéaim term “fails to recite sufficiently definite structure
or else recites function without reciting sufficient structure for perfogntihat function.” Id. at
1349 (internal quotation marks omitted).

GET argues that Sony cannot demonstrate“freaher” fails to recite sufficiently definite
structurebecauséthe ‘730 Patent clearly points to a structufa circuit—when it uses the term
‘framer.” Figure 4A, described as one embodiment of the invention, depicts a |agiandithat
shows the components and connections of the circuit designated as ‘framer 34.” (Pl.isgOpeni
Claim Constr. Brat 4.)

GET alsorelies onthedeclaratiorof its expert Dr. Kenneth W. Fealdto prove this point
Dr. Fernaldassertghat a POSA at the time of the ®atenunderstood “framing” to generally
refer to “the concept of transforming data into a forthat can be recognized by the receiver of
the data.” (Fernald De¢lECF No. 71, aff 5) He goes on to explain thatROSA would have
understood “framing” to be achieved by a “frame”:

[A] block to be transmitted generally includes the data (generally
called the payload) and additional information that allows the
receiving computer to recognize the frame, such as a plednt

of pattern at the beginning, potentially a postamble bit pattern at the

end, and possible additional information relating to data link
procedures. The exact format of the frame depends on which data

person of ordinary skill in the art would understand claim téomaean, it is permissible for the district
court in its sound discretion to admit and use such evideitgllips, 415 F.3d at 1319. In exercising that
discreton, however, the court “should keep in mind the flaws inherent inijeit evidence] and assess
that evidence accordingly.ld.
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link control procedure is used. This recognledilock is referred
to as a “frame.”

(Id.) Dr. Fernaldtherefore concludeghat a POSA would have understood a “franterbe “a
circuit that creates a frame, such creation being referred to as ‘framifdy)” (

Sony mints toboth intrinsic and extrinsic evidenae response.Sony pressethat the
claims do not recite any structure for “framer” and, instead, recite the termnamiation to its
function. Sonyalsoargues thastatements made by the paterdaeng prosecutiothatdescrile
the framerin the claimed invention as “unique and novéémonstrate thaa POSA would not
haveunderstoodts structure (‘730 Patent File History, Response dated September 20, 2000, ECF
No. 67-3, at 70—71 (“In contrast, this invention describes, in its representative enmisdimoey
to combine the data from a UID (mouse) and from a-fighuency signalia a framer, which is
unique and novél (emphasis addeq)

Additionally, Sony relies on extrinsic edenceto demonstratehat “framer” does not
connote sufficierty definitestructure. Sony does not dispute that a POSA would have understood
the concept of “framingdr “frame” at the time of the ‘730 Pateninstead Sonyargues thtDr.
Fernald’s testimonyloes not provide a reasonably well understood meanirdr&oner,” which
is, in fact,the claim term.Sonyassertghat Dr. Fernal@ testimony(1) failed to “introduce any
other evidence, such as dictionadgfinitions, suggesting that [framer] is a term commonly
understood by [a POSA] to denote a device or class of devices”; (2) failed to “explaianyit
degree of definiteness what structure or class of structures a [POSA] woulstand¢he term to
encanpass”; (3) failed to “offer any structural limitation that might serve to cabis¢bpe of the
functional term”; and (4) “did little more than opine that a skilled artisan dvootierstand the
functional term [framer] to be any structure capable of performing the claimetidn.” (Defs.’

Responsive Claim Constr. Bat 17418 (citations omitted) (internal quotation marks omitted).)
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Sony relies on Diebold Nixdorf, Inc. v. Int'l Trade Commission, 899 F.3d 1291 (Fed. Cir. 2018)

to supportheargument tht these flaws in GET’s expert testimony demonstrate that “framer” fails
to connote sufficiemy definite structure.

Finally, Sony cites to the testimony of its own expert, Dr. Gregory F. Welbbexplairs
that “framer” was not commonly understood to connotedaiitestructure or class of structures
to a POSA (WelchDecl, ECF No. 78at 11 2223 (“I have never seen nor heard of the word
‘framer’ used in the context of user input devices, the word ‘framer’ was not commealyrus
such contexts . . .. Claims 16 and 21hef 730 Patent would connote no less structure to a [POSA]
had those clans used the word ‘means for’ in place of ‘framer’ in Claim 16 or ‘framer for’ in
Claim 21.”).) As explained by Dr. Welch, “the use of the word ‘framer’ and ‘framer for’ connotes
no additional information to a [POSA] about the structure or class of seadhat is to perform
the recited functions than if the claims instead recited ‘means fdd. at 7 23.)

For the following reasond, agree that “framer” fails to connotufficiently definite
structure to a POSANd that 8§112(f) applies to tat term First, the disclosure of Figure 4A
(showing the components and connections of “framel &'hot alone sufficient to impart

structureto the claim term.SeeMTD Prods. Inc. v. lancu, 933 F.3d 1336, 1342 (Fed. Cir.

2019) (“Just as it is impropdao import|[ ] limitations from the specification into the claims,
however, a preferred embodiment disclosed in the specification cannot impdtirsttaca term
that otherwise has none. . . . As with all lexicography, [i]t is not enough for a patesiagpty
disclose a single embodiment. Rather, the patentee must clearly express aa retigfirte the
term.” (internal quotation marks omitted)A\nd the claims recite “framer” only in relation to its
function, not its structure. (‘730 Patent, col. 8, lines&3l(“a framer synchronizing the user input

stream with the input stream and encoding the same into a combined data stredanalbtarisy
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the communication link”)id. at col. 10, lines 83 (“a framer for keeping the user inputestm and
the at least one digital input signal in synchrony and encoding the same into a combined data
stream transferable to the computer by the communication link.”).

Second, based on the prosecution histiorgncludethatthe ‘730 Patent fails to convey to
a POSA the structure or class of structleeswn as‘framers’ because the patentee explicitly
statedduring prosecutiothat the framer usétio combine the data from a UID (mouse) and from
a highfrequency signalin the claimed inventiowas“unique and novel,” a characterization also
recognized by theTOExaminer. (‘730 Patent File History, Response dated September 20, 2000,
ECF No. 673, at 76-71;PTO Examiner Corresponden&&€F No. 673, at 145)“Your invention,
as far as | understand,a useiinterface (Ul) with anovelframer that combines 2 different signals
from 2 different sources.lemphasis addeg)

GET offers no response to themgumentsrelying solely on theéestimonyof its expert
and four documents introductd the first timan its ReplyBrief that it claims represent “framers”
on the market at the time of thé30 Patent in the field of data communications. (Pl.’s Reply
Claim Constr. Br.Ex. 8-11) GET argueghat the field of invention of the ‘730 Patentludes
data communicatian and, therefore, a POSA would have known about these other framers
However, he specification recites the followirgs the feld of the claimed nvention: qt]his
invention relates to computer usaput devices including pointing devigesspecially to those
handling additional input/output signals.” (‘730 Patent, col. 1, lines 8-11.) This description does
not expresslynclude the broad term “data communications,” &i€ll’'s expert Dr. Fernald does
not addressvhether it should In fact, Dr. Fernal® description of a POSA makes no mention of

“data communications.”_(Sdeernald Decl., ECF No. 71, §t4) And Sony’s expert, Dr. Welch,
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although asked directlwhether data communications was the relevant field of inventias
unwilling to characterize it as sucliWelch Dep., ECF No. 84-1, at 17:2-18:10.)

Finally, I find that Dr. Fernald’s testimony is insufficient to demonstrate that a POSA
would have understood the structure or class of structefesed to byframer” in the claimed

invention. _Diebold Nixdorf, Inc. v. Int'l Trade Commission, 899 F.3d 1291 (Fed. Cir. 2818)

instructive on this point. IDiebold,the Federal Circuit reversed a decision of the United States
International Trade Commission declining to appl$12(f)to the claim term “cheque standby
unit.” See899 F.3d at 128 The Court concluded that the claims of the patent at issue did not
recite any structure for the teyahescriling it “solely in relation to its function and location in the
apparatus.” Id. The Court rejected expert testimony declaring that a POSA wealdily
understand that a “cheque standby unit” was a “structure in an ATM that tertydooéds checks
pending the customer confirming the depbsid. at 1300. The Court’s reaséor doing sowas
the lack of ay other evidence, such as dictionary definitions, suggesting that a “cheque standby
unit” is a term commonly understood by a POSA to denote a device or class of d&lices.
Here,Dr. Fernald’s testimony suffers from the same deficiencies as the’expstimony
in Diebold Dr. Fernald’s testimony does not provide a reasonably well understood meaning for
“framer.” He defines “framing” and “frame” but offers no suppdiy way of dictionary
definitions or other extrinsic evidender his assumption that a POSA who understandsriing”
and “frame” would, therefore, understand that a “framer” was “a circuity that credtase.”
(Fernald Decl.ECF No. 71, at § 5.) As the expertDiebold, Dr. Fernalddoes little more than
opine that a POSA would understand “framer” to be stnycture that performs the function of

“framing” and, therefore, fails to cabin the scope offtimetional term.(Id. (“A framer is a circuit
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that creates a frame, such creation being referred to as ‘framingThig is not sufficient to
support aefinitestructural meaningf “framer.” SeeDiebold, 899 F.3d at 1298.

Basedon my analysis of the intrinsic and extrinsic evidence identified by the parties, |
conclude that 812(f) appliesto “framer” because a POSA would not havelerstood the term
to connote sufficiently definite structure at the time of the ‘730 Patent. ,Ithdiefore.adopt
Sony’s proposed construction “framer” as“Function: Synchronizing the user input stream
with the input stream and encoding the user input stream and the input stream iota
combined data stream; Structure:The logic design at block 34 in Figure 4Aand equivalents
thereof.” 8

E. “Converter”

The fifth claim term in dispute is “convertér

Claims GET’s Proposed Construction Sony’sProposed Construction

16, 18 | A circuit for converting a digital stream | The converter in Claim 18 refers to the
into an output signal, such as, for same converter component of Claim 16 and,
example, the decoder part of a codec; | in the alternative, a codec. (Defs.’
‘converter’ in Claim 18 does not Responsive Claim Constr. Br. at 2Geé
necessarily refer to the same converter |ohlsoMarkmanHearing Tr., 12/3/19, at
Claim 16 (Pl.’s Opening Claim Qustr. | 89:21-90:25.)
Br., EX. 2, at 8.)

7 As discussed furthénfra, and in relation to the term “encoding means,” the ‘730 Patent discloses

only one type of struare to perform the function of “framer”the logic design at block 34 in Figure 4A.
Therefore, based on Bennett Marine, Inc. v. Lenco Marine, Inc., 549 F. App’x 947 (Fed. Cir. 2013), |
construe the structure of “framer” as “the logic design at b8k Figure 4A and equivalents thereof.”
Seeid. at 95455 (“The ‘780 patent discloses only one specific type of circuit to perfoenpart of the
function required by the fifth limitation. In such a situation, the spwading structure should be lted

to that structure and its equivalents. . . . [T]he ‘780 patent does not disclosdigésrache circuit shown
in figure 2, such as, for example, a general class of known switches. nnetBeas not identified any
evidence showing that any circuit other than the circuit disclosed iref@juvas known and capable of
performing the function required by the fifth limitation.8ee als@dJ&M Corp. v. HarleyDavidson, Ing.
269 F.3d 1360, 1367 (Fed. Cir. 2001) (“The literal scope of a properbtroed meanplusfunction
limitation does not extend to all means for performing a certairtitmcRather, the scope of such claim
language is sharply limited to the structure disclosed in the specfficatiits equivalents.”).

8 I will also construe the structure of “framer” to include equintddhereof as discusséedra in
Section F.See35 U.S.C. § 112(f) (“[S]uch claim shall be construed to cover the corresponding structure
material, or acts described in the specificatiod equivalents thereof.”).
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The partiesdispute focuses on whether the converter disclosed in claim 18 is the same as
the converter in claim 16.
IndependenClaim 16 teaches an apparatus comprisingpertinent part“a converter
receiving the at least one input signal for producing an input stream.” (‘730 Pate8t,lmes
59-60.) The partieagreethat ths claim term requires no construction because the meaning of
“converter” is readily understodoly a POSAwithout the need for clarificatioandit connotes
sufficiently definite structie—a device that converts data or signals from one form to another
(SeePl.’s Opening Claim Constr. Br. at 18; Defs.” Responsive Claim Constr. Br., Ex. 6, at 120.
However, the parties dispute the construction of “converter” in claimdaim 18 which is
dependent on claim 1&aches:
the apparatus of claim 1&vherein the converter further
comprises an output portwherein the framer further receives an
output stream from the computer via the communication link, the
output stream being further received and converted by the converter
into at least one input signal going to the output port.

(730 Patent, col. 9, lirel-5 (emphasis added)

Because claim 16 is an independent clairmust be at least as broad as claim 18, which

depends from itSeeAlcon Research, LTD v. Apotex Inc., 687 F.3d 1362, 1367 (Fed. Cir. 2012)

Moreover, the presence of a dependent claim that adds a particular limitation givés @se
presumption that the limitation in question is not present in the independent cRitips, 415

F.3d at 131415. This “presumption is especially strong when the limitation in dispute is the only
meaningful difference between an independent and dependent claim, and one party is urging that

the limitation in the dependent claim should be read into the independent claim.” SunRace Root

Enter. Co., Ltd. v. SRAM Corp., 336 F.3d 1298, 1303 (Fed. Cir. 2003).
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GET argues that the “converter” disclosed in claim 18 does not necessarily réfer to
same converter in claim 16 because, as made clear by the specifibaticonverter in claim 16
performs as an analdgg-digital canverter converting at least one input signal into an input stream,
and the converter in claim 18 performs as a dig@ta@nalog converterconverting an output
stream into at least one output sign@l.’s Opening Claim Constr. Br. at 13pny respondthat
“the antecedent basis for ‘the converter’ in claim 18 is the converter of t&iamd, therefore,
they refer to the same thing.” (Defs.” Responsive Claim Constr. Br. at 20.)

| disagreewith Sonyfor several reasong-irst, the parties do not dispute that “converter”
is understood by POSAs to evoke a sufficiently definite structure or class afisgsuittat convert
data or signals from one form to another. Therefore, 8§ 112(f) does not apply to timejeestion

The paties have alsagreed that no constructia “converter”in claim 16 is necessary.
Thus, the converter in claim 1§ construed based on the readily understood meaning taught by
the claim language-a converter that must be ablecanvertaninput signal into an input stream.

Claim 18, on the other handefers to the apparatus of claim, bait with a limitatior—the
convertermustalso be able to convean output stream into at least one output signal. (‘730
Patent, col. 9, lines-5.) This claim languagdemonstrates that claim 18 does not necessarily
refer to the same convertas claim 16. If it did, then claim8 would become superfluous. That
is, if the converter disclosed in claim 16 wasguired to perform as not only an anatogligital
converter, but also a digitéd-analog converter, then there would be no need to disclose the
additional digital-to-analog function of the converter in a separate claim, i.e. claim S&e

Seachange Int'l, Inc. v. C-COR, Inc., 413 F.3d 1361, 1368 (Fed. Cir. 2005) (gkatimg Tech.

Inc. v. Surgical Dynamics, Inc., 177 F.3d 968,972 (Fed. Cir. 1999)) Fhe doctrine of claim

differentiation stems from ‘the common sense notation that different wordsrageshused in
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separate claims are presumed to indicate that the claims have different meanisgsparit);

Tandon Corp. v. U.S. Int'l Trade Comm’n, 8812d 1017, 1023 (Fed. Cir. 198FJo the extent

that the absence of such difference in meaning and scope would make a claftocigdhe
doctrine of claim differentiation states the presumption that the differencedretive claims is
significant.”).

As it standspased on the claim languagdlee converter in independent claim 16 must, at
least, perform as an analmdigital converter, buit is not limitedto only this function. The
converter in dependent claim 1&Mislimited. It must be able to perforfmothanalogto-digital
and digitalto-analog conversions.

This reading of the claim language, and the conclusion that the converter in claim 18 does
not necessarily refer to the same converter as claim a&dsupported by the specificatiorn
the preferred embodiments, the specification states, in pertinent paftfpthatembodiment of
the present invention, having the functional block diagram depicted by FIG. 2Arisemp. . a
signal converting means called converter 30.” (‘730 Patent, col. 4, lines.) In Figures 2A
2B, and 2C, converter 30 “converts input signal 31, delivered by input 32, into input stream 33
representative of the input signal.1d.(at col. 4, lines 1:213.) Figure 2C “additionally shows
converter 30 receiving output stream 54 from framer 34 to produce output signal 52 going out via
output 53 to the external device.ld(at col. 4, lines 1619.) In other words, converter 30, in
Figure 2C, performs an additional function to the converter 30 depicted in Figures 2A aiitd 2B—
also converts an output stream from the framer into an output signal via an output port to an

external devicé

° Sonyalso offers, asn alternative constructiothat “converter” in claim 18 is a “codec.”[A]
‘codec’ is a combined analegg-digital converter and digitdb-analog converter. The analtgdigital
conversion is refeed to as ‘encoding,” and the digitalanalog conversion is referred to as ‘decoding.”
(SeeFernald Dec|.ECF No. 71, at 1.Y Yet the converter taught by claim 18 is broader than the example
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Based on theemultiple examples oalternativeembodiments ofconverter”disclosed in
the specification, | conclude thtte convertem broader, independent claim 16 and its claimed
function arenot limited to the converterdisclosed independentlaim 18 Seelntel Corp, 946
F.2dat836 (“Where a specification does not require a limitation, that limitation should neadbe r

from the specification into the claims.’§ee alsdatz v. AT&T Corp., 63 F. Supp. 2d 583, 591

(E.D. Pa. 1999}[I]f a term is used in a variety of ways by the patentee irspgeification this
may be indicative of the breadth of the term, rather than a limégnlition.”).

Therefore | will construé‘converter” in claim 18 asA circuit for converting (1) the at
least one input signal into an input stream and2) an output stream into the at least one
output signal.”*®

F. Terms Which the Parties Do Not Dispute are Mean®lus-Function

The parties do not dispute that § 112(bplies to theemainingdisputedclaim termsbut

offer different proposed constructions. Two isspiesonstructiorarecommonto theseremaining

or preferred embodiment of a “codec” disclosed in theiipation. (See'730 Patent, col. 4, lines 432
(“FIG. 3A illustrates one implementation of the embodiment of the invetti@nreceives and transmits
analog I/O signals while transferring data to/from the computer via th23R®able. It utilizes athe
elements shown in FIG. 2A and further includes the feature eivirg an output information sent from
the computer via line TXD of the R&32. Framer 34 serializes such output information to become signal
54, which is converted by converter 30 iotgtput signal 52 to output 53. Converter 30 [in this preferred
embodiment] is a codec . . .;.1d. at col. 5, lines 711 (“FIG. 4A, the codec TP3054, in place of converter
30, converts output information 54, sent from the computer via line TX® pimtput signal 52 entering
output 53. Concurrently, the codec also converts input signal 31, delivered bydnmibo 3erial stream
33.7).). lwill not limit the construction of “converter” tanexample without a disclaimer. See, eRJE.
Tecology, L.L.C., 657 F. App’x at 988 (“B.E. contends that the Board’s construction is icidoeeause

it is broader than the examples depicted in the patent; howexbdgve rejected the notion that claim terms
are limited to the embodiments disclosedha specification, absent redefinition or disclaimer.”).

10 For the reasons discuss&epra | disagree with the partiesbnstructions.The converter in claim
18 is not necessarily the same as the converter in claim 16. Thereforine tieeldopt Sony’s proposed
construction GET’s constructionon the other handccounts for only part of the function of the converter
disclosed in claim 18. Claim 18's converter not only converts an output stressam output signal, but it
also performs the function of the converter disclosed in claimchBwerting an input sital into an input
stream. (‘730 Patent, col. 9, line$1*The apparatus of claim @herein the converter further comprises
an output port . . . .”) (emphasis added).) Therefore, | also decline to ado BBosed construction.
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terms. The firsissue iswhether eachmeansplus{function limitation should be construed to
include equivalents thereofThe secondssueis whetherthe constructiorof these termshould
specify that each corresponding struciumigy be implemented by integrated circuit technology or
microprocessebased designl addressach of these issues in turn here.

Regarding tefirst issue of constructio, 112(f) explicitly permits GET tgursue diteral
infringement theory based on the equivatdrdany term construed under this provision. 35 U.S.C.
8 112(f) (“[S]uch claim shall be construed to cover the corresponding structure, materis or a
described in the specification and equivalents thereof.”). &grgedutraises the concern that
jurors may be confused or misled if equivalents are expressly included in the ¢mmswiiall
meansplusfunction limitations without any explanation of how to find equivalents. Sony
advocatesinstead for a jury instruction on the right to equivalents, along with a description of
how to perform the analysis. GEdspondshat courts typically include “and equivalents thereof”
or similar language in their constructions of me@ilusfunction limitations. (Pl.’s Reply Claim
Constr. Br. at 8. GET alsn insiststhat any potential jur confusion can be addressed throjgly
instructions andhatan omission okquivalents risks prejudice if the jury neglects to apply the
law.

| conclude thaGET is entitled topursue a literal infringement theory based on equivalent
structuresfor meansplusfunction limitations pursuant to § 112(f)The parties will have an
opportunity to proposgiry instructions on how to perform this infringement analygis.such |
will construe each meaipdus-function limitation to include “equivalents thereof.”

GETalso arguethat, based on language in the specificationgtimstruction of all means

plusfunction limitationsshould specify that theorresponding structures may be implemented by
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an integrated circuit or microprocessor. (Pl.’s Opening Claim Constr. Br. aing (¢80 Patent,
col. 7, lines 16-23 and id. at col. 2, lines 53-58).)

However, the specification characterizes these odsthas alternatives or preferred
embodiments of the inventive apparatus.73Q Patent, col. 2, lines 530 (“The inventive
apparatusnaybe implementedat least partially by integrated circuit (IC) technology . . .. The
inventive apparatusaybe implanentedat least partially by a microprocessdrased design . . .

. (emphasis added3ee alsad. at col. 7, lines 16—-23 (“Also, the IC technology, using the PLDs,
the gate arrays, the ASIQw,the mixedsignal ICscanintegrate many elements of the apparatus
into at least one IC devicd-or instance a combination of the framer, the codec, the electronic
part of the U means, and the transceiveran be packaged into at least one IC device.

Alternatively the logic of such combinatia@anbe implemented by a microprocessor, such as part
DSP56xxx from Motorola.” (emphasis added}lnims are generally not restrictexdr construed

as the specific examples or preferred embodiments disclosed in the spieaifianless there is

evidence of scope disavowal. See,,&inik, 362 F.3dat 1364-5;Dow Chem. Co. v. United

States226 F.3dat 1342;_Intel Corp.946 F.2dat 836.

Accordingly, 1 will not construe the structure of themaining meansplus-function
limitations to includeexamples or preferred embodiments of the inventive apparatus, such as an
integrated circuit or microprocessor.

1. “Communication Means”

Thesixth claim term in dispute iscommunication means.”
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Claims

GET’s Proposed Construction

Sony'’s Proposed Construction

10

Function: Communicating data betweer
the user inpuapparatus and the comput

Structure: A wired or wireless transceive

Bluser input apparatus and the computer.
2IStructure: A transceiver compatible with

Function: Communicating data between t

(such as, for example, IR or RF)
transceiver compatible with a
communication protocol, including
without limitation transceivers using RS
232 or USB communication protocols and
equivalents thereto; may be implemented
by integrated circuit or microprocessor-
based design. (Pl.’s Opening Claim
Constr. Br., Ex. 2, at 2.)

RS-232 or USB communication protocols,
(Defs.” Responsive Claim Constr. Br. at 111,
11n4)

The parties agree thgt112(f)applies to tis term The primary disputbetween then is
whether to limit the structure of “communication means” to a transceiver cotepaiib RS232
or USB communication protocols.

GET argues that the communication means may be either a wired or wirelessivens
as stated in the specification. (‘730 Patent, col. 2, lineS8{“The transmission of the
communication signals may be wired (via cable) or wireless (via eleatrogtic wave).”).)Sony
does not dispute that the structure for performing the function of “communication means”
transceiver, buit limits the construction to transceivers compatible with-B& or USB
communication protocols. GEfespondsthat transceivers compatible witRS232 or USB
communication protocols aadternative embodiments or exampéesl, bylimiting the structure
of “communication means” to these exampl&ony excludes specifiembodiments of the
inventiondisclosedn the specification.

On this construction| agreewith GET. The specificatiorexplicitly disclosesin the
preferred embodimentboth wired and wireless transeeis for performing the function of
“communication means.(Id. at col. 4, lines 3340 (“[Clommunicationmeans 35 is a wireless

transceiver which transmits/receives the electromagnetic signals\plimk 36, while at port 38

there is a compatible wireless transceit@rreceive/transmit the same signal$wo typical
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wireless transceiverare the infraredight (IR) . . . and the radio frequency (RF) . . .(éinphasis
added) id. at col. 4, lines 4344 (“FIG. 3A illustrates one implementation of the embodiment of
the invention that receives and transmits analog 1/O signals while transfeatangoffromthe
computer via the R832 cable.”);id. at col. 2, lines 3436 (“Two examples of communication
protocolsused by a UID are the popular RS-232 and the newly standardized Universal Serial Bus
(USB).”) (emphasis added}* By limiting the structure of “communication means” to
transceivers compatible with RE2 or USB communication protocols, | would ingproperly
reading out preferred embodiments of the claimed inventioh at(col. 4, lines 33—-40.)

Moreover,| will not restrict the claim term to the alternatitransceiverslisclosed in the

specification when there is no disclaimer or disavowal in the file histBeg e.q, Kinik, 362

F.3dat 1364-% (“[W]hen the specification describes the invention irnareerms, accompanied
by specific examples or embodiments, the claims are generally not restrictesl spettific
examples or preferred embodiments unless that scope was limited during prosecséeral3p

Bennett Marine, Inc. v. Lenco Marine, Inc., 549 F. App’x 947 -84 Fed. Cir. 2013]limiting

the structure of a meaqpdusfunction limitation to the circuit disclosed in figure 2 because the
patent did not disclose alternatives).

Therefore | will adopt, in part, GET’s proposed constructaricommunication means”
as “Function: Communicating data between the user input apparatus and the computer;

Structure: A wired or wireless transceiverand equivalents thereof’ 12

1n Both the R&32 and USB communication protocols are for wired transmission of désaknian
Hearing Tr., 12/3/1%t 95:911.)

12 | decline to adopt the remainder of GET's proposed construction ofettmis for the reasons
discusseguprain Section F.
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2. “Means for Receiving an Output Stream from the Computer Via the
Communication Link”

The seventh disputed claim term is “means for receiving an output stream from the

computer via the communication lifik

Claims GET's Proposed Construction Sony’s Proposed Construction

17 Function: Receiving an output stream frg Function: Receiving an output stream frg
the computer via the communication link| the computer via the communication link}

Structure: A wired or wireless transceivey Structure: A transceiver compatible with

and equivalents thereto; may be RS-232 or USB communication protocols.
implemented by integrated circuit (Defs.” Responsive Claim Constr. Br. at
technology or microprocessbased 19.)

design. (Pl.’s Opening Claim Constr. Br),

Ex.2,at7.)

This term, as agreed to by the parties, is governed by § 112(f). The parties propose the
same construction for the function of this term, and their proposed structures, althoughigiffe
construedaredependent upomy analysis of the structure of “communication mearisérefore,
for the same reasons discusseghraregarding “communication means,” | will adopt, in part,
GET'’s proposed construction ‘@heans for receiving an output stream from the computer via
the communication link” as“Function: Receiving an output stream from the computer via
the communication link; Structure: A wired or wireless transceiver and equialents thereof.”

3. “User Input Means”

The eighth disputed claim term is “user input means.”

Claims GET'’s Proposed Construction Sony’s Proposed Construction

10, 14 Function: Producing a user input strean] Function: Producing a digital user input

Structure: A sensor of usenitiated stream.

actuations and an encoder and equivalerructure: A mouse, trackball, keyboard,
thereto; may be implemented by circuit | pressure tablet, or pen-based input devic

11%

technology or microprocessbased comprising a sensor of useitiated
design. (Pl.’s Opening Claim Constr. Br.actuatons and an encoder. (Defs.’
Ex. 2, at 3.) Responsive Claim Constr. Br. at 13.)
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The parties agree thédtis term isalsogoverned by 8§ 112(f) They also mostly agree
regardingthe construction of the term’s functionHowever, Sony adds the word “digitat-
“producing adigital user input stream.”

For the following reasons,dgreewith Sony’s addition of the word “digitalfo the terms
construed function.Claim 1, from which claim 10 depends, teaches an apparatus comprising a
“user input means for producing a user input stream.” (‘730 Patent, col. 7, li&$.)61This
claim languagexplicitly defines thdunction of the “user input meana$“producinga user input
stream’. The claims do not otherwise limit the user input stream to a digital strelmwever,
patent claims must also “be read in view of $pecification of which they are a part.Markman

52 F.3d at 979 (citing Autogiro Co. of Am. v. United Sta8®! F.2d 391, 397 (196780ee also

SRI Int'l v. Matsushita Elec. Corp. of Am775 F.2d 1107, 1121 (Fed. Cir. 1985). The

specificationis “highly relevant to the claim construction analysis” because it contains a written
description of the invention that must be clear and complete enough to enable those of ordinary
skill in the art to make and use itVitronics, 90 F.3d at 1582. “[W]here the ordinary and
accustomed meaning of the words used in the claims lack sufficient clarityria {hex scope of

the claimto beascertained from the words alonbétspecificatiortan provide clarity.Teleflex.

Inc. v. Ficosa N. Am. Corp., 299 F.3d 1313, 1325 (Fed. Cir. 2002).

Here,the specification describélse user input stream asdigital stream: [f] unctionally
a UID or Ul module comprises a sensor translating aingeted actuation into electrical signals,
and an encoder converting such signals into a digital stream, called the [user iepoti].str. .”
(Id. at col. 3, lines 5669.) GET, in fact, relis on this portion of the specification to support its
construction of the structure of “user input means.” (Pl.’s Opening Claim Constr. B+1@&j

GET cannot rely on theselectdisclosuresn the specificationvhen construing onaspecbf the
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claim ternis definition butthenignore their impact in construiregother. Therefore, bsed on the
language of the specification, | conclude thafitimetion of*“user input streafrmust be construed
to include ‘tligital.”

Regarding the terms structure, the primary disfgveen the parties is whethie
structureshould be limited to a mouse, trackball, keyboard, pressure tablet, -baped input
device. GET argues that the specification explicitly discloses the struafttine “user input
means” as “a sensor translatingerinitiated actuations and an encoder.” (‘730 Patent, col. 3,
lines 56-59 (“Functionally, a UID or a Ul module comprises a sensor translating énitssed
actuation into electrical signals, and an encoder for converting such signals intolssulesta,
called the [user input] streafj) Sony does not dispute that the structure of “user input means”
is a sensor of usanitiated actuations and an encoder. It includes this language in its construction.
However Sony limits its construction to a mouse, trackball, keyboard, pressure tablet- or pen
based input deviceomprisinga sensor and an encoder

GET argues that Sony improperly limits the structure to examples of “user input¢slevic
in the specification that incorporate the sensor and encoder.” (Pl.’s OpeningCoiagtn. Br.at
10.) It explains that theuser input mearigs the sensor and encoder of the user input device (the
mouse, keyboard, or trackball) that produces the user input stream, “not the [user input device]
itself.” (Id.) Therefore, GET asserts that Sony tierapting to incorporate structure from the
written description beyondhat isnecessary to perform the claimed functioid. (citing Asyst

Tech., Inc. v. Empak, Inc., 268 F.3d 1364, 1389 (Fed. Cir. 2001) and Micro Chem., Inc. v.

Great Plains Chem. Cdnc., 194 F.3d 1250, 1258 (Fed. Cir. 1999)).)

| agreethat Sony is attempting to improperly limit the structure of “user input nietres

sensor and encodéo, examples disclosed in the specificatidime specification explains that the
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user input stream produced by the sensor and encoder “follows the format of the communication
link used by the associated [user input device].” (‘730 Pateht3, lines 6861;see alsad at
col. 3, lines 6567 (“Theinventive apparatus receives a [user input] stream coming either from a
Ul module or from an interface to an external [user input device].”).) Thefispdon describes
examples of typical user input deviasthe mouse, trackball, keyboard, pressure tablet, and pen
based input deviceSgeid. atcol. 1, lines 1618; id.at col. 3, line$1-65 (“In his description, the
[user input stream] conforms to the Microsoft serial mouse’s asynchronowsfiramat . . . .).)

As discussed throughout this Memorandum Opinion, claims should not be restricted to the
specific examples or preferred embodiments disclosed in the specifjcatiess the scope of the

claim was limited during prosecutiorikee, e.g.Kinik, 362 F.3dat 1364—-65 Here, there was no

disavowal of this claim term’s scope in the file history. Therefore, | will not lirsisthucture of
“user input means” to the mouse, trackball, keyboard, pressure tablet, and pen-basdalioput
comprising a sensor and encoder.

As such, | will construéuser input means” as“Function: Producing a digital stream,
called the user input stream; Structure: A sensor translating usemiti ated actuations and
an encoderand equivalents thereof’ 2

4. "Encoding Means”

Theninth claim term in dispute iséhcoding means.”

13 | decline to adopt the remainder of GET's proposed construction ofettms for the reasons
discusseduprain Section F.
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Claims GET’s Proposed Construction Sony'’s Proposed Construction

10, 14 Function: Synchronizing the user input | Function: (1) synchronizing the user input
stream withthe input stream and encodingtream with the input streamnd (2)
the same into a combined data stream | encoding the user input stream and the input
transferable by the communication meanstream into a combined data stream

Structure: A framer that implements a | Structure: The logic design at block 34 of
frame format containing data bits of the| Figure 4A. (Defs.” Responsive Claim

Ul stream and of the additional input Constr. Br. at 16.)

signal and equivalents therefoamer 34
of Figure 4A and equivalents thereto; may
be implemented by integrated circuit
technology or microprocessbeased
design. (Pl.’s Opening Claim Constr. Br.,
Ex. 2, at5h.)

The partiesagree tha§ 112(f) applies to this termThecentral dispute between tparties
is whether the structure, which performs the function of “encoding meatsjited to the framer
disclosed in Figure 4A of the ‘730 Patent.

GET argues that the evidence offered in support of its construction of “framer” is
dispositive as to “encoding means” because the structure that performs tienfahittis termis
a “framer.” GET contends that Sony’s proposed construction seeks taherterm to a single
example in the specificatipnvhich it asserts is improper when construing mgaas-function
limitations

When the patent discloses only one type of structure to perform the function of a means
plus-functionimitation, the FederaCircuit has held thahe construedtructureof the termshould

be limited to the structure disclosed in the specificaion its equivalentsSeeBennett Marine,

549 F. App’x at 95455. Bennett Marineinvolved a @tentfor trim tab systems used on

powerboatswhich disclosedonly onetype of circuit for performing the function of tlmeeans
plus-functionlimitation at issue Id. at 949, 954. e Federal Circuitoncludedhat, “[ijn such a
situation, the corresponding structure shouldlibeted to that[disclosed]structure and its

equivalents. Id. at 954(citing MettlerToledo, Inc. v. BTek Scales, LLC671 F.3d 1291, 1295
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6 (Fed. Cir. 2013) In support of this conclusion, the Federal Circuit noted that the patent at issue
“did not disclose alternatives to the circuit shown in figure 2, such as, for example, a glaxssral

of known switche$. 1d. at 954-55 (‘Bennett has not identified any evidence showing that any
circuit other than the circuit disclosed in figure 2 was known and capable of perfolming t

function required by the fifth limitation.”see alsd&M Corp. v. HarleyDavidson, Inc., 269 F.3d

1360, 1367 (Fed. Cir. 2001) (“The literal scope of a properly construed +pksafinction
limitation does not extend to atheans for performing a certain function. Rather, the scope of
such claim language is sharply limited to the structure disclosed in the specifiaatioits
equivalents.”).

Here, the ‘730 Patent discloses only one specific structure for performing thieriusic
“encoding means,framer34 identified in Figure 4A. (‘730 Patent, col. 5, lines64.) GET
admitsthat the specification identifies framer 34 asrlevantstructure (Pl.’s Opening Claim
Constr. Br. at 11 (“The specification clearly identifies the structuresyfmethronizes the user input
stream with the input stream and encodes them into a combined data streamr. a fiamer 34
keeps Ul stream 24 and input stream 33 in synchrony and encodes them into combined data stream
37 . ... (quoting ‘730 Patent, col. 4, lines-41%)).) For the same reasomléscusseduprain
regarding‘framer,” | disagreghatthe useof “framer” in the claimed inventiorefers to ayeneral
class of known framers capable of performing the function of “encoding means.

Therefore,based ormy foregoing discussion of “framer” and the reasonindénnett
Marine, | will adopt Sony’s proposed construction @&ncoding means” as “Function:

Synchronizing the user input stream with the input stream and encoding the user input
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stream and the input stream into a combined data stream? Structure: The logic design at
block 34 in Figure 4A and equivalents thereof.”

5. “Means for Converting the Output Stream Into At Least One Output
Signal”

The tenth claim term in dispute is “means for converting the output stream into ahkeast o

output signal.”

Claims GET’s Proposed Construction Sony’s Proposed Construction
17 Function: Converting theutput stream | Function: Converting the output stream in
into at least one output signals. an output signal.
Structure: A circuit for converting a Structure: The decoder portion of a codeg.

digital stream into an output signal, such (Defs.” Responsive Claim Constr. Br. at 20;
as, for example the decoder part of a | see alsdefs.’ Surreply Claim Constr. Br.
codec, and equivalents thereto; may be| at 10.)

implemented by integrated circuit
technology or ricroprocessobased
design. (Pl.’s Opening Claim Constr. Br.,
Ex. 2, at 8.)

The partiesgree that 8 112(§lsoapplies to this terranddo not substantively dispute the
construction of the term’s function. Rather, GET disputes Sony’s limitation ofrtiotuse of the
term toa preferred embodiment of the claimed inventidhe decoder portion of a codec.
As discussedupraregarding‘converter,”claim 18teachesa converter that can perform
the function of converting an output stream into an output sigirted. specificatioralsorefers to
an embodiment dheconvertethat performs this same functiorfld. at col. 4, lines 1619 (“FIG.
2C additionally shows converter 30 receiving output stream 54 from framer 34 to produce output

signal 52 going out via output 53 to the external device.”).)

14 The parties substantively agree regarding the construed function of “encoding.inBased on
this agreement and the language of claim 16, | have adopted a hybrid ofite paoposed constructions.
("730 Patent, col. 8, lines &3 (“a framer synalonizing the user input stream with the input stream and
encoding the same into a combined data stream transferable by the comuoruhidéd.
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The specification discloses“aode¢ asonly one embodiment of converter 30(‘730
Patent, col. 4, lines 452 (“FIG. 3A illustrates one implementation of the embodiment of the
invention that receives and transmits analog I/O signals while transferriagtafitbm the
computer via the R832 cabé. It utilizes all the elements shown in FIG. 2A and further includes
the feature of receiving an output information sent from the computer via line TXD o6th8R
Framer 34 serializes such output information to become signal 54, which is converted bieconver
30 into output signal 52 to output 53. Converter 30 [in this preferred embodiment] is a codec . . .
); id. at col. 5, lines A1 (“FIG. 4A, the codec TP3054, in place of converter 30, converts output
information 54, sent from the computer via line TXD, into output signal 52 entering output 53.
Concurrently, the codec also converts input signal 31, delivered by input 32, into serial stream
33.7).)

Because the “codec” disclosed in the specification is a preferred embodimdrd of t
claimed irvention, | will not limit the construction of “converter” to this example without a

disclaimer. See, e.q.B.E. Technology, L.L.C., 657 F. Appat 988.

Therefore, | will adopt GET’s proposed constructiotinogans for converting the output
stream into at least one output signal’as“Function: Converting the output stream into at
least one output signal; Structure: A circuit for converting a digital steam into an output
signal and equivalents thereof.?®

6. “Converting Means”

The eleventland finalclaim term in dispute isconverting means.”

15 | decline to adopt the remainder of GET's proposed construction ofettms for the reasons
discusseduprain Section F.
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Claims GET’s Proposed Construction Sony'’s Proposed Construction

10 Function: Receiving the at least one inp Function: Receiving the at least one input
signal and producing therefrom an input signal and producing therefrom an input
stream. stream.

Structure: An analogp-digital converter | Structure:An analogto-digital converter.
andequivalents thereto; may be (Defs.” Responsive Claim Constr. Br. at
implemented by integrated circuit 15))

technology or microprocessbased
design. (Pl.’s Opening Claim Constr. Br.,
Ex. 2, at4.)

The parties agaiagree that 8 112(f) applies to this terirhdr central dispute is whether
the construction othis term’s structure should include “equivalents thereof” and “may be
implemented by integrated circuit technology or microprocelsased design.” For the same
reasons discussatipraregarding these proposed additions by GET, | will constrasverting
means” as“Function: Receiving the at least one input signal and producing therefronan
input stream; Structure: An analog-to-digital converter and equivalents thereof.”

V. CONCLUSION

The claims shall be construed as set forth above and in the Ctaistruction Order that

follows.
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