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Y et
NQREIKA, U.S. DISTRICT JUDGE

Plaintiff New Balance Athletics, Inc. (‘New Balance”) is a company that manutscand
markets athletic apparel and footwear. Defendant USA New Bunren lideaiafo. Limited
LLC (“New Bunren”) is aDelaware limited liability companformed in 2012 for the purpose of
distribuing and seiing in the United Stateshoes and other products made by Qierte Corporation
Ltd. (“Qierte”), a Chinese comparigat has been found liable by a Chinese court for infringing
New Balance’s trademarks in China

New Balance has asserted claims against New Bunren based on federal and state law for,
among other things, trademark infringement, trademark dilutiod, @miair competition.
Currently pending before the Court are the parties eragons for summary judgment. (D52;

D.I. 54; D.I. 58). Although New Balance has asserted claims based on itevadsiand its “N”
marks, the parties seek summary judgmeny as to the “N” marks.” (D.l. 26; D.l. 58)The
Court has subject matter jurisdiction over this action pursuant to 28 U&1338and 1367 For
thefollowing reasonsiNew Balance’snotionfor summary judgmens granted in part and denied
in part, and New Bunren’s motions for summargdenied.

l. BACKGROUND

A. Parties

New Balance was founded in 1986d first started using its “N” marks in commerce in
1974 (D.1.60 1 4;D.1. 57-1, Ex. | at No. 1). It is now a global company offering products in
more than 120 countries. (D.l.-12 Ex. 10 at 17) Defendant New Bunren is a Delaware limited
liability company formedy Shy Fu Paon July 23, 2012 as Little Pres. LLC. (D.l. %% 1-2.

The name washanged to New Bunren on July 28, 2011.)(



B. New Bunren's “N” Marks.

Between July 2014 and October 2016, NBwnrenregistered U.S. Trademark Nos.
4,568,883; 5,055,943; 4,580,787; 4,585,058; 4,860,814,4,878,478 witthe U.S. Patent and
Trademak Office. (D.l. 66 1 3). In New Bunreris trademark applications, the stylized “N”

contains a flying bird design as seen in the images below:

787 Mark '058 Mark '914 Mark '478 Mark

(Id.). Theflying bird designhoweverjs not always apparent on New Bunren’s prodwagshown

in the image below:

(D.1.6013;D.I.64 13;D.l. 72-1, EX).9

According to NewBunren all of its “N” marksare based on marks successfully registered
by Qierte in China(D.Il. 57-1, Ex.C atNo. 1,Ex. D). Shy FuPao simply registered Qierte’s “N”
marks in the United States.ld( Ex. B at 24:185:1). Qierte’s “N” marks in Chinavere
purportedlyan extension of an earlier stylized mark called “Naiyao” (reproduced helde)ein
theletter “N” was purportedly designed as a flying bird within the lettef “8d., Ex CatNo. 1).

The parties do not explathe relationship between Qierte and Naiyao or whether Naiyao was a



company a productor something else. New Balanceplites the details dhe Naiyaoorigin

story. (D.l. 66 1 5).

I\Jalyao

(D.I. 57-1, EX.E).

To sell New Bunreris productsQiertedesigned and managed a website for NBawren
with the urlhttp://www.newbunren.com (D.l. 661 6;D.I. 57-1, Ex. B at 89:1113). The website
was active from 2015 to 2017 or 2018, and displayed products bearing New’'BtINfemarks.
(D.l. 66 1 6; D.Il. 571, Exs. G, H). The website prominently describéew Bunrenas an
“American Classic,” and cajpied one photograph with the wortidew Balance (China) Sports
Goods Co., Ltd.” (D.l. 57, Ex. H)! There vasno pricing information opurchasing instructions
on thewebsite. (D.I. 66 1 6). But it did provide a “contact us” form.SegeD.l. 57-1, Ex.G). In
addition,the website at one point had Alabamgphone number that consumers could call if they
were interested ipurchasingthe products. I€., Ex. B at 116:717). Shy Fu Pao resides in
Alabama. [d. at 8:1013). New Bunrenclaims that none of its products were shipped to or sold
in any physical stores theUnited Sates (D.l. 66 6). Notably, this leaves open the possibility
that its products could have been sold through the internet and directly shipped to a consumer.

Il. STANDARD OF REVIEW

“The court shall grant summary judgment if the movant shows that there is no genuine

dispute as to any material fact and the movant is entitled to judgment as a matter ¢iddwikR.

! Shy Fu Pao testified thate appearance of “New Balance” was a typo that should have
said “New Bunren.” (D.l. 54, Ex. B at 129:14.30:6). She neither designed nor managed
the websitehowever, and it is unclear what foundation she had for this assertion.



Civ. P. 56(a).The moving party bears the burden of demonstrating the absence of a geneine iss
of material fact. See Matsushita Elec. Indus. Co. v. Zenith Radio Cdifb U.S. 574, 586 n.10
(1986). A party asserting that a fact cannot-ber, alternatively, is- genuinely disputed must
support its asertion either by citing to “particular parts of materials in the record, including
depositions, documents, electronically stored information, affidavits or demterastipulations
(including those made for the purposes of the motions only), admissitersogatory answers,

or other materials,” or by “showing that the materials cited do not esttabé absence or presence

of a genuine dispute, or that an adverse party cannot produce admissible evidence to support the
fact.” Fed. R. Civ. P. 56(c)(1A) & (B). If the moving party has carried its burden, the nonmovant
must then “come forward with specific facts showing that there is a genuuree fmstrial.”
Matsushita 475 U.S. at 587 (internal quotation marks omitted)he Court will “draw all
reasonable inferences in favor of the nonmoving party, and it may not make credibility
determinations or weigh the evidenc®e&eves v. Sanderson Plumbing Prods., B®0 U.S. 133,

150 (2000).

To defeat a motion for summary judgment, the-nwving party'must present more than
just bare assertions, conclusory allegations or suspicions to show the existegeawhe issue.”
Podobnik v. U.S. Postal Ser409 F.3d 584, 594 (3d Cir. 2005) (internal quotation marks omitted).
However, the “mere existenoé some alleged factual dispute between the parties will not defeat
an otherwise properly supported motion for summary judgment;” a factual disgetauise only
where “the evidence is such that a reasonable jury could return a verdict for the/mgarty.”
Anderson v. Liberty Lobby, Inc477 U.S. 242, 2448 (1986). “If the evidence is merely
colorable, or is not significantly probative, summary judgment may be granteéddt 24950

(internal citations omitted)



[l. DISCUSSION

For six of the eight claims in itsrst amended complainfNew Balance has moved for
summary judgment only as to its “N” markg.l. 26). Those claims ard(i) infringement of a
federally registered trademark under Latham &&2(1), 15 U.S.C§ 1114(); (i) trademark
dilution underLanham Act 8§ 43(c), 15 U.S.C. § 1125(@)i) falsedesignation oforigin under
Lanham Act § 43(a), 15 U.S.C. 8§ 1125(@)) trademarlkdilution under Delawarstatutory &w,

6 Del. C. 8 3313(v) deceptivetradepractices under Delawarstatutory &w, 6 Del. C. § 2532and
(vi) trademarkinfringement andinfair competitionunderDelawarecommon &w.? For all of the
federal trademark claims, New Bunren asserts the same defense, that its actviie®t “in
commerce” a required by the statute. Accordingly, the Court will address éhisnon defense
before addressing the merits of the individual claifamally, New Balance has also moved for
summary judgment on its request for statutory damages and attorneys’ fees.

A. “In Commerce”

New Bunren asserts that its activities were not “in commerce” as required lbgninam
Act. (D.I. 55 at 6; D.I. 63 at-80, 13. Section 1114f the Lanham Act, Title 15, United States
Code, forbids a party to “usén commerceany reproduction, counterfeit, copy, or colorable
imitation of a registered mark in connection with the sale, offering for da&jbution, or
advertising of any goods or services on or in connection with which sécls likely to cause
confusion. . ..” (Emphasis added). Under 8 112%{3)a defendanis liable if heor sheuses'in
commercéa mark which: (i)“is likely to cause confusion . .as to the origin, sponsorship, or

approval of his or her goods, gEes, or commercial activities by another persam (ii) “in

New Balance has nahoved for summary judgment on its claims for unjust enrichment
and false or fraudulent registration.



commercial advertising or promotiomisrepresents the nature, characteristics, qualities, or
geographic origin of his or her or another persagoods, services, or commercial activities
(Emphasis added)JUnder § 1125(c), an owner of a famous mark may obtain an injunction to stop
“use of a mark or trade narmecommercehat is likely to cause dilution by blurring or dilution
by tarnishment of the famous mdrkKEmphasis added).

In supprt of its argument, New Bunren also ci§kl27, which defines “use in commerce”
as follows:

(1) on goods when—
(A) it is placed in any manner on the goods or their containers or the
displays associated therewith or on the tags or labels affixed thereto, or if the

nature of the goods makes such placement impracticable, then on documents
associated with the goods or their sale, and

(B) the goods are sold or transported in commerce, and
(2) on services when it is used or displayed in the sale ertgiag of services
and the services are rendered in commerce, or the services are rendered in more
than one State or in the United States and a foreign country and the person
rendering the services is engaged in commerce in connection with the services.
15 U.S.C. § 1127.

It appears that the Third Circuit has not yet addressed this issueveuilscourts have
held thatthe definition of “use in commerce” §11127sets the standard for a mark to qualify for
protection oregistration not the standard for proving infringemereeVersaTop Support Sys
LLC v. Georgia Expo, Inc921 F.3d 1364, 1370 (Fed. Cir. 2019) (reversing district court because
the definition of “use in commerce” 811127 “does not apply to trademark infringemenBT.G
Patent Holdings, LLC v. Bag2Go, GmpiB3 F. Supp. 3d 1310, 1322 (S.D. Fla. 20%€ting
that the definition of “use in commerce” §11127 “applies only in the trademark qualification

context and not in the trademark infringement contexgsbro, Inc. v. Sweetpea Hmit, Inc,,

C.A. No. 133406 DMG (JCGx), 2014 WL 12586021, at *9 (C.D. Cal. Feb.2P84) (holding



that“Section 1127 is not . .the legal standard for proving infringementSge alsdRescuecom
Corp. v. Google In¢ 562 F.3d 123, 1334 (2d Cir. 2009) (providing in lengthy dicta analysis
of the statutory text and historical evolution of the Lanhams@pportingwvhy § 1127 applies to
trademarlgualificationsand not infringement).

The Court finds these casasd, in particular, the analig set forthby the Second Circuit
in Rescueconpersuasive Notably,the definition of “use in commerce” unded 127 cannot be
reconciled with the activities that create liabilitpder 881114 and 1125. Specificallg, 1127
requires that goods Besdd or transported but 881114 and 1125 create civil liabilities for
“offer[s] for sale” or “advertising,” which aractivities wheregoods are not necessarily sold or
transported. Section 1127 states that the definitions in that section apply, “belesstrary is
plainly apparent from the context.” The context8& 1114 and 1125 demonstrate that the
definition of “use in commerce” fror§ 1127 is not applicable. Accordingly, the Cowitl not
rely onit to determine infringement.

This leaves théin commerce” requirement set forth §§ 1114 and 1125New Bunren
argues thaho products bearing New Bunren’s “N” marks were shipped to or sold in any physical
stores in the United StategD.l. 63 at 9, 10. But New Bunren admits that igppodswere
“marketed via the www.nessunren.com website.” (D.l. 72, Ex. 38 at No. 9; D.67-1, Ex. B
at65:15-20. That New Bunren did not actually sell any infringing products is immatbeaause
liability under the Lanham Act can be based on advertising or promotion deae¥.ersaTop
921 F.3dat 136566 (holding that defendant’s use of plaintiff's trademarks in advertising and
brochures was sufficient to establish liability for trademark infringem&ni)V of N Am, LLC
v. Barreirg 633 F.App’x 882, 884 (9th Cir. 2015) (finding irrelevattie fact that defendant “did

not actuallycompleteany sales,” because “even an offer to sell goods with an infringing trademar



establishes liability under the Lanham Act” (emphasis in origin2BglerX v Kahlon No. 2:17
cv-1444MCE-AC, 2017 WL 5664580, at *4 (E.CTCal.Nov. 27,2017) (That defendant does not
actually sell or provide the services advertised. is immaterial, as ‘merely advertising an
infringing mark itself is an act of infringemeri).(quoting J. Thomas McCarthyyicCarthyon
Trademarks and Unfair Competition, § 25:26 (5th ed. POL7

New Bunrenalso argues thaits website never displayed any pricing information or
purchasing instructiong(D.l. 63 at 8, 10) As an initial matter, the website did contain a “contact
us” form and at one point also had a U.S. phone number, so it was not impossible for interested
consumers to inquire further. (D.l.B7Ex. B at 116:717, Ex. G at 23). More importantlythere
is no requirement that advertising or promotions conpaicing information and purchasing
instructions as demonstrated by billboards, print ads in fashion magazines, product placements in
movies, and theponsoredvearing of items by celebrities and influencers. All of those activities
are regarded as advertisements and promotions but do not necessarily contaimfronagion
and purchasing instructions. Stated differently, New Bunren’s websitenatehave contained
pricingand purchasing information but it was not rammmercial speech. The website stated, for
example, that it “provide[s] customers .with excellent products” and “its products .are with

high quality and high taste.” (D.l. 72-1, Ex. 9).

New Bunren takes out of context the statemerlanningsidethat “[m]ere advertising

and promotion of a mark in this country are not enough to constitute ‘use’ of the mark ‘in
commerce.” (D.l. 63 at 8 (citinglorningside Grp. Ltd. v. Morningside Capital Grp.,
L.L.C., 182 F.3d 133 (2d Cir. 1999)Morningsidewas contrasting its conclusion that
plaintiff activities were sufficient to create a protectable service markBuitihv. Impressa
Perosa, S.R..139 F.3d 98 (2d Cir.1998)Nhere a plaintiff's advertising activities were
not sufficient to create a protebta mark. Morningside 182 F.3d at 138. Here, there is

no dispute that New Balance has protectable marks.



For the foregoing reasons, the Court finds that the “in commerce” requiremggt$1i4
and 1125 have been satisfied.

B. Federal Trademark Infringement and False Designation of Origin

“Federal trademark infringement, 15 U.S.C. § 1114(1)(a), and a false designatimirof
claim, known more broadly as federal unfair competition, 15 U.S.C. § 1125(a)(1)(Axasemad
by identical standards.Louis Vuitton Malletier & Oakley, Inc. v. VeR11 F. Supp. 2d 567, 580
(E.D. Pa. 2002). Under these standards, a plaimtifistprovethat: (1) it owns the mark; (2he
mark is valid and legally protectablend (3)defendant use ofthe mark to identify goods or
services is likely to create confusiol & H Sportswear, Inc. v. Victoria Secret Stores, Inc
237 F.3d 198, 210 (3d Cir. 2000).

1. Ownership of a Valid and Legally Protectable Mark

The first two elementsf the claim forfederaltrademark infringemerdre methere “If
the mark at issue was federally registered and had become ‘inablfgggtursuant to 15 U.S.C.
88 1058 and 1065, validity, legal protectability, and ownership are proveatd Motor Co. v.
Summit Motor Products, Inc930F.2d 277, 291 (3d Cir. 199(citations omitted) Here, the “N”
marks are federally registered and have obtained incontestable 4fatusS.C. § 1069D.1. 72-
1, Exs. 1-8.

2. Likelihood of Confusion

For the third elemeraf federal trademark infringemerd likelihood of confusion exists
“when the consumers viewing the mark would probably assume that the product or service it
represents is associated with the source of a different product or servitietldry a similar

mark.” Ford Motor, 930 F.2dat 292 (quotingScott Paper Co. v. Scott’s Liquid Gold, Inc



589F.2d 1225, 122(3d Cir.1978). To determine whether a likelihood of confusion exstsirts
consider ten factors:

(1) the degree of similarity between the oweenark and the alleged infringing
mark;

(2) the strength of the ownerimark;

(3) the price of the goods and other factors indicative of the care and attention
expected of consumers when making a purchase;

(4) the length of time the defendant has used the mark without evidence of actual
confusion arising;

(5) the intent of the defendant in adopting the mark;
(6) the evidence of actual confusion;

(7) whether the goods, though not competing, are marketed through the same
channels of trade and advertigatbugh the same media;

(8) the extent to which the targets of the partsades efforts are the same;

(9) the relationship of the goods in the minds of consumers because of the
similarity of function;

(10) other facts suggesting that the consumindipubight expect the prior
owner to manufacture a product in the defendamiarket, or that he is likely to
expand into that market.

Interpace Corp. v. Lapp, Inc721 F.2d 460, 463 (3d Cik983) No single factor is determinative.
Kos Pharm., Inc. v. Andrx Cor®69 F.3d 700, 709 (3d Cir. 2004)he Court may afford different
factors varying weights depending on the factual setting, and the Court spplyidaly those
factors that seem appropriate in a given situatidn. Neither partyaddressedactors four, nine,
and tenand thus those factors do not weigh in the Court’s analysisact New Bunren only
addressedactors five and six, which cover intent and actual confusion, respecti{i2liy.63 at

11-12. Neverthelessa mgjority of the factors weigh in favor of findindikelihood ofconfusion.

10



On the first factarthere is a higllegree of similarity between New Balance’s “N” n&ark
and New Bunren’s “N'marks. Indeed, as shown in the images belowptréesN” marks are
virtually identicalon virtually identical products.

Representative New Balance Marks

i

Representative New BunrerMarks

(D.1. 60 at ).

New Bunrencontends that its “N” magkarenot just a slanted letter “N,” but insteace
designed as a flying bird within the letter N. (D.l. $8). The marks, however, “need not be
identical.” Country Floors, Inc. v. Bhip Composed of Gepner & Foré30 F.2d 1056, 1063
(3dCir. 1991).“[ T]he proper legal tess not whether there is some confusing similarity between
subparts of the marks,” but “whether the markgiewed in their entirety are confusingly
similar” Kos 369 F.3dat 709 (emphasis in original) (quoting & H Sportswear237 F.3d at
216), see also Fisons Horticulture, Inc. v. Vigoro Induac., 30 F.3d 466, 478 (3d Cir. 1994)

(finding error wheréhedistrict court‘undertook a detailed analysis of the differences in the marks

11



rather than focusing on the overall impresstreated by them”)Here, & demonstrateftom the
images above, thélying-bird designis not apparent from the product used in commerce. Indeed,
the flying bird is so inconspicuoui leaves the overall impression that NBunreris “N” marks
areidentical toNew Balance’s “N” mark.

On the second factoNew Balance’s “N” mark arestrong. To determine the strength of
amark, courts consider: (1) its “conceptual strength,” which is baséthemherent featuresf
the markcontributing to its distinctiveness,” and (2) its “commercial strength,” wisidtased on
“marketplace recognition.” Sabinsa Corp. v. Creative Compounds, 1809 F.3d 175, 185
(3dCir. 2010). The concefual strengthof a mark is labeledfrom strongest to weakesas

“arbitrary or fanciful,” “suggestive,” descriptive, or “generic” Id. Arbitrary or fanciful marks
“bear ‘no logical or suggestive relation to the actual characteristics obtus g A.J. Canfield
Co. v. Honickman808 F.2d 291, 296 (3d Cir. 1986) (quotkeebler Co. v. Rovira Biscuit Cagp
624 F.2d 366, 374 n.8 (1st Cit980). Suggestive markssltiggest rather than describe the
characteristics of the gogdsand requires “imagination, thought, or perception” to reach a
conclusion about the nature of the goods]. Canfield 808 F.2d at 29@97. Descriptive marks
“describe a characteristic or ingredient of the article to which it refers” and yHfematvey[] an
immediate idea of the ingredients, qualities or characteristics of the golldsGeneric marks
function “as the common descriptive name of a product cldds&t 296.

Here the “N” marks are conceptually strong, because they are arbitheydd not
describe, or even suggest, characteristics of the produitiis which they are associated.
SeeRockland Mortg. Corp. v. S’holders Funding, In835 F. Supp. 182, 193 (D. Del. 1993)

(statingthat an arbitrary mark is “inherently distinctive and . relatively strong); Quality

Semiconductor, Inc. v. QLogic CoyNo. G93 20971, 1994 WL 409483, at *2 (N.D. Cal. May

12



13, 1994) (holding that a stylizelétter “Q” mark was conceptually strong because it was
“arbitrary and “unique” within the indwstry). The “N” marks arealso commercially strong
because New Balancdws fundeaxtensive advertising campagfieaturing the “N” markshat
has led to substantiaales. New Balance annuallyiasspent a averageof $75 million in
marketing and receiveahaveragef $3.4 billion in salesSeeD.I. 57-1, Ex. | at No. 12Rockland
835 F. Supp. at 193 (holding that extensive advertising campaigns and substast&lidalece
commercial strength).

On the third faair, consumers ar@ot likely to exercisea high degree ofare when
purchasinghe goods at issugere “When consumers exercise heightened care in evaluating the
relevant products before making purchasing decisions, courts have found there sroay a
likelihood of confusion.”Checkpoint Sys., Inc. v. Check Point Software Tech,, 268 F.3d 270,
284 (3d Cir. 2001) “The reasonably prudent buyer is assumed to take more care in purchasing
‘expensive’ items which he buys infrequently, than in buyengryday, relatively inexpensive
items.” McCarthyon Trademarks§ 23:96 Thus, ourts have repeatedly held tHaiyers of
athletic apparel and footwear are not likely to exercise a high degree oSesrédidas Aminc.

v. Skechers USA, IndNo. 3:15¢cv-01741HZ, 2017 WL 3319190, at *18 (D. Or. Aug. 3, 2017)
(holding that athletic shoes “are an everyday good that does not invite carefdecatisii from
consumers)K-Swiss, Inc. v. USA AISIQI Soes.|ri291 F. Supp. 2d 1116, 1125 (C.D. Cal. 2003)
(stating that consumers are “unlikely to exercise a high degree of caresééfathletic shoes
are common consumer items and often are purchased several times dW&aitt;Enters., Inc.

v. Redsand, In¢ 831 F.Supp. 1491, 1502 (W.D. Wash. 199@})ating that purchasers of
“relatively inexpensive athletic and sportsweare " not likely to exercise a great deal of Care

Gucci Am., Inc. v. Actiondivewear, Ing 759 F. Supp. 1060, 1066 (S.D.N.Y. 1991).

13



Underthe fifth factor “evidence of ‘intentional, willful and admitted adoption of a mark
closely similar to the existing marks’ weighs strongly in favor of findihg likelihood of
confusion.” Checkpoint 269 F.3dat 286 (quotingNatl Football League Props., Inc. v.N
Giants, Inc, 637 F.Supp. 507, 518 (D.N.J. 1986)). The “adequacy and care with which a
defendant investigates and evaluates its proposed mark, and its knowledgeanfrasmkis or
allegations of potential confusion, are highly relevantthe intent inquiry.Kos 369 F.3d at 721.

Here,New Bunrerfirst becameaware of New Balance’s markemetime between 2005
and 2010j.e.,before it registered its owiN” marks in 2014. SeeD.l. 57-1, Ex. C at No. 4)In
addition,New Bunren did not perform grsearches or consider any alternatives in its selection
and adoption of its “N” marks.ld. atNos.5-6). It simply registereche marks provided by Qierte,

a Chinese compartiiatsuccessfully registered the same marks in Chinavasdater found by
Chinese court to infringe New Balancérademark. (D.l. 571, Ex. B at83:22-8415; D.I. 611
5;D.1.6695;D.1. 72-1, Ex. 4Q. Itis unclear from the record whetiew Balance had challenged
Qiertés use of the marks in China by the time Qierte provided them to New Bunren in 2014. Itis
also unclear when New Bunren first became aware or should have become aveavdBaiance’s
challenge to Qierte’s marks. Accordinghfew Bunrencould have beerblamelesor willfully

blind in registering marks that looked substantially similar to New Balance’s mdekihier pary
provided a complete picture of the facts with citations to relevant authofitiésedNew Bunren

cited no case law at afl its short paragraph arguing no intésgeD.l. 63 at 12), anéilew Balance

simply rehashed its arguments from the first famtgarding theimilarity of the designs(D.I. 59

14



at 19. Thus the Court does not draw any conclusions regarding intent to cause comafutsiisn
time. Thefifth factor weigts neither for or against finding a likelihood of confuston.

For the sixthfactor, there is someevidence ofactual confusion. At a deposition, New
Bunren’s corporate representative, Shy Fu Pao, was unable to distinguish beewme8uriNen
shoes bearing its “N” maskandNew Balance shoes bearing‘il¢’ marks when presented wit
images of the shoes sitig-side. (D.l. 60 7 42; D.l. 64 42. The evidence isveak because it
involves only a single instance bycarporate representatier the defendant, as opposed to
significant numbers of conswers Neverthelessthe Court will notcompletelydisregardt. A
plaintiff is only required to prove a likelihood of confusion, so “[e]vidence of even one instance
of actual confusion is significant.Dorsey v. Black Pearl Books, In€C.A. No. 062940(JAG),
2006 WL 3327874, at *9 n.7 (D.N.J. Nov. 14, 2006). In addition, and contrary t@Nexeris
argumentsgeeD.l. 63 at 1112), “[t] he likelihood of confusion with which the Lanham Act is
concerned isot limited to confusion of products among purchasefsrowpoint Capital Corp.

v. Arrowpoint Asset Mgmt., LLG93 F.3d 313, 32(3d Cir. 2015)(reversing district court that
discounted evidence of confusion because it was among brokers and dealers, rather than actua
customers).Thaefore,a single insdnce of actual confusion by a corporate representaiighs
slightly in favor of finding a likelihood of confusion.

For the seventh and eighth factddgw Balance and New Bunren target the same group
of consumersusingoverlapping forms of @erising and channels of trade. Specifically, both
parties target the general publiSeeD.l. 57-1, Ex. C. atNo. 8 (stating thalNew Bunren tloes

not target a specific class of consumgrd., Ex. | at No. 6 (stating that New Balance “markets

4 This finding is not fatal to New Balance’s claim because “[e]vidence of a defenddntit

is not a prerequisite for finding a Lanham Act violatiosabinsa609 F.3d at 187.

15



its products to all consumer3”) Both partiesalsoadvertise and distribute their product through
the internet.(Sedd., Ex. C. alNo. 10,Ex. | at Nos. 7, 12)New Balance relies on several websites
that New Bunren does not, including Amazon, Zappos, Bexkcountry,but both parties use
Taobao.com. Sedd., Ex. C. at No. 10, Ex. | at Nos. 7, 12).

In conclusion, thdirst, second, third, seventh, and elgfdctors weigh strongly in favor
of finding a likelihood of confusion and the sixth factor weighs slightly in favor of finding a
likelihood of confusion. No factors weigh against finding a likelihood of confusion. Accordingly,
the Court finds that under theapp factors, New Balance has demonstrated a likelihood of
confusion. The Court grants summary judgment in favor of New Balance on Count 1, federal
trademark infringement, 15 U.S.C. § 114 and Count 3, false designation of origis U.S.C.
§ 1125(a)

C. Federal Trademark Dilution

“The federal cause of action for trademark dilution grants extra protectiomong stvelt
recognized marks even in the absence of a likelihood of consumer confusion . . . if the defendant
use diminishes or dilutes the strong identification value as®utiwith the plaintifs famous
mark.” Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.R12 F.3d 157, 163
(3dCir. 2000) To establish a prima facie claim for fedetraldemarldilution, the plaintiff must
provethat (1) it owns a mark tht qualifies as “famous’(2) the defendant is using the mark in
interstate commerce;3) defendants use began after plaintéf mark became famousnd

(4) defendarits use causes dilution by lessening the capacity of the planmtifirk to identify and

New Bunren moved for summary judgment of no infringement based on itSastdet

New Bunren has not used its marks in commerce and New Balance’s purpidutedda
show a likelihood of confusion. (D.l. 54, 55). For the reasons set forth in sections Ill.A
and I11.B of this opinion, the Court will deny that motion.
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distinguish goods or servicetd. The Court has already concluded that New Buisersingits
mark in interstate commerc8ee supr&ectionll .A. The remaining thredemens areaddressed
in turn.
1. Famous

To determine whether a mark is famous, courts consider four factofft] (i duration,
extent, and geographic reach of advertising and publicity of the’ p{@)K[t] he amount, volume,
and geographic extent of sales of goods or services offered tiedeatk; (3) “[t] he extent of
actual recognition of the markand (4)“[w] hether the markwvas registered.® 15 U.S.C.
§1125(c)(2)(A). Based on these factors, the Court concludeghbaiN” marks are famous.

New Balance’s advertising has been egies in duration, scope, and geograptiNew
Balance has been using tt' marksfor more tharforty-five years. (D.l. 57-1, Ex. | at No. 12)
From 2012 to 2017, which are thiee yearsprecedinghe filing of the complaintNew Balance
spent an average of approximately $75 milimuallyon global marketing expenditure@D.l.
61 1 4). This marketing coved print media, television, online, social media, and point of sale
locations. (D.l. 57-1, Ex. | at No. 12).

Sales of New Balance’s productss been equally robustterms ofamount, volume, and

geography. From 2012 to 2017, New Balance generated more than $20 billion in revenue

Times Mirrorinstructs a court to consider whether the mark is famous in light of the eight
factors listed in subsection (c)(1) of 15 U.S&1125. See212 F.3d at 163. When
Congress enacted thieademark Dilution Revision Act of 200&wever, the factors listed
under subsection (c)(1) were amended, reduced to four, and moved to subsection.(c)(2)(A)
SeePub. L. No. 109312, 120 Stat. 1730. Because the Third Circuit has yet to address the
amendments, district courts in this circuit have continued to apply the primatdatie
established inTimes Mirror but to substitute the new factors set forth snbsection
(c)(2)(A) for the odl factors listed irsubsectior(c)(1). Seee.g, Lingo v. Lingg 785 F.

Supp. 2d 443, 455 (D. Del. 2011).
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worldwide ($6 billion in the U.S.), and sold hundreds of millions of pairs of shagdes of
apparel, and other merchandise bearinghtienarks. (Id.; D.I. 72-1, Exs. 12, 14).

Actual recognition oNew Balance “N” marks is strong.New Balance is recognized as
one of the five “leading players” in the sports footwear market, the othierg ddidas Group,
Asics, Nike, and Sketchers USA. (D.I.-I2Ex. 22). For U.S. apparel and footwaageneral
New Balancas ranked in the top five for overdirandhealth. [d., Ex. 16). It has sponsorship
deals with celebrities, professional athletes, and national sports teamd the world. I¢l., EXs.
25-34).

Finally, all of New Balance’s “N” markare federally registered and incontestal{le.,
Exs. 18).

Given the foregoing facts, the “N” marks qualify as famdsise Nike, Inc. v. Nikepal Int’l,
Inc., No. 2:05cv-1468-GEB-JFM, 2007 WL 2782030, at *5 (E.D. Cal. Sept. 18, 2007)
(concluding thaNike’s marks were famousecause Nike promoted the marks nationally for more
than two decades, spent over a billion dollars in advertising, reached annual salesalodion
dollars, and consistently ranked as a top brand in surv@gs@ino Int'l Raceway, Inc. v. Pocono
Mountain Speedway, Incl71 F. Supp. 2d 427, 444 (M.D. Pa. 2001) (holding that marks were
famous in light of longstanding use, extensive national advertising in several rednartheir
registration)

2. Timing

New Bunren’s usef its “N” marks began after New Balance’s “N” marks became famous.

New Balancestarted usingts family of “N” marks in connection with footwear and apparel

productsas early as 1974D.I. 57-1, Ex. | atNo. 2; D.I. 72-1, Ex. 1) Theabove facts supporting
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a finding that the “N” marks were famous existed as of 2014, when New Bunren firststid&d i
marks in commerce(D.l. 72-1, Exs. 43-4%
3. Dilution

To determine whether dilution occurred, courts consider six factgrét]fie degree of
similarity between the mark or trade name and the famous mark”; (2) “glireel of inherent or
acquired distinctiveness of the famous ma(B);“[t] he extent to which the owner of the famous
mark is engaging in substantially exclusivge of the mark’(4) “[t]he degree of recognition of
the famous mark”(5) “[w]hether the user of the mark or trade name intended to create an
association with the famous mark”; af®) “[a]ny actual association between the mark or trade
name and the faous mark.” 15 U.S.C. § 1125(c)(2)(B)(ND.

There is a “substantial overlap” between the factors for trademark dilutgbtrademark
infringement. adidas Am Inc. v. Skechers USA, InB90 F.3d 747, 759 (9th Cir. 2018).
Specifically,in analyzingthe trademark infringement claim, the Court has already concluded that
the parties’ “N” marks are “virtually identical,andthat New Balance’s “N” marks are arbitrary
and, therefore, highly distinctiveSeesupra Sectionlll .B.2. In addition, n analyzing whether
New Balance’s “N” marks were famouwsder the federal dilution clainthe Courthas already
concluded that the marks receive a high degree of recogniieesupraSectionlll.C.1. There
is no need to repeat that anadyagain here. Thus, the first, second, and fourth faateigh in
favor of finding dilution. This leaves the third, fifth, and sixth factors.

On the third factorNew Balance has engaged in substantially exclusive usts &N”
marks. Substantially exclusive use can be evidenced by federal registatioa trademarknd
significant enforcement efforts against unauthorized &&= River Light V, L.P. v. Tanaka A.

No. 17-228432018 WL 5778234, at *6 (S.D. Fla. Nov. Z2)18) Hershey Co. v. Promotion in
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Motion, Inc, C.A. No.7-cv-1601 (SDW), 2013 WL 12157828, at *25 (D.N.J. Jan. ZA&.3).
Here, the “N” marksare federdy regisered and have achieved incontestable stafDd. 57-1,
Exs. 18). In additionNew Balancéhas adtely policed unauthorized use by sending cease and
desist letters, filing lawsuits, and filing oppositions and cancellation petitiong ifrdldemark
Trial and Appeal Boar(/TTAB”) . (D.l. 61995-6; D.I. 72-1, Exs. 40, 62).

On the fifth factor, the edenceshowsthat New Bunren intended to create an association
with New Balance.To start, he names of the companies are similabhestdemonstrated when
New Bunren’s corporate representatreefused the names in responsgdweeral questiorduring
her deposition. (D.l. 51, Ex. B at 4:1023). Next, the name “New BalancgéChina) Sports
Goods co., Ltd.appeared on the New Buniemwebpagewhichsuggest$o the average consumer
that New Bunren was a division of New Balance based in Ch{ih, Ex. H at 3) Furthef New
Bunren’s websitagepeatedlydescribed its products as an “American Classic,” even though its
products originate from China. (D.l.-22 Ex. 9 at 3Ex. 54 at 1, Ex. 55 at 1)The words
“American Classic” would naturally inke an association with New Balance, whictcisrrently
the only footwear manufacturer still making athletic shoes in the YI8.”Ex. 10 at 15 And,
at one timeNew Balance ran an ad campaign with the tagline “Classic Then. Classic Ndw.” (
Ex. 23). Next, several of the shoes displayed on New Bunren’s website are matkedewit
numbers “1974” and “999.” I4., Ex. 53 at 2, Ex. 55). 1974 is the year that New Balance first
used its “N” marks in commerce. (D.l.87 Ex. | at No. 1).As for @9, New Balance is distinct

amongleading sports footwear manufacturersiging only a thregligit number, as opposed to a

! New Bunren’s assertion that the appearance of the New Balance name was a typo is not
based on angredibleevidence Nevertheless, eveverethe Courto credit the testimony
the remaining evidence still strongly supports a finding that New Bunrerdededo create
an association.
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word, to name its different shoe modelshe “990” isknown asone of New Balance§conic”
models. Id., Ex. 10 at 15, Ex. 23). New Balance has also produced a 993, 995, andd998. (
Exs. 14, 23). Because 999 follows the same foam#itese other New Balance sh@agasonable
consumer could easily conclude tliatvas a part of the same model lin€inally, and most
tellingly, when New Bunren applied for the “N” marks, the flying bird desigareadily apparent,

but when New Bunren promoted its products in commerce, the flying bird designed was
abandoned, thereby leaving New Bunren’s “N” marks indistinguishable femBdlance’s “N”
marks. CompareD.l. 72-1, Exs. 45, 49, 5fo Exs. 54, 55).

New Balance has not submitted any evidence in suppohteos$ikth factor— an actual
association between the parties’ markurn@y results showing actual confusion “by custos
potentialcustomers, and members of the general puldicheway to etablishactual association.
Gen Motors Co. v. Urban Gorilla, LLCCiv. No. 2:06CV-00133 BSJ, 2010 WL 5395065, at *12
(D. Utah Dec. 27, 2010). But, “a plaintiff seeking to establish a likelihood of dilution is not
required to go to the expense of producing expert testimony or market survesssIht'| Service
Ass’n v. JSL Corp 610 F.3d 1088, 1091 (9th Cir. 2010). In other words, a showing of actual
asocations not necessary to prevail dilution claim. Starbucks Corp. v. WolieBorough Coffee,

Inc., 736 F.3d 198, 2343 (2d Cir. 2013). Here, five of the six factors weigh in favor of finding
dilution. Accordingly, the Court grants summary judgment in favor of New Batam Count 2,
federal trademark dilution, 15 U.S.C. § 1125(c).

D. State Law Claims

New Balance has moved for summary judgment on its state law claims for trademark
dilution under @el. C.8 3313(Count 4) deceptive trade practicasder 6Del. C.8 2532(Count

5), and trademark infringement and unfair competition under Delaware colamd@ount 6)
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(D.I. 58). None of these claimsasseparatelyaddressed in New Balance’s briefin@e€D.l. 59).
Instead, New Balance asserted in a footnote that “Delaware deceptive tradeepracder

6 Del. C. 8 2532,and Delaware common law tragark infringement and unfair competition are
evaluated under the same standardflasns forfederaltrademark infringemerand federafalse
designation of originld. at 15 n.Zciting Military Certified Residential Specialist, LLC v. Fairway
Indep. Mortg. Corp 251 F. Supp. 3d 750 (D. Del. 2017)).

New Balance’s motion for summary judgment on Countkrdugh6 is denied. As an
initial matter,New Balancealid not mentiorDelaware trademark dilutiof€ount 4) at all.For the
remaining twostate law claims, New Balanogay be correct thaheyhave the same elemets
the federal claimsbut that has not been proven bg sole caseNew Balancecited in support.
Military Certified addressed a motion to dismiss, aneg#olved the state law claims in a cursory
manner. 251 F. Supp. ad757-58. It did not lay out the elements of the state law claims and it
did not say that those elements are the same as found in the federal claimsiolm #ukelgtandard
to survive a motion to dismiss is not the same as the standard to win on summary judgment.
Accordingly, the Court will not grant judgmeaoi the state law claime New Balance’s favor at
this time.

E. Remedies

New Balance seeks summary judgmenit®mnequest fostatutory damagesnd attorneys’

fees pursuant to 15 U.S.C. § 14 D.1. 59 at 20-26).

8 In its opening brief, New Balance also requested an injunction pursuant to 15 U.S.C.
881116(a) and 1125(c)(1hput abandoned this request in its reply brief. (D.l. 59 #21
D.l. 69).
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1. Statutory Damages

As a threshold matter plaintiff cannot recovestatutory damageander 15 U.S.C.

8 1117(c) unlesthe marks qualify as “counterfeits15 U.S.C81117(c). The amount of statutory
damages available depends on whetherplaintiff also shows that “use of the counterfeit mark

was willful.” 1d. Without a showing of willfulness, subsection (c)(1) provides statutory damages
of “not less than $1,000 or more than $200,000 per counterfeit mark per type of goods or services
sold, offered for sale, or distributed, as the court considers just.” 15 U.S.C. § 111A(b)(la
showing a willfulness, the amount of statutory damamgayg behigher. Specifically, subsection

(c)(2) grants statutory damages ot more than $2,000,000 per counterfeit mark per type of
goods or services sold, offered for sale, or distributed, as the court considers just.”.(158U.S
1117(c)(2).

The term “counterfeit” is defined asa“spurious mark which is identical with, or
substantially indistinguishable from, a registered niaks U.S.C. 8§ 1127. Counterfeit marks
“do not need to be identical and may have minor differences that would not be appahnent to t
typical consumer and, thus, legally insignifican&trazeneca AB v. Dr. ReddyLaboratories,

Inc., 209 F.Supp.3d 744, 755 (D. Del. 2016) (finding that a mark covering the calople
includes a counterfeit with two shades of purpfepach, Inc. v. Horizon Trading USA Inc
908F. Supp. 2d 426, 434 (S.D.N.Y. 2012) (holding th&C mark on sunglasses was a counterfeit
of plaintiff’'s CC mark). For the reasons stated above, tleei€ has already concluded tigw

Bunren’s “N” marks are “virtually identical,” or substantially indistinguishalidlem New
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Balance’s “N” marks See supr&ection lIL1B.2. Therfore, New Bunren’s “N” marks qualify as
counterfeits’

Willful trademark infringement requires “an intent to infringe or a deliberategdisd of
a mark holdés rights.” SecuraComm Consulting Inc. v. Securacom, [bé6 F.3d 182, 187 (3d
Cir.1999), superseded by statute on other grounds as st&adj;nBuddies, Inc. v. Renosidp9
F.3d 168, 17376 (3d Cir.2005).“Willfulness can be inferrely the fact that defendant continued
infringing behavior after being given noticel’ouis Vuitton 211 F. Supp. 2d at 58%ere, New
Balance contends that New Bunren’'siimjement was willful, becaudd¢ew Bunrenwas given
notice of its infringing behavian January2016when New Balance filed a cancellatipatition
with the TTAB. (D.l. 59 at 23; D.I. 6940; D.I. 64140). New Bunrershut down its website in
either 2A7 or 2018 andoluntarily had its “N” marks cancelled in June of 201@.1. 60 33;
D.I. 649 41 D.1. 661 6). Thus, it appears that New Bunren eventually curtailed its infringing
activities voluntarily. Why it took a year or more after receiving noticeeo€#imcellation petition
for New Bunren to shut down the website and cancel its “N” marks is unknown. Given the
foregoing facts or lackhereof the Court is not prepared at this time to find that New Bunren
willfully continued its infringing behvior after being given notice.

Nevertheless, the Court has found tiNgw Bunren’s “N” marks are counterfeits
ThereforeNew Balance is entitled at ledststatutory damagesder subsectioft)(1). As stated

above, the amount of damages is calculated “per counterfeit mark per type of goodEes’se

o New Bunren argues without citation to any authority that its mar&sotcounterfeits,
because they were registered with the USPTO. (D.l. 63 at 14). Because New Bilgul
to cite any authority supporting its proposition that registration is relevérg ttmunterfeit
analysis, the Court did not consider the argumé&ude United States v. Blakn®p8 F.
App'x. 300, 303 (3d Cir. 2014) (rejecting argument where party cited no authority
supporting his proposition).
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15 U.S.C. 8§ 1117(c)(1)New Balance, however, was unspecifiedantifyinghow many types of
goods were offered for saleSdeD.l. 59 at 24 8 (stating that there could be anywhere between
5 to 20 different types of goods, without identifying the 5 different types of goods)). Aslg re
the Court draws no conclusions at this time on specific amount of statutory datoages
awarded®
2. Attorneys’ Fees

New Balance seeks an award of attorneys’ fees pursuant to 15 §.81C7(a) or (b).
(D.I. 59 at 2425). Subsection (a) gives the court discretion to award “reasonablegsfdees”
to the prevailing party in “exceptional cases.” 15 0.$1117(a). A case is exceptional if it
“stands out from others with respect to the substantive strength of thes fiigsting position
(considering both the governing law and the facts of the case) or the unreasonabtemvamok
the case wastigated.” Fair Wind Sailing, Inc. v. Dempster64 F.3d 303, 314 (3d Cir. 2014)
(quoting Octane Fitness, LLC v. ICON Health & Fitness, .Jn872 U.S. 545, 554 (2014)).
Subsection (b) requires the court, absent “extenuating circumstancesyatd aeasnable
attorneys’ fees” if the defendanntentionally uges] a mark or designation, knowing such mark
or designation is a counterfeit mark.” 15 U.S§§@.117(b). New Balance argues that this case is
exceptional, because New Bunren’s infringement wdiulvi (D.l. 59 at 25). For the reasons
stated above, the Court draws no conclusions at this time regarding whether or rizuirhews
infringement was intentional or willful. Therefore,New Balance’s request for attorney’s fees

under either 15 U.S.C. § 1117(a) or (b) is denied without prejudice.

10 New Bunren moved for summary judgment of no damages. (D.I.T5@) Court has found
that New Balance is entitled, at least, to statutory damagel thus New Bunren’s motion
for summary judgmerds to damages will be denied.
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IV. CONCLUSION

For the foregoing reasonBlew Balance’smotion for summary judgmen(D.l. 58) is
granted in part and denied in part. The Court grants summary judgment in favor of IdeseBa
and against New Bunren éederal trademarlknfringementunder 15 U.S.C8 1114(1)Count 1),
federaltrademark dilution under 15 U.S.C. § 1125(€punt2), andfalse designation of origin
under 15 U.S.C. 8§ 1125(#ount 3). The Court denies New Balance’s motion for summary
judgment on Delaware trademark dilution under 6 Del. C. § 83b8nt 4), Delawardeceptive
trade practices under 6 Del. C. § 2%82unt 5), and Delawareademarknfringement andinfair
competition(Count 6) The Court grants New Balance’s motion for statutory damages under 15
U.S.C. 81117(c)(1), but denies New Balance’s motion for statutory damages under 15 U.S.C.
§1117(c)(2) and attorneys’ fees under 15 U.8.C117(a) or (b). The Court denies New Bunren’s

motions for summary judgment on non-infringement and damages. (D.l. 52; D.l. 54).
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