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GREGORY B. WILLIAMS
UNITED STATES DISTRICT JUDGE

Plaintiffs TissueGen, Inc. (“TissueGen”) and the Board of Regents, the University of
Texas System (collectively, “UT™) allege that Defendant Boston Scientific Corp.’s (“BSC”)
“Synergy” brand coronary stents (the “Accused Products”) infringe claims 1, 11, 12, 17, and 26
(the “Asserted Claims™) of U.S. Patent No. 6,596,296 (“the *296 patent™). D.I. 124 99 1-3, 79.
Before the Court is BSC’s renewed request for claim construction as to “polymer fiber.” D.I.
200 at 13; D.I1. 243 at 7. The Court has considered the parties’ joint claim construction brief, D.1.
245, and held a Markman hearing on November 7, 2022 (“Tr. __”). For the reasons below, the
Court declines to construe “biodegradable polymer fiber”; construes “fiber” rather than “polymer
fiber”; and construes “fiber” as having its plain and ordinary meaning to a person of ordinary
skill in the art (“POSA”), which is “a thread-like structure of any length or shape.”
L BACKGROUND

On November 20, 2017, UT filed suit against BSC for infringement of the *296 patent
and an additional patent no longer at issue. D.I. 1 at 1; D.I. 56 at 1. On April 15, 2021, the

Court announced four agreed upon constructions (*) and two disputed constructions:

Term Construction Citations (’296
Patent)
“first phase™* “the polymer portion of the fiber” Claims 1, 11,
12,16,17, & 26
“second phase™* “the discrete drug-containing regions dispersed Id
throughout the fiber”
“immiscible”* “incapable of dissolving into one another” Id
“fiber” plain and ordinary meaning ld
“the first and not indefinite; plain and ordinary meaning Id
second phases
being immiscible”
“radioactive “an agent that pertains to, exhibits, or is caused by an | Claim 12
agent”* element that spontaneously emits radiation resulting
from changes in the nuclei of atoms of the elements”

1
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D.I. 90 at 1-2. As to the “fiber” term, the Court provided the following explanation of its ruling:

I agree with [UT] that “fiber” need not be construed beyond its plain and ordinary
meaning. The patent uses the term fiber repeatedly throughout and used the term
according to its plain and ordinary meaning. The fibers described can be different
lengths including very short. [(See, e.g., D.I. 1-1 at 6:63-7:14, 7:24-32; id. at
Figs. 1, 2, 3A, 3B, 6, 7).] They may be, but need not be, woven into support
structures[,] [(See, e.g., id. at 8:41-45)][,] and may be used as drug delivery
reservoirs with metal stents, [(See, e.g., id. at 22:40-51 (ex. 7))][,] or they may be
attached directly to vessel walls or tacked down in the eyel,] [(See, e.g., id. at
23:31-54 (ex. 10))]. These fibers may be made by various solvent exchange
methods. [(See, e.g., id. at 17:36-19:36 (ex. 1), 19:37-20:5 (ex. 2), 20:6-36 (ex.
3), 25:13-31 (ex. 15), 25:32-49 (ex. 16)).]

[BSC] does not disagree with any of that. Instead, [BSC] contends that I should
construe fiber because the parties have raised a dispute regarding the scope of the
claim. As ]I probed the issue today during argument, it seemed like the real
dispute is not over whether a fiber is threadlike as in [BSC]’s proposed
construction, but rather whether the term “fiber” can encompass what [BSC] says
is a coating. As I understand the issue based on what I have before me, that does
not appear to be an issue of claim construction but rather is an issue of fact as to
whether a coating that covers some structure can itself be a fiber that must also
meet the other requirements of the claim fiber. If, however, it turns out that I’'m
wrong about that and[,] as the record develops[,] [it] really is a claim construction
dispute, [BSC] can raise the issue again in connection with summary judgment
briefing to the extent appropriate.

D.I. 90 at 5-6.

On September 17, 2021, UT filed the operative complaint, UT’s First Amended
Complaint for Patent Infringement (D.1. 124, the “Complaint”). On August 30, 2022, BSC ﬁied
its Answer to the Complaint, denied UT’s infringement allegations, and asserted defenses and
counterclaims of invalidity for, among others, lack of written description. D.I. 238 at 23-25.

On June 14, 2022, BSC filed a Motion for Summary Judgment of Noninfringement. D.I.
198. In its briefing on that motion, BSC argued that “the developed record . . . has clearly
revealed that there is a dispute between the parties as to the meaning of the term ‘polymer fiber’
and not just its factual application.” D.I. 200 at 13 (cleaned up). UT argued that the Court need

not construe “fiber” because “[bJoth parties agree that a fiber must have a high aspect ratio and a
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small cross-section” and because BSC was asking “the Court to import new limitations” into the
definition of “polymer fiber.” D.I. 214 at 15. On October 6, 2022, the Court denied BSC’s
summary judgment motion because “the parties have a genuine dispute of material fact
regardless of how the Court would construe the term ‘fiber’ or ‘polymer fiber’ . ...” D.I. 243 at
7. However, the Court explained, “[s]ince BSC continues to insist that the Court’s prior claim
construction of plain and ordinary meaning was incorrect, the Court will treat BSC’s briefing
here as a motion for claim construction as to the term ‘polymer fiber.”” D.I. 243 at 7.
BSC argued in its summary judgment briefing that
[t]he accused [BSC] Synergy stents are composed of (1) a platinum chromium
metal stent having a number of linked, serpentine rings, and (2) a drug-eluting
biodegradable coating that is applied to the outside (abluminal) surface of the metal
stent. The biodegradable coating includes a polymer (poly-lactic-co-glycolic acid
(“PLGA™)) and a drug (everolimus). As shown, the coating applied to the Synergy
stents includes “PLGA-rich domains” and “drug-rich domains.” When it is applied
to the metal stent, the coating solution includes the drug everolimus, the polymer
PLGA, and solvents.
D.I. 200 at 9 (citations omitted). UT did not dispute that description. D.I. 214 at 8 (explaining
that “there is no true dispute” regarding those characteristics of the Accused Products).
“Polymer fiber” and “biodegradable polymer fiber” appear only in Claim 1 of the
Asserted Claims:
1. A composition comprising at least one biodegradable polymer fiber wherein
said fiber is composed of a first phase and a second phase, the first and second
phases being immiscible, and wherein the second phase comprises one or more
therapeutic agents.
D.I 1-1 at 27:54-29:14 (emphases added).
BSC argues that a POSA “would understand the claimed ‘polymer fiber’ to have its

ordinary and customary meaning of “a thread-like or filamentous polymer structure that at least

includes common orientation of the polymer molecules.” D.I. 245 at 1. UT responds that “[a]
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[POSA] reading the *296 patent in 1999 would have understood the claimed ‘biodegradable
polymer fiber’ means ‘a fiber capable of releasing drug slowly, in a controlled manner over time
as the polymer breaks down chemically and mechanically in animal or human tissue.”” D.I. 245
at 5. UT adds that a “fiber” is “a three-dimensional format having a small cross section and
length much greater than its width.” D.I. 245 at 15. BSC responds that the Court should decline
to construe “fiber” or “biodegradable polymer fiber” because UT’s request failed to comply with
the Court’s order as to this Markman hearing. D.I. 245 at 13.
IL. LEGAL STANDARDS

““[T)he claims of a patent define the invention to which the patentee is entitled the right
to exclude.”” Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed. Cir. 2005) (en banc) (citation
omitted); Aventis Pharms. Inc. v. Amino Chemicals Ltd., 715 F.3d 1363, 1373 (Fed. Cir. 2013)
(same). “[T]here is no magic formula or catechism for conducting claim construction.” Phillips,
415 F.3d at 1324. The Court is free to attach the appropriate weight to appropriate sources “in
light of the statutes and policies that inform patent law.” Id. The ultimate question of the proper
construction of a patent is a question of law, although “subsidiary factfinding is sometimes
necessary.” Teva Pharm. USA, Inc. v. Sandoz, Inc., 574 U.S. 318, 326-27 (2015) (citing
Markman v. Westview Instruments, Inc., 517 U.S. 370, 372 (1996)).

“The words of a claim are generally given their ordinary and customary meaning as
understood by a person of ordinary skill in the art when read in the context of the specification

and prosecution history.”! Thorner v. Sony Comput. Entm’t Am. LLC, 669 F.3d 1362, 1365 (Fed.

1 “Strictly speaking, the specification includes both the written description and the claims. In
common parlance, however, ‘specification’ is used to refer only to the written description
component of a patent.” Tun-Jen Chiang & Lawrence B. Solum, The Interpretation-Construction
Distinction in Patent Law, 123 Yale L.J. 530, 538, n.17 (2013). The Court will endeavor to use
“written description” where intended in the “Discussion” section of this Memorandum Opinion.

4



Case 1:18-cv-00392-GBW Document 255 Filed 11/17/22 Page 6 of 21 PagelD #: 11506

Cir. 2012) (citing Phillips, 415 F.3d at 1312-13); Unwired Planet, LLC v. Apple Inc., 829 F.3d
1353, 1358 (Fed. Cir. 2016) (similar). The “‘only two exceptions to this general rule’” are (1)
when a patentee defines a term or (2) disavowal of ““the full scope of a claim term either in the
specification or during prosecution.”” Thorner, 669 F.3d at 1365 (citation omitted).

The Court ““first look[s] to, and primarily rel[ies] on, the intrinsic evidence,”” which

(Y134

includes the claims, written description, and prosecution history and “‘is usually dispositive.””
Personalized Media Commc’ns, LLC v. Apple Inc., 952 F.3d 1336, 1340 (Fed. Cir. 2020)
(citation omitted). “[TThe specification . . . is the single best guide to the meaning of a disputed
term.”” Akzo Nobel Coatings, Inc. v. Dow Chem. Co., 811 F.3d 1334, 1340 (Fed. Cir. 2016)
(citation omitted). “‘[T]he specification may reveal a special definition given to a claim term by
the patentee that differs from the meaning it would otherwise possess.” When the patentee acts
as its own lexicographer, that definition governs.” Cont’l Cirs. LLC v. Intel Corp., 915 F.3d 788,
796 (Fed. Cir. 2019) (quoting Phillips, 415 F.3d at 1316). However, “‘[the Court] do[es] not
read limitations from the embodiments in the specification into the claims.”” MasterMine
Software, Inc. v. Microsoft Corp., 874 F.3d 1307, 1310 (Fed. Cir. 2017) (citation omitted)). The
specification “is not a substitute for, nor can it be used to rewrite, the chosen claim language.”
SuperGuide Corp. v. DirecTV Enters., Inc., 358 F.3d 870, 875 (Fed. Cir. 2004).

The Court “should also consider the patent’s prosecution history, if it is in evidence.”
Markman v. Westview Instruments, Inc., 52 F.3d 967, 980 (Fed. Cir. 1995), aff°d, 517 U.S. 370;
Cont’l Cirs., 915 F.3d at 796 (same). The prosecution history may “‘demonstrat[e] how the
inventor understood the invention and whether the inventor limited the invention in the course of
prosecution . . ..” SpeedTrack, Inc. v. Amazon.com, 998 F.3d 1373, 1377 (Fed. Cir. 2021)

(quoting Phillips, 415 F.3d at 1317).
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The Court may “need to look beyond the patent’s intrinsic evidence and to consult
extrinsic evidence in order to understand, for example, the background science or the meaning of
a term in the relevant art during the relevant time period.” Teva, 574 U.S. at 331. “Extrinsic
evidence consists of all evidence external to the patent and prosecution history, including expert
and inventor testimony, dictionaries, and learned treatises.” Markman, 52 F.3d at 980; Phillips,
415 F.3d at 1317 (same). Extrinsic evidence may be useful, but it is “less significant than the
intrinsic record in determining the legally operative meaning of claim language.” Cont’l Cirs.,
915 F.3d at 799 (internal quotation marks and citations omitted). However, “[p]atent documents
are written for persons familiar with the relevant field . . . . Thus resolution of any ambiguity
arising from the claims and specification may be aided by extrinsic evidence of usage and
meaning of a term in the context of the invention.” Verve, LLC v. Crane Cams, Inc., 311 F.3d
1116, 1119 (Fed. Cir. 2002); see Nautilus, Inc. v. Biosig Instruments, Inc., 572 U.S. 898, 899
(2014) (explaining that patents are addressed “to those skilled in the relevant art™).

III. CONSTRUCTION OF DISPUTED TERMS

The Court construes “fiber” rather than “polymer fiber.” The Court finds that “fiber”
takes its plain and ordinary meaning to a POSA, which is “a thread-like structure of any length or
shape.” The Court declines UT’s request that it construe “biodegradable polymer fiber” as
untimely and unnecessary.

A. Construction of “Fiber”

BSC argues that “polymer fiber” is “a term of art with a well understood meaning.” D.I.
245 at 11. UT counters that the invention describes a “fiber format™” and that “*polymer fiber’ is
notaterm of art....” D.I. 245 at 5. The Court finds that it should construe “fiber.”

Claim 1 claims a “composition comprising at least one biodegradable polymer fiber
where said fiber is composed . . . .” D.I. 1-1 at 27:54-55 (emphases added). Claim 2 claims the

6
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