Huber Engineered Woods LLC v. Louisiana-Pacific Corporation Doc. 75
Case 1:19-cv-00342-LPS Document 75 Filed 08/31/20 Page 1 of 27 PagelD #: 1843

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

HUBER ENGINEERED WOODS LLC,
Plaintiff,
V. . C.A No.19-342PS
LOUISIANA-PACIFIC CORPORATION

Defendant.

Jack B.Blumenfeld, Brian P. Egan, and Jennifer A. WaM©RRIS, NICHOLS, ARSHT &
TUNNEL LLP, Wilmington, DE

Daniel W. McDonald, Paige S. Stradley, and Peter S. Selness, MERCHANT & GOULD P.C
Minneapolis, MN

Jeffrey D. Blake, MERCHANT & GOULD P.C., Atlanta, GA
Attorneys for Plaintiff

Kelly E. Farnan, RICHARDS, LAYTON & FINGER, P.A., Wilmington, DE

W. Edward Ramage and Anthony F. Schlehuber, BAKER, DONELSON, BEARMAN,
CALDWELL & BERKOWITZ, PC, Nashville, TN

Adam S. Baldridge and Lea H. Speed, BAKER, DONELSON, BEARI, CALDWELL &
BERKOWITZ, PC, Memphis, TN

Attorneys for Defendant

MEMORANDUM OPINION

August 31, 2020
Wilmington, Delaware

Dockets.Justia.com


https://dockets.justia.com/docket/delaware/dedce/1:2019cv00342/67838/
https://docs.justia.com/cases/federal/district-courts/delaware/dedce/1:2019cv00342/67838/75/
https://dockets.justia.com/

Case 1:19-cv-00342-LPS Document 75 Filed 08/31/20 Page 2 of 27 PagelD #: 1844

'{m P. b

STARK, U.S. District Judge:
Plaintiff Huber Engineered Woods LLC (*HEW?”) filed suit against Defendant Louisiana-

Pacific Corporation (“LP”) on February 18, 2019, alleging infringement of U.S. Patent Nos.
8,474,197 (the “197 Patent”), 9,010,044 (the “044 Patent”), 9,382,713 (the “713 Patent”
9,546,479 (the “479 Patent”), 9,689,159 (the “159 Patent”), 9,695,588 (the “588 Patent”),
9,702,140 (the “140 Patent”), and 10,072,415 (the “415 Patent”). (D.l. 1) The patesuiis-
all share the same titl&Ranel for Sheathing System and Methaahd sharea common
specification All of them generally relat® “structural sheathing panel systems that can be used
to form part of the walls found behind the exterior finishes (such as siding or brick) of a
building.” (D.l. 54 at 1)

The patiessubmitteda joint claim construction brief on May 12, 2020. (D.l. 58he
parties’ submission included expert reports. (D.l. 55 Exs. O, R, Bi& Court held aamote
claim construction hearing using videoconference technology on June 1, S820Tr() !

l. LEGAL STANDARDS

The ultimate question of the proper construction of a patent is a question Gdaw.
Teva Pharm. USA, Inc. v. Sandoz, J’&@4 U.S. 318, 325 (2015) (citiddarkman v. Westview
Instruments, In¢.517 U.S. 370, 388-91 (1996))lt is a bedrock principle of patent law that the
claims of a patent define the invention to which the patentee is entitled the rigbluttee’
Phillips v. AWH Corp.415 F.3d 1303, 1312 (Fed. Cir. 2005) (citation and internal quotation

marks omitted). “[T]here is no magic formula or catechism for conducting canstruction.”

! The parties agree on the construction of three terms: “wafer,btambd composite
materia)” and “structural panel.” (D.l. 54 at 10) The Court will adopt the agreed-upon
constructions of thederms.
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Id. at 1324. Instead, the court is free to attach the appropriate weight to approprieds Sin
light of the statutes and policies that inform patent lald.”

“[T]he words of a claim are generally given their ordinary and customargingea. . .
[which is] the meaning that the term would have to a person of ordinary skill in the art in
guestion at the time of the invention, i.e., as of the effective filing date of the patecatimpl’

Id. at 1312-13 (internal citations and quotation marks omitted). “[T]he ordinary meaning of a
claim term is its meaning to the ordinary artisan after readingrttie patent.”ld. at 1321
(internal quotation marks omitted). The patent “specification is always higklarglto the

claim construction analysis. Usually, it is dispositive; it is the single best guidertetreng

of a disputed term.Vitronics Corp. v. Conceptronic, In®@0 F.3d 1576, 1582 (Fed. Cir. 1996).

While “the claims themselves provide substantial guidance as to the meaning of
particular claim terms,” the context of the surrounding words of the claim alsdmust
considered.Phillips, 415 F.3d at 1314. Furthermore, “[o]ther claims of the patent in question,
both asserted and unasserted, can also be valuable sources of enlightennjbfgcause claim
terms are normally used consistently throughout the pat&ht(internal citation omitted).

It is likewise true that “[d]ifferences among claran also be a useful guide . . .. For
example, the presence of a dependent claim that adds a particular limitationsgivesr
presumption that the limitation in question is not present in the independent cldirat”1314-

15 (internal citation omitted). This “presumption is especially strong when the limitatio
dispute is the only meaningful difference between an independent and dependent claim, and one
party is urging that the limitation in the dependent claim should be read into the independent

claim.” SunRace Roots Enter. Co., Ltd. v. SRAM C&36 F.3d 1298, 1303 (Fed. Cir. 2003).
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It is also possible that “the specification may reveal a special definition giveriaiona ¢
term by the patentee that differs from the meaning it would otherwise possessh tases, the
inventor’s lexicography governsPhillips, 415 F.3d at 1316. It bears emphasis that “[e]ven
when the specification describes only a single embodiment, the claims of the phieoi be
read restrictively unless thmatentee has demonstrated a clear intention to limit the claim scope
using words or expressions of manifest exclusion or restrictidiil2Rom Servs., Inc. v. Stryker
Corp., 755 F.3d 1367, 1372 (Fed. Cir. 2014) (quotingpbelFlarsheim Co. v. Medradnt., 358
F.3d 898, 906 (Fed. Cir. 2004)) (alteration in original) (internal quotation marks omitted).

In addition to the specification, a court “should also consider the patent’s prosecution
history, if it is in evidence.”"Markman v. Westview Instruments, Jr&2 F.3d 967, 980 (Fed. Cir.
1995),aff'd, 517 U.S. 370 (1996). The prosecution history, which is “intrinsic evidence,”
“consists of the complete record of the proceedings before the [Patent aatharadDffice]
and includes the prior art cited during the examination of the patehtllips, 415 F.3d at 1317.
“[T]he prosecution history can often inform the meaning of the claim language by deniogstrat
how the inventor understood the invention and whether the inventor limited the invention in the
course of prosecution, making the claim scope narrower than it would otherwide.be.”

“In some cases, . . . the district court will need to look beyond the patent’s intrinsic
evidence and to consult extrinsic evidence in order to understand, for example, the background
science or the meaning afterm in the relevant art during the relevant time perideva 574
U.S.at331. “Extrinsic evidence consists of all evidence external to the patent and prosecution
history, including expert and inventor testimony, dictionaries, and learned tréaNss&man
52 F.3d at 980. For instance, technical dictionaries can assist the court in detetmaining t

meaning of a term to those of skill in the relevant art because such dictionarieavenid
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collect the accepted meanings of terms used in various fields of science and technology.”
Phillips, 415 F.3d at 1318. In addition, expert testimony can be useful “to ensure that the court’s
understanding of the technical aspects of the patent is consistent with thatsafragdeskill in
the art, or to eablish that a particular term in the patent or the prior art has a particular meaning
in the pertinent field.”ld. Nonetheless, courts must not lose sight of the fact that “expert reports
and testimony [are] generated at the time of and for the purpose of litigation and thuezan s
from bias that is not present in intrinsic evidenckel” Overall, while extrinsic evidence “may
be useful to the court,” it is “less reliable” than intrinsic evidence, and itgd=mation “is
unlikely to result in a reliable interpretation of patent claim scope unless causide¢he
context of the intrinsic evidenceld. at 1318-19. Where the intrinsic record unambiguously
describes the scope of the patented invention, reliance on any extrinsic evidenceps impr
See Pitney Bowes, Inc. v. Hewdetckard Co,. 182 F.3d 1298, 1308 (Fed. Cir. 1999) (citing
Vitronics 90 F.3d at 1583).

Finally, “[tlhe construction that stays true to the claim language and most lyaalicais
with the patent’s description of the invention will be, in the end, the correct construction.”
Renishaw PLC v. Marposs Societa’ per Azidii8 F.3d 1243, 1250 (Fed. Cir. 1998). It follows
that “a claim interpretation that would exclude the inventor’s device is rdrelgorrect
interpretdion.” Osram GmbH v. Int’l Trade Comm’605 F.3d 1351, 1358 (Fed. Cir. 2007)

(quotingModine Mfg. Co. v. U.S. Int'| Trade CommTb F.3d 1545, 1550 (Fed. Cir. 1996)).
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Il. CONSTRUCTION OF DISPUTED TERMS?

A.

Preamble Language/Panel” Term

Term

Plaintiff

Defendant

Court

“A panel system to
externally envelope 3
structure®

“A system ofpanels

1 capable of sheathing
at least a portion of 4
structure that is
suitable for use
behind exterior
finishes, such as
siding, EIFS, brick,
stucco, lap siding,
vinyl, and the like.”

Plain and ordinary
meaning “a system
of panels to
completely enclose
the exterior walls or
roof.”

Non-limiting — no
construction required.

“A panelized
sheathing system for
external walls of a
building structure*

“A system opanels
capable of sheathing
at least a portion of 4
structure that is
suitable for use
behind exterior
finishes, such as
siding, EIFS, brick,
stucco, lap siding,
vinyl, and the like.”

Plain and ordinary
meaning “a system
of panels to
completely enclose
the exterior walls or
roof.”

Non-limiting — no
construction required.

“A panel system
capable of covering
at least a portion of 4
building frame
structure®

“A system ofpanels
capable of sheathing
at least a portion of 4
structure thais
suitable for use
behind exterior
finishes, such as

siding, EIFS, brick,

Plain and ordinary
meaning “a system
of panels to
completely enclose
the exterior walls or
roof.”

Non-limiting — no
construction required.

2 As in the parties’ joint claim construction brisegD.1. 54 at 2 n.1), “[c]itations to the
specification of the ‘197 Patent . . . incorporate by reference the analogous porttenstoet
Asserted Patents.Furthermore; [t]he Parties agre®at claim terms are to be construed

consistently across all

Asserted Patent$d’) (

3 This term appears idaims 1 and 20 of the ‘197 Patent, claims 1 and 10 of the ‘044
Patent, and claims 1 and 8 of the ‘713 Patent.

4 This term appears in claims 1caP0 of the ‘479 Patent.

® This term appears in claim 1 of the ‘159 Patent.
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stucco, lap siding,
vinyl, and the like.”

“A method of “A method of Plain and ordinary | Non-limiting — no
externally sheathing asheathing at least a | meaning“a method | construction required.
building structure® portion of a building | of completely

with panelssuitable | covering the exterior
for usebehind walls or roof!
exteriorfinishes, sucl
assiding, EIFS,
brick, stucco, lap
siding, vinyl, andhe
like.”

“A method of “A method of Plain and ordinary | Non-limiting — no
sheathing external | sheathing at least a | meaning“a method | construction required.
walls of a building portion of a building | of completely

structure” with panelssuitable | covering the exterior
for usebehind walls or roof”
exteriorfinishes, such
assiding, EIFS,

brick, stucco, lap
siding, vinyl, and the

like.”
“Panel® No separate Plain and ordinary | No construction
construction required meaning. required.

The preambles
discussed above
should be construed
instead.

® This term appears in claim 12 of the ‘197 Patent, claim 11 of the ‘044 Paertlaim
9 of the ‘713 Patent.

" This term appears in claim 11 of the ‘479 Patent.

8 This term appars in claims 1, 3, 5, 8-9, 12-15, 17-18, and 20 of the ‘197 Pel@ints
1-3, 6, and 10-15 of the ‘044 Paterlgims 12, 5, 8-9, and 11-13 of the ‘713 Pateniaims 11
16, 18, and 20 of the ‘479 Patecigims 1, 56, 10, 15-16, and 19 of the ‘15@tent claims 10,
15-16, and 19 of the ‘588 Pateafaims 1011, 16, and 19-20 of the ‘140 Patent, and claims 11,
13-14, 16, 18-19, and 21 of the ‘415 Patent. On June 4, 2020, the parties reported that “this term
no longer requires construction in light of Plaintiff's agreement to remove thetionita
designating ‘panel’ to mean ‘structural panel’ in Plaintiff's proposed constructidheof
Preamble Claim Terms.” (D.l. 60 atsee alsdlr. at 78-79) Thus, no construction is necessary.
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HEW contendghat thesepreambles are limiting and require construction. (D.l. 54 at
12)° HEW argues that its proposed constructioithe preambles make clear what a POSA
would understand, namely that (i) “the panels used to envelope, sheath or cover a building
structure aratructural panels, not exterior siding or the like,” and (ii) “the panel system must be
capable of sheathing keast a portion of a structure, but does not have to completely enclose the
structure.” [d.) At the hearing, HEW abandoned the first of these contentfons.

With respect td(HEW'’s proposed requirement that the panel system be capable of
sheathing at least a portion of a structurenta#td nohecessarily completely enclose the
structure, HEWeontends that this portion of the preamble is limitiegause it “imparts
structure that is not otherwise evident in the body of the claims.” (D.l. 54 at@hal
guotation marks omittep}ee also, e.g:159 Patent cl. {reciting “[a] panel system capable of
covering at least a portion of a building frame structuréfBW finds support in two portions of
the specificationone in which the panel system may be used to sheath either the roof or the
walls of a structure, causing the panels to enclose a portion of but not necessarily ¢he whol
structure (‘197 Patent at 1:45-3:5, 4:47, 15:29, Fig. 1); and the other in which the sheathing
system works around the doors and windows in the veanresulting in the panels not

completely enclosing a structure (‘197 Patent at 2:39-43). (D.l. 54 at 14)

% Contrary toHEW's assertior{D.l. 54 at 12) LP does not agree that the preambles are
limiting (see idat19).

01n the briefing, it appeared thBEW was suggesting th&4panel” should be understood
as narrowly referring only to one type of panel: “structural pan&ée(generallyp.l. 54 at 12-
14) HEW pointed to the specificatioseg e.q.'197 Patehat 2:2428, 2:50-59) (stating “present
invention provides a panel for a roof [or wall] sheathing system comprising stryzdneds”
and distinguishing structural panels from exterior finishes) and the prosecutiog (ss&i.l.
55 Ex. K at 7) (distinguishing prior art (“Murphy”) based on its lack of teaching of structural
panels). However, at the claim construction hearing, HEW stated that it was no kkiggr a
the Court to limit “panel” to “structural panel.’'SéeTr. at 78-79)
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LP counterghat the preambles ametlimiting, although LP also contendsat the
preambles should be construed according to their plain and ordinary meaning. (D.l. 54nat 19)
LP’s view, there ardistinctions among the five preambles, and construing thenctoedly is
improper. See id. Rather, td_P, the term “panel” should beonstrued and thethat
construction applied to each instance in which it occurs in the claiBe® idat 15)

Specifically, @cording to LP, “panel"encompasses all the different types and variances of
panels identified in the patents and should be construed in accordance with its pladtireargt or
meaning to simply mean ‘panel.”1d(; see also, e.g:197 Patent at 2:39-43, 2:46-54, 3:60-64,
4:31-36, 5:3-11, 9:8-10, 9:38-45, 10:32-42, 10:46-50, 15:31-33, BR496:6164) As support,
LP points to the specification’s distinctibletween “panel,” which can be made “from any
building grade material as required for the particular build” and hagriormance standard,
and “structural panel,” which must be “composed primarily of wood” and must meet
performance requirements of R22. (D.l. 54 at 16see alsd197 Patent at 4:31-36, 4:65-67,
15:49-53) LP notes the specification discusses still other types of panels but HEMibs pos
ignores the various distinctions among the different pan8lsel).l. 54 at 16, 18)

The Court agrees withP that the preambles ar&t limiting. Contrary tdtHEW'’s
contention, the preambles do not provide antecedent Hazstishe preambles recite “a” structure
that is later referred to in the claims as “the” structure isalohe, a sufficient basis to find that
the claims “derive antecedednasis from the preambleEaton Corp. v. Rockwell Int’l Corp.

323 F.3d 1332, 1339 (Fed. Cir. 2003n the context of the alms of the patent®-suit, the
“structure” referred to is the “building structure” with respect to which kiens are being
performedithe preambles are only ndimiting statements of the intended purpose of the claims.

See Catalina Mktg. Int’l, Inc. v. Coolsavings.com, I289 F.3d 801, 808 (Fed. Cir. 2002n(*
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general, a preamble limits the invention if it recites essential structure orastépsis
necessary to give life, meaning, and vitality to the claim. Conversptgamble is not limiting
where a patentee defines a structurally complete invention in the claim body atiteuses
preamble only to state a purpose or intended use for the invention.”) (internal quotztien
and citation®omitted) In addition, the words from the preambles on which HEW relies —
“structure” and “building frame structure’are not claimedubject matteand thus do not affect
the claim scope Nor does the prosecution history demonstrate reliance on the presordotes
extent that they should be construed as limiting, particularly given that the discussiarpb/
during prosecution did not address “structural panelS€eD.l. 54 at 18see alsd.l. 55 Ex. K
at7)

The preambles are ndimiting andno construction is required.

B. “Wood”

Plaintiff
Plain and ordinary meaning.

Defendant

“A cellular structure, having cell walls composed of cellulose and hemms fibers bondeg
together by lignin polymer.”

Court
No construction required.

The parties argued tharspectivgproposed constructions of “woodi the joint claim
construction brief. (D.l. 54 at 32-35) Buata joint submission filed after the hearjrilge parties
agreed thathe term “does not appear as a standalone term in any claim of the fHateunits’

(D.I. 60 at 4) Instead, “wood” appears only in HEW’s proposed construction of “strucallal w

11 “\Wood” is nota claim term; it does not appear in any claim of any of the patents
suit.
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panel” (a proposed construction the Court rejects for reasons discussed belgwJhére is no

need for the Court to construe “woodSee generalll).S. Surgical Corp. v. Ethicon, Ind.03
F.3d 1554, 1568 (Fed. Cir. 1997{aim construction is a matter of resolution of disputed
meanings and technical scope, to clarify and when necessary to explain what ttee paten
covered by the claims, for use in the determination of infringement. It is not antatyliga

exercise in redundancy, see also/ivid Techs. Inc. v. Am. Sci. & Eng’g In200 F.3d 795, 80

3

(Fed. Cir. 1999) (“[O]nly those terms need be construed that are in controversy, aratbaly t

extent necessary to resolve the controversy.”).

C. “Structur al Wall Panel”1?

Plaintiff

“A wall panel product composed primarily of wood which, in its commodity end use, is
essentially dependent upon certain mechanical and/or physical properties fesflere
use performance such as plywood.”

Alternatively (as proposed on HEW'’s reply brief):

“A wall panel product composed primarily of wood which, in its commodity eerdiss
essentially dependent upon certain mechanical and/or physical properties fes&ueral
use performance such as plywood. A non-exclusive description may be found in the P
Voluntary Product Standard.”

5-2-92

Defendant

Plain and ordinaryneaning “wall panel that has sufficient strength and stiffness to be use
a load carrying member.”

das

Court
“wall panel that has sufficient strength and stiffness to be used as a loadgargmber”

The parties have agreed to constisteuctural panel” according to the definition

provided in the specificatiodA panel product composed primarily of wood which, in its

commodity end use, is essentially dependent upon certain mechanical and/or physicag¢properti

12 This term appears in claims 10-11, and 19 of the ‘479 Patent.

10
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for successful end use performance such as plywood. A non-exclusive description may be found
in the PS-2-92 Voluntary Product Standar@D.l. 54 at 10)HEW argues that “structural wall
panel’should be construed according to the same definition with “wood” added(.it.54 at

36) HEW points to the specification’s explanation that “the present invention also provides a
panel for a wall sheathing system comprising structural panels” Pagaht at 2:5%3) andits
disclosure oin embodimenin which*“the panels may bstructural, and may comprise a wood
composite . . . or may be made from any building grade material required for the particular

build” (id. at 15:49-53see alsd.l. 54 at 37).

LP argues that the term should be given its plain and ordinary meaning, “which, in the
construction industry, is ‘wall panel that has sufficient strength and stiffness tedasidoad
carrying member.” (D.l. 54 at 37) (quoting D.l. 55 Ex{@6) To LP, HEW'’s attempt to rely
on the patentee’s definition &tructural panellis improper because (i) HEW'’s proposed
construction for “structural wall panel” materially differs from the patéateefinition for
“structural panéland (ii) the intrinsic evidence supports LP’s view that the two terms have
different meanings. I¢l. at 38)

The Court agrees with LP. The intrinsic evidence contradicts HEW'’s view that the
definition of “structural panel” should be modified and adoptederive theconstruction of
“structural wall panel.”Thatthe patentee provided a definition for “structural panel” but did not
provide ondor the term “structural wall panel” suggests that the definstgimould be different,
not (essentially) the sam&eegenerallyln re Rembrandt Techs. LLB96 F. App’x 36, 45 (Fed.
Cir. 2012) (“[D]ifferent words or phrases used in separate claims are presumed to irditate t
the claims have different meanings and scope.”) (internal quotation marks omisslyhere

the patenteendicated when two terms were intended to have the same meaSagj1 97

11
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Patent at 4:227) (“As used herein, ‘flakes’ and ‘strands’ are considered equivalent to one
another and are used interchangeably.”) The Court believes a POSA would understaameh the cl
term to have its plain and ordinary meaning, which is the construction proposed by LP (HEW
does not appear to dispute that LP has correctly stated the plain and ordinary me8eimg). (

generallyD.l. 54 at 36-45)

D. The “Barrier Layer” Limitations
Term Plaintiff Defendant Court

“A barrier layer “A barrier layer Plain and ordinary | No construction
secured to the outer | secured to the surfagemeaning required.
surfaceor the inner | of anindividual panel «. . securedt any
surface of each and not to other fi 1

3 . imeto. ..
panel panelswherein the

barrier layer is
secured before the
panel is positioned o
a structure

-

Alternatively (as
proposed in HEW'’s
reply brief):

“A barrier layer
secured to the outer
surface or inner
surface of an
individual panel and
not to other panels,
wherein the barrier
layer is secured
before the panel is
positioned on a

structure”
“A barrier layer “A barrier layer Plain and ordinary | No construction
secured to the outer | secured to the surfagemeaning required.

of anindividual panel
and not to other

13 This term appears idaims 1 and 20 of the ‘197 Patent, claims 1 and 10 of the ‘044
Patent, and claims 1 and 8 of the ‘713 Patent.

12
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surface of each
panell*

panelswherein the
barrier layer is
secured before the
panel ispositioned on
a structure

Alternatively
(construction
proposed iHEW'’s
reply brief):

“A barrier layer
secured to the outer
surface of an
individual panel and
not to other panels,
wherein the barrier
layer is secured
before the panel is
positioned on a
structure”

“...securedt any
timeto...”

“[B]arrier layer
secured to the outer
surface of the first
panel and the seconc
panel®

“A barrier layer
secured to the surfag
of anindividual panel
1 and not to other
panelswherein the
barrier layer is
secured before the
panel is positioned o
astructure”

Plain and ordinary
emeaning

“...securedt any
timeto...”

=)

No construction
required.

“[B]arrier layer
secured to the outer
surface of each of the
first and second
structural panefg®

“A barrier layer
secured to the surfag
2 of anindividual panel
and not to other
panelswherein the
barrier layer is

Plain and ordinary
emeaning

“...securedit any
timeto...”

secured before the

No construction
required.

14 This term appears in claim 12 of the ‘197 Patent, claim 11 of the ‘044 Rasemis 1,

11, and 20 of the ‘479 Patent, and claim 9 of the ‘713 Patent.
15 This term appears in claim 1 of the ‘159 Patent.

16 This term appears in claim 10 of the ‘159 Patent.

13
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panel is positioned o
a structure”

Alternatively
(construction
proposed iHEW’s
reply brief):

“A first barrier layer
secured to the outer
surface of the first
structural panel and :
second barrier layer
secured to the outer
surface of a second
structuralpanel,
wherein each athe
first and second
barrier layerss not
secured to other
panels ands secured
before the panel is
positioned on a
structure’

S

“[B]arrier layer
secured to the
primary structural
layer™t’

“A barrier layer
secured to the surfag
of anindividual panel
and not to other
panelswherein the
barrier layer is
secured before the
panel is positioned o
a structure

Plain and ordinary
emeaning

“...securedit any
timeto...”

-

No construction
required.

“A barrier layer

secured to an extern
facingsurface of eact
structural panef®

“A barrier layer
alsecured to the surfag
1 of anindividual panel
and not to other
panelswherein the
barrier layer is
secured before the

Plain and ordinary
emeaning

“...securedt any
timeto...”

No construction
required

17 This term appears in claim 15 of the ‘159 Patent.

18 This term appears in claim 1 of the ‘588 Patent.

1

4
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panel is positioned o
a structure

Alternatively
(construction
proposed iHEW’s
reply brief):

“A barrier layer
secured to an extern
facing surfaceof an
individual panel and
not to other panels,
wherein the barrier
layer is secured
before the panel is
positioned on a
structure”

A

“A barrier layer

secured to an extern
facingsurface of eact
OSB panel*®

“A barrier layer
alsecured to the surfag
1 of anindividual panel
and not to other
panelswherein the
barrier layer is
secured before the
panel is positioned o
a structure

Alternatively
(construction
proposed in reply
brief):

“A barrier layer
secured t@n external
facing surfaceof an
individual OSBpanel
and not to other
panels, wherein the
barrier layer is

Plain and ordinary
emeaning”. . .
securedat any time
to...”

-

secured before the

No construction
required.

19 This term appears in claim 10 of the ‘588 Patent.
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panel is positioned o
a structure

“[B]larrier layer

facingsurface of the
first structural
panet 20

secured to an externakecured to the surfag

“A barrier layer

of anindividual panel
and not to other
panelswherein the
barrier layer is
secured before the
panel ispositioned on
a structurée

Plain and ordinary
emeaning

“...securedit any
timeto...”

No construction
required.

“[Blarrier layer
secured to an extern
facingsurface of the
first OSB panel?*

“A barrier layer
alsecured to the surfag
of anindividual panel
and not to other
panelswherein the
barrier layer is
secured before the
panel is positioned o
a structure

Plain and ordinary
emeaning

“...securedit any
timeto...”

-

No construction
required.

“[B]arrier layer
secured to an exterig
surfaceof the wood
composite panef?

“A barrier layer

rsecured to the surfac
of anindividual panel
and not to other
panelswherein the
barrier layer is
secured before the
panel is positioned o
a structure

Plain and ordinary
emeaning

“...securedt any
timeto...”

=)

No construction
required.

HEW argues that the “barrier layer” limitations each require a barrier layer (i) &ktur
the surface of an individual panel and not to other patedd’is(ii) “secured before the panel is
positioned on a structure.” (D.l. 54 at 4Bpr the first of theserpposed requirements, HEW

finds support in the claim language and specification. For example, HEW points to the

20 This term appears in claim 1 of the ‘140 Patent.
21 This term appears in claim 10 of the ‘140 Patent.
22 This term appears in claims 11 and 16 of the ‘415 Patent.
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specification’s distinction between the invention and earlier house wrap sytherastached
house wrap to sheathing panels. (‘197 Patent at 2:29-54, 3MitB)respect to the second
requirement, HEW relies on the claim languagkich HEW contend$makes clear that the
barrier layer is securdakfore the panel is positioned or fastened to the structure because it
requires ‘positioning at &st two wall panel assemblies adjacent to each other, each panel
assembly including . . . a barrier layer secured to the outer surface of each panél34 @
50) (quoting ‘479 Patent cl. 11) (emphasis in original) According to HEW, the positisteipg
cannot beerformeduntil after the barrier layer is secured to the pafBll. 54 at 50)

LP respondgshatthe “barrier layertermencompasses different layers and different types
of barriers (D.l. 54 at 59see alsd.l. 55 Ex. O 1 96; ‘197 Patent at 2:3-6, 3:1-5, 4:54-58, 5:32-
35, 5:44-50, 6:42-51, 6:60-66, 7:9-22, 8:32-37, 9:39-45, 10:22-24, 10:32-36, 16:19-50, 19:39-40)
LP contends that a POSA would understand that “barrier layer” means “layer that peovide
barrier” (D.l. 54 at 59;see alsd.l. 55 at Ex. O § 95) LP also argues that the Court should
reject HEW'’s requegb construe all the barrier layer terms collectivaty that HEW'’s
proposed constructions ignore that thems (and claim terms to be construedjer to different

types of panels (e.d'structural panel,” “OSB panel,” “wood composite panet’ different
claim terms. (D.l. 54 d&1-52) LP further disputes thahe claimsmpose aemporal limitation
requiring that the barrier layers be applied to a panel before installation owctarstr [d. at 53
59)

The Court is not persuaded by HEW that the claims should be constmeedieither of
HEW'’s proposed requirementso the “barrier layer” terms

First, the Court is not persuaded that a POSA wrrdd the barrier layer limitations as

requiring ‘basically a ondo-one relationship between the panels #redbarrier layers.” (Tr. at

17
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19-20;see also idat 2829, 32-33, 36-37) This may be one potentially reasonable reading of
certain claim languagg.g., “[a] barrier layer secured to the outer surface or the inner surface of
each panel) (emphasis added), but HEW has provided no persuasive basis to conclude that a
POSAwould read all of théeach” claims to requireraequal number of panels abdrrier
layers. To the contrary, the specification discloses (and certain claimy cleari)
embodiments in which barrier layestretches across two panel$Seg, e.qg.'197 Patent at 4:54-
58, 5:32-35, 5:44-50, 6:42-51, 6:60-66, 7:9-22, 8:32-37, 10:32-36, 56;119:39-40; ‘159
Patent cl. 1 (“barrier layer secured to the outer surface of the first panekasettnd panel”))
LP’s expert declaration provides further support for the Court’s conclusgee, €.9.D.I. 55
Ex. BB (Tonyan Supplemental Repofi§ 53, 60 & Ex. 9put see idEx. R (Straube Declaration)
19126-27, 135)

Turning to HEW'’s second proposed requirement, the Court does not believe a POSA
would understand the barrier layer limitations to require HEW’s proposed tainestriction.
In general;[a] claim construction that gives meaning to all the terms of the claim is preferred
over one that does not do scAkzoNobel Coatings, Inc. v. Dow Chem. C&l1 F.3d 1334,
1340 (Fed. Cir. 2014)nternalquotation marks anditation omitted). While the patentin-suit
at times expressly require a specific chronological sequsrees(g.'159 Patent cl. 154(rst
and second panels each also including a bulk water resistant barrier layer setwe ¢ty
structural layeprior to installation of the first and second panels”) (emphasis ajjdiedy do
not do so in connection with the barrier layer terms. Further support for the Court’s view is
found in the specification, which discloses panelsaitesibefore a barrier layer is applied
contrary to HEW'’s proposed required timingeg, e.g.'197 Patent Fig. 3)The specification

discloses an example involvitdEW'’s temporal requiremenbut thespecification is explicit

18
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that itsexamples are nelimiting. (See'197 Patent at 21:41-47) Additionally, in srer partes
review of the '479 Patent, the Patent Trial and Appeal Board (“PTAB”) preliityirtBatermined
that claim 11 requires the securing step to be completed before the positioning step,that als
other claims didhot impose the same chronological order. (D.l. 55 Ex. L at 10-11, 31-32) The
PTAB persuasively concluded: “Although the ‘479 patent describes embodiments wiserein i
panels each include a barrier layer before the panels are fastened to a buildingeee, e.g.
[197 Patent] Fig. 10), [HEW’s] proposed construction attempts to read limitatigeperly
from the Specification into the claims. Contrary to [HEW’s] proposed construdi®mmdrd
each does not convey the temporal componeriigbbre to the phrase.” (D.l. 55 Ex. L at 10-
11)%3

Having rejected both of the requirements HEW would read into the claims, there is no
need to construe the barrier layer claim terms.

E. The Water Terms

Term Plaintiff Defendant Court

“Waterf]resistant?* | “Resists penetration | Insolubly ambiguous| Indefinite.
by precipitation but | and incapable of
not necessarily construction.
impervious to
penetration by
precipitation” Alternatively, plain
and ordinary
meaning “resistant to
penetration of water
in all forms.”

23 As LP acknowledged at the hearing, some of the claims may have other language (not
“barrier layer”) that imposes a temporal requirement, or a-torane” requirement. SeeTr. at
46-47) But the Court is not reading either of these requirements into all claims through its
construction of thébarrier layer” terms.

24 This term appears in claims34and 15-16 of the ‘197 Patent, claims 1, 3, and 10-11 of
the ‘044 Patentlaims 1 and &® of the ‘713 Patent, and claims 1, 5, and 8 of the ‘415 Patent.
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“Bulk waterf] “Resists penetration | Insolubly ambiguous| Indefinite.
resistant?® by bulk water but not| and incapable of
necessarily construction.
impervious to
penetration by bulk
water” Alternatively, plain
and ordinary
meaning “resistant to
penetration of water
in bulk form.”
“Substantially bulk | Plain and ordinary | Insolubly ambiguous| Indefinite.
water resistang® meaning. and incapable of
Not indefinite. construction.
Enabled under 35
U.S.C. §112.
“Watervapor Not insolubly Insolubly ambiguous| Indefinite.
permeable?’ ambiguous. and incapable of
construction.
“Substantially water | Plain and ordinary | Insolubly ambiguous| Indefinite.
vapor permeablé® | meaning. an incapablef
Not indefinite. construction.
Enabled under 35
U.S.C. §112.

HEW contendghatthe water terms, includirigvater[-Jresistant” and “bulk wate]
resistant’ connoteresistance to water, not necessarilymperviousnessto water. (D.l. 54 at 71;

see alsd197 Patent cls. 3, 14d. at6:42-55 Some of the other of the disputed water terms —

25 This term appears in claims 1 and 20 of the ‘197 Patent, claims 1 and 10 of the ‘044
Patent claims 1 and 8 of the ‘713 Patent, claims 1, 7, 11, 17, and 20 of the ‘479 Blatey,1,
10, 15, and 19-20 of the ‘159 Patent, and claims 1, 10, and 17-18 of the ‘140 Patent.

26 This term appears in claims 1, 12, and 20 of the ‘197 Patent, claims 1 and 10-11 of the
‘044 Patentand claims 1 and-8 of the ‘713 Patent.

27 This term appears in claims 1, 11, and 20 of the ‘479 Patent, claim 1 of the ‘159 Patent;
claim 1 of the ‘140 Patent, and claims 1, 5, and 8 of the ‘415 Patent.

28 This term appears in claims 1, 12, and 20 of the ‘197 Patent, claims 1 and 10-11 of the
‘044 Patentand claims 1 and-8 of the ‘713 Patent.
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including“substantially bulk water resistant” and “substantially water vapor peteieab
include terms of degreehich, according ttlEW, a POSA would understand are given their
plain and ordinary meaning and do not require construction. (D.l. 54 at 73)

LP argues that it has shown that all of the water terms are insolubly amFjands
therefore, indefinite. LP faults HEW for ignoring that the various water t@ymefer to
differentforms of water and (iilndicate different amounts of water that are permittgubss
through. (D.l. 54 at 734) According toLP, a POSA would understand that in the construction

industry, the terms “water,” “bulk water,” and “water vapor” have different nmgani (d. at 73)

As for the amounts of watdrP contends that in the context of twaterterms, “substantially” is
“insolubly ambiguous because a resistance to water cannot be distinguished from being
substantially resistant to water since thboth are resistant, and an amount that is permeable
cannot be distinguished from an amount thatiistantially permeable sice they both are
permeable.” (D.l. 54 at 75ee alsd.l. 55 Ex. Of126-33) As an indication of the
indefiniteness of these claim terms, LP points out that, in different cldimsatne component —
thebarrier layeris alternativelyclaimed as “bulk water resistant” and “substantially bulk water
resistant (D.l. 54 at 76see alsd197 Patent cls. 1, 12, Z0substantially”) ‘044 Patent cls. 1,

10, 11(“substantially”} ‘713 Patent cls. 1, 8, @substantially”) ‘479 Patent cls. 1, 11, 20

(“bulk™); *159 Patent cls. 1, 10, 15 (“bulk”); ‘140 Patent cls. 1,(1ulk”); ‘415 Patent cls. 11,

16 (“bulk™)) Similarly, the terms “water vapor permeable” and “substantially water vapor

29 In making this argument, LP undertakes to meet a higher burden than is required to
prove indefinitenessSeeNautilus, Inc. v. Biosig Instruments, In672 U.S. 898, 901 (2014)
(replacing prior “insolubly ambiguous” and “incapable of construction” standard for
indefiniteness with easi¢o-prove “reasonable certainty” testpe alsdoninklijke Philips N.V.
v. Zoll Med. Corp.656 F. App’x 504, 527 (Fed. Cir. 2016) (“[Ilt must Bdmitted that the
‘insolubly ambiguous’ standard is a harder threshold to meet than thNaastisstandard.”).
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permeable” are used to mean different things. (D.l. 54 at 76eé7alsd197 Patent cls. 1, 12,

20; ‘044 Patent cls. 1, 10, 11; ‘713 Patent cls. 1, 8, 9; ‘479 Patent cls. 1, 11, 20; ‘159 Patent cl. 1;
‘140 Patent cl. 1; ‘415 Patent cls. 1, 5, 8; D.l. 55 Ef{@34-37) In LP’s viewa POSA would

have no way of knowing what amounts would satistyb$tantially bulk water resistant” as

opposed to “bulk water resistant,” or how much permeability would sasshstantially water

vapor permeable” as opposed to “water vapor permeable.” (D.l. 54sg&d|sd.l. 55 Ex. O

191125, 135-37)

HEW, relying on its exprt (Dr. Straube);esponds that a POSA would consider the term
“substantially bulk water resistant mean the same thing ‘dmilk water resistant,” anaiould
further considetbulk water” and “water” to mean the same thing. (D.l. 54 at 78(Gifing D.I.

55 Ex. W 1 143)

A term is indefinite where the claimggad in light of the specification delineating the
patent, and the prosecution history, fail to inform, with reasonable certainty, those skithe
art about the scope of the inventibriNautilus, Inc. v. Biosig Instruments, In672 U.S. 898,

901 (2014). “Any fact critical to a holding on indefiniteness . . . must be proven by the
challenger by clear and convincing evidenc€dx Commuas, Inc. v. Sprint Commc’n Co. |.P
838 F.3d 1224, 1228 (Fed. Cir. 2016) (alteration in orilginternal quotation marks omitted)

LP hasproven by clear and convincing evidence that a POSA would not understand, with
reasonable certaintthe meaning of the water terpand would not understand how to
distinguish among them. For the reasons explained by LP, the intrinsic evidence supports th
conclusion thathe terms were intended to carry different meanir@se generalljpeachange
Int’l, Inc. v. CCOR Inv, 413 F.3d 1361, 1368 (Fed. Cir. 20Q&gting general principle that

different claim terms have different meaning®e alsdRembrandt496 F. App’x at 45 (same).
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For instance, a POSA reading the pateémtsdit would not understand the claims to equate
“water” with “bulk water,” or “bulkwater resistant” with “substantially bulk water resistant.”

(D.I. 55 Ex. O 111 123, 132-33, 138) Moreover, while terms of degree can be permissible, that is
so where the claims provide “enough certainty to one of skill in the art when read in s cont
of the invention,Interval Licensing LLC v. AOL, Inc766 F.3d 1364, 1370 (Fed. Cir. 2014)
(“[A]bsolute or mathematical precision is not requiregsge alsd&exmark M§. Co. Inc. v.

Briggs & Stratton Power Prods. Grp., LL.879 F.3d 1332, 1346 (Fed. Cir. 20L&l that is
required is some standard for measuring the term of degre®ith is not the case herégain,

a POSA would understand that, in the contexhefgatentsn-suit, “bulk water resistant” is
different than Substantially bulk-water resistant,” but would not have any reasonable degree of
certainty as to how (or in what amounts) they differ.

F. “Edge Sealant™°

Plaintiff
Plain and ordinary meaning.

Defendant

“Material used to seal the edges of a single panel during the manufacturing process.”
Court

“Material used to seal the edges of a single panel during the manufacturing process.”

The parties agree that the plain and ordimaeaning of this claim term applies. (D.l. 54
at 84) In LP’s view, the specification distinguishes betweslgé sealant” arfdeam sealant.”
(D.I. 54 at 84-85see alsd197 Patent at 16:61-17:4, 17:27; ‘159 Patent cls. 1-9, 15-20; ‘588

Patent cls. B; ‘140 Patent cls. 1-9) Thus, LP contends that the plain and ordinary meaning

30 This term appears in claims 4, 4, and 20 of the ‘197 Patealaims 1 and 40 of the
‘044 Patentand claims 1 and-8 of the ‘713 Patent.
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“material used to seal the edges of a single panel during the manufacturing pr{dss4 at
85) According tAHEW, howevera POSA would understandatiedge sealanti's used to refer
to sealing joints between panels as well as sealing the edges of a single[pang4 dt 85see
also'197 Patent cls. 1, 4)
The Court agrees with Lfatthe doctrine otlaim differentiationsupports a conclusion
that “edge sealant” hasdifferentmeaning thariseam sealant.” Gompare, e.g.'197 Patent cl.
1 with ‘159 Patent cl. Isee alsdRembrandt496 F. App’xat45) The patentee indicated when
different terms were intended bave the same meanirggg, e.q.'197 Patent at 4:25-27) and
did not do so with respect to “edge sealant” and “seam sealant.” The Court is pethabde
POSA would understand “edge sealant” is given its plain and ordinary meaning, i.e., the meaning

proposed by LP.

G. “Coextensive™!

Plaintiff

“extending over only the same area”

Defendant
“covers”
Court
“covers”

HEW finds support for its proposed construction of “coextensive” in claims 1 and 8 of
the ‘415 Patent, which, in HEW'’s viewintlicatd] that the water resistant and water vapor
permeable layer covigronly the same area as the structural 1&y@Db.l. 54 at 87) Further,

HEW argues that the sealant limitation ingb&vo claims only makes sense if a watesistant

and watetvapor permeable layer extender the same area asa structural pandl. (Seed.)

31 This term appears in claims 1 and 8 of the ‘415 Patent.
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HEW cites as further support portionstioé specificationdee, e.g.'415 Patent at 6:29-34, 9:66-
10:3, 17:40-42ard a dictionary definition of “coextensive,” i.e., “equal or coincident in space,
time or scope.” (D.l. 54 at 87)

LP contends that its proposed construction is consistent with the intrinsic evidence and
the plain and ordinary meaning that a POSA would understactensiveto have in the
context of the claims(ld. at 88) LP criticizes HEW'’s proposed constructionddoitrarily
addng a limitation “that coverage must extend all the way to every edge of the stiy=DEl
and stop at those edgegld.) For examplel.P points toanembodiment disclosed in the '197
Patent which would be read out of the claims if the Court were to adopt HEW'’s constrigtion, a
this particular embodiment only “preferably substantially ci®{¢he outward facing surfacd
the panels,” which means in this embodiment full coverage is not reqyidect 8889 (citing
197 Patent at 6:18-19%ee als0197 Patent at Figs. 3, 5, 9A, 9B, 8:32-33, 8:57-59)

“A claim construction that excludes a preferred embodiment raraty, if ever,
correct” SanDsk Corp. v. Memorex Prods., Inetl5 F.3d 1278, 1285 (Fed. Cir. 20QbYernal
guotationmarks omitted) HEW'’s proposed construction adds a limitation unsupported by the
intrinsic evidence and would exclude preferred embodiments identified in the caiemit
HEW'’s expert declaration does not assist it because it is not consistent wittmitisécin
evidence, particularly the disclosed embodiments that HEW would excBegegenerally
Vitronics Corp. v. Conceptronic, InAQ0 F.3d 1576, 1584 (Fed. Cir. 1996Dnly if there were
still some genuine ambiguity in the claims, after consideration of all available intvmidénee,
should the trial court have resorted to extrinsic evidence, such as experngsimorder to

construdgdisputed claim terfn”).
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II. CONCLUSION

An appropriate @ler follows.
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