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%I%EI@A U.S. DI ICT JUDGE

Presently before the Court is the motion of Defergl&RX Corporation, SPX Flow, Inc.
and SPX Flow US, LLC (collectivelyPefendantsor “SPX") seeking attorneys’ feegD.l. 32).
Defendants seek fees pursuantateettlementagreement previously entered between Plaintiff
Mixing and Mass Transfer Technologies, LLC (“Plaintitft “MMT”) and Defendant SPX
Corporation (D.l. 33, Ex.1 (referred to asthe Settlement Agreemeny’} Defendants also ask
the Court to declare this case exceptiamaler 35 U.S.C§ 285and to awar@ttorneysfees based
upon that finding. The motion has been fully briefe8eeD.I. 33, 3, 36, 41& 42)2 For the
reasonset forth below, Defendants’ motieWDENIED.

l. BACKGROUND

A. Settlement of the Earlier Litigation
Between2005 and 2007, Plaintiff and Lightnin, Inc., a division of SPX Corporaiiene
involved in litigation in the Middle District of Pennsylvani&ee generallMixing and Mass
Transfer TechsLLC v. Lightnin, Ing.C.A. No. 0515-19 (M.D. Pa.).Thelitigation was resolved
by the Settlement Agreememt 2007 between Plaintiff an8PX Corporation.(D.I. 33, Ex. 1).
The Settlement Agreemeodntained aGeneral Waiver And Release” of claims that released
any and all claims. .which any of the MMT Parties has asserted,
could have asserted, or could assert as oéffeetive dateof this
Agreement,specifically including, but not limited to, all matters

raised inthe Lawsuit or any other matter involving, e.g., intellectual
property, proprietary rights, or other rights.

! The agreement also includédhn R. McWhirter, Ph.Dwvho was affiliated with Plaintiff.

Plaintiff also filed a motion for leave to file a surrepdyaddress cases that Defendants
cited for the first time in theireply brief (D.l. 39 (proposed surreply attached as
Exhibit A)). Defendants opposed theotion (D.l. 40). The Court will grant the motion
and has considered the surreply in connection with the motion for attorneys’ fees.



The release also covered “any claims concerning SPX impeadkgrd relative tahe
Lawsuit” such as “any current or future claims concerning the A200, A240, A245, R33B,
impellers” and any claims relating to “U.S. Patent Nos. 6,808,306, 6,896,246, 6,986,507,
6,997,444, 7,114,844 (Id.) It also included'any claimsconcerning the SPX Parties’ future
activities with respect to technology of which th&IW Parties knew or could have known from
provided information or publicly available information.Id ).

The Settlement Agreement also yadedthat“[i] n the event that any Party breaches any
term of this Agreement and any other pastyequired to institute legal proceedings to enforce the
Agreement, the prevailing party shall &etitled to recover its attorneys’ fees and costs incurred
in successfully enforcing its rights under the Agreement.” (D.I. 33, Ex. 1§} 13.1

B. Current Litigation

On March 18, 201Rlaintiff filed its Complaintin this action assertingl) infringement
of U.S. Patent No. 6,877,98%he '959 Patent”) (2) unfair competition under the Lanham Act
(3) false advertisingunder the Lanham Act; (4) unfair competition under common; law
(5) declaratory judgment tmvalidate SPX’s U.S. Patent No. 7,114,8%4he '844 Patent”) and
(6) unjwst enrichment (D.l. 1) On April 9, 2019, Defendants filed a motion to dismiss all of
Plaintiff's claimsunder Rule 12(b)(&pr failureto state a claim(D.l. 12). The motion was based
on the Settlement Agreement, which Defendants assetsed all of Plaintiff's claims against
Defendants.(SeeD.l. 12 & 14.) Plaintiff disagreed. (D.l. 17).

On January 17, 2020, the Court heard oral argument on Defendants’ motion to.dAmiss
the end of the argument, the Court grantegart and denieth-part Defendants’ motion.
(SeeD.1. 352, Tr. at24-27). More specificallyand based on the Settlement Agreemidiat Court

dismissed counts 1 and 5 of Pidi’'s Complaintalleging infringement of the '959 Patgjebunt



1) and seeking a declaratory judgment of invalifitythe ‘844 Patenfcount 5)3 The Court did

not dismiss the remaining four count&he Court also denied Defendants’ request at the end of its
motion papersseekingattorneys’ fees based dhe fee-shifting provision of theparties’ prior
settlement agreement.Thereafter, o January 30, 2020, before Defendants arstvehe
Complaint Plainiff voluntarily dismissed thisction without prejudice pursuant to leeal Rule

Civil Proceduretl(a)(1)(A)(i). (SeeD.l. 30). Two weeks later, Defendants fildds motion for
attorneys’ fees (SeeD.l. 32).

. LEGAL STANDARD

A party mayrecover attorneys’ feeésvhere a statute or contractual provision expressly
provides for attorneydees.” Chase Manhattan Bank v. Iridium Africa Cqorg74 F. Supp. 2d
613, 617 (D. Del. 2007).

Section 285 of the Patent Act provides that a “court in mhiaeal cases may award
reasonable attorney fees to the prevailing party.” 35 U.S.C. § 285. An exceptional casthwithi
meaning of the statute is “one that stands out from others with respect to thataugsteength
of a party’s litigating positin (considering both the governing law and the facts of the case) or the
unreasonable manner in which the case was litigat@dfane Fitness, LLC v. ICON Health &
Fitness, Inc.572 U.S. 545, 554 (2014). Whether a case is exceptional is a questiontednmnit
the Court’s discretion, and the Court must consider the totality of the circuesiarreaching its
conclusion.Id. In assessing the totality of the circumstances, the Court may considerliinter a
“frivolousness, motivation, objective unreasonableness (both in the factual and legal component

of the case) and the need in particular circumstances to advance considerationseosaton

3 The Court dismissed the claims without prejudice based on the arguments avalltiee
record.



and deterrence.Td. at 554 n.6. A party seeking attorneys’ fees must show the case is exceptional
by a preoonderance of the evidenchl. at 55758. The Court may award attorneys’ fees in “the
rare case in which a party’s unreasonable condugthile not necessarily independently
sanctionable- is nonetheless so ‘exceptional’ as to justify an award of fddsdt 555.

1. DISCUSSION

Defendand arguethat attorneys’ fees should be awarded on two grounds$) the
Settlement Agreement ard) the purportedlyexceptionahature of thicase (See, e.g.D.I. 33
at 48). Both requests requi@efendand to bea “prevailing party.” Thus, the Court wifirst
address whether Defendants are a prevailing party

Neither party argues that “prevailing party” has a special definition pursuant to the
contract* As the Supreme Court has explained, “the touchstone of the prevailing party inquiry
must be the material alteration of the legal relationship of the part®ST Van Expedited, Inc.
v. E.E.O.C.136 S. Ct. 1642, 1646 (2016) (internal quotation marks and citation onstedlso
Raniere vMicrosoft Corp, 887 F.3d 1298, 1306 (Fed. Cir. 2018) (“We hGRISTapplies to our
analysis of prevailing-party status under § 285, and that defendants need not prevail oiighe mer
to be classified as a ‘prevailing party.™). The Supreme Court further noa¢dhie change in the

parties’ legal relationship “must be marked by judiamprimatur.” CRST 136 S. Ct. at 1646.

In its opening brief, Defendasitite to a footnote itdeard v. StLukés Hosptal, No. 08

5494, 2010 WL 2569233, at *1 (E.D. Pa. June 21, 20#@arding the Court’s dismissal

of claimsand toKoppel v. CaseNo. GD03024486, 2007 WL 5160526 (Pa. Com. PI. Nov.

20, 2007), which addressed sanctions uidgmsylvania Rule of Civil Procedut842.7

(for improper certiication in a medical malpractice claim)a rule not at issue herein

the section seeking contractual fe€b.l. 33 at 3) Defendantselied on several Federal
Circuit cases in the exceptionase sectian (D.l. 33at 7). In its reply, Defendastreat

the prevailingparty inquiry as a single issue underlying both bases for its fees request
i.e., Defendants do not make a distinction between what constitutes a prevailing party for
its contractbased request and B85 request. (D.l. 36 at 3-5).



Plaintiff disputes that Defendarea prevailing party here because Court dismissed two of
the sixcountsof its complaintwithout prejudice and Plaintiff thereafter voluntarily dismissed the
remaining countsalsowithout prejudice. Defendants argtieat they arethe prevailing party
because thefpreventedPlaintiff's] attempts to alter the legal relationship betw the partie’s

Defendants rely oKeith Manufacturing Co. v. Butterfigl®55 F.3d 936 (Fed. Cir. 2020)

In Keith Manufacturingthe Federal Circuit found that a stipulated dismissal with prejudice and
entered by the court constitutes a “judgment” for purposes of a motion for attorresysiniger
Federal Rule of Civil Procedure 54, rejecting the argument that an appealable judgment
predicate for a motion for attorneys’ fees under Rule 54%&e Keith Mfg.955 F.3d at 9340.
Although as ths Court has previously notedthe Keith Manufacturingopiniondoes not us¢éhe

term “prevailing party’ the Federal Circuit'sreasoning supports a conclusion that voluntary
dismissals with prejudice can confer prevaipayty status for purposes of attornefges. See
Internet Media Interactive Corp. v. Shopify Indo. CV 20416 (MN), 2020 WL 6196292, at *2

(D. Del. Oct. 22, 2020)

Here, however, iB Court’s dismissal ofountsl and 5 andPlaintiff’'s voluntary dismissal
werewithout prejudice. The Federal Circuit, in its recedécisionin O.F. Mossberg & Sons, Inc.
v. Timney Triggers, LLC955 F.3d 990 (Fed. Cir. 202(ddressed a similar situationin
Mossberg the plaintiff had voluntarily dismissed the action without pregidiad the Federal
Circuit found that such a dismissal was not a “final court order” sufficient to rcpreéeailing-
party status.See O.F. Mossberg & Sqr355 F.3d at 991 & 993Indeed, avoluntary dismissal

without prejudicevould notmaterialy alterthe legal relationship of the partiedlor would this



Court’s dismissal without prejudide Neither dismissalvould prevent Riintiff from reasserting
those same claims agaimfendans in another action. Thus, in the Court’s view, this istimet
type of “material alteration of the legal relationship of the parties” that is the tonehsf the
prevailing-party inquiry.CRST 136 S. Ct. at 1646.

Having determined that Defendaate nota prevailing party such that attorneys’ fees may
be available, the Court does not address whether fees would otherwise have been gondpriat
the Settlement Agreement lbased on an exceptionzdsefinding under 8 285.

V. CONCLUSION

For the reasons discussed above, the BENIES Defendants’ motion foattorneys’

fees. (D.l. 32). An appropriate order will follow.

5 Here, the Court expressly left open the ability to refile claims at a later daile sleotain
circumstances arise. More specificallyttze end of its ruling, the Court statédo the
extent that | have granted the motion, | will do so without prejudice so that if things change
as Plaintiff suggested, its suggestion that it would have the right to assert défenses
Defendant asserts certain counterclaims, for example, and Plaintiff canweishufacts
sufficient to meet a pleading standard, it may attempt to replead the dismissed’ counts
(D.I. 35-2, Tr. at 27).



