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NOREIKA, U.S. DISTRICT JUDGE:

Presently before the Court is the motion of Defendant Shopify (fbefendant” or
“Shopify”) for an award of attorneys’ fees under 35 U.S.C. § 288 D.I. 17). For the reasons
set forth below, Defendant’s motion is DENIED.

l. BACKGROUND

On March 25, 2020, Plaintiff Internet Media Interactive Corp. (“Plaintfiféd the present
action, alleging that Defendant’s provision of certain intetadivertisementsand linksdirectly
infringedclaim 11 of U.S. Patent 6,049,835 (“the '835 Patfen{D.l. 11 26;see alsoid. 1{12-

14). Shortly after this case was filed, the Court discovered that Plaintiff had fail@ark this
case as related to many others filed in this District and others as requiredeby.Rb) ofthe
Local Rules of CiViPractice and Procedure of the United States District Court for the Digtrict o
Delaware(“the Local Rules”) As such, on April 2, 2020, this Court issued an order for Plaintiff’s
counsel to show cause as to why it should not be sanctioned for the failure to comply with the
requirements of Local Rule 3.1(b)Se¢ D.I. 6). Plaintiff fled an amended civil cover sheet the
next day and, on April 6, 2020, Plaintiff's counsetponded to the shesause ordergxplaining
thathefailed to comply with local Rule 3.1(b) becauge followed the instructions on the form
Civil Cover Sheet (JS 44), which ontyentionslisting pending cases.(See D.I. 10). Then, o
April 11, 2020,Plaintiff filed a stipulatiorto extend the time for Defendatat file an Arswer to
May 29, 2020.(D.I. 11). On May 29, 2020, Plaintiff filed a notice of voluntary dismissal with

prejudice pursuant to Federal Rule of Civil Procedure 41(a)(@)(A)YD.l. 15). Prior tathis

! Local Rule 3.1(b) requires a plaintiff to list all cases in this District or othpending or
closed-that are “related” as defined by the Local Rukee D. Del. L. R. 3.1(b) (Counsel
for a plaintiff in a civil action shall indicate on the civil cover sheetid sation is related to
any other civil actiompreviously decided or pending in this or any other federal district court.”
(emphasis added)). The Court expects litigants to comply with this Local Ruléhstavwding
the instructions on the form Civil Cover Sheet (JS 44).



dismissalthe only docket activity on the part of Defendant was its Delaware counsel entering an
appearance and filing sevepab hac vice motions. SeeD.I. 12, 13 &14).

On June 12, 2020, Defendant filed the present motion seeking more than $45,000 in
attorneysfeesunder 285. SeeD.l. 17, seealso D.1. 18 & 19). Briefing on Defendant’s motion
under was completed on July 17, 2028ee(.l. 20 & 21).

. LEGAL STANDARD

Section 285 of the Patent Act provides that a “court in exceptional cases may award
reasonable attorney fees to the prevailing party.” 35 U.S.C. § 285. An exceptional casthwithi
meaning of the statute is “one that stands out from others with régpbetsubstantive strength
of a party’s litigating position (considering both the governing law and the facts of the ctise) or
unreasonable manner in which the case was litigat@dtane Fitness, LLC v. ICON Health &

Fitness, Inc., 572 U.S. 545, 554 (2014). Whether a case is exceptional is a question committed to
the Court’s discretion, and the Court must consider the totality of the circuesiarreaching its
conclusion.ld. In assessing the totality of the circumstances, the Court may cqnsidealia,
“frivolousness, motivation, objective unreasonableness (both in the factual and legal component
of the case) and the need in particular circumstances to advance considerationseosaton

and deterrence.Td. at 554 n.6. A party seeking attorneys’ fees must show the case is exceptional
by a preponderance of the evidente. at 55758. The Court may award attorneys’ fees in “the
rare case in which a party’s unreasonable condugthile not necessarily independently
sanctionable-is nonetheless so ‘exceptional’ as to justify an award of feles.at 555.

1. DISCUSSION

Before reaching the substancebafendant’s arguments exceptionality, the Court must

first address a threshold issuee; whether Defendant was a prevailing party in this case.



A. Prevailing Party Under § 285

Section285 provides that the Court may awaedsonablattorneys’ fees in exceptional
cases to therevailing party. As the Supreme Court has explaifilie touchstone of the
prevailing party inquiry must be the material alteration of the legal relationship phtties.”
CRST Van Expedited, Inc. v. E.E.O.C., 136 S. Ct. 1642, 1646 (201@)ternalquotation marks and
citation omitted) see also Raniere v. Microsoft Corp., 887 F.3d 1298, 1306 (Fed. Cir. 2018) (“We
hold CRST applies to our analysis of prevailipgirty status under § 285, and that defendants need
not prevail on the merits to be clagsif as dprevailing party.”). The Supreme Couftirther
notedthatthe changen the parties’ legal relationshifmust be marked by judiciamnprimatur.”
CRST, 136 S. Ct. at 1646Plaintiff disputes that Defendant is a prevailing paeye because the
Court “never became involved” and thus the dismiskas not have the necessary judicial
imprimatur to confer prevailing party statusSe¢ D.1. 20 at 3). The Coudisagrees.

In arguing that its voluntary dismissal precludes Defendant from betogsidereda
prevailing party Plaintiff relieson the recent Federal Circuit decisiorOr-. Mossberg & Sons,

Inc. v. Timney Triggers, LLC, 955 F.3d 990 (Fed. Cir. 2020J here, the plaintiff had voluntarily
dismissed the actionithout prejudice and the Federal Circuit found that such a dismissal was not
a “final court order” sufficient to confer prevailing party stat@se O.F. Mossberg & Sons, 955
F.3dat 991 & 993. Plaintiff's reliance on this cas@owever,s misplaced. Dismissal without
prejudice isfundamentallydifferent thanone with prejudice,particularly as it relates to the
guestion of whether the parties’ legalationshiphas changed.A voluntary dismissal without
prejudice does not prevent a plaintiff from reasserting those same claims agdémgtant in

another action Plaintiff seems tanisunderstand theritical difference between the facts OfF.



Mossberg & Sons and the facts of this case, the latter of whighmore analogous tdKeith
Manufacturing Co. v. Butterfield, 955 F.3d 936 (Fed. Cir. 2020).

In Keith Manufacturing, the Federal Circuit found thastipulateddismissal withprejudice
andentered by the courdonstitutesa “judgment” for purposes of a motidar attorneys’ fees
under Federal Rule of Civil Procedure S&ecting the argument thah appealable judgment is a
predicate for a motion faattorneys’ feesinder Rule 54(d See Keith Mfg., 955 F.3dat 939-40
Although itis true thatthe Keith Manufacturing opinion neveruses the term “prevailing party”
(see D.I. 20 at 4) the court’s reasoning supporta conclusionthat voluntary dismissals with
prejudicecan confer prevailingarty status for purposes of attorneys’ fees. For example, the
Federal Circuit explained thatbécause both parties can move for attormdges, pernting a
Rule 54(d) motion for attornéy fees after a stipulated dismissal will not affect the overall balance
of litigation.” Keith Mfg., 955 F.3cat940. This statement would haktle meaning if attorneys’
fees were unavailable becauseadduntary dsmissalwith prejudice categoricallprecludedany
party from becoming a prevailing pary.

Extending theeasoning oKeith Manufacturing to the facts heré this Court concludes
that Plaintiff's voluntary dismissaVith prejudice under Rule 41(a)(1)(@®)rendered Defendant a
prevailing party in this case. Although the dismissal here did not require the Court’s apmroval
any action by the Courgis was the case Keith Manufacturing, theimport of “with prejudice” is
that Defendantan no longetbe subject tathe particular claim of infringement asserted in

Plaintiffs Complaint. In the Court’s view, this is the type ofnaterial alteration of the legal

2 The motion for attorneys’ fees issue irKeith Manufacturing included a request for fees
under 8285. See Keith Mfg., Co. v. Butterfield, 256 F. Supp. 3d 1123, 1127 (D. Or. 2017),
vacated and remanded, 955 F.3d 936 (Fed. Cir. 2020).

3 The Federal Circuit left opethe question of “whether a self-executing stipulation that the
court plays no role in entering constitutes a judgrelieith Mfg., 955 F.3d at 940.



relationship of the partiéshatis the touchstone dhe prevailingparty inquiry. CRST, 136 S. Ct.
at 1646. Indeed, were Plaintiff to initiate another suit against Defendant alleging the sa
infringementclaim as in the Complaint in this cag@efendant need onlyoint to this dismissal
here to avoid thoskater claims because the dismissal was with prejudité hard to imagine a
defendant not being considered a prevailing party under these circumstances.

Having determined that Defendant is a prevailing party such that attornegshiey be
available, the Court turns tehetherthis case was exceptiahwithin the meaning of § 285

B. Exceptionality Under § 285

Octane Fitness makes clear that an exceptional case must stand out with respect to the
substantive strength of a party’s litigating position or the unreasonable manner inhvehoesé
was litigatel. See Octane Fitness, 572 U.S. at 554. Defendant does seem toargue that
Plaintiff's litigation positions were so substantively weak as to justify anfindf exceptionality?,
instead focusing on the litigation tactics employed by Plaintiff that, in Defendantis wiere
unreasonable and render this case exaegtioithin the meaning of § 285.

Defendant assertbat Plaintiff's case was “defective and unreasonable” for a number of
reasons. (D.l. 18 at 6). First, according to Defendant, Plaintiff did not properlyigatesthether
Defendant- a Canadian corpation —was subject to personal jurisdiction in this District and,

further, Plaintiff included no allegations regarding personal jurisdiction in its Gampl

4 It is likewise difficult to imaginenow this dismissal with prejudice would have any more
legal force with some type of judicial approval or action.

5 Nor could it. The Court never had the opportunityssess the sfficiency of Plaintiff's
infringement allegations, let alone the strength of Plaintiff's litigation prsti Indeed,
all that is before the Court is Plaintiff's Complaint and Defendant’s motion fanetts’
fees (and the supporting documents). In ruling on a request for attorneys’ fees, however,
the Court is required to make findings of fa8e FeD. R. Civ. P.54(d)(2)(C). Herethe
Court has nothingo support afinding that Plaintiff's litigation positions were so
substantively weathata finding of exceptionalitys warranted



(SeeD.I. 18 at 67). Second, Plaintiff failed to properly serve Defendant despite at least tw
warnings from Defendant that service of process had not been effectubdedt 7( see also
D.I.19, Ex. 1 at 30 & 35). Third, Defendant attacks the form and substance of Plaintiff's
Complaint, arguing that the pleading is “riddled with problems” as to the accusducis and
entities accused of infringement. (D.l. 18 at 7). In Defendant’s view, Plair@ifffaplaint was
effectively a recycled (and poorly proofread) version of complaints filed againsrowsnaher
defendants, demonstrating théttle effort” was expended by Plaintiff in investigating its claim

of infringement against Defendant here or presenting a sensical pleadingied ppkfendant.

(Id.). Defendant also argues that the pleading was substantively debeaise it failed to
properly allege joint infringement or any acts of infringement occurring prior to the &opicd

the '835 Patent and, further, because the 835 Patent is “objectively” ineligible under 35 U.S.C.
§ 101. D.I. 18at 78). Finally, Defendant points to Plaintiff's conduct as a purportedly “serial
plaintiff” that initiates lawsuitonly to extract “nuisance settlements,” noting that Plaintiff has
filed over seventy cases asserting the '835 Patent against various defendatiits pasfifteen
years. [d. at 810; see also id. at 3). In Defendant’s viewall of this conduct —along witha
voluntarily dismissalthatunilaterally imposdterms of that dismissal on Defendantonstitutes

an unreasonable manner of litigatsgfficient b render this case exceptionaider § 285.

As to Plaintiff’s litigation tactics, the Court is unable to conclude that Plaintiff litigaied th
case in such an unreasonable manner to render the case exceptionalvo®mbnths elapsed
between the time that Plaintiff filed its Complaint and voluntarily dismissed the case with
prejudice. $ee D.I. 1 & 15). Plaintiff did not force Defendant to engage in protracted motion
practiceor otherwise unreasonably prolong litigation. And as to the specific conduct raised by

Defendant in their briefing, the Court is unpersuaded #mgt of this rises to the level of



exceptionality. Defendant complains that Plaintiff did not properly serve Defentdantoughly
sixty days elapsed between the filing of the Complaint and disnigigaprejudice. Although
Rule4(m) does not impose time limits for serving a foreign corporétewen if Defendant were
a domestic corporation, the time limit for service had not elag&s-eD. R. Civ. P.4(m) (absent
good cause, plaintiff must serve complaint within ninety days of filidgid as to the questiaof
personal jurisdiction over Defendant, the Court cannot reach a conclusion eitherthiaysase
was never beforéhe Court. Moreoveripon a proper showindhat is something that Plaintiff
may have sought to explotirough jurisdictional discovery if the Courttimately agreed that
there were questions as to whether personal jurisdiction existed over Defemdant he

The sloppiness of Plaintiffs Complaint, however, is something that gives the Coert mor
pause. The Court is certainly troubled by tlapparentack of effort expended by Plaintifh
putting together aespectabl@leading in this case. Recycling old complainighout bothering
to give a careful reviewo remove informatiorunrelated to the current defendastnot an
appropriate way to litigateThat being said, as to Defendant’s complaints about the defesenci
in pleading various claims of infringement and plagent ineligibility of the 835 Patent, the Court
has no basis to agree with Defendant. The Court did not rule on the sufficiency ofgagcaite
in Plaintiff's Complaint or on the patent eligiltyli of the '835 Patent and, as such, the Court

declines tdind that eithersuggest®laintiff was litigating in an unreasonable manher

“[T]here is no requirement in the Federal Rules of Civil Procedure that &rfore
corporation be served within a particular time. Nor has the Third Circuit GbAppeals
imposed such a requirementWildcat Licensing W LLC v. Audi AG, No. 19833MN-
JLH, 2020 WL 5798547, at *2 (D. Del. Sept. 29, 202@port and recommendation
adopted, No. 19-833 (MN) (JLH), 2020 WL 6060395 (D. Del. Oct. 14, 2020).

! As the Court recently explained, “§ 101 jurisprudence is hardly straightforward alyd rare
lends itself to easily predicted outcomes [l]Jt is a rare case when it is cleaait the outset
or otherwise -that a patent will fall nder 8 10T. Rothschild Digital Confirmation, LLC,



And here,the Court would be remiss not to mention thatendant shardslame for the
price tag ofthe litigation. Defendant undertook the effort to draft a motion to disrbissthe
decision to prepare a motion rather than attempting to negotiate with Plaintiff is #haisk
Defendant assumed. The Court recognizes that Defendant had no obligation to engage in what it
viewed as “nuisance settlement” negotiations with Plainffét Defendant could have shared
with Plaintiff the bases for its anticipated motion to dismiss and perhaps Plaiotiffl wave
folded earlier. Indeed, Plaintiff's decision to voluntarily dismiss on its own sigytiegtit was
willing to be convinced tarop its case.Instead of doing thaDefendant accrued ancredible
$45,332in attorneys’ fees in preparing a motion to dismiss that was never filed or &rgued.
(SeeD.l. 1911 6-12). And Defendant has continued to add to the prageof this litigationby
filing the present motiofor attorneys’ feegn a case where the ontyeaningfullitigation events
were the filing of azcomplaint and a voluntary dismissal with prejudicgt two months later

The Court must view all of the conduct set forth above, including the conduct of Defendant
and any other relevant factors, in assessing the totality of the circumstancesrtorgsthether
this case is exceptionalSee Octane Fitness, 572 U.S. at 554 (“District courts may determine
whether a case is ‘exceptional’ in the chyecase exercise of their discretion, considering the
totality of the circumstances.”$ee also Gaymar Indus., Inc. v. Cincinnati Sub-Zero Prod., Inc.,
790 F.3d 1369, 1373 (Fed. Cir. 2015) (“[T]he conduct of the parties is a relevant factor under
Octane's totality-of-the-circumstances inquiry, including the conduct of the movant
...."” (footnote omitted)). Plaintiff and its attorneys should have expended motbaeramimal

effort that it didto throw together a haphazard pleading. But Defendanld have at least

v. CompanyCam, Inc., No. 191109 (MN), 2020 WL 6043911, at *2 (D. Del. Oct. 13,
2020).

8 In fact, this $45,332 figure isnly for preparing the motion and opening papers.



attempedto discusghe deficiencies it planned to raise in a motion to disbe$sre spending tens
of thousands of dollars on preparing a motion to disnisegh sides contributed in their own way
to thisapparentlyunnecessary litigation and the resulting price thaglight of the totality of the
circumstance$ the Court does not find this case exceptional and certainly not “so ‘exceptional’
as to justify an award of feesOctane Fitness, 572 U.S. at 555;ee also Icon Health & Fitness,
Inc. v. Octane Fitness, LLC, 576 F. App’x 1002, 1005 (Fed. Cir. 2014) (“The Supreme Court’s
decision inOctane did not, however, revoke the discretion of a district court to deny fee awards
even in exceptional cases.”).

That being said, Plaintiff's inclusion of the language regardosgs and fees in its notice
of dismissal was improper and misleadingsee(D.I. 15 (“each party to bear its own costs,
expenses and attorneys’ f&@s Plaintiff’'s dismissal with prejudice was not a joint stipulation and
Plaintiff cannot unilaterally impose those terms on Defendant. The Cotohéernedoy the
possibility that Plaintiff deliberately included this language to give the appeatratdefendant
had settled with Plaintiff, thereby being a potehtialseful bargaining chip for future cases. To
alleviate this concern, the Court will order that the offending language deestfrom the notice
of dismissal. And to be clear, Plainfifland its counsel) are hereby warned that such misleading
language will not be tolerated in future dismissaith prejudicewhere there has been no such

agreement between the patrties.

The Court has considered all factors advanced by Defendant to support a finding of
exceptionality, as well as those offered by Plaintiff in opposition, even if not explicitl
addressed in this opiniortee Univ. of Utah v. Max-Planck-Gesellschaft zur Foerderung

der Wissenschaften e.V., 851 F.3d 1317, 1323 (Fed. Cir. 2017) (noting that the trial judge
has “no obligation to write an opinion that reveals her assessment of every coisiterat
when denying attorneys’ fees under § 285



V. CONCLUSION

For the foregoing reasons, Defendant’s motion for attotriegs unde§ 285(D.1. 17) is

DENIED. An appropriate order will follow.
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