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Issued by the
United States District Court
DISTRICT OF D.C.
SUBPOENA IN A CIVIL CASE
Static Control Components, Inc. ' ' ' g
Plaintiff/Counterclaim Defendant : f

v, , Civil Action No. 04-CV-84-GFVT

Pending in United States District Court,

Lexmark International, Inc. Eastern District of Kentucky i
Defendant/Counterclaim Plaintiff Honorable Gregory F. Van Tatenhove

v.

‘Wazana Brothers International, Inc.
d/b/a Micro Solutions Enterprises
Counterclaim Defendant

V.

Pendl Companies, Inc.
Counterclaim Defendant

V.

NER Data Products, Inc.
Counterclaim Defendant

To: McDermott Will & Emery
Attn: Paul E. Poirot
600 13th St., N.W.
Washington, DC 20003

YOU ARE COMMANDED to appear in the United States District Court at the place, date, and time
specified below to testify. in the above case,
PLACE OF TESTIMONY _ COURTROOM

DATE AND TIME
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_ X YOUARE COMMANDED to appear at the place, date, and time specified below to testify af the takmg of
a deposxtion in the above case pursuant Fed. R. Civ. P, 30(b)(6) and Fed. R. Civ. P. 43, See Exhibit B for the
depogition topics.

PLACE OF DEPOSITION DATE AND TIME

Banner & Witcoff, Lid.

1001 G St, N.W. November 7, 2006 at 9:00 a.m.
Suite 1100 :

Washington, D.C. 20001
(or other muiually agreeable location)

__ X YOU ARE COMMANDED fo produce and permit inspection and copying of documents or thmgs atthe
p!ace date, and time specified below. See Exhibit A for the requests for documents and things.

PLACE DATE AND TIME

Banner & Witcoff, Ltd. ‘

1001 G 5t, N.W. QOctober 27, 2006 at 9:00 a.m.
Suite 1100 :

Washington, D.C. 20001
_ {or other mutually agreeable Jocation)

YOU ARE COMMANDED to produce and permit inspection of the following premises at the date and
time specified below.

PREMISES : DATE AND TIME

Any organization not a party to this suit that is subpoenaed for the taking of a deposition shall designate one or more officers,
-directors, or managing agents, or other persens who consent to testify on its behalf, and may set forth, for each person designated,
the matters on which the person will testify. Federal Rules of Civil Procedure, 30(b)(6).

Issuing Officer Signature and Title (Indicate if attorney for Plaintiff or Defendant) Date

Attormey for Defendant/Coun i Plaintiff, Lexmark Imtesagtional, Inc, , -
da 4{/{5/ Oclober 18, 2006

If.suing Officer’s Name, Addres€, and Phone Number L~
Jason 8. Shuil Banner & Witoff, Ltd, 10 South Wacker Drive, Suite 3000, Chicago, lilinois, 60608, (312) 463-5000

PROOF OF SERVICE
DATE | PLACE
SERVED |
SERVED ON (PRINT NAME) MANNER OF SERVICE
SERVED BY (PRINT NAME) - TITLE
DECLARATION OF SERVER

"I declare under penalty of perjury under the laws of the United States of America that the foregomg
information contained in the Proof of Servxce is true and correct.

Signature of server:
Executed on:
DATE

Address of server:
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Rule 45, Federal Rule of Civil Procedure, Parts C & D

(c) PROTECTION OF PERSONS SUBJECT TOQ SUB-
POENAS.

(1) A party or an attorney responsitie forthe
issnance and service of = subpoena shall take reasonable steps
o avoid imposing unrdne burden or expense on a person.
subject to that subpoena. The courton behaif of which the
subpoena was issued shal! enforee this duty and impose upon
the party or attomey in breach of ths duty an appropriate
sanction which may include, but is ot limited fo, lost earnings
and a reasonable attorney's fee.

{2XA) A person commanded to produce and permit
inspection and copying of designatet books, papers,
documents or tangible things or ingpection of premises need
not appear in person at the place of production or ingpection
urtless commanded to appear for deposition, bearing or trial.

(2XB) Subject to paragraph (d)}{2) of this rule, a
person commanded to produce and permit inspedion and
copying may, within 14 days after service of the subpoena or
before the time specified for compliance if such fime is less
than 14 days afler service, servé upon the party or attorney
designated in the subpopna wiitten objection to inspection or
copying of any or all of the designated miaterials orof the
. premises. If ohjection is made, the party serving the subpoena
shall not be entitled to ingpect and copy the materials or inspect
thie premises except pustant to an order of the court by which
the subpoena wagissued, Ifobjecfion is made, the party
serving the subpoena may, upon nolice to the person
commanded to produce, move at any time for an order to
compel the produdtion. Such-an order to compel produdion
shall protect any person who is not a party or an officer of a
party from significant expense resulting from thie inspedion
and copying commanded.

(3)(A) On timely mation, the court by which a sulpoena |

was issued shall quash or modify the subpoena ifit
{1) fails to allow reasonable time for compliance;
(ii) requires a person. who is not & party or an
officer of a party to travel ‘o a place more than 100 miles
from the pilace where thatperson resides, is employed or
regularly fransacts business in person, except that, subjbfzt

to the provisions of chuse )}(3)(B)ii} of this rife, such.
a person may in order to attend trhl be commanded to
travel from any such place within the state in which the
rial is held, or )

(ifi) requires disclosure of privileged or other
protected matter and no exception e waiver applies, or

{iv} subjects a person to undue burden.
{B) If a subpoena

(1) requires disclosure of a trade secret or other
confidential research, development, of commerclai
information, or

(it} requires disclosure of an unretained experts
oapinion or information not deseribhg specific events or
occurrences in dispute and resulting from the expert's
study made not at the request ofany party, or |

(iii) requires & person whao is not aparty or an
officer of a party to incur substantial expense to travel
more than 100 miles to attend wrial, the court may, to
protect a person subject to oraffected by the subpocna,
quash or modify the subpoena or, if the party in whose
behalf the subpoena is issued shows a substantial need for
the testimony or materjal fhat cannot be otherwise met
without undue hardship and assures that the person to
whom the subpoena is addressed wil be :easauaﬁly com-
pensated, the court may order appeaance or productzon
only upon specified conditions.

(d) DUTIES IN RESPONDING TO SUBPOENA.

{1} A person responding to a sulpoena to produce
documents shall produce them as they are kept in the
usual course of business or shall organizé and label them
t0 cotrespond with the categories inthe demand, |

(2) Whes information subjectto a suhpaena is
withheld on a claifn thatit is privileged or subjectito
protection as trial préparation materfals, the claim shall be
made expressly and shall be supported by a descripton of
the nature of the doduments, communications, or thmgs
not produced that issufffcient to enable the dmandmo
party to contest the clim,
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EXHIBIT A
Pursuant to Federal Rule of Civil Procedure 45 and directed by the subpoena éttached

hereto, which has been issued by the District of D.C., you are requested to produce all documents’

and things within the scope of the foliowing definitions and descriptions that are Wlt}nn your

possession, custody, or control. With respect to documents and things withheld under a claim of

’ |
privilege, you are required under Rule 45 to describe the nature of the documents andithings
withheld in a manner sufficient to enable the demanding party to contest the claims.

DEFINITIONS

1. The term “-McDermott Will & Emery” means McDermott Will & Emery, its past

and current employees, attorneys, licensees, agents, representatives, and investigaiors, as well as
any company name under which McDermott Will & Emery is or was doing busin;ss, its
 predecessors, directors, officers, employees, agents, and each person acting or purportingito act
on its or their behalf or under its or their control, including, but not limited to, Séth D.
Greenstein, William H. Barreft, Melisz R. Blékes}ee, John R, F uisz, Stefan M. Meisner, Ann M.
‘Erqse, and Paul E. Poirot.
2. The term “Lexmark™ means Lexmark hltemationél, Inc., as well as its émplclj)yees,
atiorneys, licensecs, agents, representatives, and investigators, as well as any company Ename
under which Lexmark is or was doiﬁg busine’ss; its predecessors, parents, sisters, gubsidiaﬂes,
divisions, directors, officers, employees, agents, diétributors, jobbers, salespersons, isales
'. fepi‘esentéﬁVeS; licensors, licensees, and attorneys, and each person acting or purporting to z;:ct on
its or their behalf or under its or their control.

3. The term “Pendl” means Pendl Companies, Inc., as well as its empl&yees,

aftomeys, licensees, agents, representatives, and investigators, as well as any company hame

BRI,
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_under which Pendl is or was doing busiriéss, its predec.:es‘sors', parénts, sisters, sub_sidiari:es',
divisions, directors, ;)ﬂicers, employees, agents, disiributors, jobbers, salespersons, sales
representatives, licensors, licensees, and attorneys, and each person acting or purporting to act on
. its or their behalf or under its or their coﬁi‘rol, including, but not limited to, Robert D. Becker (the

author of the letter to Randy Pend! of August 26, 1999 (attached héreto as Tab 1)).

| 4, The term “Lexmark’s Patents” meéns 1.8, Patent Nos. 5,634,169, 5,7(57,743,

5,758,231, 5,758,233, 5,768,661, 5,802,432, 5,804,114, 5,874,172, 5,875,378, 5,88:0,244,

: 5,952,442, 5,995,772, 6,009,285, 6,009,291, 6,117,557, 6,160,073, \‘6,300,025, 6,39?7,015,
| 6,459,876,6,487,383,6,492,083, D399,249, and D458,300.

5. The term “Prebate Program” means and refers to Lexmark’s Prebate progriémfor_-
the sale of certain Lexmark toner carfridges that are sold at a special price subject to a resni"'iction
that the cartridge be used only once and returned only to Lexmark. Lexmark’s Prebate pr‘cE}gram

' -tvas renamed the “Lexmark Return Program” on April 22, 2003. ‘

6. The terms “document” or “documents” mean anything which would_i be a

“writing” or “recording” as defined in Rule 1001(1) of the Federal Rules of Evidencé; or a

“document” as defined in Rule 34(a) of the Federal Rules of Civil Procedure, including, w?i’dlout'

. iirnitatioﬁ, every original (and every copy of any original or copy which differs in any way?’ from
any original because of notations thereon or attachments thereto or otherwise) of every Wﬂting or

‘recording of every kind of description, whether handwritten, typed, drawn, sketched, pﬂnéed or

" recorded by any physical, mechanical, electronic or electrical means whatsoever, inclé'zding

. %ﬁﬂmﬁiimitaﬁon, memoranda, correspondence, electronic mail, electronic data com}ﬁiiattions,

. niotes, books, records, papers, pamphlets, brochures, circulars, advertisemerits, speciﬁcaéions,

L blueprints, maps, plats, surveys, drawings, sketches, graphs, charts, plans, Iaboratory or
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engineering reports, notebooks, worksheets, reports, lists, analyses, summaties, ledger accounts,
audits, invenfories, tax returns, financial statements, profit and loss statements, _cash flow
statements, balance sheets, annual or other periodic reports, prospectuses, registration,
solicitations, minutes, appointment books, diaries, telephone bills and toll call records, e?:pense 7
reports, commission statements, itineraries, agenda, payroll records, checkbooks, ceinceled
‘checks, receipts, contracts, agréements, instrument assignmenfs, épplications, ioffers,
acceplances, proposals,. financing statements, documents of title, appraiéais, puréhase 1gm;lers,
. invoices, bills of lading, written memorials of oral communications, forecasts, photoémphs,
photographic slides or negatives, films, filmstrips, x-rays, video or audio tapes and r’ecordiizigs.

7. The terms “thing” or “things” mean anjr tangible item, and shall he. consir:ued as
~ broadly as possible under the Federal Ruleé of Civil Procedure.

8.  The term “relating to” means alluding to, responding to, concerning, confaected
with, commenting on, in respect of, about, regarding, discussing, evidencing,. shéwing,
describing, reflecting, analyzing and/or constituting.

9. “And,” “or,” as w_ell as “and/or,” shall be construed disjunctively or conjuncltiveiy
as necessary in order to bring within the scope of thé request all responses which othe%rwise
might be construed to be outside its scope.

10, The terms “any” and “all” shall be read to mean each and every.

11..  The term “person” means a natoral or judicial person, including any coxponj@ttion,
proprietorship, partmership, agency, or business association of any type. | |

INSTRUCTIONS
1. In producing documents and things responsive to these requesfs, McDermot’:% Will

& Emery shall fomish all documents and things within its possession, custody or control, asé'they
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are kept in the ordinary course of business or they shall be organized and Iabeled to correspond

with the document requests to which they are responsive, regardless of whether these documents

and things are possessed directly by McDermott Will & Emery or by its present or past agents,

. employees, companies, licensees, representatives, investigators, or attorneys.

2.

document or thing, or if any document or thing is not produced in full, produce the doculﬁent or

If the attorney-client privilege or work product immunity is asserted as to any

~thing to the extent the request for production is not objected to, and, in so doing, state the

following:
()
(b)

(©)

3

the specific ground(s) for not producing the document or thing in full;

the basis for such a claim of privilege or immunity and the facts supportix?lg that
basis; and |

fully identify the information or material contained within the document o% thing
for which such privilege or immunity is asserted, inchuding as applicabi;é, the
name of any document or thing; its date; the name, address and job title of each
authof or other person involved in its preparation, each addressee and each person
to whom a copy of the document or thing has been sent or received; aﬂd the

general nature of the document or thing (e.g., memoranda, letter).

Where an objéction is made to a request, state all grounds upon which McDéfmott

i Will & Emery’s objection is based.

4.

If, after excrcising due diligence, McDermott Will & Emery is unabE1e to

[ l
. determine the existence of any documents or things falling within a specific request, McDetmott

" UWill & Emery shiall so state in its written response.

At A e e e e
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5. With'resp;:‘ct to each of the following requests, McDerrﬁott Will & Emery shall
'idei}'t'i'fy and/or produce all documents which are known to it or which can be located or
* discovered by McDermott Will & Emery through diligent effort on McDermott Will & Emery’s
part, including, but not limited to, all documents which are in the business or personnel iﬁles of
" ‘McDermott Will & Emery employees or contained or stdred within a computer in the posfsess.ion
of McDermott Will & Emery or its representaﬁyes, attorneys, or accountants, or access;ible to
McDermott Will & Emery, its employees, or its representatives, attorneys, or-éccountants.

6. Whenever used herein, the singular shall be deemed to include the plural and the
pIm‘éI shall be deemed to incIudé the singular and the diéjunctive shall be deemed to inch%de the
g conjunctive and the conjunctive shall be deemed to include the disjunctive so as to elicit all

: ;mformation potentially responsive to the request for production and all of its context;
REQUESTS f‘OR PRODUCTION OF DOCUMENTS AND THINGS
Request No. 1: Al documents and things relating to the subject maﬁer discusisged in
" Robert Becker’s lefter to Randy Pendl of August 26, 1999 (attached hereto as Tab 1). ‘
Request No. 2: All documents and things that reflect, embody, or d:ﬁscuss
."-commimications between McDermott Will & Emery and Pend! relating to the subjeét ;naﬂef
. discussed in Robert Becker’s letter to Randy Pendl of August 26, 1999.
| Reguest No. 3:  All docﬁments and things that reflect, embody, or déscuss
communications between McDermott Will & Emery and Pendl relating to Pendl’s advijce of
::- ccounsel defense, including Pendl’s deéision to invoke the defense.
Request No. 41 | All documénts and things that reflect, embody, or diis.cuss
" communications between ‘McDennot‘t Will & Emei'y and Pendl relating to the scope, vai}idity,
!

: ~and/or enforceability of Lexmark’s Prebate Program.
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: "Req west 'ﬁb-.‘-s’:' All docutments ‘and things that 'reﬂect, embody, or éisitiﬁss
coniﬂiuhications beﬁveen MecDermott Will & Emery and Pend] relating to communicatiohs with
' Pendl regarding the infringement of Lexmark’s Patents. |
Request No. 6: All documents and things that reflect, embody, or éiscuss
- ‘communications between McDermott Will & Emery and Pendl relating to the at}titrust
implications, vel ron, of Lexmark’s Prebate Program. L
Request No. 7: Al documents and things that reflect, embody, or &iiscuss
‘comlinications between McDermott Will & Emery and Pendl relating to the éontrai:t law
. _.concéms, vel non, of Lexmark’s Prebate Program. : '
Request No. 8: - All documents and things that reflect, embody, or d:;'lscuss

* communications between McDermott Will & Emery and Pend] relating to the issue of whether
: !

Pendd’s remanufacturing of used toner cartridges constitutes permissible repair.

Request No. 9:  All documents  and things that reflect, embody, or djiscuss

‘communications between McDermott Will & Emery and Pendl relating to the I_egal a‘lnd/or

. factual bases set forth in Robert Becker’s letter to Randy Pend! of August 26, 1999.




]
i

f.-:Pendi relating to the infringement of Lexmark’s Patents.

1 Pendl relating to the antitrust implications, ve/ non, of Lexmark’s Prebate Program.

- of August 26, 1999.
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EXHIBIT B
The definitions set forth in Exhibit A are inoorporated herein by reference.

DEPOSITION TOPICS

Deposition Topic No. 1: Communications between McDermott Will & Emery and

‘Pendl relating to the subject matter discussed in Robert Becker’s letter to Randy Pendl of'August

126, 1999.

Deposition Topie No. 2: Communications between McDermott Will & Eméry and

‘Pendl relating to Pendl’s advice of counsel defense, including Pendl’s decision to invbke the

: defense.

Depeosition Topic No. 3: - Communications between McDermott Will & Eméry and

" Pendl relating to the scope, validity, and/or enforceability of Lexmark’s Prebate Pro gram

.Denosition Topic No, 4: Communications between McDermott Will & Emery and

Deposition Topic No. 5: Communications between McDermott Will & Emery and

Deposition Topic No. 6:  Communications between McDermott Will & Eméry and
Pendl relating to the contract law concerns, vel non, of Lexmark’s Prebate Program.

Deposition poié No. 7: Commumications between McDermott Will & Emfery and

 Pend] relating to the issue of whether Pendl’s remanufacturing of used toner cartridges
- constitutes permissible repair.

Deposition Topic No. 8:  Communications between McDermott Will & Em'ery and’

‘Pendl relating to the legal and/or factual bases set forth in Robert Becker’s letter to Randl_ry Pend! -
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