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MEMORANDUM OPINION RE: CAMERA MANUFACTURERS’ MOTION FOR
SUMMARY JUDGMENT REGARDING MEMORY CARDS

Papst Licensing Gntb & Co. KG, a German company, sues multiple
manufacturers of digital cameras for alleged infringement of two patemisdoby PapstJ).S.
Patent Numbe$,470,399 (399 Patent) and U.S. Patent Number 6,895,449 (449 Patent).
Generally, Papst contends that thcameras are “interface devices” that infringe the Patents.

The Camera Manufacturémmove for summary judgment of noninfringement

based orPapst’sinfringement allegations that memory cardslasth the “memory” of ertain

! This Multi District Litigation currently consists of First and Second Wave€aBhe “First
Wave Cases” aré:ujifilm Corp. v. Papst, 07-cv-1118;Matsushita Elec. Indus. Co., Ltd. v.
Papst, 07-cv-1222;Papst v. Olympus Corp., 07cv-2086;Papst v. Samsung Techwin Co., 07-cv-
2088;Hewl ett-Packard Co. v. Papst, 08-cv-865; andPapst v. Nikon Corp., 08<v-985. The
“Second Wave Casesurrently are:Papst v. Canon, 08-cv-1406;Papst v. Eastman Kodak, 08-
cv-1407;Papst v. Sanyo, 09-cv-530. The Camera Manufacturers seeking summary judgment
here are parties in the First Wave Cases; they are: Fujifilm Corporation; FujifirA.Uinc.;
Fujifilm Japan; Matsushita Electric Industrial Co., Ltd.; Victor Companyapan, Ltd.;
Olympus Corporation; Olympus Imaging America Inc.; Samsung Techwin @, Samsung
Opto-Electronics America, Inc.; Panasonic Corporation of North America; JM@pa@ny of
America; HewlettPackard Company (HP); Nikon Corporation; and Nikon, Inc.sPap
infringement contentions against HP have been stricken and dis¢tmsebgestayed.
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accused devices amtso“data transmit/receivéevice$ that can be attached to the accused
cameras Because the inventéihterface devickis a stanehlone device that iseparate and

apart fromanydata transmiteceive device, the Camera Manufacturers contend that a memory
cad cannot be botpart of the interface device and a data transmit/receive davieapst

alleges The Court agrees. hEmotion for summary judgment will bgranted.

I. FACTS

The invention at issue is a “Flexible Interface for Communication Betweeista Ho
and an Analog I/O Device Connected to the Interface Regardless of the Thpd/&f Device.”
399 Patent, Title449 Patent, Title An I/O device is an input/output device, repeatedly referred
to as a “data transmit/receive device” in the Patess, e.g., 399 Patent 3:43-44 & 13:1-249
Patent4:6-7 & 11:63-64 The 399 Patent was issued on October 22, 2002, with an application
date of March 3, 1998; the 449 Patent was issued on May 17, 2005, with an application date of
August 15, 2002.The patented “Flexible Interface Device” was/ented by Michael Taslgit
has never been manufaced. Papstnow owns the Patents.

The 449 Patent is a continuation or divisional patetis quite similarto the
399 Patent. ThPatentshare the same block diagram drawings, Figures 1 aBek2e.g., 399
Patent 9:15-16 (“Figure 2 shows a detailed block diagram of an interface devareljrag to the
present invention”); 449 Patent 8:15-16 (same). The 399 and 449 Patents also share much of the
same specificationEven so, the 449 Patent covers other aspects of the inveagtioglevant to
this Opinion,one key difference is that the 449 Patent omits references to doalmgtal data

conversion.

2 Citations to the Patents are to “column number: line number.”

% As a continuation patent, Papst asserts that the 449 Patent has priority dating he89%o t
Patent.



The invention a flexible “interface deviceWas designedo providedatatransfer
between dransmit/receivelevice and a computer (host device) without thedrfer special
software; this is accomplished by telling the computer thantkeeace device is an I/O device
already known to the computer (and for which the com@alteady hadrivers), regardless of
what kind of 1/Odevice actuallys attached to the interface devieel9 Patent, Abstract; 399
Patent, Abstractee also 449 Paten6:19-22 (in the preferred embodimerjt] égardless of
which data transmit/receivdevice at the output line 16 is attached to the second connecting
device, the digital signal processor*1¥orms the host device that it is communicating with a
hard disk drive”); 399 Patent 6: 2 (same).The inventioris to provide ‘an interface device
for communication between a host device and a data transmit/receive device vehiss®ogs
deviceindependent and which deliwea high data transfer rate.” 449 Pat&R20-23; 399 Patent
3:24-27. The Patents arébased on the finding that both igln data transfer rate and host
deviceindependent use can be achieved if a driver for an input/output device customary in a host
device, normally present in most commercially available host devicesjzediilinstead of
special driver software449 Patent 3:27-3B99 Patent 4:23-27. In other words, the invention
seeks to capitalize on software customarily found in a computer to allow conatmmiith a
data transmit/receive device.

Pursuant taMarkman v. Westview Instruments, Inc., 517 U.S. 370 (1996), a court
is required to construe the contested claims of the patents before a juryerarirgewhether
the accused products infringe. In claims construction, a court must interpret tfseoiveach
contested claim from the perspective of one adtilh the art at the time of invention, in light of

the patent documents and the prosecution histeimilipsv. AWH Corp., 415 F.3d 1303, 1313

* The specification often refers to block diagrams, Figures 1 and 2, by identifgingrs by
number as they appear in the Figures.



(Fed. Cir. 2005). The Court construed the contested claims of the 399 and 449 Batents.
Modified Claims Construction Opinion [Dkt. 336] (Claims Constr. OPrder [Dkt. 337].
Claim One of thel49Patent states:

What is claimed is:

1. Aninterface device for communication between a host device,
which comprises drivers for input/output devices customary in a
host device and a muftiurpose interface, and a data
transmit/receive device comprising the following features:

a processor;
amemory;,

a first connecting device for interfacing the host device with the
interfacedevice va the multipurpose interface of the host device;
and

a second connecting device for interfacing the interface device
with the data transmit/receive device,

wherein the interface device is configured by the processor and the
memory in such a way that th&erface device, when receiving an
inquiry from the host device as to the type of a device attached to
the multipurpose interface of the host device, sends a signal,
regardless of the type of the data transmit/receive device attached

to the second connecting device of the interface device, to the host
device which signals to the host device that it is a storage device
customary in a host device, whereupon the host device
communicates with the interface device by means of the driver for
the storage deviceustomary in a host device, and

wherein the interface device is arranged for simulating a virtual file
system to the host, the virtual file system including a directory
structure.

449 Patent 11:45-67 & 12:1-6 (emphasis addesalso 399 Patent 12:41-67 & 13113 @s
relevant heresubstantially the sanees the 449 Patergxceptthat the“data transmit/receive

device” is described as éing arranged for providinghalog data).
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During claims construction, the Court determined that the invéntiedface
device” is a “standilone” device. Claims Constr. Op. at 18. The Court expressly rioteat:
the data transmit/receive device must be a separate device from the inventianaeseno
happenstance but an integral aspect of what was invenigkdat 19. The Court also explained
that the interface device cleattached to separate data transmit/receive desidel. at 19, 21;
see 449 Patent6:40-43 (because an operator could program the interface device, users could
“perform essentially identical operator actions for almost any data trdresiaive devices
which can be attached to the second emecting device via the line 1@mphasis added)); 399
Patent 7:4%43 (same) Further,the Court found thaht languagen Claim One stating
“regardless of the type of the data transmit/receive device attackéchtes that various kinds
of data transmit/receive devices can be attached and that, therefore, the interéace/alewt
a permanent part @itherthe data transmit/receive devigethe host device/compute€laims
Constr. Op. at 1;%ee 449 Patent 11:59-67 (“the interface device . . . sends a siggaldless of
the type of the data transmit/receive device attached to . . .the interface device... , to the host
device wiich signals to the host device that it is a storage device customary in a host dévice . . .
(emphasis addelj)399 Patent 13:1-S{ghlighted portiorthe samgsubstituting the term
“input/output device” for the term “storage devige”

In explaining thathe interface device “stands alone,” the Court noted that the
Figures that accompany each Patent indicate that “the data transmit/receive ddfibeis o
sheet, out of sight, not part of the Figure, and not part of the invention.” Claims Constr. Op. at
22. Thus;'Claim One contemplates and intends that a variety of transmit/receive devices may
be connected to the interface device, which is also connected to the computer. Toldirfill

One, theinterface devicemust, therefore, be‘atandalone deviceé” Id. at 24.



Further,Claim Oneof the Patents describes the interface device as having a
memory meaning any type of memory. Id. at 73. In addition the Court construed the term
“data transmit/receive device” to mean “a device that is capable of either (a) ttengsdata to
or (b) transmitting data to and receiving data from the host device when connectelddstthe
device by the interface deviceld. at 31. In sum, the “interface device” claimed in the Patents
is, in relevant part(1) astandalone device (2) that has a memory #mat (3) connects to a
separate dattransmit/receive device for the purpo$elata transfer between a transmit/receive
device and a computewrithout the need for special software.

Memory cardsised in digital cameras and other accused deaieedetachable;
they can be inserted into slots on many of the accused products. They are thusshiatbag
from internal memory, which is ndetachable As described in detail belowapst identifid
memory cardaisboththe “memory” of accused devices and a “data transmit/receive déwice”
which an accused device may attach

[I. LEGAL STANDARD

Under Rule 56 of the Federal Rules of Civil Procedure, summary judgment shall
be granted “if the movant shows that there is no genuine dispute as to any mateaiad the
movant is entitled to judgment as a matter of lafved. R. Civ. P. 56(ajpccord Anderson v.
Liberty Lobby, Inc., 477 U.S. 242, 247 (1986). Moreover, summary judgment is properly
granted against a party who “after adequate time for discovery and upon motion . . . faketo m
a showing sufficient to establish the existence of an elememitieése that partis case, and on
which that party will bear the burden of proof at triaC&lotex Corp. v. Catrett, 477 U.S. 317,

322 (1986).



In ruling on a motion for summary judgment, the court must draw all justifiable
inferences in the nonmovingartys favor. Anderson, 477 U.S. at 255. A nonmoving party,
however, must establish more thahe' mere existence of a scintilla of evidéhoesupport of
its position. Id. at 252. The nonmoving party must point out specific facts showing thaighere
a genuine issue for trialCelotex, 477 U.S. at 324. In addition, the nonmoving party may not
rely solely on allegations or conclusory statemef@eene v. Dalton, 164 F.3d 671, 675 (D.C.
Cir. 1999). Rather, the nonmoving party must present spéadis that would enable a
reasonable jury to find in its favotd. at 675. If the evidence “is merely colorable, or is not
significantly probative, summary judgment may be grantéshderson, 477 U.S. at 249-50
(citations omitted).Summary judgmentan be granted in a patent case if there is no dispute over
the structure of the accused products, at which point the question of infringement “sbdllapse
into the question of claim construction and may be resolved by the &esder Prods. Inc. v.
QSound LabsInc., 157 F.3d 1325, 1332-33 (Fed. Cir. 1998).

[ll. ANALYSIS

A. 399 Patent

Because memory cards provide digital and not analog lapst withdrew its
assertion that memory cards constitute “data transmit/receive devices2 faurfhose of the®
Patent, which requires the data transmit/receive device to send analo@gpteRe Memory
Cards [Dkt. 480] at 3 n.gPapst withdraws its assertion that memory cards consIXURDs
[data transmit/receive deviceg) purposes of the 39®]atent that calls for the DTRD to input
analog data.”)see also Opp. HP’s MotSumm. J[Dkt. 470] at 25 &ccused cameras that receive

digital dataand not analog data, from memory cards and USB connectors do not infringe the



399 Patent}. Accordingly, smmary judgment of noninfringement of the 399 Patent will be
granted to the Camera Manufacturers d3apst’s claim that memory cards are data
transmit/receive devicés

B. 449 Patent

The Court thus turns solely to the 449 Patdrd.prove literal infringement, a
patentee must prove that the accused product satisfies each and every limigatitairof
War ner-Jenkinson Co. v. Hilton-Davis Chem. Co., 520 U.S. 17, 29 (1997)Rohm & Haasv.
Brotech Corp., 127 F.3d 1089, 1092 (Fed. Cir. 1997). The accused products include digital
cameras and other devices that Papst asserts are “interface devices” that infridgePthiedt.

As described abov€laim One othe 449 Patent claims an “interface device,”
which hasa “memory andinterfaces with &data transmit/receive devitePapst claims that
the accused devices are interface devices that satisfy the limitations of thetddt9aRd
thereforejnfringe. See generally Final Infringement Contentions [Dkt. 416] (FIC$arst's
Final Infringement Contentions, however, are inconsistent with the Court’s caiwstroicthe
claims. To support its contentiohat cameraconstitute “interface devices,” Papst contends that
memory cards are part of the “memory” of tteenera and that memory cards constitute “data
transmit/receive devis8 that can be attached tileecamera. In other wordsRapstclaimsthat
certain accused devices inclugemory card that constitutboth the “memory” of the accused
devicesand the ‘data tansmit/receive devi¢dghatexchangsdata withtheaccused devise

This is not a viable infringement claim under the Court’s claims construction.

®> The“second connecting device” in the 399 Pategeives analog data from the data
transmit/receive deviceSee Claims Comstr. Op. at 40.

® papsimoved for more discovery on the memory card isseeeMot. for Rule 56(d) Discovery
[Dkt. 479], butlaterwithdrew that portion of itenotion See Reply in Support of Mot. for Rule
56(d) Discovery [Dkt. 515] at 1.



The Final Infringement Contentions repeatea$gertthat many of the accused
devices meet the memory ralimitation becase they “include a memory card”

Certain devices in suit have no internal flash memory for storage
of images or other data. Such devices nevertheless have other
memory, including RAM and memory for storage of device
firmware. Additionally,such devices include a memory card and
instructions for a consumer to install the memory card in the
device. The device has no substantial use without installation of

the memory card as directed. Accordingly, such devices literally
infringe under 35 U.S.C. § 271(a) or, in the alternative, indirectly
infringe under 35 U.S.C. § 271((0).

FICsat 1920 (Part C, “Memory”)(emphasis added$ee also FICsat 61 & 66 ¢laiming thatthe
“memory” limitation is satisfiedecauséthe interface portion of MSC Capable Devices
addressed herein include memoriédso, a socket is typically provided for adding a memory
card.”) Papst concedes that many of the accused products have no internal flash memory for
storage of image and movie files and thus hanesubstantial use without installationtbé
memory card Id. at 1920.

In its Final Infringement Contentions, Papdso accusegarious products of
infringement based on the theory that memory cards are data transmit/recaies.dev

MSC Capable Devices and PTP Capable Devices typically include

a physicalplug or socket for receiving a memory card. ... For

example, SD Card connectors also support Secure Digital

Input/Output (“SDIO” devices). An SDIO device is based on, and
is compatible with, the SD Memory Card connector. The

" Many of the accused products have no internal memorgamshly storefiles on a memory

card. Other accused devices have internal memory of varying capacitiesindlhe F
Infringement Contentiondo not treat products withoirtternal memory for stormpimages
differently from productsvith internal memory.Whether accused devicegth nondetachable
memory meet the claim limitations of the Patents is not addresse@séres not relevant to the
motion for summary judgment based on “memory car@thilarly, Papst’s contention that fact
issues preclude summary judgment because it cannot discern how nondetachable meksory w
has no relevance to the argument regarding detachable memory cards



compatibility includes mehanical, electrical, power, signaling and

software. SDIO cards have many dissimilar functions. Some

SDIO cards hawinterfaces which obtain information and store it

in memory on the card, which may be accessed by an interface

device of the devicem-suit. For example, an “EyEi” Card

device may be a data transmit/receive device because it obtains

certain information wirelessly and stores a portion of it in memory.

Additional discovery of multfunction memory cards is required.

The memory may be aessed by a host computer when the device

is connected to the USB interface of the host computer. The

Compact Flash (“CF”) Card coantors also allow connection of

numerous dissimilar devices. The memory card connectors may

therefore allow a user to rabdattach or detach a plurality of

dissimilar devices. Devices having connectarsmemory cards

are identified in . . . table 5 below.
FICs at 25.Table 5 of thd=inal Infringement Contentionsntitled “Devices having memory
card connectorsJists numerous accused products that have memory card slots for connection to
various types of memory cards, including SD (Secure Digital) devices, @rp@EEtFlash)
devices, XD devices, and SmartMedia devidesat 93124 (Table 5.

Papst Final Infringenent Contentions are inconsistent regarding its claim of
infringement based on the use of memory cards by accused devices. A mechcgnoabe
both a data transmit/receive device and part of an interface delieeCourt made clear in its
claimsconstruction opinion that the interface device is separate and distinct frolatahe
transmit/receive deviceThe block diagram Figures that accompany each Patent indicate that
“the data transmit/receive deviceoi$ the sheet, out of sight, not part of the Figure, and not part
of the invention.” Claims Constr. Op. at 22. The basic function of the invention was tot&cilita
fast communication between dissimilar data transmit/receive devices and a corSpaitel9
Patent 3:20-23 (the invention is “an interface device for communication between avicst de
and a data transmit/receive device whose use is host deglEgendent and which delivers a
high data transfer rate”). The interface device claimed in the Patent doeslue the

dissimilar data transnireceive devices; the Patent describes datamidineceive devices as
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something to which the interface deviséattached See Claims Constr. Opat 1921; see 449
Patent6:40-43 (users could “perform essentiallgmtical operator actions for almost any data
transmit/receive devices whichn be attached to the second connecting device via the line 16”
(emphasis added)349 Patent 11:59-67 (“the interface device . . . sends a siggaidless of
the type of the data transmit/receive device attached to the second connecting dewiof the
interface device . . .” (emphasis added)). Even the title of the inventidaxible Interface for
Communication Between a Host and an Analog I/O Device Connected to the mterfac
Regardless of the Type of the 1/0 Devieetefers to communication between a computer and a
data transmit/receive device connected to (and not a part of) the interface degidd9 Patent,
Title.

The interface devicstands alonePapst’s claim-that accused products infringe
because theyse memory cardshich satisfy the “memory” limitatiorand which satisfy the
“data transmit/receive device” limitation of the Patefails because it isontrary to the 449
Patent and the Court’s constructionteffundamental aspects.

It does not matter that the Final Infringement Contentiodside allegationshat
someaccused devices ugaultiple function memory cards, suchige-Fi and SDIOCards
which include memory plugansmit/receive factions. See FICs at 9, 25. If any part of the
memory card is part of the interface device, the memory card cannot be (anavilpart) the
“data transmit/receive devite.

Papst seeks to escape its own Final Infringement Contetyorsy contending
thatmemory card$are believechot to be required to perform the functions recited in the
claims?” See Opp. at 1.Papst’'sentire Opposition disavows reliance on memory cards to fulfill

the required “memory” claim of the interface devi&@eeid. at 11(“It is the processor and the

11



non-detachable memory that perform the functions required by the claims. Theatidgach
memory is not where those functions are performed.” (citation onjitted)

Papstmight intend to assert somewtheory of infringement. Howeveit,is
years too late fonew theories The Court ordered Papst to file final infringement contentions in
compliance with detailed requirement&ee Mot. for Sanctions [Dkt. 388], Ex. A (Tr. of Aug.
31, 2010 Hearing); Sixth Prac. & Pro. Order (Sixth PPO) [Dkt. 372]. BecausefiRapBinal
Infringement @ntentions that failed to comply with Court’s orders, the Coamted Papst from
advancing any arguments for infringement (or against claims of noninfrimgethat either (1)
are not basedolely on this Court’s constructions of the Patents or (2) are not alreadytet f
specifically and explicitly in Papst’s Final Infringement ContentioBse Sanctions Op. [Dkt.
429]at 13 Sanctions Order [Dkt. 43@t 2 In theinstantmotion for summary judgment, the
Camera Manufacturers have pointed out thaFihal Infringement Contentioriaclude a claim
for infringement (based on memory cards as both “memory” and “data tréessiite device”)
that is outside the parametefglte Court’s construction of the Patent. Because it does not
comport with theCourt’sclaim construction, this theory of infringement fails.

C. Doctrine of Equivalents

The doctrine of equivalents inapplicable hereThe essential inquiry in a
determnation under the doctrine of equivalents is whether “the accused product or process
contains elements identical or equivalent to each claimed element of the patentgdnnve
Am. Calcar, Inc. v. Am. Honda Motor Co., 651 F.3d 1318, 1338 (Fed. Cir. 2011) (quoting
Warner-Jenkinson, 520 U.Sat40). An element in an accused product is deemed to be
equivalent to a claim limitation if the difference between the twmsibstantial” to a person of

ordinary skill in the art.Wavetronix v. EISElec. Integrated Sys., 573 F.3d 1343, 1360 (Fed. Cir.

12



2009). In order to assess insubstantiality, a court considers whether an eletnergccused
product ‘performs substantially the same function in substantially the same way itothleta
same resultas the pateged invention.Am. Calcar, 651 F.3d at 1338. This is often referred to
as the'function/way/result test. Id. A patentee alleging infringement under the doctrine of
equivalents must submit particularized evidence of equivalence and must egptafically

why the difference between what the claims literally require and what the accadadtp
actually do is‘insubstantiaf. Id.

Papst'sFinal Infringement Contentiorfail to asserany claims regarding
memory cards anthe doctrine of equivalés As explained above, Papst failed to comply with
Court orders and the Court imposed a sanction. Papst isgeddhom advancing any
arguments for infringement (or against claims of noninfringement) that éithare not based
solely on this Court’s constructions of the Patents or (2) are not already sefpiectfically and
explicitly in Papst’s Final Infringment ContentionsSee Sanctions Op. [Dkt. 429] at 13;
Sanctions Order [Dkt. 430] at 2. Accordingly, Papst cannot now add a claim for infangem
under the doctrine of equivalerits.

Moreover, the doctrine of equivalents may not be used to recaptisavawed
claim. Sunbeam Prods. Inc. v. Homedics, Inc., 412 F. App’x 263, 268ed. Cir.2010);see also
Phillips, 415 F.3d at 1316 specification may reveal an intentional disclaim&g&;M Corp. v.
Harley-Davidson, Inc., 269 F.3d 1360, 1366 (Fed. Cir. 2001) (the scope of equivalents may be

limited by disclaimers in the specificatiorfWhen a patent thus describes the features of the

8 Further, Papst’s opposition to the motion for summary makes only the bald assertion that the
Camera Manufacturers “infringe under the doctrine of equivaleiS=Opp. at 33. Papst’s

vague and conclusory contention that the accused devices infringe under the agaptivalents

via their use of memory casdloes not satisfy the level of specificity that the Court required, and
thus Papst has waived such a clatgee Sanctions Op. at 7-13.
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‘present invention’ as a whole, this description limits the scope of the invent#eniZon Servs.
Corp. v. Vonage Holdings Corp., 503 F.3d 1295, 1308 (Fed. Cir. 2007). The specification of the
449 Patent describethé invention” as separate from thatatransmitreceive device:

In the interface device according the present invention an

enormous advantage is to be gained, as apparent in the

embodiment described in the followingy separating the actual

hardware required to attach the interface device 10 to the data
transmit/receive device. . . .

449 Patent 7:23-27 (emphasaided).Papst’s infringement claim regarding memory cards is
not savedrom dismissabased on the doctrine of equivalents.
IV. CONCLUSION

The Camera Manufacturensiotion for summary judgment of niofringement
on the basis aihemory card$Dkt. 446]will be granted® Memory cards do not produce analog
datg and thus they cannot constitutédata transmit/receive devic#fiat would lead to
infringement of the 399 Patent. Further, memory cards cannot be both the “memory” of an
accused device and thdata transmiteceive deviceto which an accusedevicemay be
attached.See Claims Constr. Op. at 16-24. Summary judgment will be granted in favor of the
Camera Manufacters with regard to auchinfringement claims.The products identified in
Papst’sFinal Infringement Contentions do not infringe the claims of the 399 or the 449 Patents
either literally or under the doctrine of equivalents based on memory cards (inaudiimayy
memory cardsSD (Secure Digital) devices, CF (CompactFlash) devices, XD devices,

SmartMedia devices, SDIO cards, and fyeard$ becaussuch memory cards do not meet the

® Papst moved to file a surreply in opposition to the Camera Manufacturers’ fosteammary
judgment regardingnemory cards.See Mot. for Leave to File Surreply [Dkt. 511]. Because
surrepliesare disfavored in thisistrict and because the Camera Manufacturegdy brief did
not raise new issues, the motion to file a surreply will be dergeelCrummey v. Social

Security Admin., 794 F. Supp. 2d 46, 62 (D.D.C. 2011).
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“data transmit/receive device” claim limitation. A memorialgiOrder accompanies this
Opinion.
Date March19, 2013 /sl

ROSEMARY M. COLLYER
United States District Judge
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