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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

MILLEPEDE MARKETING LIMITED,
Plaintiff,
V. Civil Action No. 12€v-00672(BAH)
Judge Beryl A. Howell
ANDREW J. HARSLEY,

and

RAPSTRAP LIMITED,

Defendans.

MEMORANDUM OPINION

This casenvolves a dispute among United Kingdom parties over the ownership of a
United States patent for the design of a flexible “tie strip” @ggEhrentlyto close items such as
garbage bagy The plaintiff, Millepede Marketing Limiteda United Kingdontompanybrought
this action agaist its former employee, defendafAhdrewJ. Harsley, a citizen and current
resident of the United Kingdorandhis privately-held companRapstrap Limited“Rapstrap”)
a United Kingdom compangllegingin a twocount canplaintthat defendant Harsley breached
an implied contraatvith, and fiduciary dutyo, the plaintiffwhen he failed to assigil right,
title, and interest in inventions disclosed and claimddnited States Pateio. 7,704,587
(587 Patent”) for“tie strips,” to the plaintiff, andnsteadassigned the ownership rights to his
newly formedcompanyRapstrap Complaint (“Compl.”), ECF No. 1. Both of the defendants
have moved, pursuant to Federal Rule of Civil Procedure 12(b)(djsmisghis actionbased
on the plaintiffs failure to establish the subject majteisdiction of this Court.Def. Harsley's

Mot. to Dismiss, ECF No. 17; Def. Rapstrap’s Mot. to Dismiss, ECF No. 14.
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For the reasons stated below, the defendants’ motions are grantedite@amtiff's
failure to establisltthatthis Courthassubject matter jurisdiction under 28 U.S.C. § 1338{de
plaintiff also argues that this Court has common law equity jurisdiction over theems but
this is not a legallyiable basis br the exercise of jurisdiction in the instant case’s Blppn to
Defs.” Motions © Dismiss (“PI's Opp’n”), ECF No. 19, at 10As explained in more detail
below, this case must loismised’

l. BACKGROUND

A. Defendant Harsley’'sAssignmentsof Patent Rights

On June 24, 1994, defendant Harsley filed a patent application in the United Kingdom,
serial no. 9412759 (“1994 UK Patent Application”), for an “integrally formed tip stade of a
semtrigid resiliently bendable material.” Comf§l12. The next year, in 1995, defendant
Harsley andanother person founded Millepede Cable Ties Limited defiendant Harsley
assigned all of his ownership rights in the 1994 WteRtApplication tothat newly created
company.ld. 1113-14.

Later the sam year,on June 23, 1995, defendant Harsley filed International Patent
Application No. PCT/GB95/01487 (*1995 International Patent Applicatiomhich claimed
priority to the 1994 UKPatent Applicatiorf. Id. § 15. Again, dfendant Harsley assigned all the
ownership rights in the 1996ternational Patent Application to Millepede Cable Ties Limited in

an agreement dated September 10, 19957 16. In this agreement, defendant Harsley also

! Since this case is dismissed for lack of subject matter jurisdiction ¢ @es not reach the defendawtsier
argumentdo dismiss theomplaint on grounds dbrum nonconvenien®r for failure to state a claim against
Rapstrappursuant td-ederal Rulef Civil Procedurel2(b)(6) Def. Rapstrag Mem in Supp. of Mot. to Dismiss
(“Rapstrap’'s Mem.J, ECFNo. 141, at 68; Def. Harsleys Mem. in Supp. of Mot. to Dismiss (“Harsley's Men.”
ECF No. 171, at 57.

2 The complaint does not indicate whether 1884 UK Patent Applicatioar the1995 International Patent
Application resulted in the issuance of a patent.



assigned ‘ight, title, and interest in thievention throughout the world;’ and ‘the right to apply
for patent or other protection in respect of the Invention in all parts of the world whgthay
of national or supranational patents and whether or not claiming the priori(g)dztthe United
Kingdom Application on the International Applicatioh.Id.

On March 3, 1997, defendant Harsley filed Patent Application serial no. 08/765,560
("1997 U.S. Patent Applicationth the United States Patent and Trademark Offidey 17.
The plaintiff allegesthat ths application claimed priority tboth the 1994 UKPatent
Application andhe 1995International Patent Applicatiodd. The next year, w August 25,
1998, defendant Harsley assigned all of his ownership rights in the 1997dte8tApplication
to Millepede Cable Ties Limitedld. § 18. Shortly after this assignment was made, this
application issued as United States Patent No. 5,799,376 (“&@&t#p on September 1, 1998.
Id. T 17.

B. Creation of Millepede International Limited

In February 2001, Millepede International Limited was formed “to acquientsmand
other intellectual property rightsrelating both to the Millepede Mill&ie fastener designs and
to Continuous Injection Moulding technologyrem MillepedeCable Ties Limited.”ld. § 19.
Millepede Cable Ties Limited assigned all its ownership rights in the ‘376tgat&lillepede
International Limited on September 4, 200d. Y 20. Defendant Harsley was the single largest
shareholder of Millepede International Limited and “part of the ‘senior geanant’ of
Millepede International Limited, ‘Research & Development, Millepede Marggd-td. (UK)'.”
Id. T 19.

The plaintiff Millepede Marketing, a majordiywned subsidiary of Millepede

InternationalLimited, hired defendant Harsles “Technical Directorto “invent improvements



on the Millepede Milletie depicted in the ‘376 patehtld. 121-23. Defendant Harslayas
employed by the plaintifin this capacityand receiving “a regular salary. from at least
September 30, 2001 to March 31, 200’ 11 22, 30.

C. Disputed United States Patent

On June 10, 2003, while still employed thye plaintiff, defendant Harsley filed United
Kingdom Patent Application No. 0313319.6 (“2003 UK Patemplfsation”), “which was
directed to a very narrow improvement to the Millepede Miike depicted in the ‘376 patent.”
Id.  23. Lessthan one year laterncApril 30, 2004° defendant Harsley ceased being employed
by the plaintiff, although he apparently continuedbe a majority shareholder in the plaintiff's
parent companyld. {1 24, 37.

Nineteenmonths after he left the plaintiffs employmeah December 9, 2005,
defendant Harsley filed patent application serial no. 10/560,137 (“2005 U.S. Patent
Application”) in the United States Patent and Trademark Offidey 25. This patent
application claimed priority tthe 2003 UK Rtent Application“as they are both directed to the
same invention.”ld. Inthe2005 U.S. Patent Application, defendétarsleyclaimed that “the
notch 15 in the tie strip . . . was the patentable improvement over the tie strip disclbsed in t
earlier ‘376 patent.”ld. §26. This application issued defendantarsley’s name as United
Staes Patent No. 7,704,587 (“58atent) on April 27, 2010.1d. 11 25, 27. BfendanHarsley
assigned his ownership rights to the ‘587 patent to defendant Rapstr§ 3.

The plaintiff claims the notch, the “patentable improvementhe ‘587 Patentyas

“invented by [the defendant], by hgalf or in collaboration with others, on or before June 10,

% The Complaint provids two different dates a month apart for when defendant Harsley’syammait vith the
plaintiff ended. CompareCompl.{ 22 with  24.
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2003, while employed by Millepede Marketing using tools and died other resources,
ultimately paid for by Millepede Marketing.ld. 1 31.

D. District Court Proceedings

On April 27, 2012, the plaintiff filed a Complaint against the defendamidiew Harsley
and Rapstrapn this Court alleginghat (1) defendant Harsley breached an impliedact
contract requiring the assignmaeaithis rights in the invention claimed in the ‘587 patertht
plaintiff, ashis then employeid. {1 3233 (Count I) and (2)defendant Harsley, as the single
largest shareholder of Millepede International Limited and as Techniaadtbirof the plaintf,
breached a fiduciary duty by failing to assign his interest in the ‘587 patia pdaintiff. Id.
11 37-38 (Count Il).As a remedy, the plaintiff seeks “a declaration thatthe ‘587 patent ihi¢
property of Millepede Marketingnd an order requiring Harsley and/or Rapstrap to execute an
assignment to Millepede Marketimg all equitable and legal rights to the ‘587 patermdl.”q 2.

Both defendants have moved, under Federal Rule of Civil Procedure 12(mii&miss
thecomplaint forfailure to establish the subject matter jurisdictidrthis Court. Def. Harsley’s
Mot. to Dismiss, ECF No. 17; Def. Rapstrap’s Mot. to Dismiss, ECF No. 14.
Il. LEGAL STANDARD

“Federal courts are courts of limited jurisdictigpgssessingnly thatpower
authorized by Constitution and statuteGunn v. MintonNo. 11-1118, 2013 U.S. LEXIS 1612,
at *10 (Feb. 20, 2013) (quotingokkonen v. Guardian Life Ins. Co. of A&il1 U.S. 375, 377
(1994)). Indeedrederal courts ardéorbidden . . .from acting beyond our authority,
NetworkIP, LLC v. FCC 548 F.3d 116, 120 (D.C. Cir. 2008), atitkrefore have “an
affirmative obligationto consider whether the constitutional and statutory authority exist for us

to hear each dispute.’James Madison Ltd. by Hecht v. Ludw8@ F.3d 1085, 1092 (D.C. Cir.



1996) (quotingHerbertv. National Academy of Scienc834 F.2d 192, 196 (D.C. Cir. 1992)).
Absentsubject matter jurisdictioaver a casghe court musdismissit. McManus v. District of
Columbig 530 F. Supp. 2d 46, 62 (D.D.C. 2007).

To survive a motion to dismiss under Federal Rule of Civil Procedure 12(b)(1), the
plaintiff must establish the court’s jurisdiction over the subject matterdog@onderance of the
evidence.Seelujan v. Defendersf Wildlife, 504 U.S. 555, 561 (1998olden-Bey v. U.S.
Parole Conm’n, 731 F. Supp. 2d 11, 13 (D.D.C. 2010pn a motion to dismiss for lack of
subject matter jurisdiction pursuant to Rule 12(b)(1), the plaintiff bears the burden of
establishing by aneponderance of the evidence that the court has subject matter jurisyliction
When considering a motion under Rule 12(b)(1), the court must accept as true all uncodtroverte
material factual allegatiorontained in the complaint anddnstrue the complat liberally,
granting plaintiff the benefit of all inferences that can be derived from thedideged and upon
such facts deterine jurisdictional questions.Am. Nat'l Ins. Co. v. FDIC642 F.3d 1137, 1139
(D.C. Cir. 2011)internalcitations and quotation marksnitted). Thecourt need not accept
inferences drawn by the plaintiff, however, if those inferences are unsuppypifeactdalleged
in the complaint or amount merely to legal conclusiddse Browning v. Clintqr292 F.3d 235,
242 (D.C. Cir. 2002).

1. DISCUSSION

The plaintiff maintainsthat this Courhasjurisdiction under 28 U.S.C. 8§ 13@8because

the plaintiff's claimsof breach of implied contract and breach of fiduciary dutyneduire

resolution of substantial questiooisfederal patent law. Pl’s Opp’nat 34. The defendants

* The Complaint cites three statutory bases for subject matter jurisd28dh.S.C. 8§ 1331,338(a), and 35

U.S.C. § 293.Compl.§ 7. With respect to two of these statutes, 28 U.S.C. § 1331 and 35 U.S.C. § 293ntifé pla
offers no substantive response to the defendants’ contention that (aititiff pleads no claim arising under the
Constitution, a federal law, or a treaty sufficient to invoke 28 U.S.C. 8§ 188I(2) 35 U.S.C. § 293 does not
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counterthat the plaintiff's claimsaisequestions of stataw and any patent law issues are not
central tothe resolution of these questions. Def. Rapstrap’s Reply Brief in Supp. of Mot. to
Dismiss (“Def. Rapstrap’Reply”), ECF No. 21, at 2; Def. Harsley’s Reply Brief in Supp. of
Mot. to Dismiss (“Def. Harsley's Reply”), ECF No. 20, atRternatively, tie paintiff argues
that this Court has common law equity jurisdiction over the claims ®bp’'n at 10.Forthe
reasons explained below, the Court agrees with the defenddresplaintiff'sarguments for
subject matter jurisdictioareaddressederiatimbelow.
A. Subject Matter Jurisdiction u nder 28 U.S.C. § 1338

Congress has grantddstrict courts originaand exclusivgurisdiction of any civil
action “arising under any Act of Congress relating to patents.” 28 U.S.C. § 13BB(g).
jurisdictional grant does not extend, however, to “all questions ichvéhpatent may be the
subjectmatter of thecontroversy.” Gunn 2013 U.S. LEXIS 1612t *23 (citing New Marshall
Engine Co. v. Marshall Engine C&223 U.S. 473, 478 (1912)). In order to establish subject
matter jurisdiction under this statute, the plaintiff must establish that “federat [zatesreates
the cause of actioor that the plaintiff's right to relief necessarily depends on resolution of a
substantial question of federal patent law, in that patent law is a necessaytedé one of the
well-pled claims.” Christianson v. Colt Indus. Operating Corg86 U.S. 800, 809 (1988)

(emphasis added) (outlining the two bases for subject matter jurisdiction undes.23 &

independently confer subject matter jurisdiction. Def. Rapstrap’s Me#6; Def. Harsley’s Mem. at-3; seealso
Natl Patent Dev. Corp. v..J. Smith & Nephew, Ltd877 F.2d 1003, 1009 (D.C. Cir. 1989%ection 293 does not
supply subjectatter jurisdiction”). The Court therefore considers the defendants’ challenge to these tworgtatut
bases for jurisdiction as conceded by the plaing#eHopkins v. Womer'Div., Gen. Bd. of Global Ministrie284
F. Supp. 2d 15, 25 (D.D.C. 2003ffd, 98 F. App’x 8 (D.C. Cir. 2004) [t'is well understood in this Circuit that
when a plaintiff filesan opposition to a dispositive motion and addresses only certain argumestyaike
defendant, a court may treat those arguments that the plaintiff failedresadd concededt.’Council on
Americanlslamic Relationg\ction Network, Inc. v. GaubatNo. 092030,2012 U.S. Dist. LEXIS 131788 (D.D.C.
Sept. 17, 2012)'‘Based on the absence of a meaningful response, the Court shall exerdsmatiod to treat the
argument that this theory isdally untenable as conceded.Thus, the Court assess the only remaining basis
citedfor subject matter jurisdiction under 28 U.S.C. § 1338(a).
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1338(a)). As the Supreme Court recently made clear, “a case can ‘aris[e] under’ federal law in
two ways.” Gunn 2013 US. LEXIS 1612at*11. Frst, “when federal law creates the cause of
action asserted¥hich coversa category of caseakat“accounts for the vast bulk of $sithat
arise under federal laiv.Id. at *12. Second, in a “slim category” where the “claimds its
originsin state rather than federal Iawd. In this second category of caskesleral jurisdiction
may be exercised over the state law claim when four requirements afa fieeteral issue is:
(1) necessarily raised, (2) actually disputed, (3) substantial, and (4) capadselofion in
federal court without disrupting the fedesthte balance approved by Congredd.”at *13. By
contrast to claims that meet the “creation tesiis second categogdmits jurisdiction irfonly
extremdy rare exceptions Id. at *12.

With the Supreme Court’s recent exegesis of “arising under” jurisdicti@as 1J.S.C.
8§ 1338(ajs a guide, the Court now examines the plaintiff's claims.

1. The Plaintiff’'s Claims Do Not Directly Arise Under Federal Law

At the outset, itannot be disputed that the plaintiff doesdiogéctly asseranycause of
action created unddne federal patent\wes. Compl. 11 30-38Rather, the plaintiff seeks
declaratios that defendant Harsldyreached an implieth-fact contract withand his fiduciary
duty to,the plaintiffandthat all ownership rights the ‘587 Rtent belong to the plaintiff; and
an order requiring the defendants to assign the rights to the d8iitRo the plaintiff.ld. Each
claim for relief falls under contract law or employment law, not federal patentliaus, the
two claims (breach of implied contract and breach of fiduciary duty) brought Ipjetinéff in
this case clearly derive from state la®deeAm. Tel & Tel. Co. v. Integrated Network Cor®.72
F.2d 1321, 1324 (Fed. Cir. 1992) (haidithat the breach of contract and breacfidoiciary

duty claims relating to ownership of patent rights are governed by statedapatent law);



Teets v. Chromalloy Gas Turbine Cqr@3 F.3d 403, 407 (Fed. Cir. 1996) (applying state law to
an impliedin-fact contract claim).

Moreover, gnerally, claims regarding pateswnershipare determined exclusively
under state law, and are not governed by patent |@amndli v. Chirkes 204 Fed. AppX 24, 24
(D.C. Cir. 2006) (citingnt’l Nutrition Co. v. Horphag Research Li®57 F.3d 1324, 1329 (Fed.
Cir. 2001));Jim Arnold Corp. v. Hydrotech Sys., Int09 F.3d 1567, 1572 (Fed. Cir. 1997).
Contrary to the plaintifé assertiorthat “impliedin-fact” contracts are resolved under patent
law, Pl.’s Opp’n at 9-1Csuch claims arisentirely under state lawTeets 83 F.3d at 407 (*As a
matter of common law, after the Supreme Court’s decisi@rienRailroad v. Tompkinstate
contract principles provide the rules for identifying and enforcing impliedet contracts.”)
(citation omitted).

In sum, the plaintiff's effort to shoehorn the disputed ownership of the ‘587 patent into a
patent claim simply cannot conver plain state law claims into a causection under the
patent laws.Thus, for this Court to exercise subject matter jurisdiction over this case, the
plaintiff must show that the two stal@w claims at issue “necessarily raise a stated federal issue,
actually disputed and substantial, which a federal forum may entertamuivitisturbing any
congressionally approved balance of federal and state judicial respadesibil@unn 2013 U.S.
LEXIS 1612, at *13 (quotingsrable & Sons Metal Products, Inc. v. Darue En§ Mfg., 545
U.S. 308, 314 (2005)). The Coumextturns to the analysis @fhether the statlaw claims meet

this test.



2. Plaintiff's State-Law Claims Do Not Meet Requirements For
“Arising Under” Jurisdiction

Application ofthefour factorsoutlined inGunn v. Mintorto the instant state law claims

demonstrates that “arising under” subject matter jurisdiction is not availakleAsediscussed
in more detail below, while the parties may “actually dispute” a federal pgtesion,
resolution of this question is not “necessary” to the outcome of this case and, wreanysenot
asignificantissue “to the federal system as a whot&jnhn 2013 U.S. LEXIS 1612t *16, *22,
with theconsequece that the exercise of fedejatisdiction is not warranted.

a. Resolution of a Federal Patent Question is Not “Necessary”

The Supreme Court iBunnexplained that the first factor for federal jurisdiction over a

state law claim to lie is that the federal patentessust be “necessarily raisedd. at *13. In
that case, the Court found that application of patent law was a necessary pagabf a le
malpractice claim brought by a plaintiff, who was the losing party in a pai@npinfringement
action, since the plaintiff would have to show that he would have prevailed if his prioetouns
had timely made a particulpatent lanargument on his behalfd. at *15, *24. Thus, th
guestion of federal patent law must be a necessary elementstétitlaw claim, not simply
necesary to one theory of reliefSeeChristianson 486 U.Sat 810 (holding that it is not
sufficient that “a welpleaded claim alleges a single theory under which resolution of a patent-
law question is essential”). In other words, if the merits of a-Eatelaim may be resolved
without reaching or addressing a federal patent law issue, then thes&irs not “necessarily
raised,” andhe statdaw claim falls outside the jurisdictiahgrant of 28 U.S.C. § 133&eeid.
(“If . . . there are reasons completely unrelated to the provisions and purposes térih&pes

why the plaintiff may or may not be entitled to the relief it seeks, then the clairmobesise
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under’ those laws.”|citing Franchise Tax Bd. v. Constr. Laborers Vacation Trust for S, Cal.
463 U.S. 1, 26 (1983)) (internal citation and quotation mark omitted).

Thus, the Federal Circuit, which has exclusive responsibility for appethatenr of
patent cases, has consistently held that the mere presence of sorhkawastsue, or the fact
that patent ownership lies at the center of the controversy, cannot ofiiese# the substantial
guestion of federal patent law that is necessary for § 1338(a) jurisdiétionTel. & Tel. Cq.
972 F.2d 81325 (finding that the district court lacked subject matter jurisdiction under § 1338(a)
over the patent ownership disputdypplasty, Inc. v. Advanced Uroscience, |1i839 F.3d 1277,
1280 (Fed. Cir. 2001) (findindpatthe district court did not have subject matter giggon
under 8 1338(a) over case alleging misappropriation of proprietary information, breach of
fiduciary duty, and breach of contract regarding preparation and filing of a pafdidation);
Consolidated World Housewares, Inc. v. Finl@81 F.2d 261, 265 (Fed. Cir. 198ilihding that
the district court did not have subject matter jurisdiction under § 1338(a) over a corsipate )i

The plaintiffcontendghattwo questions of @tent law are “necessary” tesolveits
claims that defendant Harslégs an implied contractual duty and fiduciary duty to assign all
rights in the ‘587 Btent to the plaintifffirst, the identification of the invention in dispute, which
requires a determination of whether the invention in the ‘587 Patent is “therszan@an” to
which it claimed priority in the 2003 UK Application; and, second, when defendant Harsley
made the invention. Pl.’s Opp’n at 6-10. The defendants counter that these two patent law
issues are neither central to the plaintiff's state law clanmispnecessary to resolve in order to
determine the merits of the plaintiff's claimPef. Harsley's Reply at-2; Def. Rapstrap’s
Reply at 22. The Court agrees with the defendants. While resolution of these paterdrgpuesti

may be helpful to the plaifits case, they are simply not necessary.
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I. The Questionof Identifying the Invention

As noted abovehe plaintiffargues thaidentifying the inventiorcovered by the ‘587
Patent will require definingnd comparing the invention in the ‘587 patent to the invention in the
2003 UK Patent Application. Such comparison, according to the plaintiffestdblish that the
invention in the ‘587 patent is tlsameas that in th003 UKPatentApplication. Yet, at the
same timethe plaintiff also argues th#te 2005 U.S. Patent Application for the ‘587 Patent
“claimed priority” to the earlie003 UKPatent Application, whiclvas filed by defendant
Harsley while still employed by the plaintiff. Comfjf] 23-25; Pl.’s Opp’n at 2, 6-7The
import of the ‘587 Patent claiming priority to the 2003 BKtent Applications that this fact
may be used by thdgntiff as an admission byefendant Harsley that the inventions are the
same in both.

A United States patent application nf@jaim priority’ to an earlieffiled foreign
application in order to benefit from the earlier date of the eddiergnapplicationwhenthe
“application for a paterjts] for thesame inventiom a foreign county 35 U.S.C. § 119(a)
(emphasis addeg3ee alsdoston Scientific Sciad, Inc. v. Medtronic Vascular, In@97 F.3d
1293, 1297 (Fed. Cir. 2007)while the foreign applicatiomust obviously be for the same
inventionand may be filed by someone other than the inventor, section 119(a) also requires that
a nexus exist between the inventor and the foreign applicant at the time the &pydigation
was filed.”) (emphasis suppliegdn re Gostelj 872 F.2d 1008, 1010 (Fed. Cir. 1989) (“Under
section 119, the claims set forth in a United States application are entitled todfiedien
foreign priority date if the corresponding foreign application supports thesclaithe manner
required by section 112.”Accordingto the plaintiff, in order for defendant Harsley to have

listedthe earlier K application on the face of the ‘58atent as a foreigpriority applicationa
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key condition had to be fulfilled, namely th4t] he foreign application must lber thesame
inventionas the application in the United States.” Pl.’s Opp’n at 7 (quoting The Patent Office’s
Manual of Patent Examining Procedur®PEP’) § 201.13). Thus, the plaintiff claims that
“according to federal patent law, Harsisydeemed to have made ‘the same invention as’ the
‘687 patent on the June 10, 2003 filing date of his United Kingdom Patent Application No.
0313319.6.” PlL’s Opp’n at 7.

Despite this probative evidenoéclaimed priorityin hand, the plaintiff insistthat a
Federal court must nonetheless compare the 2003 UK Patent Application and the ‘587 Patent
“[tlo confirmthe priority claim, . . . and conclude that the former is in fact for the same invention
as the latter.” Pl.’s Opp’n at éfiphasis added The Court is not persuaded that such an
inquiry will be required. Pursuant to section 119(he ‘587 patenin fact claimed priority to
the 2003 UK Patent Applicatioas the plaintiff alleges, then defendant Harsley conceded that
the same invention was covered by both the application and the pdteanalysis under
federal patent laws required, and the limited inquinyto the similarity of the inventions
covered by the application and patent may be resolved through an admission in thetfierm of
claimed priority.

In any eventthe question oivhetherboththe2003 UK Patent Application and the ‘587
patentdefine thesameinvention is nonecessary toessolving the plaintiff'sstatelaw claims.
The plaintiff's theory is only one method of proof. In other words, the plaintiff couddblest
when the invention in the ‘587 patent was made without requiring a comparison with the 2003
UK Patent Application For example, the plaintifhay be able to use documents and materials
retained from defendant Harsley’'s employmenglaintiff to establish thalhe created the

invention in the ‘587 patent duririgatemployment Comparison of the invention in the ‘587
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Patent to the 2003 UK Patent Application may proaa®nvenienmethod of proof, buk not
necessary for relief.

The plaintiff relies heavily okuniversityof West Virginia, Bard of Trustees v.
VanVoorhies278 F.3d 1288 (Fed. Cir. 2002), for its position that resolving a patent ownership
dispute by comparing inventiogan create a substantial question of patent law and establish
subject matter jurisdiction under § 1338(a). Pl.’s Opp’n @t F+his reliance is mpaced In
Universityof West Virginiathe defendant inventor assigned his original patent (970 patent”
the university, as per the university’s patent policy &msldssignment extended to all
“continuationin-part” applications relating to treameinvention. 278 F.3d at 1292 he
inventor later filed a new patent application directed at a second invention, which he did not
designate a “continuation-part” of the ‘970 patentld. at 1293.The university alleged that the
second patent was a continuatiarpart of the original ‘970 patent, and therefore the inventor
had breached his duty to assign the new patent to the univddsigt. 1294. The Federal Circuit
found that jurisdiction under § 1338(a) was appropriate because the plaintiff's righ¢to r
necessarily depeled on resolving a substantial question of patent law, specifically, “whether the
[new] application was a CIP [continuatiampart] of the ‘970 application.’ld. at 1295. This
guestion was criticddecause the university could claim ownership undeassggnment
agreemenbnly if the second patent was a “continuatiarpart” of the prior inventionld. at
1293.

In contrasthere, defendant Harsley allegedly claimed priority in the ‘587 Patent to the
earlier UK Patent Application, providing an obvsomechanism fathe plaintiff toestablish its
ownership over the ‘587 patent without a comparison between the 200atgktApplication

and the ‘587 Patent. Additionally, the plaintiff has other potential evidentiaryesotorprove
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its claims. Therebre, the plaintiff's “right to relief” does not depend on the comparison between
the two patents, as did tp&intiff's right to reliefin Universityof West Virginia

il The Question ofWhen Defendant Harsley Made the
Invention

The paintiff alsoargueghatthe question of when the invention in the ‘587 patent was
createdvould provide a basis of subject matter jurisdiction under 8 1338(a). Pl.’s Opp’n at 8.
Specifically, the [intiff claimsthatthe question of the “primary legal criteria” of conception
and “reduction to practice” must be resolved to grant relaef. The Court disagrees. This
terminologyand analysis aresed innterference cases whenority of invention is disputed
betweermultiple claimednventors. Sege.g, Streck, Inc. v. Research & Diagnostic Sys.,,Inc.
659 F.3d 1186 (Fed. Cir. 2011). This case does not involve such claims or analysis.

In fact, the statéaw claims in this casare closely analogous those found insufficient
to support “arising under” jurisdiction kkmericanTdephone & Telegraph Co. v. Integrated
Netwvork Corporation In that caseAT&T asserted stataw claimsagainst former employees
for, inter alia, breachesf contract and fiduciary duty, and sought to obtain ownership rights to
United States PatenAm. Tel. & Tel. CqQ.972 F.2d at 1322Similarly tothe instant case
AT& T’s theory was rooted in the allegation that the invention in the employees’ newldent
been created while the @hoyees still workd for AT&T and they, lterefore had contractual and
fiduciary duties to assign the rightsthre patent to theformer employer.ld. Thus, theAT&T
case involved the same question thatplaintiff proffers to establish subjectatter jurisdiction:
namely,when was the invention createld. at 1323.In AT&T, theFederal Circuifound that
AT& T’s right to relief did not “necessarily depghdn resolution of a substantial question of
federal patent law, in that patent law isexessary element of one of the wa##aded claims,”

and therefore the district court below did not have jurisdiction under § 1338(a)t.1324
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(citation omitted) This same reasoning applies to the instant matiee. question of when the
invention was createid a factual question that does not turn on any issue of federal patent law.
Therefore, consideration of patent law is not necessarily raised by thesbypndispute over the
‘587 Patent.
b. The Remaining Factors

The failure ofthe plaintiff to establish that patent law questions must be necessarily
raised to resolve the stdtew claims at issue in this case is sufficient to deny subject matter
jurisdiction. Even if that first factor had been met, however, the plaintiff has noindémted
that te other three factoese met

As to the second factor, the parties certainly dispute the ownership of the ‘587 Ratte
the defendantpapers do not actually deny that the ‘587 Patent claimed priority to the 2003 UK
Patent Appcation or assert any factual arguments regarding when the invention coydhed b
‘587 Patent was createdRather, the defendants suggibstt the real question is whethander
United Kingdom law, “Mr. Harsley’s fiduciary duty obligated him tsigathe Harsley patent to
Mille pede.” Def. Harsley’s Replat 4;Def. Rapstrap’s Replgt 4 (same).The lack of any
direct response by the defendants totetepatent questions posed by the plaintiff regarding
when the ‘587 Patent was created and itsioglahip to the 2003 UK Patent Applicatianakes
it difficult to ascertain whethéhese questions are “actually disputeiven the probative
value to the plaintiff's claims if these questions were conceded by the defgridaméver, in

the face of sénce by the defendantae Court would grant this factor to the plainfiff.

® The Court notes that the Supreme Court’s decisi@uinn which delineated the four factors applicable to
analysis of mether statéaw claims “arise under” federal law, and thus satisfyjuhisdictional mandate of
81338(a), issued on February 20, 20df8r the briefing in this case. No party to this case has filed any notice of
additional authority sinc&unnwas decided.
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Nevertheless, even if the patent law questions wesamed to bactually disputed
they “are not substantial in the relevant sen$&uhn 2013 U.S. LEXIS 1612, at *15The
Supreme Court explained that “it is not enough that the federal issue be sigmdfittant
particular parties in the immediate suit,” but this fatkooks instead to the importance of the
issue to the federal system as a wholé.’at *16. In Gum, the federal issue raised by the
plaintiff regardingwhether gatent law argument would have changed the result in his prior
infringement action, was critical to establishing his legal malpractice ,céichthe Supreme
Court acknowledged the importanaiethis issue to the claimThe Supreme Court concluded,
however that the*hypothetical” federalssuewas not Significant to the federal system as a
whole,”id. at *22-23, because the status of the patent at issue would not change and “will remain
invalid,” id. at*18, and the resolution of the federal issues would have no “broader
significance” id. at *17, or “broader effectsjtl. at *24, interms ofapplication to other cases
federal interestsd. at*16-22. Similarly, here, the outcome of thiatelaw claims will not alter
the status of the ‘587 Patent, only its ownership, which will be dependent on the “fact-bound and
situationrspecific” circumstances between the parties that “are not sufficient to dsfedliesal
arising under jurisdictio.” Id. at *21 (internal quotations and citation omitted).

Finally, in the absence of a substantial federal issue, the “fourth requirisna¢éso not
met.” Id. at *22. The exercise of federal jurisdiction would therefore disrupt the appeopria
balane of federal and state judicial responsibilities over dtateclaims.

Theplaintiff has not and cannot satisfy the four requirements for federal arising under
jurisdiction and therefore this Court does not hewgiect matter jurisdiction und2g8 U.S.C. §

1338(a).
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B. Common Law Equity Jurisdiction

The plaintiff argues that, even if this Court finds it does not have subject matter
jurisdiction over this matter under 28 U.S.C. § 1338(a), it should exercise common law equity
jurisdiction over the case. Pl.’s Opp’n at IThe defendantdisagree, arguingn responsé¢hat
common law equity jurisdiction over patent law cases was overridden by the Spoanme
Christianson v. Colt Industries Operating Cqrg86 U.S. 800 (1988), and is no longetiable
basis for subjeanatter jurisdiction. Def. Harsley’s Reply ab5Def. Rapstrap’s Reply até

The Court agrees with the defendants that common law equity jurisdiction does not
support hearinghe plaintiff's claims. IrChristiansonthe Supeme Court extensively discussed
subject matter jurisdiction over patent cases under 28 U.S.C. § 1338(a), but never mentioned any
potential “falkback” jurisdiction for district courts under common law equity jurisdiction, as the
plaintiff suggests. 486 U.S. 800 (198&imilarly, in Gunn the Supreme Court emphasized the
limited nature of federal courts’ jurisdictional grant under § 1338(a) to heailastattaims.
As the defendants highligthe fact thatcommon law equity jurisdiction has not been used in a
published decision in this Court in more than 50 years,” is telling. Def. Harlseply Bt 5;
Def.’s Rapstrap’s Reply at 5.

Indeed, the last reported case from this Court to refer to common law eqgsicjion
as the jurisdictional basto resolve the ownership patensis North Branch Products, Inc. v.
Fisher, 284 F.2d 611 (D.C. Cir. 1960), which is relied upon by the plainfiffere, the DC.
Circuit acknowledged the “special grants of jurisdiction in the area oftgatemder § 1338(a),
but noted that this statute “is immaterial if, as we think is true, the allegaeaoms [sic]the case
within the equity jurisdiction of the court asiderfrdhatprovision.” 1d. at 614 n.7.

At the time this case was decided, howetrs, United States District Court for the
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District of Columbia had concurrent jurisdiction with the local couMgntecatini Edison,
S.PA. v. Ziegler 486 F.2d 1279, 1288-89 (D.C. Cir. 1973) (explaining fistrict of
Columbia statute, D.C. Code § 11-306 (1961), which provided “that the District Court here shall
have cognizance of all cases in law and equity between pafir@ginal quotation marknd
citations omitted).lt was not untill971, after the Congress reorganized the courts of the District
of Columbia with passage of the District of Columbia Court Reorganization Act, Pub. R1N
358, 84 Stat. 475, 667, that “the relationship of the federal to the local judiciary was ta be aki
that historically existent in the statesIMM Corp. v. District of Columbia378 F.3d 1117, 1122
(D.C. Cir. 2004). As a consequence, Nerth Branchcourt“did have subject matter
jurisdiction: in those pr®istrict of Columbia Court Reorganization Act days, the district court
served as a general trial court for the District of Columbia, and so had commandiaeyaty
jurisdiction much like that of a state court of general jurisdictiddat’l Patent Dev. Corp. v.
T.J. Smith & Nephew, Ltd877 F.2d 1003, 1009 (D.C. Cir. 1989). Those days are long over, and
theNorth Branchcase has, consequently, been relegated to the dust bin gdrzelbsra.

The plaintiff's contention that federal courts have common law equity juiicidiover
patent matters isimply wrong,because this legal theomould allow “the district court to
intrude on the domain of state courts by asserting jurisdiction over what weresnoesss
contract disputes,” ar@so allow federal courts tvoidtheir “normal subject matter
competence requiremeritsld.

The plaintiffalsopoints toKennedy v. Wrigh©76 F. Supp. 888 (C.D. Ill. 198&s
support for the continuedability of common law equity jurisdiction over cases tialgto
patents in district courts. Pl.’s Opp’n at 18lthough the district court ithatcasecited only

North Branchfor its reliance orcommon law equity jurisdiction as a basis for subject matter
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jurisdiction the court failed to note the unique concurrent jurisdiction of federal courts wighin
District of Columbia at the time of tidorth Branchdecision. Furthermore, on appeal of the
Kennedy v. Wrighdlecision, the Seventh Circuit relied solely upon 28 U.S.C. § 1R88nedy

v. Wright 851 F.2d 963964 (7th Cir. 1988)“The jurisdiction of the district courvas based ‘in
whole’ on 8 1338). TheSeventh Circuit thetransferred the case to the Federal Cirauiitich
hasappellate jurisdiction ovdmal decisions oflistrict cours actingunder § 1338 subject matter
jurisdiction and the~ederal Circuit accepted appellate review of the based upon this
jurisdictionalpredicate, notommon law equity jurisdictionKennedy v. WrightNo. 88-1504,
1989 U.S. App. LEXIS 1106 (Fed. Cir. Jan. 26, 198R)us,the district court decision in
Kennedy v. Wrighs simply not helpful to theplaintiff.

As stated above, the Court holds that, absent a constitutional or statutory grant of
authority for this Court of limited jurisdiction to hear a patent case, common laty equ
jurisdiction is not a viable alternative basis for the exercise of juriedictin any eventeliance
on a resuscitated theooy common law equity jurisdiction would not warrant the exercise of
Federal jurisdictiorto hear tle instantcaseamong United Kingdomartiesover the disputed
ownership of a U.S. Patent, where the allegations stem fformaremployment relabnship
that occurred entirelyn the United Kingdom.

V. CONCLUSION

Under 28 U.S.C. 8§ 1338(a), this Court has subject jurisdiction over this case only if the
claims “arige] under” the federal patent laws, such that the federal patent laws create the cause
of action, or the claims necessarily require resolution of an actually disptisubstantial
issue of federal patent lathat is properly resolved in a federal court. 28 U.S.C. § 1338(a);

Gunn 2013 U.S. LEXIS 1612at *13; Christianson 486 U.S. at 809-10. Sindtee statelaw
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claims asserted hed® notnecessarily raise patent law questions, meet other prerequisites
for the exercise of arising under jurisdictitinis Court is without subject matter jurisdiction.
Accordingly, r thereasons stated above, the defendants’ motions to dismiss for lack of subject

matter jurisdiction ar6RANTED.
An appropriate Order accompanies this Memorandum Opinion.
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