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UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

GLYCOBIOSCIENCES, INC.,
Plaintiff,
V. Civil Action No. 12-1901 (RDM)

INNOCUTISHOLDINGS, LLC, et al.,

Defendants.

N N N N N N N N N N N N

MEMORANDUM OPINION AND ORDER

On November 25, 201PJaintiff GlycobiogiencesInc. brought this patent infringement
suit againsDefendants Innocutis Holdings, LLC, ab&ARA BioSciences, Inc(“Defendants”)
SeeDkt. 1. Raintiff’s amended complaint (Dkt. 23) alleges that Deferslandirectlyor
contributorily infringed U.S. Patent No. 6,387,407 (“the 407 patent”) by importing, selling, o
offering to sell Defendants’ BIONECT producseeDkt. 23at 118, 25, 32, 38see als®B5
U.S.C. 88 271(b), (c)The '407 patent expired in 2006 becausertlevant maintenance fees
were not timely paid to the Rant and Trademark Office (“PTQ"as required by statutdén
April 2013, Raintiff petitionedthe PTO taeinstatehe patentinder the thempplicable
“unavoidable delay” standafdr late payment of maintenance fees, and the PTO denied relief
Subsequently, Plaintiffled a second petitioto reinstatethe patent, this time under the recently
enactedPatent Law Treaties Implementation Act of 2012, P.L. 112-211, 126 Stat. 1527-1537

(“PLTIA” or “Act”), whichreplacedhe “unavoidable delay” standandth the less demanding
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“unintentional delay” standardrlhis timethe PTO granted theetitionandreinstatedhe patent.
Plaintiff thenamended its complaint to allege infygment of the407 patent.

Pending before the Court is Defendants’ motion for judgment on the pleadings under
Rule 12(c) of the Federal Rules of Civil Procedure (DK}. &¥efendantsmotion presents a
single issue whether the effective date provision of the PLTIA—which provides that the Act
will have “no effectwith respect to any patent thatthe subject of litigation in an action
commnenced before” December 18, 2018¥ecloses Rintiff's reliance on theeinstated407
patent For the reasons given below, the Court concludes that it does not and, accordingly,

DENIES Defendants’ motion.

|. BACKGROUND
A. Statutory Background

Under thePatent Act, théTOis required to charge perioditaintenance fes'f or
maintaining in force all patents basedapplications filel on or after December 12, 1980.” 35
U.S.C. 8§ 41(b)(1).These maintenance fees are due 3.5 years, 7.5 years, and 11.5 years after the
grant of a patentSeed. 841(b)(1)(A}(C). “Unless payment of the applicable maintenance fee
. . .is receivedby the PTO]Jon or before the date the fee is due or within a grace period of 6
months thereatfter, the patent shall expire as of the end of such grace period.”@35 U.S
8 41(b)(2).

At the end of the grace period, however, the patent is “only mostly d&a@THE
PRINCESSBRIDE (Act Il Communications 1987 Congress has authorized the PD{Dectorto
accep delayed fees and tevivean expired patent under certain circumstances. patentee
must fileapetitionwith the PTO and pagnydelayed maintenance feasd applicabl@etition

fees See35 U.S.C841(a)(7)(“[tlhe Director shall charge... fees’on the filing of a “petition



... forthe delayed payment of the fee for maintaining a patent in force”); 37 C.F.R. § 1.378
(setting forth the requirements for petition to accept an unintentionally delayed payment of a
maintenance fég Once reinstatedthe patent shall be considered as not having expired at the
end of thegrace period.”35 U.S.C. &1(c)(1). However, to protectthe rights of those who, in
reliance on the lapse, first began using the claimed invention or who first tookoshegagsrt
using it during the lapse period;onar Corp. v. GE C9.107 F.3d 1543, 1554 (Fed. Cir. 1997),
Congress has provideédatno reinstategatent ‘shall[ ] abridge or a#ct the right of any person
... who made, purchased, offered to sell, or used anything protected by thevighierthe
United Statesor imported anything protected by the patent into the United Sif¢eshe 6
month grace period but prior to the acceptance of a maintenance fee under thisosub<feti
U.S.C. 8 41(dR); seealso Fonar Corp.107 F.3d at 1554 (quotirtbe legislative historny

Prior toDecember 8, 2013the PTO Director had disdren to accept delayed
maintenance fedsr up to two years after the 6-month grace period ended, upon a showing that
the delay in paying the fees had been “unintentibnaee3s U.S.C8 41(c)1) (2012); 37
C.F.R. § 1.378 (effective through Dec. 17, 2)52e alsdVanual of Patent Examining
Procedure 8590 (2012) After thistwo-year windowthe PTO Director could accept delayed
feesonlyif the patentesatisfieda more stringent standard and demonstratedhiibatelay was
“unavoidable.” See35 U.S.C. § 41(¢)) (2012);Burandt v. Dudas528 F.3d 1329, 1333 (Fed.
Cir. 2008).

Congreshanged this regime wheneihactedhePatent Law Treaties Implementation
Act of 2012, P.L. 112-211, 126 Stat. 1527-1537. The PLirplemensthe Patent Law Trewpt
which wasratified by the Senaten December 7, 2007, and harmonizes domestic patent

procedures with certain treaty requiremergeS. Exec. Rep. 110-6, at 1 (2007)tle 1l of the



PLTIA amends varioustatutoryprovisionsrelatingto the filing ard processing of patent
applications and payment of fee&s summarized in thignal rule implemenhg these
amendments[tlhe changes intitle Il . . are divided into three groups: (I)elchanges
pertaining to a patenpalication filing date; (2jhechanges pertaining to the revival of
abandoned applications and acceptance of delayed mamcke fee payments; and (B
changes pertaining to the restoration of the right of priority to a foreidicajn or the benefit
of a provisional application.Changes to Implement the Patent Law TredByf-ed. Reg. 62368,
62369 (Oct. 21, 2013).

ThePLTIA makest easier for patentees to reinstaiired patentby giving thePTO
Directorthe discretiorio accept “any” delayed maintenance feesna shaving that the delay
was“unintentional.” SeeP.L. 112-211 802(b)(1)(B) émending 35 U.S.C. § 41(t) to
provide that [t] he Director mayccept the payment of any maintenance fee red oy
subsection (b) after ther@onth grace period if the dgf is shown to the satisfaction of the
Director to have been unintentiofjalsee als®87 C.F.R8 1.378 (effective Dec. 18, 2013By
replacingthe “unavoidable” language formersection 41(d)l), the PLTIA permits
reinstatement o patent that has been expired for ewvemethan twoyearsupon a showing of
“unintentionaldelay” Other provisions othe Actsimilarly authorized the Director to apply the
“unintentional” standard to the revival of abandoned patent applicati@ze®?.L. 112-211
8 201(b) (authorizing the Director to “establish procedures . . . to revive an unintegtionall
abandoned application for patentSge alsd/’8 Fed. Reg. 62371.

The effective date of theLTIA is December 18, 201®ne year after it waanacted See
P.L. 112-211 § 203(a)(1). Section 203(b), howeses, forthtwo “exceptiors” to this effective

date provision. Me firstexceptions not relevant here. The second states:



(2) Patents in Litigatior—The amendments made by this title [i.e., title 11]
shall have no effect with respdotany patent that is the subject of litigation
in an action commenced before the effective satdorth in subsection
(@)(2) [i.e., December 18, 2013].
P.L. 112-211 § 203(b)(2keprinted at35 U.S.C. § 27 note (2012) (emphasis addeelginafter

“litigation exception”)

B. Factual and Procedural Background

Plaintiff commenced this litigation on November 25, 2082eDkt. 1. Although the
original complaintlleged infringement of two other patergseDkt. 1110-17, 22, 29, 29, 46,
on August 25, 2014, PI4iff filed an amended complaint that dropped the original infringement
claims and replaced them with claims basethe407 patent The amendedoplaint alleges
that “[w]ithin the six yearsmmediately preceding the filing of this complaint, [Defendants have]
indirectly [or contributorily] infringed [the 407 patent]” by importing, selling,adfering to sell
Defendants’ BIONECT gel producSeeDkt. 23 11 18, 25, 32, 38ge als®85 U.S.C. 88 271(b),
(©).

As noted above, the 407 patent, which issued on May 14, 2388Pkt. 23-1,expiredin
2006for failure to timelypay maintenance feeseePTO Notice of Patent Expiratiod(ine 14,
2006)! Plaintiff subsequently acquire¢lde '407patent In 2013 after commencing thisuit, but
before asserting the '407 patent in the pendtrgation, Plaintiff petitioned the PTO teeinstate
the patenton the groundghat the failure to pay maintenance fees was “unavoidable,” as then
required for patents that had expired more than two yealier The PTOdenied the petition,

concluding thaPlaintiffs had failed to show the delay wasavoidable. SeePTO Decision on

! The file history of the '407 paterihcluding the cited administrative documemsy be
viewed at http://portal.uspto.gov/pair/PublicPair.



Petition, at 5 (Feb. 10, 2014%hortly thereafteRlaintiff filed a rew petition seeking
reinstatement under tHLTIA’s “unintentional” standard. On June 20, 201% PTO granted
thatpetition andreinstatedhe 407 patentSeePTODecision on Petition, at 1 (June 20, 2014)
(“The first, second and third maintenance fees are hereby accepted as having been
unintentionally delayed and the above identified patent is reinstated as of tldat@aif this
decision.”). Plaintiff then filed the amended complaint alleging infringgrakthe '407 patent.

SeeDkt. 23.

1. DISCUSSION

Defendants’ motion presents a single isstiaw: whether theffective date provision
of the PLTIA precludes Plaintiff from invoking thieinstated407 patent in this litigationSee
Dkt. 55. Defendants rely on the secdarception”’to the PLTIA’s effective datprovision,
section 203(b)(2), whichktatesthat “[tjhe amendments made hitlg 1l of the PLTIA] shall have
no effect with respect to any patent that is the subject of litigatian action commenced
before the effective ddtef the statute i.e., December 18, 2013. P.L. 112-211 8§ 203(b)(2),
reprinted at35 U.S.C. § 27 note. It is undisputed thnas titigationis “an action commenced
before the effective date” of the PLTIA. Defendants argue that betaug7patentis
presently‘the subject of litigatiohin such an action, section 203(b){@andateshatthe PLTIA
amendments-including therelaxedstandard fothe Director to accept delayed maintenance
fees—"have no effect with respect to” the 407 patent. Thus, Defesdaguethe lower
“unintentional” standard does napdy to the reinstatement of thd07 patentat least for
purposes of this litigation.

Plaintiff argues, for its parthat the plain language of section 203(bH@pliesonly toa

patentthat is"alreadythe subject of litigation pending on the effective date,” in which case “that



patent is not entitled to the benefit of the PLH®eastduring the pendency of that litigation.”
Dkt. 59 at Qemphases in original)As supportPlaintiff points tothe PLTIA’'sremedialpurpose
and the “structure of th&tatutory schemé SeeDkt. 59 at 9-11.Under Plaintiff's reading,
although the '407 pate is presently “the subject bfigation” commenced before the PLTIA,
section 203(b)(2) ismapplicable.

The parties asthe Court to resolve this disputasedsolelyonthe text of the statute.
SeeDkt. 55 at 4; Dkt. 59 at 9-1(Neither party identifieanypertinent legislative history, any
casdaw analyzingsection 203(b)(2pr anyanalogoustatutorylanguagepr anyadministrative
interpretatios of the provision. Section 203(b)(2)ates thathe amendments iitle 11 of the
PLTIA “shall have no effeatith respect to any patent thathe subject of litigation in an action
commenced before the effective daté€Emphasis added). The question the Court massilve
is whenthis inquiry shouldbe conducted.Does theexception apply if the patent “is the subject
of [prePLTIA] litigation” onthe PLTIA’s effective datef the patent “is the subject obife-
PLTIA] litigation” whenthe PTO appliesthe amended statutory provisions to the patanf;the
patent “is the subject ¢pre-PLTIA] litigation” atany pointin time? UnderDefendants
reading,section 203(b)(2) applies to apgtentthatis asserted ipre-PLTIA litigation atany
pointin time, including after the patent is reinstapeoisuant to the PLTIAPIaintiff, in contrast,
aslks the Court to construe section 203(b}Rapply onlyif the patent is the subject of litigation
on the PLTIA’s effective date. As explained below, the Court concludes that neittyeispa
correct and thatestion 203(b)(2) is best read to appligerethe patent subject to possible

reinstatement isgt the time the PT@cts ona petition to reinstatéhe patent, the subject of



pending litigation commenced before December 18, 20B8cause the '407 patent was not
asserted in this gwntil afterit was reinstatedy the PTQthe exeption insection 203b)(2) is
inapplicable.

Although the language of the effective date provision does not clifihethe scope of
thepre-PLTIA litigation exceptionthe substantive provisions of the PLTIA provide substantial
guidance. Most importantly, rather than purporting directlyffeceany change in the
enforceability, validity or status of any patents, title Il of the @adresses the authority of the
PTO Director and the consequences of her agtittrthus authorizes the Director taccept the
payment of any maintenance fee required [by statute] afterrti@néh grace period if the delay
is shown to the satisfaction of the Director to have been unintentiseaR’L. 112-211
§ 202(bJ1)(B), codified at35 U.S.C. 8§ 4(c)(1), it provides that “[t]he Director may require the
payment of [getitionfee] as a condition of accepting [lapaymentof any maintenance fee,”
id., andit stipulateghat, {i]f the Director accepts payment of a [late] maintenance.fethe
patentshall be considered as not having expirédl,”In this contextwhere the PLTIA is
conferringnew authority on the Directothelitigation exception to the effective date provision
is most reasonably construed to define when the Director may exatisewauthority.

To be sure, the action of the Director in accepting a late maintenarnisentgemerely an
administrative matter, bumay potentially affecthe rights and interests of third parties, like
Defendants here. Most notably, the PLTEenacted language section 41(c)(}, providing
that oncereinstatedan expired patent “shall be considered as not having expired at the end of

thegrace period.” 35 U.S.C.4L(c)(1). But, many—if not most—PTO actions (e.g., issuance

2 Because the question is not presented, the Court does not decide which versitawof the
would apply where a patent became the subject ePpidA litigation between the filing of the
petition and the Director’s decision.



of a patent, ancellation, reinstatement) can alter a patent’s status andtaffdgiarties’ rights.
The pertinent point for present purposes is that the relevant provisions of the PLTiAttefi
Director’s authority, even though the exercise of that authorityaffagt the interests of others

Here, moreover, there is no dispute that the PLTIA was “effective” at the tane th
Director accepted Plaintiff's laggayment of the '407 patentimaintenance fees. Putting aside
for a moment the prBLTIA litigation exception, the Act took effect on December 18, 2013.
Plaintiff filed its second petition to reinstatee patent on February 27, 2014, and the PTO
granted the petition on June 20, 2014e}l after the PLTIAhad taleneffect. Moreover, at the
time the PTO graed the petitionthe 407 patent was néthe subject of litigatiori the
complaint was not amended until after the patentreiastated Accordingly, under any tenable
construction of the effective date provision dhelitigation exception, the Direat was
authorized to apply the “unintentiordglay” standarét the time she grardehe petitionand
reinstated the407 patent.

As a result, for Defendants’ theory to hold, the Court would need to conclude that either
(1) the filing of the amended complaint acted to undo the Director’s decgimtatingthe’407
patent or (2) although properly reinstated, the '407 patent mayereserted in any litigation
commenced before December 18, 2013, the effective date of the PLTIA. Neither sheory i
viable, for a number of common and separate reasons.

First, both theories ignore the fact that the PLTIA speaks most directly tattioeity of
the PTO Director. Once that authority is exercised, the patent is reinstdtediling of a
subsequent claim, even in a long-pending lawsuit, cannot deprive the PTO Direstgr of
authority that was previously—and properlgxercised. Had Cagness intended such an

unlikely result, it would almost certainly have spoken more directly and glkeetthe issue.



Second, both versions of Defendants’ theory igioeefact that the PLTIA merely lessened the
relevant standard faoeinstatinga patenthathad expired for failure to pay the maintenance fee.
Although in this case the PTO had previously concluded that the 407 patent was not subject to
reinstatementinder the more demanding “unavoidable delay” standard, in other cases the
patentee woulthe entitled, at a minimum, to show that it could satisét standardnstead of
the “unintentional delay” standard. Defendants’ theory, however, leaves no room tgotibis
These problems are highlighted two Federal Circuitdecisions. In the firsfristocrat
Technologies Australia Pty Ltd. v. International Game Technolbgy F.3d 657 (Fed. Cir.
2008), the Court of Appeals for tikederal Circuit held that the allegedly improper revival of a
patentapplicationunder the “unintentionalelay” standard wasot a cognizable defense in an
infringement actionseeid. at 662-63. And, in the secorteixela Pharma Sciences LLC v. |Lee
781 F.3d 1349 (Fed. Cir. 2015) (per curiam), it held that the PTQO’s decision to revive an
application under the “unintentional” standard is “not subject td fharty challenge under the
APA,” id. at 1353. Moreover, in the contextedpired and reinstatgehtentsthreedistrict
courts have held théftjhe Patent Act does not give rise to mnplied affirmative defense of
erroneous reinstatementAllied Tube & Conduit Corp. v. John Mangélo, 125 F. Supp. 2d
987, 1001-02 (D. Ariz. 2000);aerdal Med. Corp. v. Ambu, In@&77 F. Supp. 255, 259-60 (D.
Md. 1995);Cal. Med. Prods., Inc., v. Tecnol Med. Prods., 1821 F. Supp. 1219, 1256-57 (D.
Del. 1995). Mither party has addressed any of these €agedor that matter, angelevant
patent law precedent. However, the relief Defendantswgeekl effectively require an
affirmative defese to be available, i.e., it wouldquire the litigation exception to impose a
condition on reinstatement that colld asserted in litigatiomfter the PTO has already

reinstateda patent. Had Congress intended to create an affirmative defenseditevel done

10



so expressly, as it has in other parts of the Patent@ex#, e.g.35 U.S.C. § 28D) (setting forth

a list of matters that “shall be defenses in any action involving the validityrorgement of a
patent,” including “[a]ny other fact @ct made a defense by’ the Patent Adt)§ 282(c)

(setting forth matters that “shall be a defense” to infringement “duringehed of [a patent

term] extension”).The fact that the PLTIA was enacted against a backdrop in which courts had
declined to findeven anmpliedaffirmative defense based onproper reinstatement suggests
that Congress did not intend the litigation exceptiocagply in circumstances in whighcould

be asserted only as an affirmative defense.

In addition to these problemsach of the two theories descrilbedabvealsosuffers from
further, separate flawsMost notably, lte first theory—that an amendment to a gP&TIA
complaint to asserti@instatecpatent undoes the PTQw@instatemenof the patent-vites
bizarre results and confusion. Under this theory, the PLTIA would disconcertikglgffact on
its effective date with respect to a given patdrgnlater cease to take effect if that patesnt
asserted in pr@LTIA litigation, only to take effect again if the pRLTIA litigation is dropped
so that the patent “is [no longer] the subject of [Pta-1A] litigation.” To make matters worse,
this theory would seem to permit an adverse party to amprelRLTIA declaratory judgment
complaint or counterclaim to assert that thiestatedpatent is either not infringed or invalid,
thus reneéring the patent “the subject of [pRLTIA] litigation,” and thereby depriving the
patentee of thbenefit of thereinstatement It is difficult to imagine that in implementing a
treaty designed to promote the “simplification of formal procedures” aneéttuce costs for
patent. . . owners . .. seeking to .preserveheir rights in inventions on a worldwide basis,” S.
Exec. Rep. 110-6, at 1 (2007), Congress would have intended to adopt such a cosgbhfted

rules.
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Although the second version of Defendants’ theottyat-the revived patent is merely
ineffective in the particular litigation “commeed before the effective datef the PLTIA—
mitigatesthese anomalies, it suffers frastherdifficulties. Most significantly, theeixt of the
litigation exceptiorsays that the PLTIA will “have no effect with respecahy pateritthat falls
within theexception.SeeP.L. 112-211 § 203(b)(Zemphasis added)rhat is, it is the “patent”
that is eithereinstatedbr not. The language, accordingly, does not invite an interpretation under
which the patent iseinstatedor other purposes, buamotbe asserteth a particular litigation.
Rather, the PLTIA is either effective with respectie relevant patent, or it is not. Indeed, the
very next paragraph of tletatutedemonstrates that Congress knows how to limit the
applicability of areinstatedoatent in particular eccumstances. Thus, 35 U.S.C4Kc)(2)
provides that aeinstatedoatent “shall not abridge or affect the right of any personmvho.
made, purchased, offered tolsel used anything protected by the patent within the United
Stdes. . . after the émonth grace period but prior to the acceptance of a maintenance fee under
this subjection . ..” Had Congress intended to authorize the PTO Direct@itgtatea patent,
while precluding the patentee from assertingréiestatecpatent in anypre-PLTIA litigation, it
could have adopted languagjenilar tosection 41(c)(2). The fact that Congrdgs$ notenact
such languagss difficult to square witlihe contention thahe pre-PLTIA litigation exception
narrowlyprecludes thassertion of aeinstatecpatent in a case that was pending before\ties
effective date.

Plaintiffs’ interpretation, which simply asks whether section 203(b)(2)eapph the
PLTIA’s effective date, fares better than Defendants’ interpretatignt also fails to explain
the statutory text. The statute creates two separate requirements with tennpemalahs—

first, that at some point the pater the subject of litigation,” and second, that such litigation

12



was “commenced before the effective date.” P.L-212 § 203(b)(2) (emphasis added). If, as
Plaintiffs urge, the exception applied only to patents that were “the subjeigjation” on the
effective date, these separate temporal requirements would become redundarmatenétiat
was the subject of litigation when the amendments took effect would necessaribhekavhe
subject of litigation “commenced before the effective date.toimtrast, Congress’s limitation of
the litigation exception to patents asserted in litigation “commenced before ttieveftiate”
can be given meaning by adopting the middle course set forth above: the reingtateme
provisions amended by the PLTIA areplpable to decisions made by the PTO Director after
December 18, 2013, unless at the time the PTO Director makes her determheapatent “is
the subject of litigation” in an action that was commenced before December 18, 2013.

Plaintiff's interpretatn alsosuffers from one of the flaws in Defendants’ position: both
parties’interpretations fail to recognize that the PLTIA is principally directed at theiytlof
the PTO Director. Thatspect of the statustrongly supports the conclusion tha effective
date inquiry should, similarly, focus on tlimeframe when thBirector acs. Plaintiff,
however, wouldapplythe lawbeforethe Director acts, while Defendants would apply law
afterthe Director has already acted. The Court, in contcascludes that the proper focus is on
whether the Director has authority to act at the time she gthets or denies the petition to
reinstatehe patent.

That conclusion, however, requires that the Court address one final question, premised on
the general presumptiortfiat statites do not contain surplusdgeirlington Central School
Dist. Bd. of Ed. v. Murphyp48 U.S. 291, 299 n.1 (2006That question is whether, as construed
by the Court, the litigation exception to the effective date provision would have aningfea

application. Although not foreclosed as a matter of logic, it seems unlikely that the litigation
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exception, as construed by the Court, would have any meaningful application to the
reinstatement of patents that have expired for failure to make timely maicegmayments.
First, it isimprobable that Congress was concerned with pending litigation in which the parties
had a&serted claims for infringeent ofexpiredpatents. And,\en if an asserted patent might
have accidentally been allowed to expire during litigation for failure to yipey a maintenance
fee, the PLTIA is still unlikely to have maa difference, athe omission wouldeedto have
gone unnoticedbr two yearsbeyond the six-month grace perioeffore the prd>LTIA
“unavoidable delay” standard would have been triggered. Second, althagigbssible that the
litigation exception might apply to a preLTIA administrativesuit brought against the PTO by
patentee dissatisfied with the Director’s denialefstatementhat possibilityalso seems to
make little sense of Congress’s concern about the effect of the Ridl&nding litigation,
because dissatisfiegpatenteeould simply fileanew petitionwith the PTQafter December 18,
2013, in order to take advantage of the less demanding “unintentional delay” standard.
Even assuminthe litigation exception has little meaningful application to reinstated
patentshoweverthe Court still concludes thatig not surplusage because other provisions in
the Act mighthave affected patenits pending litigation In particular, bhe prePLTIA
“unavoidable delay” standard alappliedwhere the patentee sought to reviveaaandoned
patentapplication SeeRay v. Lehmarb5 F.3d 606, 609 (Fed. Cir. 1995¢e als®5 U.S.C.
8 133(specifying when an “application shall be regarded as abandoned by thethargés’)
Under the PLTIA, the revival of an abandoned application, like the acceptance ofidelaye
maintenance fees, is governed by‘tne@intentionaldelay” standard SeeP.L. 112-211
88 202(b)(5) (9) (amending 35 U.S.C. B33and §371(d)to delete language relating to

“unavoidable” delay)id. 8 201(b) (authorizing the Director testablish procedures . to
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revive an unintentionally abandoned application for pates¢® als&/8 Fed. Reg. 62371.h&
PLTIA alsoauthorized th®irectorto restore priority rightbased on a prianternational
application (or provisional applicatipwhere théiling of a subsequent U.S. application
priority claimhad beerunintentonally delayed SeeP.L. 112-211 § 201(¢}) (amending5
U.S.C. 88 119(a)e) and 8365(b)) see alst/8 Fed. Reg. 62372. Thus, ttleanges made in the
PLTIA could haveaffected gpendng suitin which thepatentee reliednapredecessor
application tasecurean earlier priority datandavoidpotentiallyinvalidating prior art.Cf.
Aristocrat Techs.Australia Pty Ltd. v. Int'| Game Tech91 F. Supp. 2d 916, 924-29 (N.D. Cal.
2008) (granting summary judgmentanalleged infringewhere arabandoned applicatiomas
revived on a showing of “unintentional,” rather than “unavoidaldelay); rev'd, 543 F.3d 657
(Fed. Cir. 2008).

This scenarids not an empty hypothetical.aRnteeslo at times file petitionsluring
litigation, uponrealizingthat an abandoned application has left a gap in the asserted patent’s
priority chain. E.g, Avanir Pharms., Incv. Actavis SAtlantic LLC 987 F. Supp. 2d 504, 517
(D. Del. 2013) (holding that plaintiffs’ petition towiee a predecessor application was
inoperative due to a procedural deficiency). Amdhe timehe PLTIA was enacted, litigants
hadchallengedhe PTO’s authority to revive abandoned applications under the “unintentional”
standard See78 Fed. Reg. 62382 (K patent laws forerly provided for revival of an
unintentionally abandoned application only in the patent fee provisiof&hich] raised
guestions concerning the [agency’s] authority to revive an unintentionally abandonedtappli
(without a showing of unavoidable delay) in certain situationaristocrat Techs.543 F.3d at

660.
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It can be presumdtiatwhen Congressnacted the PLTIA, iknewthatthe revival of
abandoned applications was an importantraedrringthemein patentitigation. It makes
sense thathe litigation exceptiomvas enactedat least in part, to prevent the PTO from taking
administrative actions thabuald affectthe validity of an asserted patent midway through
infringementitigation, by enabling the patentee to secure an earlier priority date based on a
revived application. Thisference is bolsterdaly the similarity between the litigatie@xception
and asimilar exception ira provision enacted in the American Inventors Protection Act of 1999.
SeeP.L. 106113 Div. B, 8§ 1000(a)(9), 113 Stat. 1536 (enacting into law 8§ 4801 of Subtitle H of
Title IV of S. 1948 (113 Stat. 1501A-589), as introduced on Nov. 17, 19298).the PLTIA,
section 480 mendedstatutory provisions relating to prior andprior applicationsseeid.; see
also35 U.S.C8119(e), but did noaddress maintenance feegpiration, or reinstatementts |
“effective date” provision, section 48(@l), contains language strikingsimilar tothe pre-
PLTIA litigation exception“[tjhe amadments made by subsections (b) é)ahall have no
effect with respect to any patent which is the subject of litigation in an action coedrieefore
[the effective date] Id. (emphasis addedkprinted at35 U.S.C8 119 note. Section 4801’s
legislative history is no more informatitiean the PLTIA’s with respect to the meaning of this
language Butthesimilarity between théwo “effective date” exceptiorsupports the conclusion
that Congress did not intend section 203(bi2yelyto consitute aspeciallimitation onthe
enforceability ofreinstatecpatens.

Accordingly, the Courtejects Defendantg€ontention that section 203(b)(2) of the

PLTIA effectivdy voids, in whole or in part, the PTO’s reinstatemenhef407 patent.
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[11. CONCLUSION
For the foregoing reasorisjs herebyORDERED that Defendants’ motion for judgment

on the pleadings (Dkt. 55) BENIED.

It is SO ORDERED.

/s/ Randolph D. Moss
RANDOLPH D. MOSS
Date: June 1,015 United States District Judge
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	At the end of the grace period, however, the patent is “only mostly dead.”  See The Princess Bride (Act III Communications 1987).  Congress has authorized the PTO Director to accept delayed fees and to revive an expired patent under certain circumstan...
	Prior to December 18, 2013, the PTO Director had discretion to accept delayed maintenance fees for up to two years after the 6-month grace period ended, upon a showing that the delay in paying the fees had been “unintentional.”  See 35 U.S.C. § 41(c)(...
	Congress changed this regime when it enacted the Patent Law Treaties Implementation Act of 2012, P.L. 112-211, 126 Stat. 1527-1537.  The PLTIA implements the Patent Law Treaty, which was ratified by the Senate on December 7, 2007, and harmonizes domes...
	The PLTIA makes it easier for patentees to reinstate expired patents by giving the PTO Director the discretion to accept “any” delayed maintenance fees upon a showing that the delay was “unintentional.”  See P.L. 112-211 § 202(b)(1)(B) (amending 35 U....
	The effective date of the PLTIA is December 18, 2013, one year after it was enacted.  See P.L. 112-211 § 203(a)(1).  Section 203(b), however, sets forth two “exceptions” to this effective date provision.  The first exception is not relevant here.  The...
	(2) Patents in Litigation.—The amendments made by this title [i.e., title II] shall have no effect with respect to any patent that is the subject of litigation in an action commenced before the effective date set forth in subsection (a)(1) [i.e., Dece...
	P.L. 112-211 § 203(b)(2), reprinted at 35 U.S.C. § 27 note (2012) (emphasis added) (hereinafter “litigation exception”).
	Plaintiff commenced this litigation on November 25, 2012.  See Dkt. 1.  Although the original complaint alleged infringement of two other patents, see Dkt. 1  10-17, 22, 29, 29, 46, on August 25, 2014, Plaintiff filed an amended complaint that dropp...
	As noted above, the ’407 patent, which issued on May 14, 2002, see Dkt. 23-1, expired in 2006 for failure to timely pay maintenance fees, see PTO Notice of Patent Expiration (June 14, 2006).0F   Plaintiff subsequently acquired the ’407 patent.  In 201...
	Defendants’ motion presents a single issue of law:  whether the effective date provision of the PLTIA precludes Plaintiff from invoking the reinstated ’407 patent in this litigation.  See Dkt. 55.  Defendants rely on the second “exception” to the PLTI...
	Plaintiff argues, for its part, that the plain language of section 203(b)(2) applies only to a patent that is “already the subject of litigation pending on the effective date,” in which case “that patent is not entitled to the benefit of the PLTIA at ...
	The parties ask the Court to resolve this dispute based solely on the text of the statute.  See Dkt. 55 at 4; Dkt. 59 at 9-10.  Neither party identifies any pertinent legislative history, any case law analyzing section 203(b)(2) or any analogous statu...
	Although the language of the effective date provision does not clearly define the scope of the pre-PLTIA litigation exception, the substantive provisions of the PLTIA provide substantial guidance.  Most importantly, rather than purporting directly to ...
	To be sure, the action of the Director in accepting a late maintenance fee is not merely an administrative matter, but may potentially affect the rights and interests of third parties, like Defendants here.  Most notably, the PLTIA re-enacted language...
	Here, moreover, there is no dispute that the PLTIA was “effective” at the time the Director accepted Plaintiff’s late-payment of the ’407 patent’s maintenance fees.  Putting aside for a moment the pre-PLTIA litigation exception, the Act took effect on...
	As a result, for Defendants’ theory to hold, the Court would need to conclude that either (1) the filing of the amended complaint acted to undo the Director’s decision reinstating the ’407 patent or (2) although properly reinstated, the ’407 patent ma...
	First, both theories ignore the fact that the PLTIA speaks most directly to the authority of the PTO Director.  Once that authority is exercised, the patent is reinstated.  The filing of a subsequent claim, even in a long-pending lawsuit, cannot depri...
	These problems are highlighted by two Federal Circuit decisions.  In the first, Aristocrat Technologies Australia Pty Ltd. v. International Game Technology, 543 F.3d 657 (Fed. Cir. 2008), the Court of Appeals for the Federal Circuit held that the alle...
	In addition to these problems, each of the two theories described above also suffers from further, separate flaws.  Most notably, the first theory—that an amendment to a pre-PLTIA complaint to assert a reinstated patent undoes the PTO’s reinstatement ...
	Although the second version of Defendants’ theory—that the revived patent is merely ineffective in the particular litigation “commenced before the effective date” of the PLTIA—mitigates these anomalies, it suffers from other difficulties.  Most signif...
	Plaintiff’s interpretation also suffers from one of the flaws in Defendants’ position:  both parties’ interpretations fail to recognize that the PLTIA is principally directed at the authority of the PTO Director.  That aspect of the statute strongly s...
	That conclusion, however, requires that the Court address one final question, premised on the general presumption “that statutes do not contain surplusage.”  Arlington Central School Dist. Bd. of Ed. v. Murphy, 548 U.S. 291, 299 n.1 (2006).  That ques...
	Even assuming the litigation exception has little meaningful application to reinstated patents, however, the Court still concludes that it is not surplusage because other provisions in the Act might have affected patents in pending litigation.  In par...
	This scenario is not an empty hypothetical.  Patentees do at times file petitions during litigation, upon realizing that an abandoned application has left a gap in the asserted patent’s priority chain.  E.g., Avanir Pharms., Inc. v. Actavis S. Atlanti...
	It can be presumed that when Congress enacted the PLTIA, it knew that the revival of abandoned applications was an important and recurring theme in patent litigation.  It makes sense that the litigation exception was enacted, at least in part, to prev...
	Accordingly, the Court rejects Defendants’ contention that section 203(b)(2) of the PLTIA effectively voids, in whole or in part, the PTO’s reinstatement of the ’407 patent.

