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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

MUSSA ALI,
Plaintiff, : Civil Action No.: 13-2030(RC)
V. : Re Document No.: 73

CARNEGIE INSTITUTION OF
WASHINGTON,

Defendant.

MEMORANDUM OPINION

GRANTING CARNEGIE’SMOTION TO DisMISS

[. INTRODUCTION

Thepresent action arises out of tRkintiff's claimthat he was erroneously omittesl a
an inventor on five U.S. pents ceowned by the Defendant, the Carnegie Institution of
Washington (“Carnegie’and the University of Massachusetteliass), originally brought in
the U.SDistrict Court for the Districof Oregon. The Oregon couransferedthe action to this
Court pursuant to 28 U.S.C. § 1406(&arnegienow moves to dismighe Plaintiff'sAmended
Complaint under Federal Rule of Civil Procedure 12(b)(7), for failure to join a regessty,
or in the alternative, under Federal Rule of Civil Procedure 12(b)(6) for failstate alaim.
For the following reasons, the CograntsCarnege’s motionto dismissunder Rule 12(b)(7).

. FACTUAL BACKGROUND
Plaintiff Mussa Aliseeks, pursuant to 35 U.S.C. § 25 256"),to correct the

inventorship on five U.S. patentsAm. Compl. { 1, ECF No. 4CarregieandUMassare co

! U.S. Patent Nos. 6,506,559, 7,538,095, 7,560,438, 7,622,633, and 8,2&32829.
Am. Compl. § 3, ECF No. 4.
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owners, by assignment, of the pateattsssue Id. 113-4. The patents were allegedly issued as
a result of the collaboration between Dr. Andrew Fire and Dr. Craig C. Mellaythiead
inventors of the laboratories GarnegieandUMass respectively.SeeDef.’s Mot. Dismiss 4,

ECF No. 73-1.The patents claim method$ inhibiting the expression of a particular gene in a
cell through the introduction of a double stranded ribonucleic aRNA") molecule Am.
Compl. 1 19.As a result oftie discovery of ths process, called RNA interference (“RNAithe
two lead inventorsvere awardethe Nobel Prize in Medicine in 20065eeDef.’s Mot. Dismss

1.

The Plaintiff alleges that he made a critical contribrutio the discovery of RNAI, which
is central to the claims in each of the patenwtsile working atUMassin Dr. Mello’s laboratory,
and that Dr. Mello then shared his discovery with Dr. FBeeAm. Compl.f18-20; see also
Pl.’s Oppn Mot. 3, ECF No. 75. The Plaintiff subsequently approa@ethegieandUMasson
numerous occasions seekingomnamed a coventor. Id. Whenthose attempts failethe
Plaintiff filed his original complainand his Amended ComplaiagainstCarnegieandUMassin
theU.S.District Courtfor the District of Oregoim September and December 2012, respectively.
SeegenerallyCompl., ECF No. 1; Am. Compl., ECF No. 4.

In his Amended Complainthe Plaintiffasserted claimto be named a emventor of the
patents at issuender 8§ 256 and two alternatiglaims for damages for the revenue derived from
the patents, proceets alleges hes owedas a result olis role in the discovery of RNAISee
Am. Compl. Counts 1, 2, and Alternative CountAli's alternative counts are titled “Legal
Damages.” In Count 2 for Legal Damages, Ali alleges that “[o]n information died, lokeiring
the time of Ali’'s work at [U]Mass, [U]Mass had a policy that all [U]Mass erygds making

inventions assigned, or had an obligation to assign, those inventions and all rights thereto, to



[UJMass. In consideration of that assignment, [U]Mass would pay the co-invergersemtage
of all revenue realized by [U]Mass through exploitation of that invention, includiegding, to
be shared equally between investors.” Am. Compl. § 30. Ali further alleges that hatlesle
to a portion of all proceeds realized by [U]Mass as a consequence of any saadicen
enforcement or threatened enforcement of any and all of the Patentdd..§ 31. In
Alternative Count 2, Ali alleges that “[o]n information and belief, [U]Mass and Q&reave
secured substantial fees by reason of selling, licensing, or otherwisennagstheir rights in
and to the Patents to third pas,” and that as such, “Ali is entitled to recover from [U]Mass and
Carnegie a portion of moneys they have secured by reason of selling, licensihgrarsat
transferring their rights in and to the Patents to third parties, as a reasowasure ahe
moneys Ali would have been entitled to recover if properly named as a co-inventohérom t
filing date.” SeeAm. Compl. 9 35-36.

In two separatsets ofopinions and orders, the District Court of Ore@jost dismissed
UMassfrom the casen the basis of sovereign immunity and theled that the court lacked
personal jurisdiction oveCarnegie SeeOp. & Order, ECF No. 41; Op. & Order, ECF No. 66.
After the Oregon court transferred the caga spontéo this Court pursuant to 28 U.S.C. §
1406(a), the Defendant moved to dismissdhssfor failure to join a necessary party—
UMass—or, in the alternativeo dismiss orstrike the Plaintiff's two alternative claims for
damages SeeDef.’s Mot. Dismiss 43.? Because the Court finds that UMass is a necessary

party that must, but cannot be joined, and thaatt®ncannot “in equity and good conscience”

2 Carnegie also moved to dismiss under Federal Rule of Civil Procedure 12(b)(7)

while this action was pending before the Oregon cdbeeECF No.19. But the Oregon court
deferred ruling on that motion because of the impending transfer to this Geep. & Order
25, ECF No. 66.



continue absent UMass, the Court will grant Carnegie’s motion to dismiss undeal FRaderof
Civil Procedue 12(b)(7).
[ll. ANALYSIS

Carnegidfirst argues that the case should be dismissed in its entirety kedieral Rule
of Civil Procedure 12(b)(7) becausdassmust, but cannot, be joine&pecifically,Carnegie
contends thaUMassis a requiregartyunder Rule 19(a), but thBitMasss sovereign immunity
precludes its joinder, effectively barring the Plaintiff's clainfhus, according to the Defendant,
the complaintmust be dismissegnder Rule 19(bbecause the casannot proceed “in equity
and goa conscience” idMasss absence.Plaintiff meanwhile argues that UMass is not a
necessary party under Rule 19(a), but that even if it were, it is not required todaeyoder
Rule 19(b)* The Court finds that UMass a necessary party under Ruled)3ndrequired to
be joined under Rule 19(b), and as such,dise must be dismissed failure to join UMass.

A. Legal Standard

Federal Rule of Civil Procedure 12(b)(7) provides for the dismissal of a cortnjolai
“failure to join a party under Rule 19.”e. R.Civ. P.12(b)(7). Dismissal under Rule 12(b)(7)
is “warranted only when the defect is serious and cannot be cubae¢t Supply, Inc. v.
Specialty Hospitals of America, LL.878 F. Supp. 2d 13, 23 (D.D.C. 201&ifations omitted)
For the purposes of a Rule 12(b)(7) motion, the court nogsfpithe complaint’s allegations as
true, and may also consider matters outside the pleadings when determining whether Rule 19

requires that a party be joinettl. The burden is on the defendaeeking dismissal for failure

3 Prior versions of Federal Rule of Civil Procedure 19 used the word

“indispensable” in 19(b). In 2007, that wlowas “discarded as redundangéeFeD. R.Civ. P.

19 advisory committee’s notege also Republic of PhilippinesPimengl, 553 U.S. 851, 856
(2008) (“[T]he word ‘indispensable,” which had remained as a remnant of the pre-1966 Rule, is
altogether deked from the current text. Though the word ‘indispensable’ had a lesser place in
the 1966 Rule, it still had the latent potential to mislead.”).



to name an absent person to show “the nature of the interest possessed by an gbaadt par
that the protection of that interest will be impaired by the abse@aadel Inv. Group, L.L.C. v.
Citadel Capital Co.699 F. $Sipp. 2d 303, 317 (D.D.C. 201@®itations omitted)

Feckeral Rule of CiviiProcedure 19 establishes a thstep procedure for determining
whether an action must be dismissed because of the absence of a party fegaijest
adjudication: the court mtideterming1) whether the absent party‘required” forthe
litigation according to the factors enumerated in Rule 1923a)\whethertherequired party can
be joined; and (3) if joinder is négasible, whether the action can neverthepgeseed in
“equity and good conscierfaender Rule 19(b).SeeOAO Healthcare Solutions, Inc. v. Nat'l
Alliance of Postal & Fed. Eng 394 F. Supp. 2d 16, 19 (D.D.C. 20083e also Kickapoo Tribe
of Indians of Kickapoo Reservation in Kansas v. Bapb#tF.3d 1491, 1494 (D.C. Cir. 1995)
(citing FED. R. CiIv. P.19). Multiple factorsbear on the decision whether to proceed without a
required person, such that tthecision“must be based ofactors varying with the different
cases, some such factors being substantive, some procedural, some compdiénasbkives,
and some subject to balancing against opposing interd®gsliblic of Philippines v. Pimentel
553 U.S. 851, 863 (200@yuotingProvident Tradesmens Bank & Trust Co. v. PatterS80
U.S. 102, 119 (1968))With these principles in mindhe Court now turns tewhether the case
should be dismissed under Rule 1i%ireestep test

B. UMassis a Required PartyUnder Rule 19a)

Under the first step in the Rule 19 analysis, the Court must determine widthssis a
required partyn the instant actionPursuant to Rule 19(a), a party is to be joined if feasible if
(1) thecourt cannot accord complete relief among existing pa(@¢she party’s absence may,

as a practical matter, impair or impede that party’s ability to proteatéest; or (3) the party’s



absence may subject the existing parties to substantial risk of incurring mortgileerwise
inconsistent obligationsSeeFeD. R. Civ. P. 19(a)1).

Due toUMasss ownership interest in theafents whose inventorship the Plaintiff now
challenges, the Court finds tHaMassis a required party that must be joinkfikasible UMass
and Carnegie are amwvnersof the patentsSeeAm. Compl.{3-4. UMasss ability to protect
its interess$ inthe patentgould be impaired or impedédlits absence. While there is no per se
rule that patent owners are required parties in a suit challenging inventtnshiigderal Circuit
has commented that there are several cases that “strongly supportdinsioa that patent
owners are required to be joined if feasible under Rule 19(a),” even though thos&leakes
with standing to bring suit, not with indispensability under Rule 19{iV. of Utah v. Max-
Planck-Gesellschaft Zur Forderung Der Wissenschaften(@Miv. of Utah”), 734 F3d 1315,
1326 (Fed. Cir. 2013)see alsdelano Farms Co. v. California Table Grape Con5 F.3d
1337, 1342 (Fed. Cir. 2011) (“It is well estabbshthat a patentee is a necessary party to an
action on the patentvhether it be a coercive action or a declaratory judgment sispex
Eyewear, Inc. v. Miracle Optics, Inet34 F.3d 1336, 1344 (Fed. Cir. 20Q8jor the same
policy reasons that a patentee must be joined in any lawsuit involving his or her thatent
must be joinder of any exclusive licenseg Berry Floor USA, Inc. v. Faus Group, IndNo. 08-
0044, 2008 WL 4610313, at *3 (E.D. Wisc. Oct. 15, 2008) (“A patent owner should be viewed
as a necessary party if it retains ‘any interest’ in the pajdniting Erbamont Inc. v. Cetus
Corp,, 720 F. Supp. 387, 393 (D. Del. 1989)).

As to the ability to accord complete relief absent UM&ssnegiecontends that the
Court cannot accord complete relief among the existing parties because €amelgi notbe

under any obligation to compensate the Plaintiff for his damages claims, ais there



contractual agreement between Carnegie and the PlaiRiifancial compensation, however, is
not the only relief that the Plaintifequestsin the first count of his AAendedComplaint, the
Plaintiff seeks a correction of inventorship pursuant to 8 256. Am. Compl. Colfrthé.
Plaintiff were to succeed on this claifan order from thelistrict courtto the Director of the
[United State®atent andirademarkOffice] to issue a certificate naming [the Plaintiff] as an
inventor,” Chou v. Univ. of Chicag®54 F.3d 1347, 1359 (Fed. Cir. 2004puld provide the
Plaintiff with complete redresss to Count .

This finding however, does not preclude the Court from finding that UMass is still
required under Rule 19(ayee Angst v. Royal Maccabees Life Ins, ToF.3d 701, 705 (3d
Cir. 1996) (“Notwithstanding a determination of complete rehgbarty may dtibe [required]
under subsection [(a)(1)(Bof the rule.”) Although complete relief coulae accorded-at least
with respecto the Plaintiff's claim for correction of inventorshigPlaintiff also seekdamages
from UMass, andUMasss financialinterestsvould be highly prejudiced b@arnegiditigating a
case in its abseneeespecially if, as Ali alleges, he had a quasitractual relationship with
UMass wherein he was obligated to assign“amsentions and all rights theret@d UMassin
exchange for @ercentage of any revenue realized by UM&seAm. Compl. 1 30, 31.
Because the “[e]valuation of the first Rule 19(b) factor overlaps considerahlyhe Rule 19(a)
analysis,”the Court will address the prejudice facedassmore fullyin its analysis of
whether the case should proceed under Rule 1€apitol Medical Ctr., LLC v. Amerigroup
Maryland, Inc, 677 F. Supp. 2d 188, 194 n. 9 (D.D.C. 20%@E alsKickapoq 43 F.3d at 1497
n.9 (“The inquiry as to prejudice under Rule 19(b) is the same as the inquiry under Rule
19[(aX1)(B)(i)] regarding whether continuing the action will impair the absent party’s ability to

protect it interest.”). But for purposes of Rule 19(a), the Court finds that UMass is a necessary



party because it is a-@wner of the patents, and its interests would be highly prejudiced in its
absence, even if the Court could afford partial relig?ltontiff as to inventorship Accordingly,
the Court finds that UMass is a necessary party, and next turns tewbétiass can be joined,
and if not, whether the action can proceed in its absknce.
C. UMass Cannot Be Joined

The second step under the Rule 19 analysis requires the Court to determine whether
UMass a required party, can be joined. While this case was pending before the DistriadfCour
Oregon, the Oregooourt dismisset)Massfrom the case after finding theMasswas entitled
to sovereign immunity under the Eleventh Amendm&#eOp. & Order 10, ECF No. 41.
There is vast case lasupport for the proposition that state universities, ikéass are arms of
the state entitletb Eleventh Amendment immunifyom suit in federal court. Although Al
preserves his arguments on this issue, he does not re-argue his points before thisHDeurt
the Court does not revisit the Oregon court’s conclusion that UMass is entitled @igover
immunity, andfinds thatUMasscannot be joined as a party in this case result

D. The Action Cannot ProceedWithout UMass

The third and final step in the Rule 19 analysis is whethezdnity and good

conscience” the actioshouldproceed in the absence of UMassvhether itshould be

dismissed FeD. R.Civ. P.19(b). Thenonexclusive factors for the court to consider include:

4 The Federal Circuit has further noted that “when a necessary patent owner is not

joined, even when Rule 19(a) is satisfied, the court must still perform the inquinyRulge
19(b) to determine whether that owner is indispensal3edUniv. of Utah v. MaxXPlanck
Gesellschaft Zur Forderung Der Wissenschaften, 234 F.3d 1315, 1326 (Fed. Cir. 2013)
(citing Alfred E. Mann Found. for Sci. Research v. Cochlear C&@4 F.3d 1354, 1363 (Fed.
Cir. 2010)).

> See, e.gRaj v. La. State Uniy714 F.3d 322, 32829 (5th Cir. 2013)Clissuras
v. City Univ. of N.Y.359 F.3d 79, 883 (2d Cir. 2004)Power v. Summer226 F.3d 815, 818
(7th Cir. 2000);Cooper v. St. Cloud State Uni226 F.3d 964, 96%9 (8th Cir. 2000)accord
Bennett v. U.S. Chess Fed468 F. Supp. 2d 79, 85 (D.D.C. 2006).



(1) the extent to which a judgment rendered in the person’s absence might

prejudice that person or the existing parties; (2) the extent to which any prejudice

could be lessened or avoided by: (A) protective provisions in the judgment; (B)

shaping the relief; or (C) other measures; (3) whether a judgment rendered in the

person’s absence would be adequate; and (4) whether the plaintiff would have an

adequate remedy if the action were dismissed for nonjoinder.
FeD. R.Civ. P.19(b). These four factors are not rigilit rather “guides to the overarching
‘equity and good conscience’ determinatioi©ioverleaf Standardbred Owners v. National
Bank 699 F.2d 1274, 1279 n.11 (D.C. Cir. 198Bpurts of appeal review astrict court’s
determination under Rule 19(b) for abuse of discretl®ee Kickapoo43 F.3dat 1495. Rule
19(b) “calls for a pragmatic decision based on practical considerations in thet cdmqarticular
litigation.” 1d. “In that regard, the court has acknowledged that the district court has substantial
discretion in considering which factors to weigh and how heavily to emphasiai cert
considerations in deciding whether the action should go forwadd.{citation omitted). And
“[s]ince joinder is an issue not unique to patent law,” the law of the regionaltcircthis case
theD.C. Circuit, applies A123 Systems, Inc. v. Hydro-Queb@&26 F.3d 1213, 1220 (Fed. Cir.
2010} see alsdJniv. ofUtah, 734 F.3d at 1320 Whether a party is indispensable under Rule
19(b) is a matter of regional circuit law.”).

In the D.C. Circuit, a party’s sovereign immunity is pivotal in the Rule 19 analiysis
Kickapoq the court explained that “there is very little room for balancing of other fas#brout
in Rule 19(b) where a necessary party under Rule 19(a) is immune from suit becausgym
may be viewed as one of those interests ‘compelling by themselves.” 43 R&8@6afquoting
Wichitaand Affiliated Tribes of Oklahoma v. Hodé88 F.2d 765, 777 n.13 (D.C. Cir. 1986)
Specifically, theKickapoocourt elaborated that “notwithstanding the discretion generally

accorded to the district court to consider which factors to weigh and how heavilphasze

certain considerains, the disict court [i]s confronted with a more circumscribed inquiry when



it assesse[swhether an action could “in equity and good conscience” proceed in the absence of
a partythat is botmecessaryo and immune from the lawsuitd. at 1497(citations omitted)
Thus, in the D.C. Circuit, while the balancing of the Rule 19(b) factors is relevanhpodant,
sovereign immunity reigns supreme in the analySise alS&CHARLES ALAN WRIGHT &
ARTHURMILLER, ET AL., 7 FED. PRAC. & ProC. Civ. § 1617 (3d ed.* No doubt because of the
sovereigaiimmunity concept, the application of Rule 19 in cases involving the government
reflects a heavy emphasis on protecting its interests.”).

This position was confirmed by the Supreme CouRequblic of Philippines v.
Pimenel, 553 U.S. 851 (2008)In Pimenel, an interpleader action, the district court dismissed
the Republic of the Philippines and the Philippine Presidential Commission of Good Gweerna
(“Commission”) from the case on sovereign immunity grouridsat 855. However, the district
court allowed the case to proceed in their absence. The Republic and the Compssateda
arguing that under Rule 19, the action should not have been allowed to coidinlibe
Supreme Court found that the district court and Court of Appeals had failed to givdf&cilte
sovereign immunity” in allowing the case to proceed, and reversed, holding that “where
sovereign immunity is asserted, and the claims of the sovereign are not frjbéooissabf
the actiormustbe ordered where there is a potential for injury to the interests of the absent
sovereign.”ld. at 867 (emphasis added). As the Court of Federal Claicestlyexplained,
Pimenel “illustrates that sovereign immunity often will be compelling itself in swaying tHe Ru
19(b) analysis.Pimentl stands for the proposition that where a sovereign party should be joined
in an action, but cannot be owing to sovereign immunity, the entire case must beatisimis
there is the potential fahe interests of the sovereign to be injuredlamath Tribe Claims

Committee v. USLO6 Fed. CI. 87, 96 (Fed. Cl. 201&if'd, 541 F. App’x 974 (Fed. Cir. 2013).

10



In light of those principles, the Court now turnsatalyzethe Rule 19(b) factors against the
backdrop of UMass’s sovereign immunity.
1. Carnegie and UMass will be prejudiced by UMass’s absence

The Court finds that, despiBdaintiff's arguments to the contrary, Carnegie and UMass
will be prejudiced by UMass’s absee. Both Carnegie and UMass are currentlyovaners of
the patents, and the addition of tHaiRtiff as a ceinventor would change botheir ownership
rights. ThouglCarnegie’s interest in protectinige inventorship status of the patents aligns with
UMass’s UMass'’s relationship with Plaintiff is mbhanore central to the case thai€arnegie’s.
First, all the purported inventorship activity occurred while Plaintiff wasleyed at UMass
whereas Plaintiff was never employed by Carne§ieeAm. Compl.{98-18 (describing
Plaintiff's relationship with Dr. Mello at UMass, and Ali being hired “pursuard Pew grant to
[U]Mass and Mello’s laboratory”)SecondPlaintiff alleges thahe has a contractualr at least
guasi-contractual relationship with UMass that he does not have with Carnegidic&pede
alleges that UMass “had a policy that[&l] Mass employees making inventions assigned, or had
an obligation to assign, those inventions and all rights therefid] kdass. In consideration of
that assignmenflJ] Mass would pay the cmventors a percentage of all revenue realized by
[U]Mass through exploitation of that invention, including licensing, to be shared equalbebet
inventors.” Am. Compl. { 30Meanwhile,Plaintiff alleges no relationship with Carnegie in
which Plaintiff would be able to recover financial compensation from Cantigs Oregon
court acknowledged just as mucBeeOp. & Order 6, ECF No. 66 Therefore, if Ali is name a
co-inventor of some or all of the patentssuit and he is entitled to compensation from UMass,
Ali cannot receive that compensation in this suit unless UMass is adedetyeant.”). In light

of this, it would be highly prejudicial to Carnegie to force it to vigorously defendtand pay

11



attorney’s feesn a casdhat involves only @otentialfinancial loss to UMass-a partythat
cannot be joinedIindeed,Carnegie has a disincentive to vigorously litigate the case to the bitter
endgiven thatonly UMass’sfinancial liability is at stake Carnegienay even be incentivized
settle the case eards to the § 256 inventorship clatmeliminateits ownpotential liability—
which would highly prejudicéhe absenUMass’s ownershimterestin thepatents

This is the scenariBimentl cautioned against: according “insufficient weight to the
likely prejudice” to the sovereign’s interest should the action proceed in its apsspeeially
where, as here, the sovereign’s claarenot frivolous. 553 U.S. at 8691 Ali is added as a co
inventor, and if he does have the contractual relationship with UMass he alleges herhas, th
UMass willlikely have to share part of the revenues from the paterssit with him. And such
a determination would injure the financial interests of the absent sovereigen Ge weight the
Court must accord to UMass’s sovereign immunity under D.C. Circuit and Supreme Court
precedentthis factor weighs heavily in favor of dismissing this action because it canneegdroc

“in equity or good conscience” without UMa%s.

6 The Plaintiff argues th&®imente] Wichita, andKickapooare inapposite because

those cases dealt with foreign and tribal sovereign immunity, respectwedyeas UMass is
protected by state sovereign immunBgePl.’s Opp’n Mot. 1112. However, in reaching its
holding inPimentelthat “[a] case may not proceed when a requéstity sovereign is not
amenable to suit,” the Supreme Court considered “authorities involving the ititersec
joinder and the governmental immunity of the United Stat8&&é Pimenteb53 U.S. at 8667
(citing Mine Safety Appliances Co. v. Forrest326 U.S. 371, 3735 (1945) (dismissing a suit
where the Under Secretary of the Navy was sued in his official capacity and wiasdeg be
joined, but could not be joined because the Government withheld consent to be sued) &
Minnesota v. United State305 U.S. 382, 38@®8 (1939) (dismissing the action because the
United States was a party required to be joined because it was the owner of theylaestion
but had not consented to suit)). Thus, th&red inquiry isimmunitygenerally—and it is less
meaningful whether that immunity stems from a party’s status as gricevereign, state
sovereign, or tribeAccordKlamath Tribe Claims Committee v. U6 Fed. Cl. 87, 96 (Fed.
Cl. 2012),aff'd, 541 F. App’x 974 (Fed. Cir. 2013) (explaining that Bimentl “rationale
applies to domestic sovereigng,, States and Indian nations, as much as it does to foreign
sovereignse.g, the Philippiney; Diaz v. Glen Plaid, LLCNo. 7:13ev-853(TMP), 2013NL

12



The Court does not find Plaintiff’'s analogiedtniv. ofUtah andDainippon Screen Mfg.
Co., Ltd v. CFMT, Inc142 F.3d 1266 (Fed. Cir. 1998®grsuasive. Whil€arnegie and
UMass’sownershipinterestoverlap theyare notidentical as they were iniv. of Utahor
Dainippon In Univ. ofUtah, theFederal Circuit affirmed the district court’s finding that
UMass’s interest was adequately protected by defendants because UMass hadwmired i
settlement agreement wherein it “handed sole and exclusive control of thie suié ofthe
named defendants in the action. 734 F.3d atAB228. Indeed, the Federal Circuit
acknowledged thahis fact might be dispositive to the identity of interestpiiry. Id. at 1328
(“[1]f an unforeseeable conflict arises which negates UMass’s assignmaimylam of sole and
exclusive control over this lawsuit, UMass may be free to renew this motloAfid in
Dainippon the identity of interests arose out of a pasarisidiary relationship-an identical
interest, then, not just an overlapping oseel42 F.3dat1271, 1272 n.4 (finding that the

subsidiary company’s interests were adequately protected by the pacansdthe parent

5603944, at *7 (N.D. Ala. Oct. 11, 2013) (“While the University of Alabama is farteggn
sovereign, it is nonetheless clothed with the sovereign immunity of the Statebahfamaking
its status comparable to that of the Philippines and the Commiss least for Rule 19(b)
purposes.”) (emphasis in original). The Court, then, flidsentelcontrolling.

And while Plaintiff is correct that Carnegie and UMass'’s interests are natfiictaas
they were between the partieslfichita(several Tibes) &Kickapoo(a Tribe and a Statefor
are their interests identically aligned, as set forth above, making PlaiattEmpts to
distinguish the cases unpersuasive. Moreover, because the D.C. Circuit has madgnsover
immunity a crucial factor ithe Rule 19 context, this Court is bound to do the same.

! Univ. of Utahis also distinguishable in two other important regards. First, in that
case, the court acknowledged that because the plaintiffs amended their cbtoplame UMass
officials, as opposed to UMass itself, there was no sovereign immunity SeadJnivof Utah
v. MaxPlanckGesellschaft Zur Forderung Der Wissenschaften,&234 F.3d 1315, 1325 (Fed.
Cir. 2013). Second, because, as set forth above, the issue was procedural, the Fediéeral Ci
applied First Circuit joinder law, which does not place as much weight on sovensigmity as
the D.C. Circuit doesSee, e.g.Katherine FloreyMaking Sovereigns Indispensable: Piménte
and the Evolution of Rul&9, 58UCLA L. Rev. 667, 683 n. 102, 686687 (2011) (explaining
that several Circuits, including the D.C. Circuit, “favor[] dismissal when theralparty is
immune”).

13



owned the subsidiary in its entirety and essentially crahtedubsidiary for the purpose of
being an intellectual property lidhg company. Such identity of interests between Carnegie
and UMass is lacking here.

And while here, as iruniv. of UtahandDainippon legalcounsel jointly represents
Carnegie and UMasthe Court is not persuaded that this renders Carnegie adequately able to
protect UMass’s interesRather, the Court finds persuasive Judge Moore’s dissesamgient
in Univ. of Utahthat inDainippon where the court found the common counsel fagotmuasive,
the partiesinterestawvereidentical, not merely overlapping, because “the absent party was a
wholly-owned subsidiary of the named paaityd was created by the named party to enforce the
patentsin-suit.” See Wiv. ofUtah, 734 F.3d at 1332 (Moore, J., dissenting) (cifagnippon
142 F.3d at 12671268). As such, the Court finds th@arnegievould notbe able to adequately
defend UMass interest in this litigation, rad would be unduly prejudicda defending this case
in UMass's absence.And UMass would be prejudiced by having a case to whistsit

crucially linked and upon which its financial interests depend, procegs absence

8 Carnegie also argues that because UMass may assert sovereign immumsty agai

third party subpoena€arnegiewill be prejudicially limited in its access to relevant evidence
and traditional discovery mechanisnteeDef.’s Reply 1113, ECF No. 76. Although there is
authority supporting that contention, the Defendant has misconstrued the effenttbaity

has on a sovereign’s obligation to respond to a subpd&hie “Elevenh Amendment
immunity entitles a state not only to protection from liability, but also from suit, imgute
burden of discoverygs a party within the suit,”Univ. of Texas at Austin v. Vrath6 F.3d 1337,
1340 (10th Cir. 1996) (emphasis addé#)eventhAmendment sovereign immunity does not
protectnon-partystate entities from responding to [thipdrty] discovery requests Arista
Records LLC v. Does 10,1Mo. 7:08cv205, 2008 WL 5350246, at *4 (W.D. Va. Dec. 22, 2008)
(emphasis added$ee alsdn Re Mo. Dep’t of Natural Resl05 F.3d 434, 436 (8th Cir. 1997)
(“There is simply no authority for the position that the Eleventh Amendment sgmlésnment
entities from discovery in federal court.Allen v. Woodford544 F. Supp. 2d 1074, 1078
(E.D. Cal. 2008) (concludintpat “issuance and required compliance with a tpady subpoena
by State custodians of records in an action in which the State is not a party” does titoteons
“any suit in law or equity” within the meaning of the Eleventh Amendment, anditati$he
Eleventh Amendment does not apply to preclude discovery from a State agency”)levidrele
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2. There isno adequate alternative to dismissal

The second factan the Rule 19(b) analysiacludes the extent to which any prejudice
could be lessened or avoided by relief or measures alternative to disrSisgatD. R.Civ. P.
19(b)(2). “[T]his second factor calls the court’s attention to the possibflgyanting remedies
other than thee specifically requestadat would not be merely partial or hollow but would
minimize or eliminate any prejudicial effect of going forward without the a@bssri See
CHARLES ALAN WRIGHT & ARTHURR. MILLER, ET AL., 7 FED. PRAC. & Proc. Civ. § 1608 (3d
ed.). Though the parties have not entirely briefed this issueldimifi® has asked for leave to
amend his complaint tkame UMass officials as defendang&eePl.’s Opp’n Mot. 2627 (“Ali
has sought to reserve its right to file a Second Amended Complaint naming, as additional
defendants, one or more UMass employees subject to this Court’s jurisdictiomaghrthis
alternative may be preferable to dismissal, as to Ali’'s claim for financial daptagesis no
meaningfuldifference between naming UMass and naming state officials in their bfficia
capacitiesas defendants, given that doing so would only alddivto seek injunctive relief
against the state officials under the doctrin&xfarte Young. Ex Parte Youyr&p9 U.S. 123
(1908),allows a plaintiff to bring suit against a state official in his official capacitlyjdblimited
to claims for prospective injunctive relief only, ageherally does not allow a plaintiff to seek
pad financial compensatiofnom a stateggovernment.SeeEdelman v. Jordam15 U.S. 651, 677

(1974) (“[A] federal court’'s remedial power, consistent with the Eleventh Amengment

Amendment, therefore, does not completely shield UMass from certain non-pecyedis
requests.SeeFeD. R.Civ. P.45, FED. R.Civ. P. 34(c). As such, UMass’s ability to participate in
discovery wouldhelp assuage any prejudice faced by Carnedi#Mass’s absence asparty—

as to discovery. But even still, under Rul€l)9the Court is tasked with balancing the factors,
and given the weight the Court must place on UMass’s sovereign immunity, UMb#i$isto
participate in discovery does not outweigh the substantial prejudice it will inceardbte
proceeds in its absence.
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necessarily limited to prospective injunctive relief, and may not include aceteaward
which requires the payment of funds from the state treasury.”) (citationgdmihus,
Plaintiff's count for legal damages arising from his contractual relationsthpuMasscould
not be brought against state officials in their official capesit

As to Plaintiff's claim forcorrection of inventorship, it is not clear whether naming the
UMass officials as defendants would be permissible, as thereéSspreme Courf-ederal
Circuit, or D.C. Circuit case that directly addresaé®ther suing state officials in their official
capacitiefor correction of inventorship is permissible unéarParte Young Given this
uncertainty, and given that adding UMass officialtheir official capaciesas defendants
would have no bearing d?laintiff's damages claim, this factareighsslightly in favor of

dismissingthis Complaint'® where only UMass and Carnegie are named defendants.

o In Univ. of Utah v. Max-Plancksesellschafzur Forderung der Wissenschaften

E.V, thedistrict court found thait had jurisdiction over the action against UMass state officials
underEx Parte Young 881 F. Supp. 2d 151, 156 (D. Mass. 20I)at decision was affirmed
on other grounds by the Federal Circuit, with the Circuit explaining thatdtm&teaddress the
Ex Parte Youngssuebecause, given that the caseolved a suiby a State against State
officials, and not‘a suitby citizensagainst a State, there is no sovereign immunity issue here.”
Univ. of Utah v. Max-Planck-Gesellschaft Zur Forderung Der Wissenschaftern/B4v.3d
1315, 1323 (Fed. Cir. 2018 mphasis added)in Xechem IriL, Inc. v. Univ. of Tex. M.D.
Anderson Carer Ctr., Judge Newman, writing to express “additional viewsxpress[ed] no
view as to whetheYoungoffers a path to relief” on a correction of inventorship claim, but her
opinion and analysis suggests that perhaps it does. 382 F.3d 1324, 1335 (Fed. Cir. 2004)
(Newman, J.) (expressirtgdditional views)). This precise issuis neither briefed by the parties
nor squarely presented in tltiaseand the Court need not decide it now. For purposes of this
prong of the analysis, givehatamendhg hiscomplaintto nameUMass officialsmay or may
notallow Ali to pursue his correction of inventorship claamly, anddefinitively would not
allow him to pursue financial damages, this prong still wegdigtly in favor of dismissal of
this Complaint

10 Plaintiff mayseekleave to file asecond amended complaiper the Order
contemporaneously issued with this Memorandum Opinion.
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3. The Court can onlgnter apartial judgment in UMass’s absence

With respecto the thirdRule 19(b)actor,whether a judgment renderadthe party’s
absence will be adequate, “[t]his consideration promotes judicial econoayplamg going
forward with actions in which the court may end up rendering hollow or incomplede reli
because of the inability to bind persons who could not be joifedeCHARLES ALAN WRIGHT
& ARTHURR.MILLER, ET AL., 7 FED. PRAC. & PrROC. CIv. 8 1608(3d ed.). Thecourt inUniv. of
Utahfound that an order directing the PTO to correct inventorship would be sufficient in the
absence of UMasdUniv. of Utah 734 F.3d at 132&ee alsB5 U.S.C. 8§ 256(b) (“The court
before which such matter is called in question may order correction of the patenterandt
hearing of all parties concerned and the Director shall issue a certificate aglyofgiStark v.
Advanced Magnetics, Incl19 F.3d 1551, 1554 (Fed. Cir. 1997) (“As noted, section 256 permits
the Commissioner and the federal courts to correct erroneous listing of invardarssued
patent.”) Similarly, in this casethe Court can order the PTt®@correctthe inventorship of the
patents at issugithout UMass’s presence. Thus,the Plaintiffcould potentiallyreceive all the
relief he requests as lis § 256 claim, even in UMass’s absence.

However, he Plaintiff alsoassertéwo claims in thelternative for damages for the
royalties derived from the patentas the District Court of Oregon pointed out prior to

transferringhis case“Ali cannot receive that compensation in this suit unless UMass is a party

1 The Court would, of course, have to give UMass notice pursuant to 35 U.S.C. §

256. See35 U.S.C. § 256(b) (“The court before which such matter is called in question may
order correction of the patent on notice and heasfrajl parties concernednd the Director
shall issue a certificate accordingly.’But that does nautomaticallynean thatJMass isa

party required to be joined under Rule 19(8eFFOC Co. v. Invent A.G882 F. Supp. 642,
650 (E.D. Mich. 1994)[B]efore this court may correct the inventorshipe-inventors] must be
given notice of the action and an opportunity to testify on this ieses though they are not
partiesto the actiorf) (citing MCV, Inc. v. KingSeeley Thermos C&70 F.2d 1568, 1570 (Fed.
Cir. 1989)) (emphasis added).
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defendant.”Op. & Order 6, ECF No. 66Because UMass is a required party that cannot be
joined,even if the Plaintiff were entitled to compensation from UMass as a result gf bein
named a canventor of some or all of the patentssuit, he could not receive the financial relief
he seek$érom Carnegie Thus, lecause the Court could award the Plaintiff part of the relief he
seeks absent UMagse third prong of the 19(b) analysis is inconclusive, as it weighs in part in
favor ofdismissaland in part in favor of going forward.
4. Theremayor may not be an alternative forum felaintiff’s claims

The final 19(b)factoris also inconclusive but ultimately may be the least important of the
four in the context of an immune party. “The fourth factor requires consideration thferntibe
plaintiff will have an adequate remedy if the action is dismissed,’ which is dhtféram
whether the plaintiff can obtain precisely the same relief elsewhEiekapoq 43 F.3d at 1499
(citation omitted).See also idat n.12 (“The Advisory Committee on the Federal Rules of Civil
Procedure, in its Note on the 1966 Revision of Rule 19, stated that ‘the fourth factor, looking to
the practical effects of a dismissal, indicates that the court should eongidther there is any
assurance that the plainfiff dismissed, couldue effectivelyn another forum where better
joinder would be possible.”) (emphasis in original).

As the D.C. Circuit explained Wichita, “[a]lthough we are sensitive to the problem of
dismissing an action where there is noraltive forum, we think the result is less troublesome
in this case than in some others. The dismissal of this suit is mandated by thefaola)
immunity. This is not a case where some procedural defect such as venue pidaten of
the cae. Rather, the dismissal turns on the fact that society has consciously opteldlto shi
Indian tribes from suit without congressional or tribal consent.” 788 F.2d at 777. The Court of

Federal Claira has further elaborated thahile theweight given to sovereign immunitydoes
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not mean that balancing can be completely avoided simply because an absenspemiune
from suit,’” it does mean that ‘the plaintiff's inability to obtain relief in an alteredtwvum is not
as weighty a factor when the soe of that inability is a public policy thahmunizes the absent
party fromsuit.” Klamath Tribe Claims Committe206 Fed. Clat 95 (quotingDavis ex rel.
Davis v. United State843 F.3d 1282, 12934 (10th Cir. 2003)).

Here,it is unclear whether Plaintiff has another remedy available. On the one hand, he
may be able to pursue state law contract or ownership claims against UMass ¢costa See
Xechem Int'l, Inc. v. Univ. of Tex. M.D. Anderson Cancer Ce&% F.3d 1324, 1332 (Fed. Cir.
2004) (“Although the Federal Circuit has held that inventorship is determined unded fader
state courts can apply federal law to issues properly before the state @uletal preemption of
causes arising under the Patent Aasloot include matters of ownership or license.”) (citations
omitted). He may even be able to amend his complaiseekinjunctiverelief against UMass
officials—though that too remains unclear, as set forth in note 9. On the otherthswdclear
whether he can sue UMass in state court for dam&geslbr whether the statute of limitations

has run on histate lanclaims®® Thus, this factor on its owmeitherfavorsdismissal nor

12 SeeAlden v. Maing527 U.S. 706, 754 (1999) (“In light of history, practice,
precedent, and the structuretloé Constitution, we hold that the States retain immunity from
private suit in their own courts, an immunity beyond the congressional power to abrpgate b
Article | legislation.”)

13 The statute of limitations for breach of contract claims in Massachusii
years. SeeMAss. GEN. LAws 260 8§ 2 (West 1948). The D.C. Circuit has found the running of
the statute of limitations to be an important factor weighing against dism&salPark v.

Didden 695 F.2d 626, 631 n. 13 (D.C. Cir. 1982) (“Even whegrerson fits Rule 19(a)’s

description and therefore should be joined if feasible, expiration of the statutetafiting

counts heavily against dismissal.”). However, that case did not involve sovereignityyrand

as set forth above, UMass’s sovgreimmunity is of paramount importance under D.C. Circuit
joinder law. Thus, even if the statute of limitations had run on Plairgitite law claims-an

issue the Court need not and does not decide—it would not persuade the Court that dismissal was
no longer warranted.

19



moving forward. But as set forth WichitaandKlamath Tribe beause of the weight given
sovereign immunitythis factor ultimatelys subsidiary in the analysis.
* * *

In sum, then, the first two Rule 19(b) factors favor dismissal of PlaintiffieAded
Complaint: UMass and Carnegie would be prejudiced by this case proceeding withesg U
becaus&€arnegie cannot adequately represent UMass’s interests, and thedbottfashion
adequate alternative relieh this Complainin UMass’sabsege The final two Rule 19(b)
factors are inconclusive and favor neither dismissal nor going forward. Buiskeete Court
must accord significant weight to UMass’s sovereign immunity under D.€GuiCand Supreme
Courtprecedentand the first two factors weigh in favor of dismissal of Plaintiff's Amended
Comgaint, the Court findghat this actiorcannotproceed‘in equity and good conscierce
without UMass. As such, the Court gra@@rnegie’s motion to dismissiderFederal Rule of

Civil Procedurel2(b)(7)**

14 In the alternative, Carnegie asks the Court to dismiss the alternative @yunts f

legal damages in the complaint for failure to state a claim under Federal RinNél &frocedure
12(b)(6), or to strike the counts as redundant uRdderal Rule of Civil Procedure 12(f). Ali's
alternative counts are titled “Legal Damages.” Ali's Count 2 for Legaldm® is only alleged
against UMass. UMass is no longer a party to this case, nor can it be, ahsdidoe. As
such, this Count does not state a claim for relief, and woullisb@ssed even if the action were
not dismissed under Federal Rule of Civil Procedure 12(b)(7).

In Alternative Count 2, Ali alleges that “[o]n information and belief, [U]Mass and
Carnegie have secured substantial fees by reason of selling, licensingraisgttiransferring
their rights in and to the Patents to third parties,” and that as such, “Ali iseéttirecovefrom
[U]Mass and Carnegie a portion of moneys they have secured by reasomgf kedinsing, or
otherwise transferring their rights in and to the Patents to third partiesg@asomable measure
of the moneys Ali would have been entitled to recover if properly named asaecter from
the filing date.” SeeAm. Compl. 49 35-36. The Court, much like the Oregon court, is unclear
under what theory the Plaintiff means to pursue this cause of action againgfi€aifrfeugh
titled a claim for “Legal @mages,” this cause of action sounds in unjust enrichment, contract, or
tort. Indeed, the Oregon court found that “[a]lthough it is not clear how Ali intends taeepurs
these claims for legal damages, the Court construes Ali’s claims as arisimgomitct law.”

20



V. CONCLUSION
For the foregoingeasonsCarnegie’sMotion to Dismissunder Federal Rule of Civil
Procedure 12(b)(7) iISGRANTED and Plaintiffs Amended Complaint is DISMISSED
WITHOUT PREJUDICE An order consistent with this Memorandum Opinion is separated

contemporaneously issued.

Dated: August B, 2014 RUDOLPH CONTRERAS
United States District Judge

SeeOp. & Order 5, ECF No. 66. Accordingly, the Court would also dismiss this Count without
prejudice, as it does not currently state a claim upon which relief can bedyrant
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