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UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

AMERICAN SOCIETY FOR TESTING
AND MATERIALS, et al,

Plaintiffs,

CaseNo. 13¢€v-1215(TSC)
V.

PUBLIC.RESOURCEORG, INC,

Defendant.

AMERICAN EDUCATIONAL
RESEARCH ASSOCIATION, INCet al,

Plaintiffs,
V. Case No. 14v-0857 (TSC)
PUBLIC.RESOURCE.ORG, INC.,

Defendant.
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MEMORANDUM OPINION

Before the court are motions and crosstions for summary judgment in two related
cases. Because there is significant factual and legal oveteyeen the two casawe court
issues this consolidated opinion to be filed in both cases.

Plaintiffs Ameri@an Society for Testing and Materials (“ASTM”), National Fire
Protection Association, Inc. (“NFPA”), and American Society of Heatin§rjgeeating, and
Air-Conditioning Engineers (“ASHRAE'{collectively “ASTM Plaintiffs”) brought suit against
Defendant Public.Resource.org, Inc. (“Public Resource”) under the Copyrigt A0.S.C.

§ 101et seq) and the Lanham Act (15 U.S.C. 8§ 1(#&1seq), alleging copyright infringement
and trademark infringemen®laintiffs American Hucational Research Associatjdnc.
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(“AERA”), American Psychological Associatipinc. (“APA”), and National Council on
Measurement in Educatipinc. (“NCME”) (collectively “AERA Plaintiffs”) alsobrought
copyright infringement claimagainst Public Resirce under the Copyright Act. Plaintiffis
both cases seek permanent injunctions barring Defendant from cordispky of theiworks.

Plaintiffs movel for summary judgment, and Defendél®d crossmationsfor summary
judgment in both cases. The court held a combined oral argument on September 12, 2016 to
consider the motions. Upon consideration of the parties’ filings, the numerous ane€sis bri
and the arguments presentedhat motions hearing, and for the reasons stated hereiASthgl
Plaintiffs’ motion for summary judgment is GRANTED and Defendant’s crossen is
DENIED. The AERA Plaintiffs’ motion for summary judgment is GRANTHDPART AND
DENIED IN PART, and Defendant’s crosaetion is DENIED.
l. FACTUAL BACKGROUND

A. The Parties

1. ASTM Plaintiffs

ASTM Plaintiffs are nofor-profit organizations that develop privaector codes and
standards in order to advance public safety, ensure compatibility across produetviaed,s
facilitate training, and spur innovationSgeASTM Pls. Statement of Material Fa{*PSMF’)
119, 13, 14, 86, 87, 129, 138TM ECF No. 118-2)? These standards include technical
works, product specifications, installation methods, methods for manufacturingrog test

materials, safety practices, and other best practices or guid€lide§.]). ASTM has

1 For simplicity, the court’s use of “Plaintiffs” refers collectively to th8 M Plaintiffs and
AERA Plaintiffs.

2 All initial citations to the record in this Opinion will include the docket number as “ASTM
ECF” or “AERA ECF.”



developed over 12,000 standatlatare used in a wide range of fields, including consumer
products, iron and steel products, rubber, paints, plastics, textiles, medicasandadevices,
electronics, construction, energy, water, and petroleum products, and are the dafibnte of
over 23,000 technical members, representing producers, users, consumers, government, and
academia.(ld. 11 13, 28, 41 NFPA has developed over 300 standards in the areas of fire,
electrical, and building safety, with the godlreducingthe risk of death, injury, and property
and economic loss due to fire, electrical, and related hazddd4[86, 87, 92 NFPA's most
well-known standard is the National Elecaii€ode, first published in 1897 and most recently in
2014. (d. 11 93-94 Finally, ASHRAE has published over 100 standdéods variety of
construction-related fields, including energy efficiency, indoor air quadfyigeration, and
sustainability. (1d. 1 130.

2. AERA Plaintiffs

AERA Plaintiffs arenotfor-profit organizations that collaboratively develop the

Standards for Educational and Psychological Testing, including the 1999 editisumeaiishis
case (“the 1999 Standards”AERA PSMF{11, 5, 13 AERA ECF No. 602)). AERA is a
national scientific socigtwhose mission is “to advance knowledge about education, to
encourage scholarly inquiry related to education, and to promote the use of reseapb\e i
education.” [d. 1 2). APA is the world’s largest association of psychologists, and itsomissi
“to advance the creation, communication, and application of psychological knowletiye.” (
1 3). Finally, NCME is a professional organization “for individuals involved in assagsme
evaluation, testing, and other aspects of educational measuremdnt}"4).

3. Public Resource

Defendant Public Resource is a4hot-profit entity devoted to publicly disseminating



legal information. ASTM DSMF {11-2 (ASTM ECF No. 120-3AERA DSMF{{1-2

(AERA ECF No. 68-)). Its mission is “make the law and other government materials more
widely available so that people, businesses, and organizations can edsagaeahscuss [the]

laws and the operations of government®STM DSMF § 2 AERA DSMFY 2. Public
Resourcénas posted government-authored materials on its website, including judicial opinions,
Internal Revenue Service records, patent filings, and safety regulatt®SM(DSMF 1 3—4
AERA DSMF113-4). It does not charge fees to view or download the migtenats website.
(ASTM DSMF 1 5; AERA DSMFY 5).

B. Incorporation by Reference of Industry Standards

In the United States, a complex public-private partnership has developed ovet the la
century in which private industry groups or associaticather than government agencies,
typically develop standards, guidelines, and procedures that set the best practices inlarpartic
industry® Applicable standards are used by entities and individuals in order tegeléte and
conform to the best practices of that industPyofessor Peter Strauss has noted that
“manufacturing and markets are greatly aided, and consumers offeredipmtscthe
application of uniform industrial standards created independent of law, as meassrig
quality, compatibility, and other highly desired market characteristiéstér L. Straus®rivate

Standards Organizations and Public La22 Wm. & Mary Bill Rts. J. 497, 499 (2013).

3 Seel.S. Office of Management and Budget, Revised Circular No. A-119,
https://obamawhitehouse.archives.gov/sites/default/files/omb/inforeghieciseular_a

119 as of 1 22.pdf (“*OMB Revised Circular”) at 1 (Jan. 27, 2016) (“The vibrancy and
effectiveness of the U.S. standards system in enabling innovation depends on contintesd priva
sector leadership and engagemedur approach-reliance on private sector leadership,
supplemented by Federal government contributions to discrete standardizatessesaas

outlined in OMB Circudr A-119—remains the primary strategy for government engagement in
standards development.”).



Standards are typically developed by standards developing organizaB8&@3q), like
Plaintiffs, who work to develop “voluntary consensus standards,” such as those herearyolunt
consensus standards are the ultimate product of many volunteers and associaliers fiem
numerous sectors bringing together technical experfibey are‘developed using procedures
whose breadth of reach and interactive characteristics resemble govatmulentiaking, with
adoption requirig an elaborate process of developtmegaching a monitored consensus among
those responsible within the SDOd. at 501. ASTM Plaintiffs develop their standards using
technical committees with representatives from industry, government, caissamdechnical
experts. ASTM PSMF1Y 7, 28, 29, 109, 114, 135These committees conduct open
proceedings, consider comments and suggestions, and provide for appeals, and through
subcommittees, draft new standards, wihiefull committees vote on.Id. 1131-37, 109, 136,
139). The AERAPIaintiffs developd the 1999 Standards through a Joint Committee which
consideedinput from the public in a noticendcomment process. (AERRSMF{ 13-16).

Pursuant to 5 U.S.C. § 552deral agenciamayincorporate voluntary consensus
standards-as well as, for example, state regulations, governiagtimored documents, and
product service manualsinto federal regulations by referencgeeEmily S. Bremer,
Incorporation by Reference in an Open-Government Bgdiarv. J.L. & Pub. Pol'y 131, 145—
47 (2013) (providing a general overview of the federal government’s incorporationesfatsat
by reference).The federal government’s practice of incorporation by reference of voluntary
consensus standards is intended to aehseveral goals, including eliminating the cost to the
federal government of developing its own standards, encouraging long-term growt!s f
enterprises, promoting efficiency, competition, and trade, and furtheringiivecesupon

private sector expertis&sSeeOMB Revised Circularsupra at 14.



Section 552(a)(1) provides that “a person may not in any manner be required taresort t
or be adversely affected by, a matter required to be published in the FedestdRagl not so
published][, but] . . . matteeasonably available to the class of persons affected theseby
deemed published in the Federal Register when incorporated by refereniceviitarthe
approval of the Director of the Federal Registés.U.S.C. § 552(a)(1) (emphasis addethe
Office of the Federal Regist€ftOFR’) adopted regulations pursuant to 8 552(a)(1) in 1982 and
issued revised regulations in 2018eeApproval Procedures for Incorporation by Reference, 47
Fed. Reg. 34,107 (Aug. 6, 1982) (codified at 1 C.F.R. §étiskq), 79 Fed. Reg. 66,267 (Nov.

7, 2014). These regulations specify that a “publication is eligible for incorpmrdiy reference”
if it is “published data, criteria, standards, specifications, techniques$;atiogs, or similar
material; andd]oes not detract from the usefulness of the Federal Register publicatiem syst
1 C.F.R. &1.7(a)(2). To determine whether the materiafieasonably availableds required

by the statuteQFR will consider[tlhe completeness and ease of handling of the publication”
and “[w]hether it is bound, numbered, and organized, as applicdbleg’51.7(a)(3).All the
standards at issue in this case have been incorporated by reference into fed€febTaw
DSMF 1 22 34 C.F.R. 8§ 668.146 (incorporating AERA Plaintiffs’ 1999 Standards).

Standards that are incorporated by reference are available in person at the OFR in
Washington, DC and/or with the incorporating agersgel C.F.R. § 51.3(b)(4)Federal
regulationghatincorporatestandards by referentgpically direct interested individuals or
entities tdocation(s)wherethey may view the incorporated documents in person. For example,
the Environmental Protection Agensy”EPA") regulation, 40 C.F.R. § 60.(@&), which
incorporates numerous standards at issue bt that:

Certain material is incorporated by reference into this part with the apfoved
Director of the Federal Register under 5 U.$652(a) and 1 CFR part 51. . . .
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All approved material is available for inspection at the EPA Docket Centeri¢ Publ
Reading Room, EPA WJC West, Room 3334, 1301 Constitution Ave. NW,
Washington, DC, telephone number Z866-1744, and is available from the
sources listed below. Itis also available for inspection at the National Asclride
Records Administration (NARA). For information on the availability of this
material at NARA, call (202) 746030 or go to http://www.archives.gov/
federal_register/code_of federal regulations/ibr_locations.html.
The EPA regulation further specifies that, for examghle,206 ASTM standards incorpadby
referenceéby the EPA $ome of which are involved in this guatre“available for purchase from
ASTM International, 100 Barr Harbor Drive, P.O. Box CB700, West Conshohocken,
Pennsylvania 19428-2959, (800) 262-1373, http://www.astm.org.” 40 C.F.R. § 60.1Ifi¢n).
U.S. Department of Education incorporated AR A Plaintiffs’ 1999 Standardsy reference at
34 C.F.R. 8 668.146)(6), which states that the standards are:

on file at the Department of Education, Federal Student Aid, room 113E2, 830 First

Street, NE, Washington, DC 20002, phone (202)-8726, and at the National

Archives and Records Administrati®dARA). For information on the availability

of this material at NARA, call-B66-2726272, or to go: http://www.archives.gov/

federatregister/codef-federatregulations/iblocations.html. The document may

also be obtained from the American Educational Research Association.

ASTM Plaintiffs sell PDF and hard copy versions of their standards, including those that
have been incorporated by reference into |la&STM PSMIF 1 57, 99, 157 The prices for the
standards in this case range froBb$o $200. I¢l. 11 58, 99, 158 The ASTM Plaintiffsalso
maintain®“reading roonison their websiteshat allow interested parties to view Plaintiffs
standards that have been incorporated by refereite](63—64, 100, 161). The standards in
these reading rooms dreeadonly,” meaning theyappear as images thaty not be printed or
downloaded. I¢l.). AERA Plaintiffs sell hardcopy versions of the 1999 Standards, but do not
sell digital or PDF versions(AERA PSMF{{ 30, 33). The prices for the 1999 Standards have
ranged from $25.95 to $49.95 per copy, and they were sold continuously from 2000 through
2014, except for a nearly two-year periotd. {134-35).
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C. Plaintiffs’ Claimsin This Action

1. ASTM etal. v. Public Resource

This case involves 257 &STM Plaintiffs standards that have been incorporated by
reference into federal law(SeeASTM Compl. Ex. A-C; ASTM DSMF | 22. Defendant
admits that ipurchased hard copies @dichof the standardat issuescanned them into PDF
files, added a cover sheet, and posted them onllW® TN DSMF Y 17374, 177—7&STM
PSMF 1 182-87. Defendante-typedsome of ASTM Plaintiffs’ standarasd postedhem
online, with text inHypertext Markup Language (HTML) formahdgraphics and figures
Mathematics Markup Language and Scalable Vector Graphics for(@&3M DSMF |1 83,
175. The copies posted on Defendanwebsite all bordSTM Plaintiffs trademarks. ASTM
PSMF{ 21Q. Defendant also uploadélde ASTMPIlaintiffs’ standards to the Internet Archive,
a separate independent websitiel. { 185.

The ASTMPIlaintiffs allege that thestandards are original works protected from
copyright infringement, and brought claims of copyright infringement, contribatgyright
infringement, trademark infringement, unfair competition and false designatiomadethark
infringement under common lawA$TM Compl. {1 142-95). Defendant courgered seeking
adeclaratory judgment that its conduct does not violate copyright law or trademarkdSTM
Ans. 11 174-205). Both sides have filed motions for summary judgment.

2. AERAetal. v. Public Resource

This case involves the 1999 Standards, which AERA Plaintiffs have sold since 2000.
(AERA PSMF {1 3435). In May 2012, Public Resource purchased a paper copy of the 1999
Standards, dassembled it, scanned the pages, created a PDF file, attached a cover sheet, and

without authorization from thAERA Plaintiffs, posted the PDF file to Public Resource’s



website and the Internet ArchiveAERA DSMF { 28; AERA PSMF 11 680. Public

Resource posted a readly version of the 1999 Standards to its website, untizay of the

ASTM Plaintiffs’ standards, which had underganical character recognition (“OCR”)
processindo be textsearchable (Id. 173). OCR processing uses a machine to recognize letters
and words in a PDF and translate them into letters or words that can be searched bgd use
textto-speech aftware for individuals who are blind or visually impaireldL. {[{ 73-75).

Plaintiffs allege that the 1999 Standardsmectedoriginal works, and they brought
suit claiming copyright infringement and contributory copyright infringeméERA Compl.
1950-63). Defendant counter-sued seekidgclaratory judgment that its conduct does not
violate copyright law or trademark lawAERA Ans. {1 116-37). Both sides have moved for
summary judgment.

. LEGAL STANDARD

Summary judgment may be grantedtife movant shows that there is no genuine dispute
as to any material fact and the movant is entitled to judgment as a matter’ oF&vR. Civ. P.
56(a);see also Anderson v. Liberty Lobby, |7 U.S. 242, 247-48 (1986] Tthe mere
existence osome alleged factual dispute between the parties will not defeat an otherwise
properly supported motion for summary judgment; the requirement is that there be me genui
issue of material fact) (emphasis in original}{olcomb v. Powe]l433 F.3d 889, 895 (D.C. Cir.
2006). Summary judgment may be rendered arlaay or defense . . . or [a] part of each claim
or defensé. Fed. R. Civ. P. 56(a).

“A party asserting that a fact cannot be or is genuinely disputed must support the
assertion by . . . citing to particular parts of materials in the récéwet. R. Civ. P. 56(c)(1)(A).

“A fact is*material if a dispute over it might affect the outcome of a suit under governing law;



factual disputes that argrelevant or unnecessado not affect the summary judgment
determination.An issue isgenuine’if ‘the evidence is such that a reasonable jury could return a
verdict for the nonmoving party. Holcomh 433 F.3d at 895 (quotirigberty Lobby 477 U.S.
at 248) (citation omied). The party seeking summary judgment “bears the heavy burden of
establishing that the merits of his case are so clear that expedited actioniésl juskdxpayers
Watchdog, Inc. v. Stanle819 F.2d 294, 297 (D.C. Cir. 1987).

In considering a motion for summary judgment, “[tlhe evidence of thammrant is to
be believed, and all justifiable inferences are to be drawn in his fakioetty Lobby 477 U.S.
at 255;see also Mastro v. Potomac Elec. Power,@d7 F.3d 843, 850 (D.C. Cir. 2006)N¢
view the evidence in the light most favorable to the nonmoving party and draw edhirés in
its favor’). The nonmoving party’s opposition, however, must consist of more than mere
unsupported allegations or denials, and must be supported by affidacitgationsor other
competent evidence setting forth specific facts showing that there is agesuia for trial.See
Fed. R. Civ. P. 5@); Celotex Corp. v. Catretd77 U.S. 317, 324 (1986). The non-movasit “
required to provide evidence that would permit a reasonable jury to find [in his favor].”
Laningham v. U.S. Nay$13 F.2d 1236, 1242 (D.C. Cir. 1987).
1. ANALYSIS

A. Copyright Infringement

Under the Copyright Act, copyright in a work vests initially in the author(d)aifwork.
17 U.S.C. 8 201(a). Ownership can be transferred in whole or in part, and the exclusive rights of
copyright ownership may also be transferrétl.§ 201(d). An owner of a valid copyrigh&s
the*exclusive right to reproduce, distribute, or display the copyrighted waiksvell as prepare

derivative works based upon itd. § 106(1)€3), (5). Anyone who violates the exclusive rights

10



of the copyright owner “is an infringer of the copyright or right of the authdheasase may
be.” Id. 8 501(a). The kegal or beneficial owner of that exclusive righaythen ‘institute an
action for any infringemerit.1d. 8 501(b). In order to succeed on their copyright infringement
claims, the Plaintiffs must prove bdth{1) ownership of a valid copyright, and (pying of
constituent elements of the work that are origihaGtenograph, LLC v. Bossard Assoc., Inc.
144 F.3d 96, 99 (D.CCir. 1998) (quotind-eist Publ’'ns, Inc. v. Rural Tel. Serv. C499 U.S.
340, 361 (1991)).
1. Fest Prong 1. Ownership of aValid Copyright
a. Ownership

The court must first decide the threshold issue of whether Plaintiffs own thegtdpyn
part or outright such that they have standing to challenge Defendant’s allagegement. The
Copyright Act provides that possession of a certificate of registrationtirerd.S. Copyright
Office “made before or within five years after first publication of tleeknshall constitute prima
facie evidence,” creating a rebuttable presumption of ownership of a validgtapyl7 U.S.C.
8 410(c) see alsaViIOB Music Publ'gv. Zanzibar on the Waterfront, LL.698 F. Supp. 2d 197,
202 (D.D.C. 201Q) If the copyright was registered more than five years after the wask w
published, then the “evidentiary weight to be accorded . . . shall be within the discrelien of t
court.” 17 U.S.C. § 410(c).

When a party offers as prima facie evideacegistration certificate for a compilation of
individual works that it authored, rather than the registration for a specific indivicuk) a
court may consider thit® be similaprima facie evidence of ownership, creating the same
rebuttable presumptiorSeeXoom, Inc. v. Imageline, In(323 F.3d 279, 283-84 (4th Cir. 2003),

abrogated byReed Elsevier, Inc. v. Muchnjd59 U.S. 154 (2010Nlorris v. Business

11



Concepts, In¢.259 F.3d 65, 68 (2d Cir. 200Bhrogated on other grounds Muchnick 559

U.S. 154 (2010) Moreover, the registration certificate is sufficient prima fasielence for the
individual works within the compilation the compilation is deemed be a “single work.”

Federal regulations provide that “all copyrightable elements that arevetbeecognizable as
self-contained works, that are included in a single unit of publication, and in which the twpyrig
claimant is the same” constitute a “single work,” such that they are validsteeggl under a

single registration certificate 37 C.F.R2@2.3(b)(4)(A);Kay Berry, Inc. v. Taylor Gifts, Inc.

4221 F.3d 199, 205-06 (3d Cir. 2008yrman Studio, Inc. v. Castaned®1 F. Supp. 2d 471,

483 (S.D.N.Y. 2008).

Once a copyright holder hasofferedthis prima facie evidence, the alleged infringer
“challenging the validity of the copyright has the burden to prove the cofitidgmil Am, Inc.
v. GFl, Inc, 193 F.3d 92, 98 (2d Cir. 1999%)nited Fabrics Int'l, Inc. v. C&J Wear, Inc630
F.3d 1255, 1257 (9th Cir. 2011) (infringer “has the burden of rebutting the facts set forth in the
copyright certificate”). The defendaninfringer might argue that the plaintiopyright holder
had some defect in the recetdepingsubmittedto establish ownership. However, this “skips a
step,” as the defendant must first “set forth facts that rebut the presumptiorditf ¥alivhich
[the plaintiff's] copyright is entitled” before attacking the sufficiencyagdlaintiff's evidence of
ownership.United Fabrics 630 F.3d at 1257. The infringer must usthér evidencén the
record [to] cast[] doubt on” the validity of the ownershigonar Corp. v. Domeni¢kl05 F.3d
99, 104 (2d Cir. 1997) (emphasis in original). The couRanar noted that defendamntfringers
have overcome the presumption of validity with evidence that the work has been copiéaefrom
public domain and evidence that the work was non-copyrightédbl€citing Folio Impressions,

Inc. v. Byer Cal.937 F.2d 759, 763—-64 (2d Cir. 199Charol Barnhart, Inc. v. Economy Cover

12



Corp, 773 F.2d 411, 414 (2d Cir. 1985)). Parties challenging the validity of copyright
registrations mughereforedo more tharsimply point out potential errors in the certificateee
2 Nimmer on Copyright 8 7.20(b)(1) (“a misstatement . . . in the registration amplia&
unaccompanied by fraud, should neither invalidate the copyright nor render theatiegist
certificate incapable of supporting an infringement action”).

The ASTMPIlaintiffs produced copyright certificates for each of tivee standards at
issue, and each of thecertificates listhe ASTMPlaintiffs as he authors of the works The
AERA Plaintiffs also produced the copyright certificater the 1999 Standardssting the
AERA Plaintiffs as authors Two of ASTM’s standards-586-07 and D975-07-were
registered more thdive years after they were pubilisd. The court accords these the same
evidentiary weight as if they had been registered within five yezeel7 U.S.C. § 410(c)cpurt
has discretion over evidentiary weight). Moreover, the court findshitbatgistration certificate
for the 1999 Book of Standards sufficiently establishes prima facie evidence BF&ST
ownership of D396-98 and D1217-93)98 hereforethe ASTM Plaintiffs and AERA Plaintiffs

have established their ownership of the works at iggilneprima facie evidence.

4 The nine copyright registrations are provided in the record here:

= ASTM: Ex. 1to O'Brien Decl. (ASTM D86-07) (ASTM ECF No. 118-7, p. 13); Ex. 2 to
O’Brien Decl (ASTM D975-07) (ASTM ECF No. 118-7, p. 16); Ex. 4 tiB@en Decl.
(1999 Annual Book of ASTM Standards) (ASTM ECF No. 118-7, p. 23); Ex. 3 to O'Brien
Decl. (listing ASTM D39698 and ASTM D1217-93(98) as standards included in the 1999
Annual Book of ASTM Standards) (ASTM ECF No. 118-7, pp. 20-21).

= NFPA Ex.A to Berry Decl. (National Electrical Code, 2011 ed.) (ASTM ECF No. 118-3,
p. 6); Ex. B to Berry Decl. (2014 ed.) (ASTM ECF No. 118-3, p. 8).

= ASHRAE: Ex. 3 to Reiniche Decl. (Standard 90.1, 2004 ed.) (ASTM ECF No. 118-10,
page 16); Ex. 4 to Reiniche Decl. (2007 ed.) (ASTM ECF No. 118-10, page 19); Ex. 5 to
Reiniche Decl. (2010 ed.) (ASTM ECF No. 118-10, page 22).

> Ex. RRR to Levine Decl. (original copyright registration) (AERA ECF 6®83); Ex. SSS to
Levine Decl. (2014 corrected registration) (AERA ECF No. 60-84).
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The burden toffer evidence disproving ownership thus shifts in both cases to Defendant.
SeeZanzibar 698 F. Supp. 2d at 20Rpeslin vDistrict of Columbia 921 F. Supp. 793, 797
(D.D.C. 1995) (findinghat because the copyright registration listed plainsiffree author, the
“burden is thus on the defendant to establtbiat plaintiff was not the author)lo rebut the
presumption of validity, in both casBefendanpointed tothe fact that the certificates stabat
the standards wefavorks for hiré—i.e., that Plaintiffs acquired authorship and ownership
rights because their employees or anyone who signed afarehike agreement wrote the
standards—anthe certificates further statedt Plaintiffs are the authors of thentire text[s],
when Plantiffs havesaidthat the standards are drafted by hundreds or thousands of volunteer
contributors. Defendant contends that the certificates must list all of thesedsiodthousands
of authors in order to be accurate, and that the failure to daasnagerial error whicbtrips
Plaintiffs of the presumption of ownership. However, Defend#atsscant support for this
argument.

Moreover Defendant failedo meet its initiaburden, since it did not adduaay
additionalevidencedisprovingPlaintiffs authorship. Instead, Defendant pointsv@aknesses
in the additionaévidence that Plaintiffsrpfferedto establish their ownership, including
guestioning whether every one of the hundreds of Plaintiffs’ memnadersontributed to the
standards at issue signed an agreement with approlpngigage transferring or assigning
copyright ownership to PlaintiffsBecause Plaintiffs may hagganding to bring this
infringement suit even as part owners of the copyrjghis not clear why Defendant asserts that
Plaintiffs must prove outright ownership of their copyrights. Beyond showing thatif$’
recordkeeping could perhaps be more thorough, Defendant has not idemyfiedidence that

either the ASTMPIlaintiffs or AERA Plaintiffsdo not own the copyrights of the standards, in

14



whole or in part. e courtthereforeconcludes that the ASTM Plaintiffs and AERA Plaintiffs
are the owners of the copyrights at issue and have standing to biingaimes®

b.  Valid Copyrights

Defendantlso argues that Plaintifto not own Valid” copyrights undefFeistbecause
thestandards either were never copyrightable or lost their copyright pootegton
incorporation by reference into federal regulatioBefendantargues thatthe standards cannot
be copyrightedecausefl) they aremethods or systems, which are not entitled to protection
under 17 U.S.C. 8§ 102(b(2) the standardarein the public domain adfie law'; and(3) the
mergerandscénes a faireoctrines preclude a finding of infringement.

(). Methods or Systems under Copyright Act § 102(b)

Section 102(b) of the Copyright Aspecifieseight types of works that are not protected
by copyright: “In no case does copyright protection for an original work of authorgieipdebo
any idea, procedure, process, system, method of operation, concept, principle, oryiscover
regardless of the form in which it is described, explained, illustrated, or embodiedh work.”
17 U.S.C. 8§ 102(b). Though geeight types of works are nfatrtherdefinedin the statutethe
legislative history accompanying the Copyright Act of 1976 offers somengtgdidance
“Section102(b) in no way enlarges or contracts the scope of copyright protection under the
present law Its purpose is to rese, in the context of the new single Federal system of

copyright, thathe basic dichotomy between expression and idea remains unchiakiged

6 Defendant did not dispute that “ASTM has copyright registrations that couepétte

standards at issue in this litigation” except as to one standard, ASTM D323-5&6é8pef.
Statement of Disputed Factg@] (ASTM ECF No. 12B)). Therefore, unless Defendant

presents evidence disproving ownership, the court is likely to conclude, based on tlgggatcop
registrationsthat the ASTM Plaintiffs are the owners of the remaining standards at issue in this
litigation, with the exceptionf D323-58(68). As to this standa’liSTM will need to present
additional evidence establishing ownership.
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Rep.No. 94-1476, at 57eprinted in1976 U.S.C.C.A.N. 5659, 5670 (Sept. 3, 1976); S. Rep.
No. 94-473 (Nov. 20, 1975%ee alsdl-2A Nimmer on Copyright 8A.06(a)(1) (summarizing
legislative history).The “basic dichotomy'refers to the welestablishegbrinciple that ideas
cannot be copyrighted, but expression of those ideas ca®da?-2A Nimmer on Copyright

8§ 2A.06(a)(2)(b) & work*is to be denied protection only if that protection would be tantamount
to protecting an excluded category (e.g., idea or method of operation) without cetiee dact

that the excluded subject matter is exprésgeembodied in expression”

This section of the Copyright Act codifies the Supreme Court’s 1879 decisBaker v.
Selden101 U.S. 99 (1897), which denied copyright protection for systems, methods, processes,
and ideas.Bakerevaluated a copyright claim by the author of a manual descfibipgculiar
system of bookeeping against a defendant who published a similar guide to lkeeking
using ‘a similar plan so far as results are concerned],] but mak[ing] a differanganent of
the columns, and us[ing] different heading&d” at 100. The Court defined the question as
“whether the exclusive property in a system of book-keeping can be claimed, under tre |
copyright, by means of a book in which that system is exgdiind. at 101. In answering this
guestion, the Coudffered as an example th#jhe copyright of awork on mathematical
science cannot give to the author an exclusive right to the methods of operation which he
propounds, or to the diagrams which he employs to explain them, so as to prevent an engineer
from using them whenever occasion requirdd.”at 103. This distinction between the actual
method or system described by a work, which cannot be copyrigmedhewritten words
describing it, which can, is fundamental to understanding the Copyriglst otdern limitations
to copyright protection in 8 102(b).

Defendanprimarily argues that the Plaintiffstandards are completely devoid of
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creative expression and are merely recitations of processes or proceduagsetisan or entity
would follow. Part of this argument appears to rest only on the fact that the namef\&8TM
Plaintiffs standards, and tivedescriptions or advertisements, include the words “method” and
“procedur€. See, e.g.ASTM D86-07 Standard Test Method for Distillation of Petroleum
Products at Atmospheric Pressure, Ex. 6 to Decl. of Thomaged'(“O’ Brien Decl”) (ASTM
ECF No. 118-7 at 1Q); ASTM D1217-93(98) Standard Test Method for Density and Relative
Density (Specific Gravity) of Liquids by Bingham Pycnometer, Eta @ Brien Decl. ASTM
ECF No. 118-7 at 136 Additionally, the AERA Plaintiffs’ Rule 30(b)(6) representative noted
that thel999 Standards “describe procedures, statistical procedures, research procedwoes
to design a test, how to collect evidence of validity, [and] how to calculatelihlility of

tests.” (Def. Br. at 32 (citing AERA DSMF § 77){owever, simply callig a work a
“procedure”or a“method does not revoke its copyright protection under the Copyright Act.
This argument misunderstands or ignores the expression/idea dichotomy rddda&driand
codified in § 102(b).

Defendant also emphasizes that bec#lusélaintiffs standards are highly technical,
complex, and precise, and because testimony shows that the R&inffs attempt to create
the“best standardsthen the standards drdictated by utility or just “discovered factsand
lack any creative expressive content. However, the court rejects the argumeaoluhiziry
consensus standards, such as those here, are analogous to a list of ingredients or basic
instructions in a recip@r a series of yoga poses, as in the cases cited bypd2efie Not only is

there a vast gulf between the simplicity of an ingredient list and the complexity stiatidards,
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but, more importantlythe standards plainly contain expressive corftefs. one example

ASTM D1217-93 lists undeheheading Significance and Use “Although [the standard] is no
longer employed extensively for the purpose, this test method is useful wherewateac

densities of pure hydrocarbons or petroleum fractions with boiling points between 90 and 110°C
are required. (ASTM ECF No. 118-7 at 136).

The standards in these cases corgapression that isertainlytechnical but that still
bearamarkings of creativity.As the Supreme Court instructedraist, “the requisite level of
creativity is extremely low; even a slight amount will suffice. The vast majorityoofs make
the grade quite easily, as they possess some creative‘sparigtter how crude, humble or
obvious’it might be? 499 U.S. at 345 (cuting 1 M. Nimmer & D. Nimmer, Copyright
8 1.08(Q(1) (1990)). Moreover, as Defendant conceded, there are many possible forms of
expression through which the technical material in the standards could be conveyed, and the
volunteer and association members who collectively author the standards “deloite) wothe
standards.” Def. Br. at 32(ASTM ECF No. 121)) Thus, however “humbledr “obvious”
Defendanfinds the Plaintiffs creative choices, the standards still bear at leasetiteemely
low” amount of creativity required by the Supreme Court. Moreover, the undisputed record
evidence alsshowsthat other parties have written different standards on the same exact subject
matteras ASTM Plaintiffs’ standardsindermining the argument that the standards are so
technical and precise there candméy one possible expressioPASTM PSMF {138, 133).

Importantly,Bakerand 8102(b) bar Plaintiffs from attempting to copyright the system or

" Defendant does not request that this court scour the over 1,000 pages of the nine of ASTM
Plaintiffs’ standards provided to the court or the over 200 pages of the 1999 Standards, and the
court was not provided with copies of the remaining standards.cdurt declines to engage in

such an exercise here.
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methoditself, not the written work explaining or describing that method. Here, the copyright
protections held by the Plaintiffs do not prevent any person or entity from using anggpby
procedures described in the standards, only from copying their written descriptibaseof
standards. Defendant presented no evidence that the Plaintiffs have sought to blatk@n ent
person fronusingthe proceduredescribedn the standards. In fact, use of the procedures
describeds theentire purpos®f such voluntary consensus standar@ise court therefore
concludes that § 102(b) of the Copyright Act does not preclude these standards from being
copyrighted.

(il). Loss of Copyright Upon Entering the Public Domain

A. Federal Law Does Not Bar Copyrightability

At the heart of Defendant’s defense is the argurttexttPlaintiffs standards lost their
copyright protections the instant they were incorporated by referenced®af regulations.
There are weighty policy arguments on both sides of this issuedimglthe need to preserve a
vital and complicated publiprivate partnership between the government and SDOs, and the
need for an informed citizenry to have a full understanding of how to comply with tba’'sati
legal requirements. ddvever, this suit is not about access to the law in a broad sense, but instead
about the validity of copyrigbktfor these standardmder current federal law. Copyright
protection is a creature of statute, and as such is the result of careful pakayecations by
Congress. In the view of this court, Congress has already passed on the questiokirag r
copyright protection for standards that have been incorporated by referencgudtioas, and
any further consideration of the issue must be left to Congress for amendment.

Sectionl105 of the Copyright Acttateghat“[c]opyright protection under this title is not

available for any work of the United States Governnieh? U.S.C. § 105. The Act defines a
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“work of the United States Governmers“a work preparedby an officer or employee of the
United States Government as part of that pessofiicial duties’ Id. 8 101. These are the only
government-related works that outright lack copyright under the Fow othertypes of works,
such aghose commissioned by the government or created under government donpracate
parties Congress chose to make chsezase decisions and leave the determination of whether
private copyright should exist to tfederalagencythat commissioned or contracted for the
work. The House Report accompanying the Copyright Act states:

The bill deliberately avoids making any sort of outright, unqualified prohibition

against copyright in works prepared under Government contract or grant. There

may well be cases where it would be in the public interest to deny copyright in the

writings generated by Government research contracts and the like; it can be

assumed that, where a Government agency commissions a work for its own use

merely as an alternative to having one of its own engasyrepare the work, the

right to secure a private copyright would be withheld. However, there aostalm

certainly many other cases where the denial of copyright protection would be

unfair or would hamper the production and publication of importantsvork

Where, under the particular circumstances, Congress or the agency involved finds

that the need to have a work freely available outweighs the need of the private

author to secure copyright, the problem can be dealt with by specific tiegisla

agency egulations, or contractual restrictions.
H.R. RepNo. 94-1476, at 5672 (197@gprinted in1976 U.S.C.C.A.N. 5659, 5672.

Defendant argues th&ections 102(b) (no protection for systems or methods) and 105
(no protection for Government-authored works) should be read together to indic&ertbetss
intendedthat there b@o copyright protections foncorporated standards because, judicial
opinions—which the Supreme Court nearly two hundred years ago determined could not be
copyrighted—the standards, once incorporated,“égal facts” which cannot be copyrighted.
SeeWheaton v. Peter83 U.S. 591, 668 (1834) (writing that the Court was “unanimously of the

opinion that no reporter has or can have any copyright in the written opinions deliyehesl b

Court”); Banks v. Manchestet28 U.S. 244, 253 (1888) (“The whole work done by the judges
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constitutes the authentic exposition and interpretation of the law, which, binding #zery, ¢s
free forpublication to all, whether it is a declaration of unwritten law, or an interpetatia
constitution or a statutg. While these casdsrm the bedrock for the longtanding principle
that works authored by government officials or employees cannot be copyrighteasdke
involved works byactual government officialsi.e., judges—acting in their official capacity,
unlike here. That was the principle codified in 8 105 of the Copyright Act and restated in t
U.S. Copyright Office’s Compendium of Capght Office Practice§ 313.6(c)(2) (3d ed. 2014),
which states:*As a matter of longstanding public policy, the U.S. Copyright Office will not
register a government edict that has been issued by any state, local, oralegaternment,
including legislative enactments, judicial decisions, administrative gjlimgplic ordinances, or
similar types of official legal materials.

Congress was well aware of the potentigbyrightissue posed by materials incorporated
by reference when it crafted Sectib®5 in 1976.Ten years earlier, Congreisad extended to
federal agenciethe authority to incorporate private works by reference into federal remdati
SeePub. L.No. 90-23,8 552 81Stat.54 (1967) (codified at 5 U.S.C. § 552) (providing that
“matter reasonably available to the class of persons affected thereleynsedipublished in the
Federal Register when incorporated by reference therein with the apprdwvalifecor of the
Federal Regist&r. However, in the Copyright Act of 1976, Congresade nanention ofthese
incorporated works in 8 105 (no copyright for “any work of the United States Goveffjiment
any other sectianAs the House Report quoted above indicates, Congress atiaadyly
weighedthe competing policy goals ahaking incorporated works publicly available while also
preserving the incentives and protections granted by copyright, and it weighed iaffavor

preserving the copyright systerBeeH.R. Rep. No. 94-1476, at 60 (1976) (stating that under
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8 105 “use by the Government of a private work would not affect its copyright protecaowy i
way’); see also M.B. Schnapper v. Fqlég7 F.2d 102, 109 (D.C. Cir. 1981) (analyzing
Copyright Act and holdinghat“we are reluctant to cabin the discretion of government agencies
to arrange ownership and publication rights with private contractors absentesmoeable
showing of a congressional desire to do)so”

However, recognizing the importance of pulalacess to works incorporated by reference
into federal regulations, Congress still requires that such workeasdhably available.5
U.S.C. § 552(a)(1). Under current federal regulations issuéueb@fice of the Federal
Registerin 1982 a privatelyauthored work may be incorporated by reference into an agency’
regulation if it is“reasonably availableincluding availability in hard copgt the OFRandbr
the incorporating agency. 1 C.F.R. 8 51){&pn Thirteen years later, Congress passed the
National Technology Transfer and Advancement Act of 1983 TAA”) which directed all
federal agencies to use privatelgveloped technical voluntary consensus stand&eaPub. L.
No. 104-113, 110 Stat. 775 (1996). Thus, Congress initially authorized agencies to incorporate
works by reference, thexcluded these incorporated works from 8§ 105 of the Copyright Act,
and, nearly twenty years later, specifically directed agsrio incorporate private works by
reference. From 1966 through the present, Congress has remained silent on the question of
whether privatelyauthored standards and other works would lose copyright protection upon
incorporation by referencdf Congres intended to revoke the copyrights of such standards
when itpassedhe NTTAA, or any time before or sincié,surelywould havedone scexpressly.
See Whitman v. Am. Trucking Ass’ns,,IB81 U.S. 457, 468 (2001) (“Congress . . . does not
alter the fundamental details of a regulatory scheme in vague terms or ampcolasions—it

does not . . . hide elephants in mouseholgriited States v. Faustd84 U.S. 439, 453 (1988)
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(“[It] can be strongly presumed that Congress will specifically addregadge on the statute
books that it wishes to change.Instead, Congress has chosem#ontain the schemecreated
in 1966 that such standards mssiply be madeeasonably availableSee5 U.S.C.
§552(a)(1)

Moreover, Congress has similarly determined that online access to thesavesnand
regulations need not be provided for no cost. In establishing “a system of onliretadtes
Congressional Record [and] the Federal Register,” Congress authorized thetSogent of
Documents, under the direction of the Director of the Government Publishing Offichatgé
reasonable fees for use of the directory and the system of access.” 44 U.S.C. 88 4101-02. While
citing this statute and noting that thep@rintendent has chosen not to charge fees for online
access, OFR in its 2013 proposed rulemaking stated that Congress had not made a policy
determinatiorthat online access to the law must be provided free of ch&eagncorporation
by Referencer8 Fed. Reg. 60,784, 60,785 (Oct. 2, 201S)milarly, OFR recently determined
that “reasonably available” under § 552(a)(1) did not mean availability for nomcakse
Internet. Seed. (considering proposed amendments to OFR'’s regulations on incorpdration
reference and specifically addressing and rejecting the argument thatdsandarporated by
reference should be posted online for free in order to be reasonably available).

Importantly, there is no evidence thlae ASTMPlaintiffs’ standarder the AERA
Plaintiffs’ standardsire unavailable to the public. In fact, the undisputed record evidence shows
that the standards arequired to bevailable in physical form from OFReel C.F.R.

8 51.3(b)(4))are availabldor purchase from thAERA Plaintiffs in hard cop(AERA PSMF
1 34) and from thASTM Plaintiffsin hard copy an®?DFs(seeASTM PSMF 57, 99, 157);

andare accessiblm readonly formatfor free INASTM Plaintiffs' online reading roomssge
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ASTM PSMFT 64, 100, 161)While Defendant argues that the public requiesateraccess to
the standards+a particular, free online access in formats other thanoefg—that isa policy
judgment best left to Congres§he arguments raised by the parties and by amgabilight
important considerations regarding unrestricted access to the textspfdgulations, and
incorporated materials, as well as the strong need to protect the economigesdenthe
further creation of new standards through revenues from the sadsstiriggstandards. This is
the policy balancinghatCongress is presumed to have already engagedd any further
changes to the law in light of new technological developments and resiiiinges in public
expectations of access to informatemebest addressed by Congress, rather than this court.

B. Due Process Concerns Do Not Bar Copyrightability

Defendant further argues that even if the Copyright Act does not bar copyriglatiprote
for incorporated standards, individuals have a due process right to access théthexiaol,
including the standards at issue here. Fargu@ Courtshave cosidered similar arguments
regarding copyrighted works incorporated by reference into state andlfestpriations.See
Bldg. Officials & Code Admins. v. Code Tech., |88 F.2d 730 (1st Cir. 1980)BOCA")
(declining to rule on the questiol§CC Info. Servs., Inc. v. McLean Hunter Mkt. Reports, Inc.
44 F.3d 61, 74 (2d Cir. 1994) (upholding copyright in work incorporated by ref¢r€dg. of
Suffolk, N.Y. v. First Am. Real Estate Solutj@&l F.3d 179 (2d Ci2001) (same)Practice
Mgmt.Info. Corp. v. Reports, Incl21 F.3db16, 518(9th Cir. 1997) $am@; Veeckv. S. Bldg.
Code Cong. Int’l, InG.293 F.3d 791, 796 (5th Cir. 2002) (en banc) (holding that incorporation
by reference revoked the copyright owner’s copyright protectiong. colrt will briefly
describesach of thee Circuit decisions.

The question of whether a privately-authored, copyrighted work might lose itsgtapyr
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protection after being referenced in a laas first discussed by the First CircuitBOCA That
caseinvolved a nonprofit, BOCA, which authored and copyrighéechodel code called the
“Basic Building Code.”See628 F.3d at 731-32. Massachusetts adopted a building code based
in substantial part on the BOCA Basic Building Catldledthe Commonwealth of
Massachusetts State Building Codé. at 732. BOCA sold a printed version of the
Massachusetts State Building Code for $22 a copy, and the state referredsang pderested
in obtaining a copy of the code for their own use to BOGA. The defendantCode Tech., Inc.,
published its own copy of the Massachusetts State Building Code and sold it foer$8tume.
Id. In the subsequent copyright infringement suit, the district court granted BO€¢uest for
a preliminary injunction, and the First Circuit reversed, thaugéserved judgment on the
meritsof whether the building code was validly copyrighted. Instead, it noted[t}eg Eitizens
are the authors of the law, and therefore its owners, regardless of who actutslfhdra
provisions, because the law derives its authority from the consent of the public, @Xpress
through the democratic procé'sdd. at 734.

The Second Circuttonsidered similar issues in two casésrst, inCCC, the court
considered whethewopyrightprotection for a compilation called the Red Book, which listed
used car valuations, wasvoked after itvas referencelly states as one of several references for
car valuation.See44 F.3d at 74.The court rejected the argument that referenced works ent
the public domain, stating: “We are not prepared to hold that asstaference to a copyrighted
work as a legal standard for valuation results in loss of the copyright. Whileateareleed
policy considerations that support [defendant’s public domain] argument, they are opposed b
countervailing considerationsId. The court then analogized to a state education system

assigning copyrighted books as a mandatory part of a school curriculum and niotedi¢énahe
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public domain logic, these boskiight lose copyright protectionld.

Second, irCounty of Suffolkkhe Second Circuit considered the copyrightability of a
county’s tax maps. The court lookedBanks in which the Supreme Court held thadicial
opinions were not copyrightable, and determinedBlagiksestablished two premises: (1) that
judges’ opinions cannot be copyrighted because juckgesve their salaries from the public
treasuryand do not have the economic incentives that copyrights are designed to protect; and
(2) there are due process considerations because/tivée work done by the judges constitutes
the authentic exposition and interpretation of the law, which, binding every citiZese ior
publication to all’ 261 F.3d at 193-94iting Banks v. Manaéster 128 U.S. 244, 253 (1888)).
Building onthese premises, the Second Circuit articulatedf@etrsthatshould guide courts’
analysis in these situations: firstyhether the entity or individual who created the work needs
an economic incentive to create or has a proprietary interest in creatingrifipamd second,
“whether the public needs notice of this particular work to have notice of the ldwat 194
(citing Practice Managemeni21 F.3d at 518—-1BOCA 628 F.2d at 734—35 With regard to
this second factor, theart primarily considered the severity of criminal or civil sanctions
associated with failure to adhere to the maps at issue. Finding no seriougpeahéditused on
the fact that citizens hddair warning of the tax mapsrém their reference in the tax statute,
and there wa$o allegation that any individual required to pay the applicable property tax ha[d]
any difficulty in obtaining access to either the law or the relevant tax’mdpat 195.

Therefore, the maps weeatitled tocopyright protection.

Like the Second Circuithe Ninth Circuitin Practice Managemeratisodecided to

preserve theopyright protectiong the American Medical Associatis(“*AMA ™) publication

of medical codes and descriptions which had eeorporated by referends theU.S.Health
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Care Financing AdministratioffHCFA”). Under the HCFA's regulatiomparties seekingealth
insurance reimbursement for Medicare were required ttheseodes created and copyrighted
by the AMA. Seel21 F.3d at 518The Ninth Circuit similarly boked toBanksand focused on
its premisethat there is a due process interest in free access to théilkevthe Second Circuit,
the court considered thikie process interest and ultimately rejeectaaking the AMAS
copyright becausHt]here [was] no evidence that anyone wishing to usécthgyrighted codes]
ha[d] any difficulty obtaining access to itltl. at 519.

Finally, counter to the opinions of other circuttse Fifth Circuit sittingen banan Veeck
focused more heavily on the filBankspremise regarding economic incentiaxl held that
copyright protection is revoked when a model code is adopted as law by apalitgjcstating
that“as law, the model codes enter the public domain and are not subject to the copyright
holder’s exclusive prerogativés293 F.3d at 793. However, the coaarefully distinguished its
decision from the fact® theaforementionedases It wrote:

[T]he limits of this holding must be explained. Several national standartisg

organizations joined [defendart$ amici out of fear that their copyrights may be

vitiated simply by the common practice of governmental ernititiesrporating

their standards in laws and regulations. This case does not involve references to

extrinsic standards. Instead, it concerns the wholesale adoption of a model code

promoted by its author, [defendamnpfecisely for use as legislation. Caselaw that
derives from official incorporation of extrinsic standards is distinguishable
reasoning and result. . . . If a statute refers to the Red Book or to specific school
books, the law requires citizens to consult or use a copyrighted work in the
procesf fulfilling their obligations. The copyrighted works do nbétome

law merely because a statute refers to them.Equally important, the

referenced works or standardsd@CandPractice Managementere created by

private groups for reasons other than incorporation into law. To the extent

incentives are relevant to the existence of copyright protection, the authors in
these cases deserve incentives. In.the case of a model code, on the other hand,
the text of the model serves no other psgthan to become law.

Id. at 803—05. Theases before the coumvolving some of the same amici referencetféeck

do not involve model codes adoptestbatim in their entirety into legislatiorinstead, the
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standards incorporated by reference provide guidelines and procedures thdhatslior entities
must use or reference in the fulfillment of their legal obligations under teégrdations.

Applying the first premise oBanksto the facts herdefendant argues that Plaintitte
not require economic incentives to create their standards becausetikielylobby and
advocate fotheir standards to be incorporated by reference into regulations, includingnigvesti
funds on lobbying to that effect. Therefore, Defendant argues, the court should find that
Plaintiffs create standards for no purpose other than adoption into law \ésetieourt
determined regarding the model code in that casee Rowever, the facts indicate that
Plaintiffs create standardisr a wide range ahdustriesthat the majority of their standards are
not incorporated into regulatioredthateven those thdtave been incorporated by reference
haveundergone updates and revisions to reflect modern use, despite the regulations
incorporating past version®laintiffs and supporting amitighlight that without copyright
protection for all of their standardsey will face significant difficulty raising the necessary
revenue to continue producing high-quality voluntary consensus standlartssNotice of
Proposed Rulemaking, OFR relied on thesneargument to ultimately reject a proposal to
require free online access to standards inréasonably availableletermination. 78 Fed. Reg.
at 60,785 (If we required that all materials IBiRinto the CFR be available for free, that
requirement would compromise the ability of regulators to rely on voluntary csunse
standards, possibly requiring them to create their own standards, which is ctunthary
NTTAA and the OMB Circular AL19.”).

As for the second premise Banks this court finds that, as in the cases before the
Second and Ninth Circuits, there is no evidence here that ahgsrigeemlenied access to the

standards by the ASTM Plaintiffs or AERA Plaintiffs. Instead, Defensiamly argues that the
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public should be granted more expansive access.

Therefore, considering tiganksholdings and iyen theexistingstatutory, regulatory,
and judicialframework this court findghat Plaintiffs standards have not entered the public
domain upon their incorporation by reference into federal regulations and do nbieiose t
copyright protection. This conclusion does not dismiss or diminish the valid public policy
concerrthat citizengenefit from greater access to statutegulations, and all materials they
must reference in fulfilling their legal obligation¥he ability to know, understand, and
communicate the laws a broad concefs of paramount importance to the continued success of
our democracy. However, changes to the statutory or regulatory framewaordcihragider the
balancing of interests underlying modern copyright law and incorporation bynefaraust be
made by Congress, not this court.

(i) . MergerDoctrine

Defendant asks theourt to apply therhergerdoctrine” to find that the standards cannot
be copyrightedbecause the expressgim the standards & merged with the law to become
facts Under modern copyright law, there is a well-known dichotomy betweqiréssiorf
which can generallipe copyrighted, anddeas; which camot. 4-13 Nimmer on Copyright
8 13.03. The merger doctrine has developed to consider those specific situations irthehich “
idea‘mergeswith the expression, such that a given idea is inseparably tied to a f@articul
expression.”ld. at§ 13.033). This can occur when thefare so few ways of expressing an
idea [that] not even the expression is protected by copyrigtht(quotingBUC Intl Corp. v.

Int’l Yacht Council Ltd.489 F.3d 1129, 1143 (11th Cir. 2007)
The parties disagree as to the proper merger doctrine analysis. Defgdesithat

upon their incorporatioby referencethe standardsecome'merged with the“fact’ that is the
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law. Plaintiffsarguethat to determind ian idea and expression have merged, the court should
focus on whethethere were angther ways of articulating a particular idea when the work was
first published, not when it was later incorporated by referehcessence, the parties disagree
as to vhether the merger doctrine is a question of copyrightabilityeaning the Plaintiffs’
standards might lose copyright protection upon incorporation by referemaa-affirmative
defense to copyright infringement—i.e., the allegedly infringing work did iotdte copyright
becaus¢here was no other way to express the content of the viRdakntiffs argue that the
merger doctrine addresses only the question of copyrightability, and so the eoaly/sis

should focus on whether, at the time the standards were authored, there were no stteer way
articulate and arrange such standards. Defendant contends that the standidnlst e
expressed any other way after incorporation into regulations, and thus its disfilaystandards
was not infringement.

The court declines to resolvadimerger doctrine issue, sinaader either approacthe
standards maintain copyright protection. At the time they were authored, thereasainly
myriad ways to write and organize the text of the standards, and, for the reasossedistbove,
the standards did not lose their copyright protections upon incorporation by refererfedenal
regulations. Therefore, the merger doctrine neither precludes a finding oigtglyility nor
serves as a defense for Defant.

(iv). Scénes a Faire Doctrine

Finally, Defendant points to trezenes fairedoctring which similarly may be
approached as a question of copyrightability or an affirmative def@isedoctrine typically
applies to “incidents, characters,sattings which are as a practical matter indispensable, or at

least standard, in the treatment of a given tdpMimmer§ 13.03(4) (quotind\tari, Inc. v.
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North Am. Philips Consumer Elecs. Cqor§72 F.2d 607, 616 (7th Cir. 1982krt. denied459
U.S. 880 (1982) Nimmeroffersexamples such as the use of aoam scene in a film about a
broken-hearted lover because, as the name of the doctrine suggests, thesaegaevtich must
be done.”ld. Defendant argues here tHaintiffs standards are entiretyncopyrightable”
becaus¢heyare “shapedby external factors,” such as the desire to satisfy regulations and laws
and to write what Plaintiffs believe to be the most accurate and clear stan@ard$ Motions
Hearingat 62:15-19 (ASTM ECF No. 173)ef. Br. at 34). However, this doctrine is a poor fit
for Defendant’s argumentdn the court’s view, there is a great deal of difference between every
detail of the phrasing, explanation, and organization across thousands of pages of standards
which Defendant argues éntirelydictated by Plaintiffs’ broad desires for accuracy and clarity,
and the inclusiomf a generic bar room scene in a romantic drama where the audience expects it.
Defendant offers no cases to support itsiargnt that this doctrine bars copyrightability of the
standards at issue here, and this court knows of none. The court concluthesstteaies a faire
doctrine does not act as a bar to the copyrightability of Plaingifésidards@nd does not serve as
a defense for Defendant’s display of the standards

In sum, the court concludes that Plaintiffs own valid copyrights over the standards at
issue, and that the copyrights were not stripped upon the incorporation by referenegdrab f
regulations.

2. Fest Prong 2: Copying an Original Work
a. Overview

Having established that both the ASaintiffsand AERA Plaintiffsown valid

copyrights in the standards at issue, the second question for the coureistisrwhether

Public Resource, by scanning and posting online the standards atcisplied]anything that
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was'‘original’ to” the Plaintiffs Feist 499 U.S. at 361Copying means exercising any of the
exclusive rights that 17 U.S.C. § 106 vests in the owners of a copy8ghtCall of the Wild

Movie, LLC v. Does770 F. Supp. 2d 332, 351 (D.D.C. 2011). These rights include the rights of
reproduction, distribution, display, and creation of derivative woexl7 U.S.C. § 106(1)3),

(5). There is no factual dispute that Public Resource reproduced and posted online foodisplay
distribution the standards at issue in this cdsaving rejected the application of the merger
doctrine orscenes a fairéoctrineas affirmative defenses, Defendanly argument on this
second prong ithereforethat its copying and posting of the standandhs’fair use’

b. Affirmative Defense of Fair Use

Under the Copyright Act, fair use of a copyrighted work “is not an infringewfent
copyright.” 17 U.S.C. 8 107Fair use isa defense to a claim of copyright infringement in order
to “fulfill copyright’s very purpose, ‘to promote the Progress of Science and useful Arts.
Campbell v. Acuff-Rose Music, In610 U.S. 569, 575 (1994) (quoting U.S. Cont.la8 8, cl.
8). The Copyright Act providehat

In determining whether the use made of a work in any particular case is a fair use,

the factors to be considered shall include—

(1) thepurpose and character of the use, including whether such use is of a
commercial nature or is for nonprofit educational purposes;
(2) the nature of the copyrighted work;
(3) the amount and substantiality of the portion used in relation to the
copyrightedwork as a whole; and
(4) the effect of the use upon the potential market for or value of the
copyrighted work.
17 U.S.C. 8§ 107 The statute further lists examples of uses thatfareuse’ including
“criticism, comment, news reporting, teachingliing multiple copies for classroom use),

scholarship, or researchltl. The fair use doctrine calls for‘aaseby-case analysisand the

four statutory factors are meant to providerieral guidancéweighed togethétin light of the

32



purposes of qayright” Campbel] 510 U.S. at 578-79.
(). Purpose and Character of Defendait/seof the Standards

With regard to thdirst factor, the statute itself offers guidance on the types of purposes
that might be considered fair useriticism, commentary, news reporting, teaching, or research.
Id. 8 107. Moreover, the Supreme Court haklthat courts should focus on whether the new
work “supersede[s] the objects of the creation . . . or instead adds something newurtitéra f
purpose or different character, altering the first with new expressiomjmgear message; [the
guestion], in other words, [is] whether and to what extent the new work is transformative.”
Campbel] 510 U.S. at 578-79 (internal quotations omitted). Giliegonstitutionalgoal of
copyright—to promote the development of science and the attie-rfore transformative the
new work, the less will be the significance of other factors, like commeamiaihat may weigh
against a finding of fair use.ld. at 579.

It is undisputed thaublic Resource scanned th8TM Plaintiffs’ standards at issue
from their physical hardcopies and converted them to searchable PDFO©@socessing
(ASTM Pls. SUMFY 182) and reproduced some of the standards tyypneg theminto HTML
format (ASTM PSMF  182; ASTMDSMF ] 83). Public Resource scanned the AERA
Plaintiffs’ 1999 Standards from the physical hard copy and converted them to &R RfRith
it then uploaded to its website for display and distribution. (AERSMF 169, 71-73AERA
DSMF { 28. Defendant argues this is transformative in three waysproviding free access to
“the law; by enabling others to use softwareattalyze the standards; and by enabling those
with visual impairment$o use texto-speech softwareThe evidence does not support any of
these arguments.

Defendant first argues thithas transformed Plaintiffs’ standardsrgking identical
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copies ofthemand distributing them online for no cost. In Defendant’s view, this is
transforméve because it provides individuals wigheater access tthe law. While Defendant
argueghatits conduct is analogous to those who make copies of copyrighted works in order to
comply with legal requirementBefendantvas not actually acting to corypwith a particular
law—unlike, for examplean individual who makes a photocopy of the standards located at OFR
for use on her building projecinstead, Defendant has pladgéentical copies of Plaintiffs
standards into the online marketplace withmtention to use them itself, but instead to simply
offer themfor freein competition with Plaintiffsstandards.While Defendant did not earn
revenue directly from the display of the standaitdsgctivity still bears‘commercidl elements
giventhat it actively engaged iistributing identical standards online hetsameonsumer
market. While this commerciality is not by itself dispositive, it does weigh firmly agfains
use. See Campbell510 U.S. at 594.

Defendant points t8watch Group Management Services Ltd. v. Bloomberg15B.
F.3d 73, 81 (2d Cir. 2014) in support of its proposition that when a copyrighted document is of
great public importancénenposting it online may be transformative. Howe®&watch Group
involved the recating of a private conference call about the company’s earnings report
involving executives and 132 analysts that Bloomberg then distributed to subscribers of it
Bloomberg Professional servictl. at 78-79. Given that Swatch Group instructedl
partidpants not taecord or broadcast the call, any direct knowledge of what the executives said
would be limited to those analysts who participatied. The facts oSwatch Groumlo not align
with those here, where the evidence demonstratePldatiffs’ sandards are available to
anyonefor viewing online in ASTM Plaintiffs’ reading rooms, at a public library, at@#dR or

incorporating agency, or for purchase on Plaintiffs’ websitdss court is unwilling tapply
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any principles fronbwatch Groupr similar caseo this case, in which the standards are widely
available

Next, Public Resource argues that distributing the duplicate copies online is
transformative becauswith regard tdhe ASTM Plaintiffs’ standard$ublic Resourcérst
altered heir formatting through application of OCR or conversion to HTML, which enables
software analysis or the use of téatspeech softwareand for AERA Plaintiffs’ standards, it
scanned the hambpy and distributed a PDF versiohhe court has little difGulty concluding
thatthese actions amot transformative See4-13 Nimmer on Copyright 8 13.05(b); Nihon
Keizai Shimbun, Inc. v. Comline Bus. Data, JA66 F.3d 65, 72 (2d Cir. 1999) (holding that a
translation is not a transformative, expressive wdky'y of the Transfiguration Monastery,
Inc. v. Gregory 685 F. Supp. 2d 217, 227 (D. Mass. 20affjrmed 689 F.3d 29, 59-65 (1st
Cir. 2012) (‘A simple repackaging of a work in a new format, whether on the Internet or on a
CD-ROM or on a flash drive, is not transformative when the result is simply a nmrage
reflected on a new mirrdi),; see also Authors Guild v. Google, In804 F.3d 202, 207, 217 (2d
Cir. 2015) (reasonin@ooglés scanning and posting of snippets of copyrighted books online
was fair use because it md@eailable informatioraboutPlaintiffs books without providing
the public with a substantial substitute for matter protectdtidiplaintiffs copyright interests
in the original works or derivatives of them” and added “important value to the basic
transformative search function, which tells only whether and how often the esg&ecin
appears in the book”) (emphasdded; Authors Guild, Inc. v. HathiTrust755 F.3d 87, 90 (2d
Cir. 2014) (text searching modificatiovastransformative but where full work was not
displayed).

Here,Defendant does not actually perform any analysis on the standards, nor does it offer
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theserviceof providng them in an accessible way to thaggual impairments Instead,

Defendantas identified a series of events that must ogouolving intervening third parties

and the use of one or more additional software programs, infordéereto be a potentially
“transformativeé usefor individualswho are blind or have visual impairmentBefendahin

both casegrofferedthe expert report of James Fruchterman, who oporedccessibility of

written materials for those who are blinth Fruchterman’sAERA report, hevrotethat to make

a hard copy accessible for those witbual impairmentshe would scan the pages, process them
with OCR to convert the reamhly images to searchable text, create a Microsoft Word file, and
then have it proofied because OCR can create numerous errors. (Expert Rep. of James R.
Fruchterman at 8ERA ECF No. 70-50)). Once such a version is then uploaded online, an
individual who is blind owisually impairedwould then need to use additional screen reader
software, which “is a program that runs on a personal computer or a smartphonedh &teea
information on the screen aloud (using a computer-synthesized voice) to a blind peisat.” (
3-4). While “most blind people themselves do not have the abildgrieert books|,] [sjome

blind people have their own home scanners, and if they purchased a used copy online, would be
able to scan the 1999 Standards page by page on a home scanner, which would takeat least tw
hours of labor, and then perform opticahcdicter recognition on the title(ld. at 8. In his

ASTM report Fruchterman wrotéhtit he was able to use a screen reader program to read the text
of the ASTM Plaintiffs’ standards aloud on Defendant’s website, but &M Plaintiffs

reading rooms. (Ex. 96 to Becker Decl., Expert Rep. of James R. Fruchterman at 5No(ECF
122-6). Fruchterman noted that some of the PDFs on Defersdaetisite were reaohly

images, such as those ABTM Plaintiffs reading rooms, which had to be copied and pasted

into a Microsoft Word document in order for a screen reader program to opédatd. 16-17).
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He also noted that individuals who are blind may “independently perform optical enaract
recognition on imagéased PDFs themselves and access the text that way, and many advanced
computer users that are blind would be aware that this is possildedt {7. He dd not opine
on whether OCR could be performed on the PDFs of standards3hat Plaintiffs sell or
whether he attempted to investigate that as part of his research.

While it appears Defendant may enable blind individuals, like all other individuals, to
access the standards at no cost, they still may have to take additionakst€WSH processing
or converting to a differdrile type, as well agsingadditional screen reader programs in order
to access the standardghere is no evidence that this would not be possible with Plaintiffs’
PDFsor by scanning Plaintiffs’ hard copy standards. In Defendant’s view, takirigghstep
or two towards making the standards entirely accessible to those with visaahiets is
enough to have transformed the standaiidss attempts to stretclogic, and certainly the
doctrineof fair use too far. Defendartias not offered ausficiently new purpose to render the
use transformative, and this weighs against a finding of fair use.

(i). Nature ofthe Copyrighted Standards

The Supreme Court i@ampbellinstructs that courts should anadthe nature of the
copyrighted workwith “recognition that some works are closer to the core of intended copyright
protection than others, with the consequence that fair use is more difficult toskstetdin the
former works are copietd.510 U.S. at 586. Many cases create a spectrum between creative,
fictional expression and factual expression, with the former being “more’cprdteSeed-13
Nimmer§ 13.05A)(2). Defendant argues that Plaintifidandards ar&actual; both because
they are highly technical and because they time law” However,the Constitution explicitly

stateghat copyright existso “advance the progress of science and the useful &iS. Const.
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art. 1,8 8, cl. 8. That Plaintiffs’ works involve technical scientific concepts and guidedioes
not push it away from the core of intended copyright protedtiohactuallybrings it closer.
Plaintiffs standards are vital to the advancement of scientific progress in the U.Saatig ex
the type of expressive work that warrants full protection under the Constitution and the
Copyright Act.
(i) . Amount and Substantiality thfe Portions Defendant/sed

The third factoy“the amount and substantiality of the portion used in relation to the
copyrighted work as a whole,” 17 U.S.C. § 107{@ighs overwhelmingly in Plaintiffdavor
and against a finding of fair use. It is undisputed that Defendant copied artzlitBstidentical
versions of the Plaintiffs’ standards in their entirety. To support its actofasr aseunder this
third factor, Public Resource argues that it was necessary to do so because theofuthéex
standards were incorporated intbé law” However true itnay bethat individuals wishing to
read the text of standards incorporated by reference would wantltthesa in their entirety,
this argument is unpersuasive in the fair use analysis. Any market compeditmowo copy a
rival’s work and distribute it itself could argue thatnetds to copy the entire work, otherwise
its distribution would be lessuscessful.Unsurprisingly, Defendant cannot point to a single case
that supports its view, and the court finds that this factor also weighs strongigtaginding of
fair use.

(iv). Effect ofDefendant’s Use Upon Potential Market or Value

The fourthfactor, “the effect of the use upon the potential market for or value of the
copyrighted work,” 17 U.S.C. 8§ 107(4), “poses the issue of whether unrestricted and veidespre
conduct of the sort engaged in by the defendant woulcesult in a substantiglladverse

impact on the potential market for, or value of, the plaistiifesent work 4-13 Nimmer on
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Copyright 8 13.05(X4); Campbel] 510 U.S. at 589 (quoting Nimmer). Moreover, the analysis
“must take into account not only of harm to the original but also of harm to the market for
derivative works.” Campbel] 510 U.S. at 589 (quotingarper & RowPublishers, Inc. v. Nation
Enters, 471 U.S. 539, 568 (1985)). When Defendant engages in “mere duplication for
commercial purposésas here, a harm to the potential market for the copyrighted works may be
inferred. See idat 590-91. Such an inference is intuitive based on the facts here where
consumers in the online marketplace are currently presented with the option to @aRbés

or hardcopy version of Plaintiffs’ standards directly from them, or may download a P&t o
identical standard for no cost. The only logical conclusion is that this choiceveggenpacts

the potential market for Plaintiffstandards.

In Camplell, the Supreme Court noted thgg]ince fair use is an affirmative defense, its
proponent would have difficulty carrying the burden of demonstrating fair use withawable
evidence about relevant markét$10 U.S. at 590. Her&efendandid notoffer expert
evidenceon the economic impact on the markets, instead pointing to testimony by Plaintiffs
executives that they did not track or know of negative impacts thus far on thewedvem
Defendants conduct. This is not enough to overcome the logical presumption that such activity,
particularly if it became more widespread by others in the marketplace, inquadt Plaintiff$
revenues. It is not Plaintiffs’ burden to establish that Haebeen harmed in the market, but
Defendant burden to affirmatively establish that such conduct could not gxaeritially
harm the Plaintiffsmarket. Defendant has not done so.

(v). Overall Assessment
Whatever merit there may be in Defendsugbal of furthering access to documents

incorporated into regulations, there is nothing in the Copyright Act or in court pred¢ede
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suggest that distribution of identical copies of copyrighted works for the gingabse of
underminingPlaintiffs ability to raise revenue can ever be a fair uBee court thus concludes
that the fair use doctrine does not serve as a valid defense for Deferudenaiuct.

Therefore, the court finds thiéte ASTM Plaintiffs’ motion for summary judgment as to
their copyright infringement claim is GRANTED, atiteAERA Plaintiffs’ motion for summary
judgment as to their copyright infringement claim is also GRANTED. Defeisdanoss
motions on copyright infringement are both DENIED.

B. Contributory Copyright Infringement

AERA Plaintiffs additionally move for summary judgmenttbeir contributory
copyright infringement clairf. Establishing proof of contributory infringement requires a party
to demonstrate that the actor was “intentionally inducing or encouragingidireggement.”
MGM Studios, Inc. v. Grokster, L{ch45 U.S. 913, 930 (2005). Plaintitisiust show (1) direct
infringement by third parties; (2hat Defendant knewhat third parties were directly infringing;
and (3)that Defendant substantially participatedhat direct infringementRundquist v.
Vapiano SE798 F. Supp. 2d 102, 126 (D.D.C. 2011). “Merely supplying the means to
accomplish an infringing activity cannot give rise to the imposition of liabilityémtributory
copyright infringement.”Newborn v. Yahoo!, Inc391 F. Supp. 2d 181, 186 (D.D.C. 2005)

(internal quotation omitted).

8 The ASTM Plaintiffs initially brought a separate claim for contributory cigy

infringement, but did nanclude that claimn their motion for summary judgment. Counsel for
ASTM Plaintiffs stated at oral argument that they believed the remedy for thgigeament

claim coveredany potential remedy for their contributory copyright claim. (Tr. of Motions
Hearing at 122:47).

® Because ASTM Plaintiffs did not move for summary judgment on their contributoryigiapy
claim, for this section the court will use “Plaintiffs” to refer to AERA Plaintiffs.
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To establish direct infringement by third parties, Plaintiffs ndeshonstraté(1) which
specific original works form the subject of the copyright claim; (2) that thetiplaowns the
copyrights in those works; (3) that the copyrights have been registeredidate with the
statute; and (4) by what acts [and] during what time the defendant infringeaptregbt.” Id.
(quotingHome & Nature, Inc. v. Sherman Specialty, 322 F. Supp. 2d 260, 266 (E.D.N.Y.
2004)). As discussedbove in sectiofll(A), these first three elements have been satisf@wal
the fourth element, Plaintiffs must show that a third party infringed its copybghtmlating
their exclusive rights under 17 U.S.C. 8 106, including reproduction, preparation of derivative
works, distribution, or public displaySee Home & Nature822 F. Supp. 2d at 267. However,
Plaintiffs only present evidence that the 1999 Standards were “accessast 4(164 times” on
Public Resource’s website @that they were “accessed on the Internet Archive . . . website
1,290 times.” AERA PSMF 1185-86). Without more, there is no basis for the court to
determine that accessing a website is equivalent to copying or violating aeyesictbsive
rights uner 8106. Plaintiffs also assert that “some” individuals “obtained” the standards, but
their only evidence of this & redacted-enail in which an individual states “[O]ne of my
students showed up for class this semester and told me that he/she dah@sewa copy of the
Standards (I require them as a text for one of my courses) because ‘thegilatdeafor free on
line’ and they showed me the following site.” (Exl. LLL to Decl. of LauresseWWAERA ECF
No. 60-75)). Even if such a statement weatenately determined to be admissible for the truth
of the matter that the student did not purchase the Standards, it still does nohestailise

student downloaded or otherwise copied the 1999 Standards from Defendant’s febsite.

10 The court recognizes that acquiring evidence of downloads may be difficuliM&amud,
Public Resource’s CEO, testified at deposition that “I don’t know about downloasls. It’
technically impossible to determine that.” (Ex. A to Hudis Decl. at 3478E8QA ECF No.
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In their Reply Brief, Plaintiffs also point the possibility that simplprowsing a website
causes a copy of the material on the website to be automatically copied to théecsmaadom
access memory or RAMSee CoStar Realty Info., Inc. v. Fiel87 F. Supp. 2d 496, 507 (D.

Md. 2010) (analyzing copyright claim involving cache copies of websites in corispaiM);
TicketmasterLLC v. RMG Tech, Inc, 507 F. Supp. 2d 1096, 1104-05 (C.D. Cal. 2@8&ine)
While this may be correct, the fact ranmthat Plaintiffs have put forth raxtual evidence that
even one of the 4,164 accesses resulted in such a copying to a computer’'s RAM, and without
such evidence, Plaintiffs cannot meet their burden on their contributory copyamhtatlthe
summary judgment stage.

The second two factors require Plaintiffs to establishDef¢ndanknew that third
parties were engageddirect infringement and that it substantially participateduch
infringement Plaintiffs maydemonstrate knowledge by showithgt Defendantvas notified of
the third party direct infringement or that it “willfully blind[ed] itself to such inging uses.”
Newborn 391 F. Supp. 2d at 186. On this facRIgintiffs again fall short, relying on the fact
that they asked Defendatat remove the 1999 Standards from its website and Defendaredefus
to do so, as well as evidence that Defendant did not track or prevent downloads of the 1999
Standards from its website. Without more, this is insufficient to establisbéfetdanknew
that third parties were infringinpe Plaintiffs’ copyrights.

Similarly, Plaintiffs have not presented sufficient evidence on the stilastan
participation factor. While it is undisputed that Defendant posted the 1999 Standasds on it

website to enablgreater access for those wishing to read them, because Plaintiffs have not

60-4)). However, this does not relieve Plafstdf the burden of establishing some evidence
demonstrating direct infringement by third parties.
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established any actual third party direct infringement, thensisgficientevidence that
Defendant substantially participated in that infringement.

Therefore, the court DENIES &htiffs’ motion for summary judgment as to its
contributory copyright claim, analsoDENIES Defendant’s motion for summary judgment on
this claim, as there exists questions of fact as to any third party infringeded@ndant’s
knowledge, and Defendant’s participation.

C. Trademark Infringement Claims

ASTM Plaintiffs additionallymoved for summary judgment on their trademark
infringement, unfair competition and false designation of origin, and commamademark
infringementclaims and Defendant crosaoved for summary judgment on these claims as
well.1! Trademark law is governed by the Lanham Act, 15 U.S.C. § &i0&dqg, which provides
that

(1) Any person who shall, without the consent of the registranta) .use in

commerce anyeproduction, counterfeit, copy, or colorable imitation of a

registered mark in connection with the sale, offering for sale, distribution, or

advertising of any goods or services on or in connection with which such use is

likely to cause confusion, or t@ase mistake, or to deceive shall be liable in a

civil action by the registrant for the remedies hereinafter provided.

15 U.S.C. 8§ 1114(1). In order to prevail on a trademark infringement claim tinedesinham
Act, Plaintiffs'? “must show (1) thaftthey] own[] a valid trademark(2) that[their] trademark is
distinctive or has acquired a secondary meaning, and (3) that there is a sultik&ifteod of

confusion between the plain{gf] mark and the alleged infringermark’ Globalaw Ltd. v.

Carmon & Carmon Law Officel52 F. Supp. 2d 1, 26 (D.D.C. 2008ARP v. Sycle91 F.

1 The AERA Plaintiffs did not bring a trademark claim, and so this section applie®only t
ASTM Plaintiffs.

12°As in the preceding section, because only ASTM Plaintiffs moved for summary joidgme
this claim, the court will refer to them here as Plaintiffs.
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Supp. 2d 224, 229 (D.D.C. 2013ame). Common law claims are analyzed under the same
standard.SeeAARR 991 F. Supp. 2d at 2Z6iting Breaking the Chain Found., Inc. v. Capitol
Educ. Support, Inc589 F.Supp.2d 25, 29 (D.D.C. 2008)). In order for conduct to be considered
infringing, there must be ai$e in commercé.15 U.S.C. 88 1114(1), 1125(a)(1).

Defendant cite®astar Corp. v. Twentieth Century Fox Film Con. discourage the
court from considering Plaintiffs’ trademark claims on the principle that€shduld not
“misuse or over-exten[d] [] trademark and related protections into asshisamally occupied by
patent or copyright.” 539 U.S. 23, 34 (200B)astarheldthat a plaintiff could not bring a false
designation of origin trademark claim against a defendant who was distributiegtcibratt had
become part ahe public domain because the Lanham &y offers protectiorito the
producer of the tangible goods that are offered for sale, and not to the author of any idea
concept, or communication embodied in those goottk.at 37. Unlike inDastar, Plaintiffs
here have an independent basis for claintiag Defendant infringed theiradenarks,separate
from their copyright infringementlaims: Defendant distributed standards online bearing
Plaintiffs registered trademarks and logos, and Plaingiftgie thathis unauthorized use of their
markswill confuseconsumers and falsely signal tirdaintiffs are the origin of the standards
distributed on Defendargt'website rather than Defendah¥hile the remedgoughtfor
Plaintiffs’ copyright claim—an injunction barring Defendant from displaying Plaintiffs’
standards online—may be broad enough to subsume a remedy for their trademarkhdaims, t
claims are based on independent argumants are therefore the tygiet Dastarfound to be
appropriate for consideration under the Lanham Act.

The court musthereforeconsider whether Plaintiffs own a valid, protectable trademark,

whether Defendant engaged in an unauthorized use in commerce, whether thkediwad of
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consumer confusion, and whether Defendafair use defense permits its use of the trademarks.
1. Valid, Protectable Trademark

Under the Lanham Act, any registration of a trademalall be prima facie evidence of
the validity of the registered mark and of the registration of the mark, of the’swnmership
of the mark, and of thewner s exclusive righto use the registered mark in commeérces
U.S.C. § 1057(b).The record indicates that Plaintiffs own valid trademaifiktbe trademarks
asserted in this case, and they have federal trademark registrations for thecasserted
marks?® Thus, Plainffs have established a prima facie showing of ownershigfendant
offers no evidence to demonstrate that Plaintiffs do not own the trademarks, andefbesfor
court concludes that Plaintiffs are the owners of these marks.

The trademarks must also ‘healid.” To establish validity, Plaintiffsmust provethat the
designation is inherently distinctive or that it has become distinctive byrexgpsecondary
meaning SeeTwo Pesos, Inc. v. Taco Cabana, |05 U.S. 763, 769 (199Z%Klobalaw 452
F. Supp. 2d at 26. HowevétlaintiffsS trademark registrations create a rebuttable presumption
of “inherent distinctiveness or secondary meanirigestatement (Third) of Unfair Competition
8 13 cmt. a (1995). Additionally, the Lanham Act provides that if the trademark has been “in
continuous use for five years subsequent to registratinam’ the marks beconigcontestablé,

15 U.S.C. 8§ 1065meaninghe registratiorishall beconclusiveevidence of the validity of the
registered markK,including as to whether it is distinctive or has a secondary meétbnd,S.C.

8 1115(b);see alsdRestatement (Third) of Unfair Competiti@ril3 cmt. a (1995)Plaintiffs

13 (PSMF 77 (trademark registration for “ASTM”), 78 (trademark registration fd8TM
International” and logo), 79 (trademark registration for ASTM logo), 123 (trademgistration
for “National Fire Protection Association” and “NFPA”), 124 (trademark reggisin for NFPA
logo), 126 (trademark registration for NEC logo), 149 (tradenegistration for ASHRAE
logo), 151 (trademark registration for additional ASHRAE logo)).
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provided evidence that some of their trademarks have become inablgasd that they all are
distinctive (SeePSMF q 77, 78, 124, 125, 126, 150). Defendafféred no evidence to dispute
the validity of the trademarks. Thus, Plaintiffs have sufficiently establisteadawnership of
valid trademarks.
2. Defendants Unauthorized Use in Commerce

Plaintiffs must also demonstrate that Defendant usedtthdemarks “in commerce.15
U.S.C. 88 1114(1), 1125(a)(1uJnder the Lanham Act, “[cJommerce’ means all commerce
which may be lawfully regulated by Congress.” 15 U.S.C. § 1127. Therefore, to gasisfy
requirementpPlaintiffs neednot demonstrate actual use or intended use in interstate commerce.
SeeUnited We Stand Am., Inc. v. United We Stand, Am. N.Y,.1B& F.3d 86, 92 (2d Cir.
1997) (the commerce requireméngflects Congress intent to legislate to the limits of its
authority under the Commerce Clause, rather than to limit the Lanham ActitespeKing uses
of a trademarR. Distribution on thernternet can satisfy tHaise in commercéeaequirement.
See Intermaticinc. v. Toepperd47 F. Supp. 1227, 1239 (N.D. Ill. 1996). Thus, Defendant’
online posting of thetandards bearing Plaintiffsademarks satisfies this requirement.

This use in coommerce must further bavithout the consent of the registrants5 U.S.C.
§ 1114(1). Itis undisputed that Plaintiffs did aothorize Defendaig use of Plaintiffs
trademarks in commerce. Defendant instead argues that its use was perrddtati@ifirst
sale doctriné,which holds that a trademark owner cannot control what happens to its products
after the first sale. However, the court finds this doctrine a poor fit heree vile undisputed
thatDefendandid not redistributéhe physical copies of Plaintiffstandards that it purchased
but rather created reproductions through scanning atypireg, with resultanerrors and

differences.See Australian Gold, Inc. v. Hatfield36 F.3d 1228, 1241 (10th Cir. 2006) (noting
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tha the first sale doctrine is appropriately when the actofdoes no more than stock, display,
and resell a producsrproduct under the producsrtrademark ; Capitol Records, LLC v.
DeRigi Inc, 934 F. Supp. 2d 640, 655 (S.D.N.Y. 2013) (in the copyrghtext, the first sale
doctrine wasimpossiblé to apply because that defense is limited to when an actor distributes
the original material item, not when she distributes reproductions).

Moreover, Defendant’s quality control standards in reproduelamtiffs’ standards
were outside of Plaintiffs’ control arizelow that sufficient to deem the standards it distributed
“genuine” products, meaning the first sale doctrine cannot protect Defendant’s cobeect
Polymer TechCorp. v. Mimran 37 F.3d 74, 78 (2d Cir. 19943hell Oil Co. v. Commercial
Petroleum, Inc.928 F.2d 104, 107 (4th Cir. 199El Greco Leather Prods. Co. v. Shoe World
806 F.2d 392, 395 (2d Cir. 1986ge alsal McCarthy on Tademarks and Unfair Competition
§ 25.42 (4th ed.)AlthoughDefendant argues that there are no material differences between
Plaintiffs’ standards and Defendant’s reproductions, Plaintiffs need not Bhbdfendant’s
reproduced standards were defective, only that they were unable to exerciyecquaibl. See
Zino Davidoff SA v. CVS Corp71 F.3d 238, 243 (2d Cir. 2009). The claim survives because
“the interference with the trademark holddegitimate steps to control quality unreasonably
subjects the trademark holder to the risk of injury to the reputation of its mdrkPlaintiffs
have established that Defendarguality control standards, including “doultieying’ the
standards, a process involving two separate individuals typing the same Inaattcamparing
the results to determine tlegistence of any errors, resulted in missing or inverted pages and
typographical errorsy numerical values or formulagASTM PSMF ¥ 190, 214-15)Because
the standards are therefore not “genuine,” the first sale doctrine does notappliaintiffs

have established that Defendant used its trademarks in commerce without aithoriza
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3. Likelihood of Confusion

Next the court must assess whether there is a substantial likelihood of consumer
confusion. This hinges orwhether*an appreciable numbef ordinarily prudent customers are
likely to be misled, or simply confused, as to the sounfétie copied standards that Public
Resource posted onlin&lobalaw 452 F. Supp. 2dt47.

Plaintiffs argue that consumers will be confused both in thintkiagPlaintiffs
authorizedDefendants posing of the standards, arldatPlaintiffs produced the PDF and
HTML versions of the standardsat Defendanposted. SeeAm As$ for the Advancement of
Science v. Hearst Corp498 F. Supp. 244, 258 (D.D.C. 1980) (noting that both are appropriate
bases for a confusion argument). Counrtthis Circuit consider approximately seven faciars
assessinghe likelihood of confusion, though none is individually determinatSmbalaw, 452
F. Supp. 2d at 48They include: (1the strength of the Plaintiffsnarks; (2) the degree of
similarity between the marks; (3) the proximity of the products; (4) evideihaetual confusion;
(5) Defendant’s purpose or reciprocal good faith in adopting its own mark; (6) thy gdal
Defendans product; and (7) the sophistication of the buyeds. Several courtin other
Circuitshave determined that whadefendant uses an identical mark on a similar product,
consideration of all the factors is not necess&wge Int'lCosmeticExch., Inc. v. Gapardis
Health & Beauty, In¢.303 F.3d 1242, 1248-49 (11th Cir. 20028)ynn Oil Co. v. Thomag839
F.2d 1183, 1190-91 (6th Cir. 1988).

Defendant does not disputeat Plaintiffs marks aré strong; thatDefendant used marks
and logos that are identical to Plaintiffisarks and logos when it posted the Plaintiffs’ standards
online, and that the standards it applied the marks and logos to were identical oideetidsl

to Plaintiffs. (PSMF 1 210-11; Def. Br. at 65). Moreover, it is undisputed that the standards
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distributed by Plaintiffs and by Defendant were in close proximityce Defendant offered the
standards in the same markstPlaintiff—i.e., the Internet-as a free alternative to purchasing
the standardom Plaintiffs directly. SeeRestatement (Third) of Unfair Competiti@21 cmt. |
(1995) (“[T]he use of similar designations on goods that are used together, orfibran plee

same function, or that are of the same general class, is more likelyseamfusion than is a

use in connection with goods used for different purposes, or in different contexts, or tentiffe
purchasers). It is also undisputed that Defendant intended for individuals to consider that the
standards were identical. SMF § 213).

Defendant argues that despiteshendisputed facts, consumers would not be confused
because it posts disclaimers that it clafadequately informed consumers” so that “no
reasonable consumer would mistake [its cover page] as part of the original dotufdent
Reply at 28 (referring to the PDF disclaimeA&TM ECF No. 118-12, Ex. 16)). Defendant
also arguethat the PDF versions it posted “look like scans of physical documents,” and that the
“preamble for thehtml standards informs reasonable consumers that Public Resource has
provided the transcription.”ld. (referring to the HTML disclaimer &#STM ECF No. 118-13,

Ex. 26))1* Here, Defendans disclaimeon the PDF reads in full:

In order to promote public education and public safety, equal justice for all, a

better informed citizenry, the rule of law, world trade and world peace, tfak le

document is hereby made available on a noncommercial basis, as it is the right of

all humars to know and speak the laws that govern them.

(ASTM ECF No. 118-12, Ex. 16). The disclaimer on the HT\ksions contains similar

14 Defendant cites tBrestonettes, Inc. v. Cot264 U.S. 359, 369 (1924), in support of its
argumenthat a disclaimer is sufficient to inform consumers that it Bpackaged or changed
the original. The facts dhat caselo not support Defendant’s positi@sthe disclaimer in that
casestated clearly that the distributor was not connected with the producer atitethat
producer’s product was merely a constituent part of the distributor’'s new prdtiiyt.264
U.S. at 367.
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language.(ASTM ECF No. 118-13, Ex. 26). These disclaimers do not mebedandant’s
creation of theeproductions, Platiffs’ lack of association or authorization, or that they are even
reproductions or transcriptionand can hardly be called disclaimers at Elbreover,
Defendants assertiothat thePDFs“look like scans’offers noassistance ta consumelooking
at the standard, as they would have no way to determine whether the Plaintiffercdddef
created the scar\While Defendant has since adopted a more thorough disclénai@ncludes
information about Public Resource’s retyping of the HTML versions and the pogsibiitrors
(DSMF 1 169), it did not begin usinat disclaimeuntil 2015, after the start of this litigation.
(Decl. of Carl Malamud] 31 ASTM ECF No. 122-8)).

The parties have presented no evadeto establish the existencenam-existence of
actual consumer confusion. While such evidence isatptired without it immary judgment
on consumer confusion, and trademark infringement more generally, is a ddétulHowever,
the facts here present nearly as blankiwhite a case as possible. A consumer in the market for
one of Plaintiffs’voluntary consensus standarday encountethem on Plaintiffswebsites for
purchase, or on Defendant’s website for free download. Because Defendant has ifiyentiona
created a copy that is meant to appeantical, including use of Plaintiffsrademarks, then that
consumer may download that standindfree from Defendanwithout knowing that it is not
created by the Plaintiffs and may contain missing pages or typograpinaralleading to
inaccurate values for measuremernits short, Plaintiffs have presented enough evidence for the
court to conclude that there is no genuine dispute on the factual issue of whether consumer
confusion is likely.

4. Defendants Nominative Fair Use Defense

While Plaintiffs have successfully established Defendant’s infringsegofi their
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trademarks, Defendantaaresthat its use of Plaintiffsrademarks iSnominativefair use’

Under this defense, Defendantist demonstrate that its use of Plaintiffademarks was
necessary to describe their standards; that it onlyas®dich of the marks as was reasonably
necessary to identify the standards; and that it has not done anything to spggestship or
endorsement by thddtiffs or to inaccurately describe the relationship between the parties’
products. SeeRosetta Stone Ltd. v. Google, In&76 F.3d 144, 154 (4th Cir. 2012).oMinative
fair use by a defendant madie“clear to consumers that the plaintiff, not the defendant, is the
source of the trademarked product or servicg@entury 21 Real Estate Corp. v. Lendingtree,
Inc., 425 F.3d 211, 220 (3d Cir. 2005). Thudéfendant’suse isnominativefair use it would

not creatéconfusion about the source of [the] defendant’s produtitfany (NJ) Inc. v. eBay
Inc., 600 F.3d 93, 102 (2d Cir. 2010) (alteration in original). On this point, the parties argue past
each other. Defendant believes no consumer would believe that Defendant, rathexitiidis,PI
was the source of the standards, and so its use is a fair use. Plaintiffs arfedaihdant’'s use
cannot be fair preciselyecauseonsumers would believe that Plaintiffs were the source of the
reproduced standards, which they are mtdwever, lecause the court has already determined
that consumer confusion as to the source of the trademarked standards is likely,itlagvem
fair use defense is inapplicable and ¢bart need noassesgach of thdRosetta Stonfactors

listed above.

The courtthereforefinds that Defendant engaged in trademark infringement by its use of
Plaintiffs’ registered trademarkand Plaintiffs’ motion for summary judgment on their
trademark claims is GRANTED and Defendant’s cnosdion is DENIED.

V. REMEDIES

Both ASTM Plaintiffsand AERA Plaintiffsseek a permanent injunction barring
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Defendant frondistributing displaying or creating derivative works from their copyrighted
standardsind in the case of ASTM Plaintiff$heir trademarks, which this court has authority to
grant under 17 U.S.C. 8§ 502(a) (Copyright Act) and 15 U.S.C. § 1116 (LanhanmPAaintiffs
must establislil) irreparable injury(2) that remedies available at law, such as monetary
damages, are inadequate to compensate for their igi)ty1at a remedy in equity is warranted
after considering the balance of hardships; @hthat the public interest would not be disserved
by a permanent injunctiorSeeeBay Inc. v. MercExchange, LL.&47 U.S. 388, 391 (2006).

A. Irreparable Injury

The ASTMPIlaintiffs assert thahey will face three separate irreparable injuifies
Defendanis permitted to continue distribution of Plaintiffldandards, including substantial
declines in revenue thatay cause their businessdels tachangethe loss of the exclusive
rights under the Copyright Act to exclude others from distributing, reproducing, oryigpla
their protected works, and the loss of control of the goodwill associated withr#okimiarks.
AERA Plaintiffs similarly assert that they will face three separate irrepairgotees if
Defendant is permitted to continue distribution of Plaintiffs’ standards, incluogsgof business
opportunities, the loss of the exclusive rights under the Copyright Act to excludefobhers
distributing, reproducing, or displaying their protected works, and the advezseaaif
Plairtiffs’ efforts to create further standards.

It is well established that the threat of continuing copyright infringement justifies
granting a permanent injunctioiseéWalt Disney Co. v. PowelB97 F.2d 565, 567 (D.C. Cir.
1990) (“When { ] plaintiff hasestablished a threat of continuing infringement, he is entitled to
an injunction.”);Hanley-Wood LLC v. Hanley Wood LLZ83 F. Supp. 2d 147, 151 (D.D.C.

2011) Breaking the Chain Found. v. Capital Educ. Support,, 15889 F. Supp. 2d 25, 30
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(D.D.C. 2008).While acourt should not automatically issue an injuncadterit finds there
waspastcopyright or trademarifringementhere Plaintiffs alleged irreparablmjury is not
the pasinfringement but the threat of future infringemeBefendant hasot provided any
assurances that it would cease posting of Plaihsfés\dards—indeed, it is undisputed that
during the course of this litigation, Public Resource posted online versitms ASTM
Plaintiffs other standards not involved in this litigation. (PSMF § 238dreover, Defendant’s
counsel at oral argumeatimittedthat Defendant would post the AERA Plaintiffs’ 2014
Standards if they were incorporated by reference into federal regulatithesfuture. (Tr. of
Motions Hearing a75:24-76:2). The court thus determines that the continued threat of
infringement is sufficient to weigh in favor of an injunction.

B. Adequacy of Monetary Damages

Plaintiffs argue that because damages here are difftcquantify and Defendant may be
unable to pay damages, then legal remedies are inade@emd-ox Television Stations, Inc. v.
FilmOn X LLG 966 F. Supp. 2d. 30, 50 (D.D.C. 2013he evidence shows that while the
PlaintiffS standards were accessbdusands of times on Defendanebsite, Defendaioes
not track information that would be helpfalcalculatingdamages, such as how many of those
accesses actually led to downloads, and whether those downleaals lieu of purchases.
Moreover, Defendant did not dispute titdtas“extremely limited financial resources available
to pay any damages awawhd that in 2014 it “generated under $100,000 in operating income
and had $248,000 iotal net assets (ASTM PSMF{Y 272-73 Given that the Copyright Act
provides for statutory damages ranging from $750 to $30,000 for each of the standards at issue in
the overall case, or even up to $150,000 per infringement if Plawwgfis to lateprove that

infringement was committed willfull Defendarits potential inability to pay is surely a factor
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weighing towards equitable relieGeel7 U.S.C. $04(c)(D—(2).

C. Balance of Hardships& Public Interest

The court must weigh the likely harms faced by Plaintiffs described abdvemyt
harms faced by Defendant if an injunction is imposed. Here, DefeadaB© Carl Malamud
was asked in hiASTM deposition what financial impact an injunction barring posting of the
standards would have on Public Resource, and he responded “probably none.” (Malamud Dep.
at 219:22-220:4 (Ex. 3 to Rubel DedSTM ECF No. 118-12))). The only harm Mr. Malamud
identified was thatone hates to have wasted that [] efféinat went into posting the standards
online. (d.). Withoutevidence ofiny additional harms, this factor weighs strongly in favor of
an injunction.

Additionally, the public must not be disserved by the issuance of an injunction. Here, the
public interest is served by the policy interests that underlie the Copyrightt&l€ namelythe
protection of financial incentives for the continued creation of valuable works, aodrttieued
value in maintaining the public-private system in place in the U.S. to ensure continued
development of technical standards.

Taken together, the court finds that injunctive relief is appropriate and thatdaete
should bepermanenthyparred from violating any d®laintiffs’ exclusive copyrights, including
distributing, displaying, reproducing, or creating derivative works in the ranelatds on which
ASTM Plaintiffs moved for summary judgmesuihd AERA Plaintiffs’ 1999 Standardas well as
barred from any use &STM Plaintiffs trademarks in connection with the posting of these
standards online or elsewhere.

V. CONCLUSION

For the reasons set forth abo®&STM Plaintiffs Motion is GRANTED, AERA
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Plaintiffs’ Motionis GRANTED IN PART and DENIED IN PART, ardefendant Cross

MotionsareDENIED.

Date: February 2, 2017

V4
TANYA S. CHUTKAN
United States District Judge
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