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To facilitate review of this Memorandum Opinion and Orcamnstruing certa claims of
United States Patent No. 5,481,464, United States Patent No. 5,831,220, and United States Patent
No. 6,105,041, the court has provided the following outline:
l. THE PATENTS AT ISSUE.

Il. PROCEDURAL HISTORY .

[l. DISCUSSION.
A. Jurisdiction.
B. Standing.

1. The Plaintiff Has Standing To Seek An Adjudication Of The Patent
Infringement Claims Alleged In The July 23, 2008 Complaint.

2. The Third-Party Defendant Has Standing To Seek An Adjudication
Of The Patent Infringement Claims Alleged In The July 23, 2008

Complaint.
C. Controlling Precedent Concerning Construction of Patent Claims
1. A Federal Trial Judge Is Required To Construe Patent Claims.
2. The Federal Trial Judge Should First Examine Intrinsic Evidence.
a. The Claim Language.

b. The Specificdion.
C. The Prosecution History.

3. The Federal Trial Judge May Examine Extrinsic Evidence, But Only
In Limited Circumstances.

V. THE COURT'S CONSTRUCTION OF CERTAIN PATENT CLAIMS
REQUESTED BY THE PARTIES.

A. United States Patent No. 5,481,464.

1. The Preambiles.



2.

“Integrated . . .Unit.”

) The Parties’ Proposed Constructions.
i) The Court’'s Construction.
“Unattended”

) The Parties’ Proposed Constructiors.

i) The Court’'s Construction.

Claim 7.

a.

“Means For Inputting Information Relating To The
Destination ToWhich The Item Is To Be Shipped:

i) The Parties’ Proposed Constructiors.
i) The Court’s Construction.

“Control Means For Analyzing The Inputted Information And
Calculating The Fee For Shipment Of The Item.”

) The Parties’ Proposed Constructions.

i) The Court’s Construction.

“Said Control Means Further Including ...Means For
Communicating And Assessing The Shipment Fee To The
Account Of The Person Owning The Credit Card, Said Means
For Communicating The Shipment Fee Being By Telephone
Lines.”

i) The Parties’ Proposed Costructions.

i) The Court’'s Construction.

“Means For Securely Storing Said Item Until The Item Is
Collected By Said Commercial Delivery Service.”

i) The Parties’ Proposed Constructions.

i) The Court’s Construction.



e. “Means For Storing The Inputted Information O nce Said Item
Is Disposed In Said Secured Storage Means.”

i) The Parties’ Proposed Constructions.
i) The Court’s Construction.
3. Claim 9.
a. The Parties’ Arguments.
b. The Court’s Construction.
4. Claim 10.
a. The Parties’ Arguments.
b. The Court’s Construction.
5. Claim 15.
a. The Parties’ Arguments.
b. The Court’s Construction.
6. Claim 28.
a. The Parties’ Arguments.
b. The Court’s Construction.
7. Claim 30.
a. The Parties’ Arguments.
8. Claim 34.
a. The Parties’ Arguments.
b. The Court’s Construction.

United StatesPatent No. 5,831,220And United StatesPatent No. 6,105,014.

1. The Preambiles.



a. The Effect Of The Preambles.
) The Parties’ Proposed Constructions.
i) The Court’'s Construction.

b. “A method of mailing parcels and envelopes using
automated shipping machine.”
i) The Parties’ Proposed @nstructions.
i) The Court’s Construction.

2. Claim 1.

a. “Destination.”
i) The Parties’ Proposed Constructions.
i) The Court’s Construction.

b. “Delivery Date”
i) The Parties’ Proposed Constructions.
i) The Court’s Construction.

C. “Validation.”
i) The Parties’ Proposed Costructions.
i) The Court’s Construction.

d. “Storing A Validated Parcel”

V. CONCLUSION.

i) The Parties’ Proposed Constructions.

i) The Court’s Construction.

COURT APPENDIX:

THE TERMS OF CERTAIN PATENT CLAIMS AGREED BY THE PARTIES

* * *
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THE PATENTS AT ISSUE.!

On April 10, 1991, Gary W. Ramsden filed an application for a patent on a “System for
Mailing Collecting Itemg that issued on August 3, 1923 U.S. Patent No. 5,233,532 ( “the
‘532 patent”). A110-22 On June 24, 1992, Mr. Ramsden also filed a naationin-part
application for the ‘532 patera)so titled“System for Mailing Collecting Itemsthat issued on
August 23, 1994 as U.S. Patent No. 5,340,948 (“the ‘948 patet240-58 Two other
continuationin-part applications for the ‘948 patefiollowed. A1-20, A188202 On February
18, 1994, Mr. Ramsden filed an application for a patétied “System of Collecting and
Shipping Itemg that issued on January 2, 1996 as U.S. Patent No. 5,481,464 (“the ‘464
patent”). A1-20. On April 29, 1994 Mr. Ramsden and Mr. Kenneth W. Liles, asiceentors,
filed an applicatiorfor a patent*Automated Package Shipping Machine,” that issued on August
12,1997 as U.S. Patent No. 5,656,799 ( “the ‘799 patent”). A188-202.

From the ‘799 patentywo additional patents alstollowed. A21-65, A66109. On April
22, 1997, Messrs. Ramsden and Liles, asneentors, filed for a continuatieim-part of the
application for the ‘799 patent, “Automated Package Shipping Machitleat issued on
November 3, 1998asU.S. Patent No. 5,831,220 (“the ‘220 patentA21-65. On September
29, 1998, Messrs. Ramsden and Liles, asnegentors, filed a continuatiem-part for the
application for the ‘220 patent, “Automated Package Shipping Mathhret issued on August
15, 2000, as U.S. Patent No. 6,105,014 (“the ‘014 pateAB})-109.

On July 23, 2008, the date Uship Intellectual Properties, (fti¢SHIP”), filed a
Complaint in the United States Court of Federal Claims, the conganed the aforementioned
seven patents.

! The facts cited and discussed herein were derived from exhibits admitted byrthasco
relevant evidence for the purposes of claim construct®8eeA1-20 (‘464 patent); A2B65 (‘220
patent); A66109 (‘014 patent); A11@2 (‘532 patent); A18202 (‘799 patent); A24G8 (‘948
patent); Joint Exhibits A. ("*JCCXA-JCCXL"); Plaintiff's Exhibits GU (“PCCXG-PCCXU");
the Government’s Exhibits M (“DCCXF-DCCXM”).



The following diagram shows the chronology and relationship among these patents.

‘632 (Ramsden)
4/10/91 Filing Date

‘948 (Ramsden)
6/24/92 Filing Date

‘464 (Ramsden) ‘799 (Ramsdenl/Liles)
2/18/94 Filing Date 4/29/94 Filing Date

‘220 (Ramsden/Liles)
4/22/97 Filing Date

‘014 (Ramsden/Liles)
9/29/98 Filing Date

By definition, continuation applications have identical written descriptions as their parent
applicatiors. See MANUAL OF PATENT EXAMINING PROCEDURE § 201.07 (8th ed., rev. 7, July
2008) (“MPEP”) (explaining continuaticapplication; seealsoMPEP §201.04 (2008) (defining
“parent”). In contrast, entinuationin-part applicationcompriseall the written description of
their parent appdation, but also include new subject mattebee MPEP § 201.08 (2008)
(explaining continuatioma-part applications).

Since he ‘948 patent is a continuatiampart of the ‘532 patenthe lattercontairs all the
subject matter of the ‘532 patenA251 (‘948 patent, col. 1, I.-6). Likewise, the ‘464 patent
and ‘799 patent, as continuatiemmspart of the ‘948 patent, contain all the subject matter of the
‘948 patent. Al2 (‘464 patent, col. 1, [k53; A151 (‘799 patent, col. 1, ll.-8). As sequential
continuations of the ‘799 paterhe ‘220and ‘014 patens also containdenticalsubject matter
to the ‘799 patent. A50 (‘220 patent, col. 1, II5R-A95 (‘014 patent, col. 1, II. 4.

% The three patents at issaee highlightedthe ‘464 patent the ‘220 patent;andthe ‘014
patent



Il. PROCEDURAL HISTORY .

On July 23, 2008USHIP filed a @mplaint (“Compl.”)in the United States Court of
Federal Claims alleging that the defendant (“the Government”) infringet4@4e ‘220, and
‘014 patents. On September 18, 2008, the Government filed a Motion For A Rule 14 Notice to
join International Bumess Machines Corporation (“IBM”) On December 29, 2008, the
Government filed an Answer to USHIP’s July 23, 2008 Complaint. On January 26,|B2BD9,
filed an Answer As A Third Party Defendant, pursuant to RCFC 149)March 27, 2009, this
case was aénsferred to the undersigned judge.

* * *

On April 2, 2009, the court convened a scheduling conference. On May 18, 2009, the
court entered a negotiated Scheduling Order For Proceedings Leading To The Claim
Construction Hearingthat subsequently as revisedon August 4, 2009, at the request of the
parties On October 7, 2009, the court entered a Protective Qetmtiated by the partieOn
November 22009, pursuant to the August 4, 2R&vised Scheduling Order For Proceedings
Leading To The @im Construction Hearing, the parties filed a Joint Claim Construction
Statement(“Joint CC Statement’) On November 16, 2009, the court entered a revised
Scheduling Order regarding claim construction briefing and argument.

On November 18, 2009, USHIP filed an Opening Bri&Pl. Br."), together with
supporting Exhibits. On January 6, 2010, the Government filedspoRsee(“Gov't Br.”),
together withsupporting Exhibits. On that date, IBM also filed a Response (“B),
together withsupporting Ehibits. On January 22, 2010, USHIP filedReply (“Pl. Rep.”),
together withsupporting Khibits.

On February 16, 17, and 18, 2010, the court corduatclaim construction hearirmg
Washington, D.C.TR at 1808.

On April 14, 2010 and May 3, 201the court convened telephone conferarnoealiscuss
a posthearing briefingschedule On May 11, 2010, the court entered a Scheduling Ordar. O
May 28, 2010 USHIP filed a Post Hearing Claim Construction Brief (“Pl. PH Brijth
attachedexhibits. OnJune 7, 2010, USHIP filed a Motion For Leave To P&entProsecution
Historiesfor the ‘532 patentA171-A187)and the ‘799 pater(A188-A212). On June 8, 2010,
the court granted USHIP’s June 7, 2010 Motion. On July 9, 2010, the Government filed a
Response to USHIP’s May 28, 2010 Brief (“Gov’'t PH.’Brtogetherwith attachedexhibits. On
July 9, 20101BM also filed a Post Hearing Response to USHNé&y 28, 2010 Brief (“IBM PH
Br.”). On July 28, 2010, USHIP filed a Pdsearing Claim ConstructioReply Brief (“PIl. PH
Reply”), together withattached Exhibits

On October 29, 2010, drargument was heloh Washington, D.C. to address issties
parties considered to be relevant to the court’s constructionoaraspond to questions by the
court. 10/29/10 TR at 1-221.



On Deember 2, 201Q the parties fileda Joint StatemenRelating To Claim
Constructon Issueg(“Joint PH Br.”) evidencing agreement as to the contents of the record
including the prosecution histories for patents 5,233,532, 5,340,948, 5,481,468,7 %965
5,831,220, and 6,105,014n addition, the parties submitted a propoagcee construction of
“receiving package type information identifying a parcel or envelope to bedhail Claim 1 of
the ‘220 and ‘014 patents.

On Féruay 25, 2011, USHIP filé a letter to advise the court @ February 18, 2011
decision by thdJnited States Court of Appeals for the Federal Circulhine Katz Interactive
Call Processing Patent LitigNo. 20091450, 2011 WL 607381 (Fed. Cir. Feb. 18, 2010n
March 1, 2011, IBM filed a response by letter. On March 7, 2011, the Goveralsefiked a
responséy letter

1. DISCUSSION.
A. Jurisdiction.

The United States Court of Federal Claims has jurisdiction to adjudicate claims that
allege “an invention described in and covered by a patent of the United Statesd i®rus
manufactured by or for the United States without license of the owner thereoffalr rigit to
use or manufacture the same [seeking] recovery of. .reasonable and entire compensation
for such use and manufacture.” 28 U.S.C. § 1498(a) (2006).

The July 23, 2008 Complaint properly invokes the court’s jurisdiction under 28 U.S.C. §
1498(a),authorizing the United States Court of Federal Claims jodazhte claims of patent
infringement against the Governni@md awardnonetary damagewhere appropriate.

B. Standing.

1. The Plaintiff Has Standing To Seek An Adjudication Of The Patent
Infringement Claims Alleged In The July 23, 2008 Complaint.

Federaltrial courts have been advised to “decide standing questions at the outset of a
case. That order of decision (first jurisdiction then the merits) helps bettestrict the use of
the federal courts to those adversarial disputes that Article Ill defineg d&sdiral judiciary’s
business.” Steel Cov.Citizens for a Better Envy't523 U.S. 83, 111 (1998) (Breyer, J.
concurring). The party invoking federal jurisdiction has the burden of proof and persuasion t
satisfy the constitutional requirements of Article 11l standisgge FEW/PBS, Ing. Dallas, 493
U.S. 215, 231 (1990) (holding that the burden is on the party seeking to exercise jonsdicti
clearly alleg facts sufficient to establish jurisdiction).

Section 281 of Title 35 of the Unitestates Code provides that “[a] patentee shall have
remedy by civil action for infringement of his patent.” 35 U.S.C. § 28%, alsa35 U.S.C. §
100(d) (“The word ‘patenteehcludes not only the patentee to whom the patent was issued but
also the successs in title to the patentee;Paradise Creations, Ina. UV Sales, In¢.315 F.3d
1304, 1308 (Fed. Cir. 2003)[T]his court has determined that in order to assert standing for



patent infringement, the plaintiff must demonstrate that it held enforcetidleo the patenat

the inception of the lawsuii} (emphasis in original). The standard set forth by the United States
Swreme Courtover a century ago iWatermarv. MacKenzie 138 U.S. 252 (1891) still
governs:

There can be no doubt that he is‘fharty interested, either as patentee, assignee,

or grantee,” and as such entitled to maintain an action at law to recover damages
for an infringement; and it cannot have been the intention of congress that a suit
in equity against an infringer to obtain an injunction and an account of profits, in
which the court is authorized to award damages, when necessary to fully
compensate the plaintiff, and has the same power to treble the damages as in an
action at law, should not be brought by the same person.

Id. at 260-61(internal citations omitted)

The July 23, 208 Complaintalleges 1) USHIP owns the ‘464 patent, the ‘220 patent,
and the ‘014 patent; 2he United States Postal Service (“USPS”) is part of the executive branch
of the United StatesGovernmat; 3) the USPS has used or manufactured self service postal
kiosks and mail centers; and e USPS has done so without a license or lawful right to do so.
Compl. 112, 5 6, 11, 14 These factual allegations, accepted as true, state a claim that is
plausible on its faceand alleges more than the mere possibility of potential liabiliBee
Ashcroftv. Igbal, 129 S. Ct. 1937, 1949 (2009)a(complaint must contain sufficient factual
matter, accepted as true, to ‘state a claim to relief that is plausible on it§ face.’

2. The Third-Party Defendant Has Standing To Seek An Adjudication
Of The Patent Infringement Claims Alleged In The July 23, 2008
Complaint.

The United States Court of Federal Claims “may summon any and all pansohsgal
capacity to be sued to appear as a partyn any suit. . .of any nature whatsoever pending in
said court to assert and defend theieiiests’ 41 U.S.C. 8§ 114(h)seealsoRCFC 14(b) (“The
court, . . .may notify any person with legal capacity to sue and be sued and who is alleged to
have an interest in the subject matter of any pending action.”).

On September 18, 2008, the Government filed a Motion F&tuke 14 Notice,since
IBM “may be obligated to indemnify the [G]overnment” based an “express patent
indemnification clause in its contracts with the Postal Setviteay be obligated to indemnify
the [GJovernment based on an implied warranty ai-imfringement under U.S.C. §212(3)”;
and may have “commercially reproduced, oryndasire to reproduce in the future, the accused
devices.” 9/18/08 Gov't Mot at 20n January 26, 2009, IBM filed an Answer, pursuant to
RCFC 14(b). A suchIBM is a party with standing to seek an adjudication of the alleged patent
infringement claimat issue.

10



C. Controlling Precedent Concerning Construction of Patent Claims
1. A Federal Trial Judge Is Required To ConstruePatent Claims.

In Markmanv. Westview Instruments, IncG17 U.S. 370 (1996) Markmanlil”), the
United State Supreme Court unanimously affirmete en bancdecision of the United States
Court of Appeals for the Federal CircuitMarkmanv. Westview Instruments, InG2 F.3d 967
(Fed. Cir. 1995)en bang¢ (“Markman II'), holding that the meaning and scope gbaent’s
claims are issues of law to be determined by the federal trial juslje.U.S at 97879. The
significance of Markman Ill, however,was the United States Supreme Courg€gpressed
deferencdo theappellate court’s analysis foonducting clainconstruction SeeMarkman 11|,
517 U.S. at 39@"It was just for the sake of such desirable uniformity that Congress driegte
Court of Appeals for the Federal Circuit as an exclusive appellate court for pasest H.R.
Rep. No. 97312, at 2623 (1981), observing that increased uniformity would ‘strengthen the
United States patent system in such a way as to foster technological growithdaslial
innovation.’ Id. at 20.”). The court now turns to that analysis.

2. The Federal Trial Judge Should Fir st Examine Intrinsic Evidence.

The United States Court of Appeals for the Federal Circuititnstsucted federal trial
judges firstto examine*intrinsic evidence¢ because iis the ‘most significant source of the
legally operative meaningf disputed @im language.”Vitronics Corp.v. Conceptronic Ing.90
F.3d 1576, 1582 (Fed. Cir. 1996) (emphasis add€x)r appellate court has identified intrinsic
evidence as théclaim language, the written description, and, if introduced, the prosecution
history.” Phonometrics, Incv. N. Telecom InG.133 F.3d 1459, 1464 (Fed. Cir. 1998).

a. The Claim Language.

Thefederal trial judges required to examine patent claim terms and phrases “through the

viewing glass of a person skilled in the arBrookhill-Wlk 1, LLCv. Intuitive Surgical, Ing.

334 F.3d 1294, 1298 (Fed. Cir. 2008¢e also HockerseHalberstadt, Incv. Avia Group Intl,

Inc., 222 F.3d 951, 955 (Fed. Cir. 200@h¢g court gives claim terms “theordinary and
accustomed meanings understod by one of ordinary skill in the art.”). In conducting this
examination, the trial judge must determine, as a threshold matter, whether #malegsity in

any claim term requiring constructiokee Vitronics90 F.3d at 158®&directingthe trial judjeto

“look to the words of the claims themselves, both asserted and nonasserted, to dsfiopehe

of the patented inventioin”

b. The Specification.

As a matter of law, the specification is the “written description of the inventi@3.”
U.S.C. § 112t T 1. For this reason, the United States Court of Appeals for the Federal Circui
has required that claims “must be read in view of the specification, of whiclatbey part.”

See Phillipsr. AWH Corp, 415 F.3d 1303, 1315 (Fed. Cir. 20@Bn bang (internal citations
omitted). The specification is‘always highly relevant to the claim construction analysis.
Usually, it is the single best guide to the meaning of the disputed tddn(internal citations

11



omitted). The specification is accorded deference in claim constructi@mtauseit is the
patentee’s statement to the public describing the invent®ee Honeywell, Int’l, Ino. ITT
Indus., Inc, 452 F.3d 1312, 1318 (Fed. Cir. 20@§)Y]he public is entitled tadake the patentee
at his word[.]").

The United States Court of Appeals for the Federal Circwas recognized two
circumstances where the specification is of particular importafibe. first is whee the
specification includes a “special definition given to a claim term by the patiatiegiffers from
the meaning it would otherwise possessPhillips, 415 F.3d at 1316see also Edwards
Lifesciences LL@. Cook, Inc, 582 F.3d 1322, 1329 (Fed. Cir. 2009) (stating whereterms
are used interchangeably“is akin to a definitim equating the twqQ” Specifically,“a patentee
can act as his own lexicographer to specifically define terms of a claim contthgjrtordinary
meaning[;] the written description in such a case must clearly redefine a claim termttsputs
a reasnable competitor or one reasonably skilled in the art on notice that the pateeneked
to so redefine that claim term.’Elekta Instrument S.A.. O.U.R. Scientific Int’l, Inc.214 F.3d
1302, 1307 (Fed. Cir. 2000kert. denied 529 U.S. 1066 (2000jguoting Process Control
Corp. v. HydReclaim Corp 190 F.3d 1350, 1357 (Fed. Cir. 199%pealso Vitronics 90 F.3d
at 1582 (holding that, in ascertaining the scope of the patent, deference shoutddeel aftiims
as defined by their “customary meaning,” with the caveat that the law afford$eestéme right
to serve as a ‘“lexicographer,” if a special or unique definition is clearly siatetie
specifications or prosecution history.).

The second is where the specification “may reveal an itdrselaimer, or disavowal,
of claim scope by the inventor Phillips, 415 F.3d at 131&ee also Edwards Lifesciences LLC
582 F.3d at 13230 (holding thatwherea specification uses a teronly in a specific context,
that termshouldnot be construed to have a broader scope). The import of these decisions is that
the inventor’s intent with respeto the claims “must be cléato overcome their customary
meaning. SeeVodav. Cordis Corp, 536 F.3d 1311, 1320 (Fed. Cir. 2008) (internal citations
omitted).

Where thdanguageof a claimis ambiguous, thespecification, including the inventors’
statutorilyrequired written description of the inventimthe primary source for determining
claim meaning Astrazeneca AB. Mutual Pharm. Co., In¢.384 F.3d 1333, 1336 (Fed. Cir.
2004);see alsad. at 1337 (“Most courts have simply stated that the specification is to be used to
explain the claims;. .the patent is an integrated document, with the claims ‘pointing out and
distinctly claiming,” 35 U.S.C§ 112, the invention described in the rest of the specification and
the goal of claim construction is to determine what an ordinary artisan wouldtde@nvention
claimed by the patent, taking the claims together with the rest of the specifi¢atioternal
guotes and citations omitted). Of course, the utility of the specificatiblepends on whether
the “written description of the invention [is] .clear and complete enough to enable those of
ordinary skill in the art to make and use iwitronics, 90 F.3d at 1582.

Three additional rules of constructiorust be consideredrFirst, fderal trial judges have
been advised not to construe a claim to exclude the preferred and only embodimergdiis@os
specification, because “such an interpretation is rarely, if ever, corr®drdnics 90 F.3d at
1583. Second, een more than one embodiment is preseng matter of lawthe court “do[es]

12



not interpret claim terms in a way that excludes disclosed examples in the spegificatio
VerizonServs. Corpv. Vonage Holding Corp 503F.3d 1295, 1305 (Fed. Cir. 2008ge also
Phillips, 415 F.3d at 1323 (recognizing that the embodiments in a patent often are examples
meant to teach a person of ordinary skill in the art how to make and use the invention, but should
not be construed to limit the invention only to a specific embodiméfit)ere annterpretation

of atermis required to cover all embodimentontradictory to the ordinary meaning and there
was no evidence that the applicant washgcas his own lexicographehe United States Court

of Appeals for the Federal Circuitehl that such languagean be interpreted to claim less than

all the embodimentsSee Helmsderfer. Bobrick Washroom Equipinc., 527 F.3d 1379, 1383

(Fed. Cir. 2008) (holding that, even if “totally” would have covered all embodimpatsially”

could not include “totally” unless the applicant hacted as his own lexicographesee also
Baranv. Med Device Tech Inc, 616 F.3d 1309, 13156 (Fed. Cir. 2010) @iding that if a

term is used in the specification to differentiate two different embodiments esndsid in the
claims to describe the invention, it is proper to construe the claims to cover onlf/tbee\wo
embodimentshecause the differentiati@moncedes coverage of one of the embodiments).

Third, federaltrial judgesmust not “import” or graft limitations from the specification
into the claim. SeeAmerican Piledriving Equipment, Ine. Geoquip, Inc.No. 20101283, 2011
WL 1045360 *3 (Fed. Cir. Mar. 21, 2011ydaffirming that “the role of a [federal trial judge] in
construing claims is not to redefine claim recitations or to read limitations into the tcaim
obviate factual questions of infringement and validity but rather to give meanireto
limitations actually contained in the claims, informed by the written description, dseqution
history[,] if in evidence, and any relevant extrinsic evidencesge alsoKara Tech.
Inc. v. Stamps.com Inc582 F.3d 1341, 1348-ed. Cir. 2009“T he patentee is entitled to the
full scope of his claims, and we will not limit him to his preferred embodiment or import a
limitation from the specification into the claims.”SciMed Life Sys. Ine. Advanced
Cardiovascular Sys. Inc242 F.3d 1337, 134(Fed. Cir. 2001)reading a limitation from the
specification into a claim is “one of the cardinal sins of patent lamtg¢rvet Am., Incv. Kee
Vet Labs., In¢.887 F.2d 1050, 1053 (Fed. Cir. 1989) (holding tffatleral trial judges] cannot
alter what the patentee has chosen to claim as his invention, that limitations appeariag in th
specification will not be read into claims, and that interpreting what is meant by airward
claim is not to be confused with adding an extraneous limitation apgearthe specification,
which is improper”) (quotation marks omitted).

C. The Prosecution History.

In addition, federal trial judges have been advised that “the prosecution historyezan of
inform the meaning of the claim language by demonstrating hewntventor understood the
invention and whether the inventor limited the invention in the course of prosecution, making the
claim scope narrower than it would otherwise b@Hillips, 415 F.3d at 131%&ee alsdigital
Biometrics, Incv.ldentix, Inc, 149 F.3d 1335, 1344 (Fed. Cir. 199@)bserving that the
prosecution history “may contain contemporaneous exchanges between the patearitagopdic
the [USPTO] about what the claimeans”).

Under certain circumstancedjowever, prosecution history can even trump the
specification. SeeGrahamv. John Deere Co. of Kansas Git$83 U.S. 1, 241966) (holding
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that claims narrowed to obtain issuance over prior art during prosecution msybsetjuently

be interpreted by the specification to cover what diaslaimed before the U.S. Patent Ofjice

see alsoFesto Corpyv. Shoketsu Kinzoku Kogyo Kabushiki Co., 1585 U.S. 722, 7334
(2002)(“When. . .the patentee originally claimed the subject matter alleged to infringe but then
narrowed the claim in rpsnse to a rejection, he may not argue that the surrendered territory
compromised unforeseen subject matter that should be deemed equivalent tcathadlites of

the issued patent.”). Therefore, prosecution history may preclude “a patemeeeffaiimg,
through litigation, coverage of subject matter relinquished during prosecution of theatippli

of the patent.” Wang Labs. Mitsubishi ElecsAm, Inc., 103 F.3d 1571, 15778 (Fed. Cir.
1997),cert denied 522 U.S. 818 (1997)In sum regardless of whether an examiner agreed or
disagreed withan applicant’s statements during prosecution, any argument made “may lead to a
disavowal of the claim scope[.]Seachange Intlinc.v. C-Cor Inc, 413 F.3d 1361, 1374 (Fed.

Cir. 2005);see also MicrosofCorp.v. Multi-Tech Sys.357 F.3d 1340, 1350 (Fed. Cir. 2004)
(same).

3. The Federal Trial Judge May Examine Extrinsic Evidence, But Only
In Limited Circumstances.

If a federal trial judge’s consideration of the intrinsic evidence resa@mgsmbiguity
about the meaning of a patent claim, as a matter of law, it is improper for the gude on
extrinsic evidencej.e., evidence outside of the patent record, such as expert and inventor
testimony, dictionaries, learned treatises, and articBese Vitonics 90 F.3d at 1584 (allowing
extrinsic evidence “to help the court come to the proper understanding of the claitnsgt to
contradict intrinsic evidence or vary the scope of the claimBhe United States Court of
Appeals for the Federal Circuihowever, subsequenttjarified in Key Pharmy. Hercon Lab.

Corp, 161 F.3d 709 (Fed. Cir. 1998):

This court has made strong cautionary statements on the prepef extrinsic
evidence, which might be misread by some members of the bar as restricting a
trial court’s ability tohear such evidence. We intend no such thing. To the
contrary, trial courts generally can hear expert testimony for baskdrand
education on the technology implicated by the presented claim construction
issues, and trial courts have broad discretion in this regard.

Furthermore, a trial court is quite correct in hearing and relying omrexp
testimony on an ultimate claim construction question in cases in which the
intrinsic evidenceile., the patent and its file history the “patent record”) does

not answer the question.

What is disapproved of is an attempt to use extrinsic evidence to arrive g a cla
construction that is clearly at odds with the claim construction mandated by the
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claims themselves, the written daption, and the prosecution history, in other
words, with the written record of the patent.

Id. at 716 (citations omittedjee also Zodiac Pool Care, Inc.Hoffinger Indus., InG.206 F.3d
1408, 1414 (Fed. Cir. 2000) (cautionifegleral trialjudges “toturn[] to extrinsic evidence only
when the intrinsic evidence is insufficient to establish the cesaning of the asserted claim”).

IV. THE COURT'S CONSTRUCTION OF CERTAIN PATENT CLAIMS
REQUESTED BY THE PARTIES.

A. United States Patent No. 5,481,464.

The parties have requestéltatthe courtconstrue certain terms in claims 7, 9, 10, 15, 28,
30, and 34 of the ‘464 patent. All of Seasserted claims are apparatus claimkims 7, 28,
and 34alsoare independent clainfs.Gov't PH Br. at 13 Claims 9 10, and 15 depend from
claim 7. A19 (‘464 patent, col. 15, Il. 7, 11, 18,-28). Claim 30 depends from claim 2&20
(‘464 patent, col. 17, Il. 44-45).

1. The Preambles.

Because the analysis of the preamblissapplicable to all of the claimsf the ‘464
patent a few preliminary observations are requireHirst, the ‘464 patentpreambls recite
“essential structure” to define the subject matter of the claim invention whexpiteéssly or by
necessary implication give[s] the effect of a limitationKropav. Robie 187 F.2d 150, 152
(CCPA 1951);see alsdPitney Boweslinc.v. HewlettPackard Cqo. 182 F.3d1298, 1305Fed.

Cir. 1999)(stating that if a preamble recites a limitation or is “necessary to give life, ngeanin
and vitality” to the claimhen the preamble should be read as part of the ¢lame)also id
(wherethere is no “meaningful distinction to be drawn between the claim preamble andtthe re
of the claim, for only together do they comprise the ‘claim'the preamble is. .said to
constitute or explain a claim limitation.”). “No litmus test defines when a preamble liauits c
scope,” but “[ijn general, a preamble limits the claimed invention if it recitesy@abkstructure

or steps,” or if the preamble is used during prosenthistory to limit the scope of the clainm

re Cruciferous Sprout Litig301 F.3d 1343, 1347 (Fed. Cir. 2002).

3 « Apparatus” claims “cover what a deviise not what a devicdoes’ Hewlet-Packard
Co.v. Bausch & Lomb In¢ 909 F.2d 1464, 1468 (Fed. Cir. 199&nphasis in original)

* An “independent claim” is “a claim that does not refer back to or depend on another
claim.” USPTO Glossaryhttp://www.uspto.gov/main/glossary/index.htfiast viewed Mar. 21,
2011). In contrast, a “dependent claim” incorporates by reference a preaonsaod includes
all of the limitations of the claims on which they depeS@eMPEP § 608.0(n).

® The preambles of claims 7, 28, and 34 of the ‘464 patent are identical. A18 (‘464
patent, col. 14, Il. 5563); A20 (‘464 patent, col. 17, Il. 121); A20 (‘464 patent, col. 18, Il. 28
30) (all reciting “an integrated, automated, unattended unit for collecting and Igdonicing
items for collection and shipment by commercial delivery services”).
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Whether the preamble is a claim limitation is determined “on the facts of each case in
light of the claim as a whole and the invention described in the pateBtdrage Tech.
Corp.v. Cisco Sys.Inc,, 329 F.3d 823, 831 (Fed. Cir. 2008&e alsdBell Commc’'n Research,

Inc. v. Vitalink Commc’n Corp 55 F.3d 615, 620 (Fed. Cir. 1995)Wfhen the claim drafter
chooses to useoth the preamble and the body to define the subject matter of the claimed
invention, the invention so defined, and not some other, is the one the patent .protects
(emphasis in the originaliforning Glass Works. Sumitomo Elec. U.S.A., In@68 F.2d 1251,
1257 (Fed. Cir. 1989) (stating that, because there is no test to show when the prearolaan
limitation, the determination must be made on a case by case basis, “on re\nevenfirtety of

the patent”)

The preamblehowever, doesiot alwayslimit a claim. For example, where the patent
“describes a structurally complete invention in the claim body and uses timebpreanly to
state a purpose or intended use for the inventidmi Med Sys, Inc. v. Biolitic, Inc., 618 F.3d
1354, 13589 (Fed. Cir. 2010) (internal citations omitted). In addition, if the preamsble
“reasonably susceptible to being construed to be merely duplicative of tregibmstin the body
of the claim.” Symantec Corpz. Computer Associates Intern., In&22 F.3d 1279, 12889
(Fed. Cir. 2008). And, the preamble is not limiting if it is “simply an introduction to thergk
field of the claim.” Hearing Components, Ing. Shure Inc. 600 F.3d 1357, 1366 (Fed. Cir.
2010).

In Catalina Mktg. Int’l, Inc.v. Coolsavings.cominc., 289 F.3d 801 (Fed. Cir. 2002he
United States Court of Appeals for the Federal Circuit described severalinvashich the
preamble can be limiting, including four relevanthis casei.e., whenthe claim body depends
on the preamble for antedent basis; when the preamble is essential to understanding the claim
body; when the preamble recites steps or structures identified as importaatdpetification;
or when the preambile is relied upon during patent prosecutibat808-09. Another indicator
that a preambleis limiting is whereit doesnot duplicagé other language in the claimsSee
Hearing Componens600 F.3d at 1366concluding that the ‘readily installed’ phrase in the
preamble was a claim limitation, because it was not dupleaf other language in the claim
and the patentee relied on the phrase during prosecution to distinguish prior art).

The preamble of each asserted independent claim in the ‘464 patent descreudgathe
matter of this invention aan ‘integrated, atomated, unattended unit for collecting aaturely
holding items for collection and shipment by commercial delivery cegvi” A18 (‘464 patent,
col. 14, Il. 51:53); A20 (‘464 patent, col. 17, Il. 181); A20 (‘464 patent, col. 18, 28-30:° see
also Al (‘464 patent Abstract) (fd]isclosed is an integrated, automated, unattended unit”).
“Integrated . . unit” in the preamble is also a claim term that the specification identifies as the

® CompareAl2 (‘464 patent, col. 1, Il. 134) (“this invention relates to an automated,
unattended unit”’),and Al (‘464 patent, Abstract) (“Disclosed &n integrated, automated,
unattended unit”)with A18-20 (‘464 patent, col. 14, I. 51 (independent claim 7); ‘464 patent,
col. 15, Il., 5, 7, 11, 15, 18, 21, 26, 28, 34, 38, 4aifts 818, dependent onlaam 7); ‘464
patent col. 17. Il. 19 (independerdaim 28); ‘464 patent, col. 17, Il. 39, 43 (claims-29,
dependent on claim 28); ‘464 patent, col. 18, . 28 (independamh &4)) (claiming “an
integrated, automated, unattended unit”).
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purpose of the inventionSee Corning Glass Work868 F.2d at 1257 (holding that a preamble
limits the scope of the claims where the specification uses the words of émebpgeto define
the purpose of the inventiomee alsoAl (‘464 patent, Abstract) (describing the invention as
“an integrated, automated, unattended unit”); A12 (‘464 patent, col. 1,-14)18stating that
“this invention relates to an automated, unattended unit”).

In addition the ‘464 patentlaim preambls provideantecedent basfer elements in the
bodies of the asserted claimSeeCatalina Mktg, 289 F.3d at 80&holding that tlependence on
a particular disputed preamble phrase for antecedent basis may limit claifi]docepause it
indicates a reliance dmoth the preamble and claim body to define the claimed invéjtisee
also A18-A20 ((‘464 patent, col. 14, Il. 5%2, 55, 65) (Claim 7); (‘464 patent, col. 17, 11.-29,
23, 34) (Claim 28); (‘464 patent, col. 18, Il. -32, 33, 41) (Claim 34)) (the bodies of
independent Claims 7, 28, and 34 using their respective preambles @slantebasis for “the
item” and “said commercial delivery service” because “items” and “commercial delivery
services” are first introduced in each preamble).

Theterms of thé464 patenfpreamblealsoduplicate thosén the body of the ‘464 patent
claims. CompareAl8 (‘464 patent, col. 14, ll. 534) (the preamble of claim ¥ith A18-19
(‘464 patent, col. 14, |. 55 col. 15, |. 4) (the body of claim With id. at 811(discussing the use
of claim language when it appears in both the preamble and tlge buerefore, mcethere is
no meaningful distinction between the preamlaled theelements of the assertethims of the
‘464 patent, theclaim preambls limit the inventiors claimed therein See2/17/10 TRat 266-
318 (the parties agreeing that theegmble is limiting, but differing as to what these terms
mean).
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a.

“Integrated . . .Unit.”

The parties propose the following competing constructions of piteamble term
“Integrated. . . unit” for the court’s consideration:

Preamble An integrated, autoated, unattended unit for collecting and securely holding i
for collection and shipment by commercial delivery services: said automatedunprising

USHIP Construction

Government Construction

IBM Construction

An apparatus, machiner system of
machines for collecting and secure
holding items for collection an
shipment by commercial deliver
service (including the USPS), whig
apparatus, machine, or systeof
machines is (1) incorporateinto a
unified or interrelated whole; (2

integrated: incorporated into g
lynified whole

automated:
hcontrolled by
electronic devices

automatically
mechanical ¢

unattended noattendant is present

An integrated, automated,
unattended single apparatus
automatically collecting an
securely holding items for collectio
and shipment by commerci
delivery services, the automat
single apparatus iheding:

al

automatically ontrolled by
mechanical or electronic device
and (3) capable of being used by
customer when no attendant
present

unit: a single apparatus
a

Pl. PHBr. at 49; Gov't PH Br. at 14; IBM PH Br. at 57-58 (bold added by the parties).

The parties disagree whether “integrated . . . unit” requires the invention to begiea si
physical container or functionally integrated.

1)

USHIP argues that “integrated” means “incorporated into a unified terretated
whole;” that“unit” means an “apparatusjachine, or system of machirieand that dttionaries
can be used “to begin to understand the meaningesfrg before reviewing the remainder of the
patent to determine how the patentee has used the té&?#mPHBr. at 4350 (citing Phillips,
415 F.3d at 1324).

The Parties’ Proposed Constructiors.

Relying on a dictionary meaningSHIP contendshat the scope of the term “unit” can
range fron “a single thing” to “a machine, part, or system of machines having a specified
purpose.” Pl. PH Br.at 50 (quotingRANDOM HOUSE UNABRIDGED DICTIONARY 2074 (2d ed.
1993) (‘RANDOM HOUSE))); see alsoParagon Solutions, LL®. Timex Corp. 566 F.3d 1075,
108387 (Fed. Cir. 2009) (holding that “unit” encompasses “separate physical structyres”
The applicantintended “unit” to incorporate this entire rangeof meanings becausethe
specification uses the terms “system” and “unit” interchangeably, and ¢badsembodiment
shows that the inventionis housed in separate physical containeil. PH Br.at 5051.
Therefore USHIP comrludesthat “integrated’means “organized or structured so that constituent
units function cooperatively.” Id. at 50 (quoting RANDOM Housk at 990 and referring to
preferred embodiments to show that the patent encompasses the full range ofidhargict
definitions for “unit” and “integrated”).
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USHIP also contends thathie specificatiorsupports tfs definition by “portray[ing] he
invention as having a myriad of components and functions all working harmonioudlyPH
Br. at 50 (citing A12 (‘464 patent, col. 2, II. 7, 10, 16, 21, 26, 31, 51); A13 (‘464 patent, col. 3, I.
40 -col. 4, |. 3);A16-17 (‘464 patent, col. 10, I. 5%ol. 11, I. 18); A211 (‘464 patent, Figures
1-10)). Again, USHIP looksto the second embodimefdr context because it showthat the
elements of the invention ne&al “be physically and functionally coordinatedhe adjunct unit
sits next to the resdf the invention and provides ‘packaging material$T: PH Br.at 51 (citing
Al6 (‘464 patent, col. 10, IIl. 487) (“In thisembodimentan adjunct packing supply unit 120 is
positioned to one side of the system }0%ee alsa2/17/10 TR a269-70 (USHIP's Counsel:
“[the] adjunct packaging supply unit . . . is separate from the main device. It's functionally
integrated with the primary part, it's complementary to it, but it's in a separate @tifain

The Governmentespondghat tre “dictionary first” approach was rejected bye United
States Court of Appeals for the Federal Circuit. Gov't PH Br. dt7l@iting Phillips, 415 F.3d
at 1320 (explicitly rejecting defining a term to include all meanings given it in a rtacyil.
The Governmentlso criticizesUSHIP’s proposed constructioas “improperly seekng] to
resurrect the rejected and abandotreghregation of partsoncept.” Gov't PH Br.at 18. The
Government points out that when the examiner initially rejected the ‘532 patent, {gatbat
‘464 patent, as an indefinite “aggregation of parts,” the applicant amended the clagatéoamn
integrated system. Gov't PH Br. at 18. Accordinghg applicantannotnow regain subject
matter that wasurrenderediuring prosecution. Gov't PH Br. at 18. Instead, the Government
defines “integrated” as “incorporated into a unified whole,” because thea&bstefines the
invention as incorporating the scale, the computer, the card reader, and the secigednstora
the unit. Gov't PH Br.at 15 (citing Al (‘464 patent, Abstract)).

IBM agreeghat“integrated. . . unit” means “one unit, not a ‘system of machines.” 1BM
PH Br. at 58. Citing to the specification and specifically the “Summary ohtrention,” IBM
argues that thed64 patent repeatedly defines the invention as “a single integrated machine
achieving ‘the object of the invention.1BM PH Br. at 5360 (citing A12(‘'464 patent, col. 2, Il.
30-50)) The prosecution historgonfirmsthat in order to overcome a rejection thas patent
described “an aggregation of partthe applicant represented thhe “claims were directed to
an integrated system.IBM PH Br. at 61 (citing G0001137).Therefore,“the asserted claims
cannot be construed to cover a mere ‘systebut must cover a physically integrated single
machine.|IBM PH Br. at 61.

In rejecting USHIP’s construction, IBMgrees withthe Governmenthat the“system”
and “unit” are all single apparatusetBM PH Br. at 6:62. For example Embodiment Wo
specifically stées that the physically separate part of the figure is an “adjunct unit” andrhot pa
of the claimed invention.IBM PH Br. at 6364. In addition the specification would need to
indicate clearly that *“unit” included separate physical structures for thmops of
“integrated. . . unit” toextendthat far. IBM PH Br. at 6364 & n.15(citing Paragon Solutions,
566 F.3d at 108387 (defining “unit” to include separate physical structumsere the
specification explicitly stated that the claimed invention “may even comprise multiple
structures”Yemphasis addeq)

i) The Court’s Construction.
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As a threshold matter,hé court rejects theGovernment and IBM’sassertionof
prosecution historyestoppel,because th cited exchanges between the examiner and USHIP
were ambiguous.The prosecution history certainly shows that the examiner initially rejected
claims 1 and 618 of the ‘532 patent for lacking “interconnections or the disclosed structural
relationships.” G0001015 To overcome this rejectiomowever, theapplicantadded some
connections and argued that the patent was an “integrated system, nggragd#son of parts’
any longer G0001137;G000114445. After further review the examiner accepted the
applicants argumenthat, becausevo of the meansvere “in communication” with each other
the basis of therejectioncould be overcomayithout requiring the invention to be in a single
physical container. G000115€ee2/17/10 TRat277-279(USHIP’s Counselexplaining that the
examiner’sinitial rejecion wasimproper as itfocused on the lack of “interconnections and
structural relationships” and not on the presence of “a single containeklthough these
statements were made with respect to an ancektbe ‘464 patent, nevertheless thefprm the
court about wat these terms mean. SeeOmega Eng'g, Inos. Raytek Corp.334 F.3d 1314,
1333 (Fed. Cir. 2003holding that prosecution disclaimer or prosecution history estoppel “may
arise from disavowals made during the prosecution oéstor patent applications,”3ee also
MBO Labs, Inc. v. Becton, Dickinson & C02 F.3d1306 1313(Fed. Cir. 2010}jholding that
prosecution history estoppel and the rule against recaptevent apatentee fronbroadening
the scopeof a claim to covewhat previouslyhadbeen surrendered to the pubhlidh this case,
however,the court has determined that the aforementiata@mentsn the prosecution history
are notsufficiently clear towarrant invocation ofrosecution historyestoppel. See Omega
Eng’g, 334 F.3d at 13226 (holding that for prosecution disclaimer to attach our precedent
requires that alleged disavowing actions or statements made during prosecution teabaitdc
unmistakable.").

Turning toclaim constrution, the terms “system” and “unit” are used interchangeably in
the'464 patent specification to describe the inventiQompareA12-13 (‘464 patent, col. 2, |. 6
—col. 3, I. 3) (describing the invention in the “Summary of the Invention” as aefayy with
Al8 (‘464 patent, col. 14, |. 51) (claiming the invention as a “unit”). Although these terms are
used throughout the specification, when used in reference to the invention, they do not explicitly
limit the terms to “single apparatuses.” For exampie, Abstract and description of the
invention list four elements that must be “included” in the “integratedinit,” but do not
requirethat all elements must be in the same physical container. Al (‘464 patstrgail) A12
(‘464 patent, col. 2, ll. 360). In additionEmbodimenfTwo describes the invention as having a
packaging supply unit positioned to one side of the system to be used in conjunction with the
system. A7 (‘464 patent, Figure 6); Al6 (‘464 patent, col. 10, [kK53)5 (describing
EmbodimentTwo where the main systemmay control and coordinate the dispensing of
materials).

Therefore, the court has determined that a person of ordinary skill in theeig on
the specificationas well as th&igureswould understanthat “integrated . . . unitis a “system”

" USHIP and IBM declined to address what is the relevant ‘@rtivhat educational
gualifications and/or practical experience “a person of skill in the artiidvpossess at the time
of the issuance of the ‘464 patein,, January 2, 1996. 10/29/10 TR-28 (USHIP’s Counsel);
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that isfunctionally integrated, but not housed in a singg/sicalcontainer. SeePhillips, 415
F.3dat 1313 (stating that it is advisable to begin by looking at how a person of ordinary skill in
the art reads the chaiin the context of the intrinsic evidence, to gain an “objective baseline” of
the meaning of the disputed termsge alsoGeorgiaPacific Corp.v. U.S. Gypsum Cq.195

F.3d 1322, 1332 (Fed. Cir. 1999) (advising that the “specification of the pateritisthe best
guide to the meaning of a disputed téjnfcitations omitted)

10/29/10 TR 224 (IBM’s Counsel). The Government took no position on this issue. USHIP’s
Counsel, however took the position tRdtillips did not require the plaintiff “to define the person
who's skilled in the art.” 10/29/10 TR 19.

To the contrary,Phillips observed: “In some cases tloedinary meaning of claim
language as understood by a person of skill in the art may be readifg@tppaen to lay judges,
and claim construction is such cases involves little more than the application widilg
accepted meaning of commonly understood words.” 415 F.3d at 1Bh#dlips, however,
recognized that “the meaning of a claim term as understood by persons of $ldllairt ts often
not immediately apparent, and because patentees frequently use terms idicstycrthe
[trial] court looks to those sources available to the public that show what a person of skill in the
art would have understood disputed language to melah.(internal quotation marks omitted).
Therefore,Phillips reiterated: “We have also held that extrinsic evidancie form of expert
testimony can be useful to a court for a variety of purposes, such as to provigimbadlon the
technology at issua.g., the relevant art], to explain how an invention works, to ensure that the
court’s understanding of the tecbal aspects of the patent is consistent with that of a person
skilled in the art, or to establish that a particular term in the patent or the prior arpadiular
meaning in the pertinent field.ld. at 1318.

In this case, the mechanical nature lué t464 and related patents therein, the lack of
“idiosyncratic” terms and phrases, and the court’'s general familiarity the purpose of the
postal kiosk do not require expert testimony as to the “relevant art” or an infa@seription of
the “personsf skill” in that art. See Phillips415 F.3d at 1314. Nevertheless, counsel should
heed the lesson dfentricut LLCv. Esab Grp., InG. 390 F.3d 1361, 1370 (Fed. Cir. 2004)
(declining to adopt ger serule, that expert testimony is required to prove infringement when
the art is complex, but “in a case involving complex technology, where the accusegemf
offers expert testimony negating infringement, the patentee cannot gatistyden of proof of
relying only on testimony from those admittedigt expert in the field”). To date, our appellate
court has not defined what it generally considers “complex technology” to rehalldhis court
determined whether the technology at issue in this case is complex. Today,rtheleswonly
that, basé on the parties agreement, extrinsic expert testimony was not requireds folatim
construction.
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b. “Unattended”

The parties propose the following competing constructions of the term “unatteioded”

the court’s consideration:

Preamble An integrated, automated, unattendedt for collecting and securely holding iter
for collection and shipment by commercial delivery services: said automatedunprising

USHIP Construction

Government Construction

IBM Construction

An apparatus, machine, or system
machines for colleting and securely
holding items for collection and
shipment by commercial delivery
service (including the USPS), whic
apparatus, machine, or system of

integrated: incorporated into a
unified whole

automated: automatically
h controlled by mechanical or
electronic devices

An integrated, automated, and
unattended single apparatus for
automatically collecting and
securely holding items for collectio
and shipment by commercial
delivery services, the automated

machines is (1) incorporated into a single apparatus including:
unified or interrelated whole; (2)
automatically controlled by
medianical or electronic devices;
and(3) capable of being used by a
customer when no attendant is

present

unattended: no attendant is presnt

unit: a single apparatus

Pl. PHBr. at 49; Gov't PH Br. at 14; IBM PH Br. at 8 (bold added by the partjagalics
added by the court).

Theparties disagre@hether “unattendedheans'no attendants present” omerely that
the inventionis “capable of being used when ntiemdantis present.” PIl. PH Br. at 49; GdVv’
PH Br. at 18’

i) The Parties’ Proposed Constructiors.

USHIP proposes that “unattended” means “capable of being used by a customer when no
attendant is present.” PIl. PH.Bxtt 49. USHIP argues that the specificatiomyanentionsan
attendant when discussing the faults of unattended-lavgps. Pl. PH Br at 52 (citing A12
(‘464 patent, col. 1, Il. 340)). In addition, Bhough dropboxes can be used without an
attendant being present, it is improper to import su@imitationas itwould “absurdly ascribe”

a claim constructiorallowing infringement tobe avoided merely by hiring an attendant to stand
next to the invention whether or not the attendant was necessary for opePatiBrl Brat 52

The Governmentounters that “unattended’ meatiso attendant is presehand takes
issue with USHIP’s qualification that “unattended” meacepable of being used by a customer
whenno attendant is present.” Gov't PH Br. at 19. USHIP’s inclusion of this introguctor
phrase should be rejected, because it eliminates a claim term, seeks to expand the claim
construction, and is unsupported by the evideri@ev't PH Br.at 1920. Accordingly, the court
shouldconstrue “unattended” to med#mat“no attendanis present’ 1d.

8 IBM does not contest USHIP’s proposed construction of “unattended.” 1BM PHit Br
57-67.
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i) The Court’s Construction.

The court has determined that the term “unattendettie ‘464 patenis not ambiguous.
SeeVitronics Corp, 90 F.3d at 1583 (holding that when claim terms are unambiguous after
looking at the intrinsic evidence it isnproper to rely on extrinsic evidence during claim
construction). The specification only mentions “unattended” with respect to “unatteraed dr
boxes” in the description of the invention. Al2 (‘464 patent, col. 1, #19B1 The specification
alsodisausses the use and disadvantages of unattendedbaxep. Al2 (‘464 patent, col. 1, Il
31-49). Therefore, the court has determined thfter reading theentire specificationand the
preambleof Claim 7, a person of ordinary skill in the art would understand thetttended
mears that“no attendant is present” foine “collecting and Hding” functions.

2. Claim 7.

Claim 7 of the ‘464 patent describes:

An integrated, automated, unattended unit for collecting and securely holding
items for collection and shipment by commercial delivery services: said
automated unit comprising,

means for weighing the item to be shipped;

means for inputting information relating to the destination to which the item is
to be shipped;

control means for analyzing the inputted information and calculating the fee
for shipment of the item; said control means further including means for
receiving credit card information and means for communicating and assessing
the shipment fee to the account of the person owning the cadit said
means for communicating the shipment fee being by telephone lines;

means for securely storing said item until the item is collected by said
commercial delivery service;

means for storing the inputted information once said item is dispossaid
secured storage means, said information storage means including means for
displaying a manifest.

A18-19 (‘464 patent, col. 14, 1. 51 - col. 15,). 4
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a. “Means For Inputting Information Relating To The
Destination ToWhich The Item Is To Be Shipped:.

The parties propose the following competing constructions of piv@ase“means for
inputting information relating to the destination to which the item is to be sHigpad (‘464
patent, col. 14, Il. 57-58)) for the court’s consideration:

‘464 Patent

USHIP’s Proposed Government’s Proposed IBM’s Proposed
Construction Construction Construction
Function: inputting information [Means-Plus-Function] Function: Function: inputting information
relating to the destination to which | to input information relating to the | relating to the destination to which
the item is to be shipped place to which the item is to be the item is to be shipped

shipped
Corresponding Structure: keypad | Corresponding Structure: keypad | Corresponding Sructure: keypad
(28) or keyboard (226) or voiee (28) or keyboard (226) (28) or keyboard (226)
recognition mechanispand
equivalents

Pl. PHBr. at 53; Gov't PH Br. at 22; IBM PH Br. at 65 (bold added by the parties).

The parties disagree about whether the corresponding structuithis meanglus-
function claim includes a “voiceecognition mechanism.”

i) The Parties’ Proposed Constructiors.

The parties agree that the phrase “means for inputting” is a rpéafunction
limitation, subject to 35 U.S.C. § 112 { 6, the functibwlich is “inputiing information relating
to the destination to which the item is to be shipped.” PIBRHt 53; Gov't PH Br. at 22BM
PH Br. at 65. The parties also agree that the corresponding structure incluglpach(R8) and
a keyboard (226) PIl. PH Br. at 54; Gov't PH Br. at 23; IBM PH Br. at @dting e.g, A2
(Figure 1), A3 (Figure 2), A8 (Figure 7)).

USHIP alsowould include as a “third alternative” corresponding structufmechanism
that recognizes voices and is adapted tedrgolled by the spoken words Pl. PH Br. at 54
(citing Al14 (‘464 patent, col. 5, Il. 586)). USHIP further contendghat the specification
provides a link between the votcecognition mechanism and the destinatid®deeAl4 (‘464
paent, col. 5, ll. 5866) (“the Name and addres$ the recipient may be putted by vocalizing
the name and address of the reip”). As such,35 U.S.C. 8112, 16, statutorily mandates
including such equivalent structure®l. PH Br at 54, n.37 (35 U.S.C. B12, 6 requres
including “corresponding structure . . . described in the specificationequivalents theredf
(emphasis in the original).

The Governmentrespondsthat the specification only recites two structures that
correspond to the related functions, the keypad and keyboard, and contests including “voice
recognition mechanism” in theorrespondingstructure of this limitation.Gov’'t PH Br. at 23
There is only “a single ambiguous reference” to the voice recognition mechamdnthig
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reference “provids only a vague function without providing any actual structuBav't PH Br.

at 23 Al4 (‘464 patent, col. 5, Il. 586). Therefore,“the corresponding structure should be
limited to keypad (28) and keyboard (226).Gov't PH Br. at 23 IBM lodges a Bsnilar
argument to that of the Government. IBM PH Br. at 66.

i) The Court’'s Construction.

The United States Court of Appeals for the Federal Circag held that th&tuse of the
word ‘means’creates a presumption tHz% U.S.C. § 112, {%applies.” Personalized Media
Comne'ns, LLCv. Int'l Trade Conm’n, 161 F.3d 696, 703 (Fed. Cir. 1998). This presumption
however, may be overcomi “the claim . . . recites sufficiently definite structure” to a person of
ordinary skill in the art.SeePersonalizedMedia, 161 F.3d at 704eePhillips, 415 F.3dat 1311
(although the term “baffles” perform a function, they recite sufficignicture to fefer to
particular physical apparatys”

When using functional language.e. meansplusfunction language, to a&im an
invention, the court must denthe function of the claim and “identify the corresponding
structure . . . that performs the particular functioAsyst Techs., Incv. Empak, Inc 268 F.3d
1364, 1369 (Fed. Cir. 2001). The function comes dirdntim the claims.ld. (“The first step in
construing a mearnglusfunction limitation is to identify the function explicitly recited in the
claim.”).

Therefore,the phrase “mans for inputting information relating to the destination to
which the itemis to be shippedis a meansplusfunction limitation requiring the court to
determine the function and the corresponding struct8eeAsyst Techs268 F.3d at 13690.

In this casethe court has determindtat he function is “inputting informatiomelated to the
destination to which the item is to be shippeuitithat the corresponding structure includes
keypad (28) or keyboard (22@ut not a voice recognition mechanism. A15 (‘464 patent, col. 7,
ll. 21-28) (describing how keypad (28) is used to enter the destination zip code); A18 (‘464
patent, col. 13, Il. 1-45) (“[T]he customer enters complete addressing information through the
keyboard (2263).

In contrast, the corresponding structure is staicturedescribed in the specification
“that performs the particular function” and equivalents of that structbeeAsyst Techs 268
F.3d at 136970; see35 U.S.C. § 112, 1 6 (“[A meadus{function] claim shall be construed to
cover the corresponding structure, material, or acts described in the spenifacal equivalents
thereof.”); see alscAtmel Corpv. Info. Storage Devices, Inc198 F.3d 1374, 138@Fed. Cir.

® Section 11216 of the Patent Aditates:

An element in a claim for a combination may be expressed as a means or step for
performing a specified function without the recital of structure, materiattsira
support thereof, and such claim shall be construed to cover the corresponding
structure, material, or aactlescribed in the specification and equivalents thereof.

35 U.S.C. § 112, 1 6 (2006).
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1999) (“[I]n order for a claim to meet the rpaularity requirement of § 2, the corresponding
structure(s) of a mearmusfunction limitation must be disclosed in the written description in
such a manner that one skilled in the art will know and understand what structasponds to

the means limitatiaf). Where anapplicantelects to use more general meahss-function
claim language, thapplicantis obligated to disclose clearly the intended structure to implement
that limitation. See MedInstrumentation & Diagnostic Corp. ElektaAB, 344 F.3d 1205, 1211
(Fed. Cir. 2003)“The duty of a patentee to clearly link @associate structure with the claimed
function is thequid pro quofor allowing the patentee to express the claim in terms of function
under section 112, paragraph 6.”).

In claim 7 of the ‘464 parenthé single reference to a “mechanism that recognizes
voice,” howeverfails to identify any structure to carry out this function. Al4 (‘464 patent, col.
5, Il. 52-56). SeeAtmel Corp.,198 F.3dat 1382 (explaining that a person of ordinary skill in the
art, after reading thentire specification, must uredstand whats the intended corresponding
structure to perform the functian) In addition no party has establishedhat the term
“mechanism that recognizes voice” would derf@edype of device with a generally understood
meaning” to a person of ordinaskill in the art. SeeMass. Inst. of Tech.and Elecs. For
Imaging, Incv.Abacus Software462 F.3d 1344, 1354 (Fed. Cir. 200@)olding that
“mechanism” can sometimes add sufficient structure to satisfy § 112, 1 6, buttbelynodifier
has a genaily understood meaning to a person of ordinary skill in the art to imply sufficient
structure.

Accordingly, the courthas determind that after reading the entire specification and
claim 7,a person of ordinary skill in the art, would understémel caresponding structure of
“means for inputting information related to the destination to which the item is enbd be
limited to a keypad (28) or a keyboard (226).
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b. “Control Means For Analyzing The Inputted Information And
Calculating The Fee For Shipment Of The Iten

The parties propose the following competing constructiorthephrase analyzing the
inputted information and calculating the fdet the court's consideration:

‘464 Patent
USHIP’s Proposed Government’s Proposed IBM’s Proposed
Construction Condruction Construction
Function: analyzing the inputted [Means-Plus-Function] Function: Function: analyzing the inputted
information and calculating the fee| to analyze the inputtedformation | informationrelating to the place to
for shipment of the item relating to the place tahich the which the item is to be shipped, and
item is to be shipped, arnd calculating the fee for shipment of
calculate the shipment fee the item

Corresponding Structure: control | Corresponding Structure: control | Corresponding Sructure: control
system (100) including: CPU (102)| system(100) including: (1) CPU system 100 including:

in two-way communication with (102) in twoway communication (1) CPU 102 in tweway

PLC (104); zone and wdigcharts | with PLC (104); and connections tg communication with PLC 104; and
and corresponding fee files; and | scale (22) and keypad (ZB¢yboard | (2) connections to scale 22 and

equivalents (226) keypad28 / keyboard 226
The meanplusfunction limitation | [lacks sufficient structure for
lacks sufficient corresponding analyzingthe inputted information
structure andcalculating the fee]

Pl. PH Br. at 55; Gov't PH Br. at 224; IBM PH Br.at67 (bold added by parties).

The parties agree that the phrase “control means forzngly . . is a meangplus-
function limitation, subject to 35 U.S.C. § 11 6, the function of which is “analyzing the
inputted information and calculating the fee for shipmentefitem.”Pl. PH Br. at 55; Gov'’t
PH Br. at 24; IBM PH Br. at 67The parties also agree that the corresponding structure includes
a central processing unit (“CPU”) (102¥hich is in two-way communication witta program
logic controllef (“PLC”) (104). PI. PH Br. at 55 (citing Al4 (‘464 patent, col. 5, Il-&Q));

Gov't PH Br. at 24; IBM PH Br. at7. The parties however,disagreeabout whether the
structure includes the connections to the scale and keypad/keymhwhether there has been
sufficientdisclosure to transform the CPU into a special purpose computer.

i) The Parties’ Proposed Constructions.

USHIP assertghat the connections to tleéectionic scale(22) should not be includeth
the corresponding structyfgecausealthough the connectiomsay enable the function, they do
not perform the function. Pl. PH Br. at S8SHIP furthercontends that 812 requires no more
than apprising a person of ordinary skill in the art of the scope of the invention. Bt. BHb6
(citing S3 Incv.nVIDIA Corp, 259 F.3d 1364, 1367 (Fed. Cir. 200(olding thatthe
requirement for 8112 is met “[i]f the claims when read in light of the specification reasonably
apprise those skilled in the art of the scope of the invenjionih this case, e algorithm
requirement is satisfiedoecausahe specification only needs tdisclose adequate defining
structure to render the bounds of the claim understandable to one of ordinary skidnn’tHa.
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PH Br. 57 (citingAllVoice Computing PL&@. Nuance Commc’ns, Inc504 F.3d 1236, 1245
(Fed. Cir. 2007) (holding that thelgorithms in the specification need only disclose adequate
defining structure to render the bounds of the claim understandable to one of ordinamytis&ill
art” and an algorithm represented in a figure could give meaning to a)claithe zone and
weight charts and corresponding fee fildisted in the specificationprovide sufficient
information to enable a person of ordinary skill in the art to “analyze” andules¢ the
shipping fee using a “table lookup.” Pl. PH Br. at 5Bherefore, USHIRconcludesthat the
specificationof the ‘464 patenprovidessufficientcorresponding structute define the scope of
the invention. Pl. PH Br. at 58-60.

The Government, however, also would include “connections to scale (22) and keypad
(28)/keyboard (226)atthe corresponding structure,” as necessary elements to communicate the
“‘inputted information.” Gov’'t PH Br. at 25.

The Government argues that clamof the ‘464 patent is indefinite. Gov't PH Br. at 26.
The United States Court of Appeals for frederal Circuit requires thafior a general purpose
computer to havecorresponding structure, it mube transformed into a “special purpose
computer programmed toegorm the disclosed algorithin. Aristocrat Techs. Australia Pty
Ltd.v.Int'l Game Tech 521 F.3d 1328, 1333Fed. Cir. 2008)(citation omitted) Here,
although zone and weight charts and corresponding fee files have been didtiesedtent
discloses aithera particularequation noran “extremely detailed disclosure of all information
necessary to perform the functién Gov't PH Br. at28. Therefore, this clains indefinite.
Gov't PH Br. at 28.

IBM also argues thathe claim7 is indefinite because “the ‘464 patent discloses no
equation or algorithm. IBM PH Br. at68-70.

* * *

Shortly dter theUnited States Court of Appeals for the Federal Circuit istued Katz
Interactive Call Processing Patent LitigNo. 20091450, 2011 WL 607381 (Fed. Cir. Feb. 18,
2011),USHIP submitted a supplemental filingpntendhg thatthe holdingin thatcase criticized
the holdings inAristocrat Techs.521 F.3d 1328and WMS GaminglInc. v. Int'| Game Tech
184 F.3d 1339 (Fed. Cir. 199%s construing th&unctional terms of “processing,” “receiving,”
and “storing” too broadlyso disclosureof more structure than the general purpose proteds
performs those functionis not required 2/25/11 USHIP Letter (citingnh ReKatz Interactive
2011 WL 607381, at ¢ Both IBM and the GovernmenbntendthatIn re Katz Interactivedid
not change the state of the law. 3/1/11 IBM Letter (“[T]he relevant law is dime post
KatZ.]”); 3/7/11 Gov't Letter (“[T]heKatz decision reinforces the conclusion that the ‘464
patent fails to identify sufficient structdirf). Both theGovernmentnd IBM mantainthatIn
re Katz Interactivestill requiresdisclosure of an algorithmwhen a CPU is citeds corresponding
structure as is the cas@ere 3/7/11 Gov't Letter (“[T]he recitation of a general purpose
computer (“GPC”), without more, cannaionstitute the means of a meaptus-function
limitation under 35 U.S.C. § 112 fuBlessthe recited function is inherent to any GPC.”); 3/1/11
IBM Letter (‘U SHIP cannot credibly catend that the claimed function .is a function that any
general purpose computean[perform] without an algorithm[’).
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i) The Court’s Construction.

The general rule ithat there is a strong presumption that issued patents are Gaal.
Robotic Vision SysInc. v. View Engg, Inc, 189 F.3d 1370, 1377 (Fed. Cir. 1999). As stiud,
burden to establish invalidity requires “facts supported by clear and convincaenesi” Id.
That evidentiary standard alsoltis true for meanplus-functionlimitations. SeeBiomedino,
LLC v. Waters TechCorp, 490 F.3d 946, 950 (Fed. Cir. 2007) (holding that there wathing
to suggest a structure for the claimed control means” limitation and therefore theédimaas
indefinite and the claim as a whole invdjidee also Budde. Harley-Davidson, Ing 250 F.3d
1369, 138681 (Fed. Cir. 2001) (stating that “a lack of corresponding structurst be proven
by clear and convincing evidendégecause it necessarily rendarslaim invaliqd”). Therefore,
“a meansplus-function clause imdefiniteif a person of ordinary skill in the art would be unable
to recognize the structure in the specification and associate it with tlesmanding function in
the claim.” AllVoice Computing PL&@. Nuance Commas, Inc, 504 F.3d 1236, 1241 (Fed. Cir.
2007).

In claim 7 of the ‘464 patenthé phras€control means for analyzing . . i8 a means
plusfunction limitation. See Asyst Tech268 F.3dat 1369-70 (in construing a mearnsus
function limitation, the court must first define the function, and then identify thespameing
structure that performs that functjonThe court has determined thatfter reading the entire
specification and claim 7, a person of ordinary skill in the art would understarttieHamnction
is “analyzing theinputted information andalculating the fedor shipmentof the item” A18
(‘464 patent, col. 15, Il. 589); sealsoLockheed Martin Corpv. Space Sys./Loral, Inc324
F.3d 1308, 1319 (Fed. Cir. 2003) (holding that the function included all of the language “after
the ‘means for’ clause and before the subeat ‘whereby’ clause, becauaewhereby clause
that merely states the result of the limitation in the cladds nothing to the substance of the
claim”) (emphasis added}ee also Creo Prods., Ine. Presstek, In¢.305 F.3d 1337, 1344 (Fed.

Cir. 2002) (holding that “the function of a megplss{function limitation . . . must come from

the claim language itself”) (internal citation omitted)n addition, because this function is
performed by the control system, including the CPU (102) and PLC, th@4pnnectiongo the
electronic scal€22), keypad (28) and magnetic card reader (3Mly enable the functiorhy
collecting and transmitting the information, instead of performing the fundtmpanalyzing

and calculating the feeAs suchthese compnentsare not corresponding structurdsyst Tech.

Inc., 268 F.3dat 1371 (holding that components that enable but do not perform the function are
not part of the corresponding structure).

The ‘464 patent, however, also discloses thfaiera programmer “logdg] the appropriate
zone and weight charts” and “the corresponding fee the system is ready to interact with
potentialcustomers.”A14 (‘464 patent, col. 6, Il. 33-38). This information alone, however, does
not explain how the invention performs the claimed functio®. how the invention will
“analyze the inputted information” and “calculate the shipping feédl/ithout amore detailed
explanation, one of ordinary skill in the art coulot program the control systengee Aristocrat
Techs, 521 F.3dat 1333 (“Because general purpose computers can be programmed to perform
very different tasks in very different ways, simply disclosing a computeheasstructure
designated to perform a particular function does not limit the scope ofldéima to ‘the
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corresponding structure, material, or acts’ that perform the function, asecktpyirsectiorl1?2,
paragraph 8); see also In re Katz Interactive011 WL 607381, at *7 (recognizing that general
purposecomputers “can be programmed to [perform a specific function] in many wayst)

“[w] ithout any disclosure as to the way [the] invention [performs the claimed function], the
public is left to guess In re Katz Interactive2011 WL 607381, at *7. In this case, the court
has determined thataim 7 of the ‘464 patent is indefinite, becals®HIP has leftthe publicto
“guess as to how the control system “analyzes the inputted information” ardufates the
shipping fee.”

None of the parties contest thartain functions may be performed bgeneral purpose
computer without special programming, such as “processing,” “receiving,” &todng,” and
that these basic functions may not require disclosuranadigorithm. In re Katz Interactive
2011 WL 607381, at *7(recognizingthat disclosure of an algorithm is unnecessary when the
claimed functions are “coextensive” with a general purpose computle) functions at issue
this case, howeve@re not simply “processing,” “receiving,” or “storing” data. Instethe
claim at issue requires that thentrol system must use “program input device” to loathe
“appropriatezone and weight chartsind then“‘the programmer” loads “the correspondiieg
files” in order to “interact with potential customers&14 (‘464 patent, col. 6, Il. 236). In fact,
the specification recognizes that the analysis and calculatdresperformeaxceedhe normal
functions of a general purpose computeecausethey require a $pecializedprogrammer
person” to load theequireddata. Al4 (‘464 patent, col. 6,32) (emphasis added). &refore,
claim 7informs the public thathe control system is a general purpose computer that performs
the claimed functionafter receiving special programmind he United States Court of Appeals
for the Federal Circuit lsamade itclear thatwhen the structure includes a general purpose
computer performing functions that can only be achieved with special programongagisfy 8
112, 1 6the specificatiomustdisclose either an algorithm to perform the claimed funaiicia
detailed explanation of how the claimed device would perform the claimeddicAristocrat
Techs,. 521 F.3d at 136; seealso In reKatzInteractive 2011WL 607381, at7-8 (holding that
disclosure of additional structure is unnecessary whertltimed functions are basic functions
that can be achieved by any general purpose computer without special pnaggam

For these reasons, the court has determined that the Government and IBM have
established, by clear and convincing evidence, thatlimitation is indefinite and claim 7 is
invalid as a matter of law.

Assuming, arguendo that the court has misconstrued the “controkeans ér
analyzing. ..” limitation, in fairness tahe parties ando facilitate a resolution of ths casethe
court has decided to construe titker requestelimitationsin claim 7.
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C. “Said Control Means Further Including ...Means For
Communicating And Assessing The Shipment Fee To The
Account Of The Person Owning The Credit Card, Said Means
For Communicating The Shipment Fee Being By Telephone
Lines.”

The partes have proposed the followirgpmpeting constructionsf the phrase “said
control means further including .means for communicating and assessing the shipment fee to
the account of the person owning the credit card, said means for communicating thatstapme
being by telephone lines” for the court’s consideration:

‘464 Patent

USHIP’s Proposed Government’s Proposed IBM’s Proposed
Construction Construction Construction
PRIMARY CONSTR UCTION: Function: to communicate and Function: communicating and
Telephone lines used to assesghe shipment fee to the assessinghe shipment fee to the
communicateand assess the accounbf the person owning the | accountof the person owning the
shipment fee tthe account of the | credit card credit card
person owning theredit card

Corresponding Structure: card Corresponding Structure:
ALTERNATIVE reader (30) connected to a dedicatednagnetic card reader &0 230
CONSTRUCTION: telephone line that communicates | connected to a dedicatéslephone
Function: communicating and with a central location for processindine

assessinthe shipment fee to the charges on the card
accountbf the person owning the
credit cad

Corresponding Structure:
telephonesines connected to contrg
system (100); or telephone lines
connected to card reader (30, 230);
and equivalents

PI. PH Br. at 60; Gov't PH Br. at 288M PH Br. at 71(bold added by parties).

The parties disagrees do whether this is a meadus-functionlimitation. If it is, the
parties disagree as to whetliee telephone lines need to be dedicated.

i) The Parties’ Proposed Constructions.

USHIP argues this is not a megviasfunction claim limitation Pl. PH Br. at 61.The
use of“telephone linesin the claimovercomes the presumption created by the use of “means”
and the subsequent functional languaBé PH Br. at 61. fereforethere is no need to look at
the specification for disclosed structur8eeTriMed, Inc.v. Stryker Corp. 514 F.3d 1256, 1259
(Fed. Cir. 2008) (“If, in addition to the word ‘mearend the functionalanguage, the claim
recites sufficient structure for performing the described functions in theirety, the
presumption of 8 112 6 is overcom#ie-limitation is not a measus-function limitation”).

First, USHIP argues thahe telephone lines perform the described functoth by
“communicating the charge information to the appropriate processotiend the “mechanism
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by which the invention causes the fee to be assessed to the card owner’s accouht.BrPatP
61 (citing A15 (‘464 patent, col. 7, II. 4)).

In the alternativeUSHIP contendghatif the use of “telephone lines” does not overcome
the presumption of § 112, | 6, then it is necessary to perform a-4pleadisnction analysis for
each of the means within the claim elemest, the means for communicating and the means for
assessing. Pl. PH Br. at.62The “means for communicating” claim gatisfied because
“telephone lines” recites sufficient struot to perform the entirety of the communicating
function. Pl. PH Br at 6263. As for the “means for assessingiaim, the specificatiorgoverns,
because no part of the claim recites structure to overcome the-plesfisnction presumption.

Pl. PH Br.at 63. Looking at the specification, the corresponding strubburthe “means for
assessingWwould include, as alternative structuregherthe card readeor the control means.
PIl. PH Br. at 63.

Second USHIP argues that the “means for commutnicg does not requirédedicated
telephone lines. PI. PH Br. at.6%ection112, | 6 does not'permit incorporation of structure
from the written description beyond that necessary to perform the claimed funcimgst
Techs, 268 F.3d at 1369-7(nternal citationromitted);seealsoGolight, Inc.v. WalMart Stores,

Inc., 355 F.3d 1327, 1334 (Fed. Cir. 2004) (holding that, even though the specification
mentioned that it was highlgiesirable to be free to rotate greater than 360 degretesing
through 360 degreewas not required to perform the claimed functiand therefore was
superfluous to the claim constructio@mphasis added) Telephone lines are “capable of
communicating (and assessing) shipment fees regardlessvhether the lines are
dedicated, . . and Figure 10 of the specification depicts [such] lines without any indication that
the lines are ‘dedicated.” PIl. PH Br. at 63. Because “dedicated” telephate dne not
required to perform the communicating and assessing functions, the correspsingabgre
should include any telephone line, not just dedicated oRésPH Br.at 6364. Likewise, the

cad reader and the control meare correspondingnd alternativetructure for the “means for
assessing.’Pl. PH Br.at 63.

The Governmenframesthe dispute as 1) whether the disputed limitation is a means
plusfunction limitation; and 2) whether the corresponding structure is limited “tootitg
structure identified as being capable of performing both the communicatidgassessing
functionsin the specification.” Gov’t PH Br. at 289. The Government argues th#tere are
two functionsi.e., “communicating and “assessing” the shipment fe€ov’'t PH Br. at 29.The
Governmentfurther argueghat the “only means capable of communicating assessing the
shipment fee to the customer’s accourd isard reader connected to a dedicated telephone line
that communicates with a central location for processing charges.” Gov't Pht B2
(emphasis added). Accordingly, the proper corresporgtingturecan only be‘a card reader
(30) connected to a dedicated telephone line that communicates with a centrah |Idaati
processing charges on the card.” Gov't PH Br. at 30.

USHIP’s alternative construction, where the telephone lines are cedniect control
system (100) or to a card reader (30, 230glI$® disputedby the Government, becaut®at
constructionrelies completely on the card reader (300) for both functions and misrepresents
Figure 10 as depictingthe “telephone line being connected directly to the central system.”
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Gov't PH Br.at 31 (citing Pl. PH Br. at §3see also2/1710 TR at 388-89 (Governmeris
Counselarguing that the specification only discloses a dedicated telephofe kigure 10,
however, shows only a “RemoteiSice Center’” connected directly to the control system and
does not link Figure 10 with the “communicating and assessing functi@m:t PH Br.at 31;

see also2/17A0 TR at387 (Governmerd Counseldiscussing how Figure 10 is related to a
different enbodiment, does not disclose structure, sndot linked to the “communicating and
assessing” functign More specifically, Figure 10 does not show that a telephone line is part of
the structure, athe Government contend$SHIP’s Counselconceded at theral argument.
Gov't PH Br. at 31-32 (citing 2/17/10 TR at 490, 493).

IBM alsocontends that USHIP cannot overcome the presumption that this is a “means
plus-function”limitation, becausét does not provide sufficient structuré8M PH Br. at 7172.
The paties agree that the function is both “communicating and assessing,” but no corresponding
structure is provided for “assessing” a shipment fé8M PH Br. at 72. Although USHIP
assertdhat the telephone lines “assess’ the fee by communicating,” the specifipatiades
thatthe card reader assesses therieethe telephone lindBM PH Br. (citing Al (‘464 patent,
Abstract) (“a card reader for receiving . . . and for communicating asessing the shipment
fee”)). Accordingly, USHIP cannobvercome the presumption that this is a “megins-
function” claim. IBM PH Br. at 72. In additiopnBM argueghat the corresponding structure is
a card reader connected to “a dedicated telephone line that communicates with aocatial |
for processing charges on the bank cardBM PH Br. at 7273 (quotingA15 (‘464 patent, col.
7, Il. 1-4)). IBM rejects USHIP’s alternative argument that the correspondingtsteuincludes
“telephone lines” connected &xontrol system, because the specifmatiloes not “clearly link”
the proposed structure to this functidM PH Br. at 73.

i) The Court’s Construction.

This is a meanplusfunction limitation See AsysTechs, 268 F.3d at 13690. The
court has determined thatfter reading the entire sgfication and claim 7, a person of ordinary
skill in the art would understanthe functiors ae “communicating” and “assessing” the
shipment fee.A18 (‘464 patent, col. 14, Il. 683). See Lockheed Martin Corp324 F.3d at
1319 (“The function is properly identified as the language after the ‘means for’ eladisefore
the ‘whereby’ clause, because a whereby clause that merely states the result ofatih@nksnm
the claim adds nothing to the substance of the clairse®; also Creo Prods., Ine. Presstek,
Inc., 305 F.3d 1337, 1344 (Fed. Cir. 2002) (holding that “the function of a rpdas$unction
limitation . . . must come from the claim language itself”) (internal citation omittedj.these
same reasonshé court construes thierm “telephone lines”as the means of “communicating”
the shipment fees, but not of “assessing” the shipment feedead the court construes the
corresponding structure for tHassessirgfunction to beeither the card reader (3Qr the
control system (100).A14-15 (‘464 patent, col. 6, |. 6Zol. 7, I. 4. The court rejects the
Government and IBM’'s requirementhat a dedicated telephone lirman perform the
“communicating”function. SeeAltiris, Inc. v. Symantec Corp.318 F.3d1363, 137§ Fed. Cir.
2003) (explaininghe limitation mustonly have“sufficient structure to perform the entirety of
the claimed function”).
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Again, for the same reasgnthe court has further determined that “said control
means..” phrase includeswo means,i.e, communicatlg ard assessing the shipping fee.
Telephone lineare the corresponding structure for “communicatiagd eithera card reader or
control system ishe corresponding structui@ “assessing.”

d. “Means For Securely Storing Said Item Until The Item Is
Collected By Said Commercial Delivery Service.”

The parties have proposed the following competing constructiaie @hrasésecurely
storing said item until the item is collected by sasenmercialdelivery servicé for the court’s
consideration:

‘464 Patent
USHIP’s Proposed Government’s Proposed IBM’s Proposed
Construction Construction Construction

Function: securely storing the item| Function: to securely store said itel Function: securely storing the item
in a secured area for storage until thia a secured area for storage until
item is collectecby said commercial the item is collected by sai
delivery service commercialdelivery service;

Corresponding Structure: storage | Corresponding Structure: storage | Corresponding Sructure: outer
area (14) secured by inner doors (5rea (14) defined within outd door 42; innerdoors 52 and 54
54); or storage area (276) secured |blyousing (12), security mechanisr stepper motor 58secure zone 14,

inner dar (246); or a collection (50), apair of inner doors (52, 54); | guide structure 74
space (96) secured by dump drop | OR OR
(92); and equivalents storage area (276) defined within | outer door 234, temporary holding
outer housing (211), outer door space 240, inner door 246, steppet
until the item is collected by said | (234), inner door (246); motor 248, secure zone 27
commercial delivery service: OR powered conveyer 242, passiV
Plain meaning collection space (96) defined withir) parceldistribution device 264
outer housing (12)dump drop (92), OR
access door (86lock (87) dump drop 92, incline chute 9

collectionspace 96

PIl. PH Br. at 64Gov’'t PH Br. at 33; IBM PH Br. at 73-74 (bold added by parties).

The parties agrethat this is a meanplus-functionlimitation, but disagree about the
function am some of the corresponding structure. PIl. PH Br. at 64; Gov’'t PH Br. at 33; IBM PH
Br. at 74.

The partiesagree that the corresponding structure incladésast

a storage area (14), secured by either a pair of inner doors (52, 54);

a storage are@76), secured by either a single inner door (246);

or a collection space (96).

Pl. PH Br. at 66; Gov't PH Br. at 34; IBM PH Br. at {@®llectively citingA2 (‘464 patent,
Figure 1); A4 (‘464 patent, Figure 3); AID (‘464 patent, Figures®); A13 (‘464 patent, col. 4,
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Il. 25-26); Al4 (‘464 patent, col. 5, Il. 406); A1l7 (‘464 patent, col. 11, Il. 1P8, 4147, 65
68)).

In addition,the partiesagree that the collection space is secured by a dump dropRB2).
PH Br. at 66citing A14 (464 patent, col. 5, Il. 35-38)); IBM PH Br. at 77.

i) The Parties’ Proposed Constructions.

USHIP argues that the function is “means for securely stgrimgf the phraséuntil the
item iscollected,” isnot, because it does not add to the “substance of the claim.” PIl. PH Br. at
65-66 (citing BBA Nonwovens Simpsonville, IncSuperior Nonwovens, LLG03 F.3d 1332
1343-44 (Fed. Cir. 2002) (phrase “positioned for electrostatically charging the
filaments. . . before they are deposited on said collection surface to form a web” was not part of
the function for purposes of 82, 6, even though it followed “means” because it described
where the means was “located”)rherefore “until the item is collectédonly describes the time
period or duration in whitan item may be securely storedp that “collection is merely the
consequence of whehe delivery service happens to arrive to collect.” Pl. PH Br. at 66
(emphasis addgd As such the phrase “until the item is collected” is not part of the function,
eventhough the phrase followmeans.” Pl. PH Br. at 66.

The Governmentespondghat the functiorof this phrases to “securely store said item
in a secured area for storage until the item is collected by said commercial dedimecg” and
that USHIP’s construction improperly truncates the “until” clause. Gov't PH Br. at 34,T3i&
proper way to derminewhether a clause is part of the function is to look at what it modifies.
Gov't PH Br.at 37. For example,n BBA NonwovengheUnited States Catiof Appeals for the
Federal Circuideterminedhat the “positioned” phrase was not part of the fun¢timtause it
modified the word “means BBA Nonwovens303 F.3d at 13434. By contrastin Lockheed
Martin Corp. v. Space Systems/Loral, In24 F.3d 1308, 1319 (Fed. Cir. 2008)e United
States Court of Appeals for the Federal Cirtwgld thatan “in accordance” phrase was part of
the functionbecause imodified the “rotating” part of “means for rotatifigGov’'t PH Br. at 37
In this casesincethe “until” phrase modifies “securely storing” part of “means for segurel
storing; it should be construed as part of the function. Gov't PH Br. at 37.

IBM also criticizes USHIP for truncating the function. IBM PH Br. at-78. The
United State Court of Appeals for th FederalCircuit hasobserved thaf[t] he phrase ‘means
for ... is typically followed by the recitetunction and claimimitation.” LockheedMartin
Corp, 324 F.3d at 1319. Although tHevhereby clause in that case was ragnstrued to be
part of the claim, IBMsuggestghatthis clause has special meaning in patent &M PH Br.
at 75. The “until” clause however,has no special meaning in patent Jaso thatUSHIP
improperlyis readng a limitation out of the claim lajuage.IBM PH Br. at 75-76.

USHIP counterghat althoughthe Governmenand IBM cite several authoriti€$ for the
proposition that the function includes “all the words after the phrase ‘meanstf@sé cases

19 SeeGov't PH Br. at 38 (citingn re Donaldson Co., Inc16 F.3d 1189, 11997 (Fed.
Cir. 1994) én bang (construing the phrase “responsive to pressure increasaglinhamber” to
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stand only for two “modest propositions.” PIl. PH Br. at 65. Fitghgans for. . . istypically
followed by the recited function andaim limitations? Pl. PH Br. at 65 (quotindg.ockheed
Martin Corp, 324 F.3d at 13109 Second, “in identifying the function of a meaphkus-function
claim, tre claimed function may not be improperly narrowed or limited beyond the scope of the
claim language.”Pl. PH Br. at 65citing LockheedVartin Corp, 324 F.3d at 131¢holding that

a district court erred by truncating a functipnSHIP's construction does not violate either of
these propositions. Pl. PH Br. at 65

In addition, the Governmerfiirther contends that three corresponding structures in the
specification identify the function of “securely storing said item until the itemliscted by
sad commercial delivery service.”

storage area (14) defin@dthin the outer housing (12), security mechanism (50),
and a pair of inner doors (52, 54); or

storage area (276) definedthin the outer housing (211), outer door (234), and
inner door (246); or

collection space (96) definedithin the outer housing (12), access door (86), and
lock (87).

Gov't PH Br. at 34emphasis added)

Each of the embodiments shewa storage area, defined within the outer housing of the
unit. Al2 (‘464 patent, col. 2, Il. 324, 52-53; A13 (‘464 patent, col. 3, Il. 447); Al14 (‘464
patent, col. 5, Il. 19-24 A17 (‘464 patent, col. 11, Il. 39-%2In addition, the Government points
out that each structure uses a different mechanism to secure items until theéteoiteated
Gov't PH Br. at 35. These“security mechanisms arpart of the corresponding structuies
they are necessary to perform the second part of this fundtorsecuring the item until
collection. Gov't PH Br. at 35-38.

IBM also arguesthat n addition to(14), (52), (54), (92), (96), (246), and (2/&)e
corresponding structure should include the following to accomplish the “secure ’storage
function:

outer door (42); stepper motor (58); and guide structure (74) thehfirst
structue;

outer door (234); temporary holding space (240); stepper motor (248); powered
conveyer (242); and passive parcel distribution device (264) the#hsecond
structure; andn incline chute (94) with the third structure.

IBM PH Br. at 76-77.

be part of the function, and revergim prior art rejection basesh the structure that did not
correspond to the “responsiv&inction)) IBM PH Br. at 7476 (citing Generation 1l Orthotics
Inc. v. Medical TechlInc., 263 F.3d 1356, 1363 (Fed. Cir. 20018 (12 Y6 does not permit
limitation of a meanplusfunction claim by adopting a function different from thaplecitly
recited in the claim.”}internal quotation marks and brackets omitted)).
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USHIP respondsthat the additional structure identified by the Government and iEBM
not necessary to perform the function of this claim limitation. Pl. PH Re@$-64. Instead,
these structuresnly enable the delivery service to “access,” “convey,” andtfithiste” the items
in storage. PIl. PH Reply at 65.

i) The Court’'s Construction.

This is a meanplusfunction limitation SeeAsyst Techs268 F.3d at 13690. The
courthas determinethat, after reading the entire specification and claim 7, a pefsaminary
skill in the art would understanithe function is“secuely storing said itemi See Lockheed
Martin Corp, 324 F.3d at 1319 (“The function is properly identified as the language after the
‘means for’ clause and before the ‘whereby’ clause, because a whereby clause thattatesely s
the result of the limitations in the claim adds nothing to the substance of the ¢lame.also
Creo Prods., Incv. Presstek, In¢.305 F.3d 1337, 1344 (Fed. Cir. 2002) (holding that “the
function of a meanplusfunction limitation . . . must come from the claim language itself”)
(internal citation omitted). The phrase “until.. ,” however,descriles the duration of the
storagenot the function of storing.SeeBBA Nonwovens303 F.3dat 1343-44(holding hat a
phrase following “means” was not part of the function for purposes of 8fB,because it only
describesvhere the means was “located”ystead ofmodifying the function ofstoring,” the
phraseé‘until the item is collected” defines avent when the storage function ends.

For the same reasons, the cdurtherhas determinethat he corresponding structuiie
accomplished by:

astorage area (14), securedapair of inner doors (52, 54);
a storage area (276), secured by a single inner(8d6y; or
a collection space (96), secured by a dump drop (92) with a lock (87).

Al3 (‘464 patent, col. 4, Il. 229); Al4 (‘464 patent, col. 5, I40-46; seeA16-A18 (‘464
patent, col. 10, I. 45 col. 13, |. 67) (describing how the second embodiment works, and
specifically how the inner door closes off the storaga fieen unauthorized accessplthough
other structures may hbedded theyserveonly to enablethe secure storage function, instead of
performngit.
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e. “Means For Storing The Inputted Information Once Said Item
Is Disposed In Said Secured Storage Means.”

The parties propose the followimgmpetingconstructions othe phrase tnce said item
is disposed in said secured storage meangfaim 7for the court's consideration:

‘464 Patent
USHIP’s Proposed Government’s Proposed IBM’s Proposed
Construction Construction Construction
Function: storing the inputteq Function: to store the inputte¢ Function: storing the inputtec
information informationrelating to the place to | information relating to the place to

which the item is to be shipped ongewhich the item is to be shipped on¢e
the item is disposed in said securedthe machine determines that the item
storage means was disposed in the secured storage
means

Corresponding Structure: control | Corresponding Structure: control | Corresponding Sructure: control
system (100) including CPU (102) |nsystem (100) including: (1) CPU system 100 including:

two-way communication with PLC | (102) with CPU memory in twavay | (1) CPU 102 with memory

(104); and quivalents once said| communication with PLC (104); andin two-way communication with
item is disposed in saidsecured| (2) PLC (104) connected to first PLC 104; and

storage meansPlain meaning sensor (112) or third sensor (116) | (2) PLC 104 conected

to first sensor 112 or third

sensor 116

Pl. PH Br. at 68-69Gov’t PH Br. at38; IBM PH Br.at 7778 (bold added by parties).

The parties agree that this is a meghssfunction limitation. PIl. PH Br. at 69; Gov't
PH Br at 39; IBM PHBr. at 7879. The partiesalsoagree that the function includes “storing the
inputted information” and the corresponding structure includes “control sy&@®) including
CPU (102) in tweway communication with PLC (104); and equivalents.” Pl. PH Br. at8
Gov't PH Br. at 3941; IBM PH Br.at79, 81 The parties, however, disagreetawhether the
phrase®once said item is disposed in said secured storage means” is part of tienfond¢he
meansand whether the sensors are part of the corresponding structure.

)] The Parties’ Proposed Constructions.

USHIP arguesthat thephraseafter “information” does not add “to the substance of the
claim by reciting an actual function.Pl. PH Br. at 69 (citind.ockheedVartin Corp. 324 F.3d
at 1319). Therefore USHIP contendghat it is proper to exclude thgart ofclaim 7, becauseat
only identifies the moment when the “storing the inputted informationétiontakes place.Pl.
PH Br.at 62 Therefore, the “once” clause is not a function, imsteaddesignate when the
function is “operating.” Pl. PH Br. at §8iting BBA Nonwovens303 F.3d at 13434 (holding
that “positioned’describe where the “means is located and is a separate limitation not subject to
section 112, paragraph 6[.]")). Accordingly, USHtoncludeghat the*once” clause is not part
of the function.Pl. PH Br.at 69

The Governmentespondsthat USHIP’sexclusionof the phrase “once said item is
disposed in said secure storage means” improperly truncates the function.PBdrt at 3.
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Instead,“inputted information” refers to “information relat[ed] to the place to whiaghitem is

to be shipped.” Gov't PH Br. at 39. Specifically, the phraseésaid item is disposed in” is
“function-focused,” modifying “storing’so thatthe “orce” phrase must be construed as part of
the function. Gov’'t PH Br. at 39. (emphasis added); 2/1TR@t 41920, 434. In additionhe
Government insist that the corresponding structus#éso must include sensors (112, 316
because the storage of tmputed information is triggered by a sensor’s detection of an item
being deposited in storage. Gov't PH Br. at 39-Because “the specification identifies only one
structure capable of performing the function,” the first sensor (112) or third sensomidia)e
part of the corresponding structure. Gov't PH Br. at 40-41.

IBM argues that the inputted information cannot be stored “before the item id Btore
the unit or if the item is never stored in the unit” otherwise “the warce would have no
meaning.” IBM PH Br. at 78 (emphasis original). IBM also assertshat stored inputted
information is used to prepare a manifest so information storage can “only oecwaraitem is
actually deposited; otherwise the manifest may list a packagesthat there.” IBM PH Br. at
78-79.

Although IBM concedeghat the parties agree that the CPU (102) is a corresponding
structure |BM insiststhat the information cannot actually be stored in the CPU (102) “until the
machine sensghat an item has beeateposited.” IBM PH Br. 883. Because storage cannot
occur without the sensing, IBM contends that the corresponding structure alsaciudgs the
first sensor (112) or the third sensor (116), because they are the only strdesoebed for
causinghe storage of inputtedformation. IBM PH Br. at 81.

USHIP counters that the exclusion of the “once” phrase is not improper ttamca
because it identifies the temporal occasion when the function of “storing the inputted
information” takes place. IPPH Br. at 69. As discussed above, phrases that do not add to the
function of the means are not properly included in the function’s definition idr28 6,
purposes. Pl. PH Br. at 69 (citiBBA Nonwovens303 F.3d at 13434 (“Rather than reciting
the function of the corona means, the expression following the word ‘positioned’ bésscri
where the corona means is located and is a separate limitation not subjedioim k&2,
paragraph 6. What the ‘corona means’ is and where it is located are two diti@rgsat’}). In
claim 7, what the “means for storing inputted information” is and when it operatesonce
said item is disposed in said secure storage means,” are different. Pl. BH6Br USHIP
contends that the Government's argument that the sensors are “linked” to tiua ftorece said
item is disposed in said secured storage means” “in effect construe[s]” tase pbh mean “after
and not until said item is disposed in said secured storage mé&n®H Br. at 70 (emphasis in
original). Pl. PH Br. at 70 (emphasis in originaBBut USHIP explains that the “once” clause is
not part of the function, so that the sensors described in the specification cannot beréed int
limitation. Pl. PH Br. at 70 (citingAsyst Techs268 F.3d at 1370 (“Structural features that do
not actually perform the recited function do not constitute corresponding stracuairaus do
not serve as claim limitations.”))n the alternative, USHIP argues that even if the “once” phrase
was part of the foction, the sensors are not a part of the corresponding structure. PIl. PH Br. at
70-72.
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i) The Court’'s Construction.

This is a meangplusfunction limitation SeeAsyst Techs 268 F.3d at 13690. The
court has determined thatfter reading thentirespecification and claim, & person of ordinary
skill in the art would understanthe function is “to store saidnputed information.” See
LockheedMartin Corp, 324 F.3d at 1319'The function is properly ideriied as the language
after the ‘means fortlause and before the ‘wherebgfause, because a whereby clause that
merely states the result of the limitations in the claim adds nothing to the substahee o
claim.”); see also Creo Prods., Ine. Presstek, In¢.305 F.3d 1337, 1344 (Fed. Cir. 2002
(holding that “the function of a meaptusfunction limitation . . . must come from the claim
language itself”) (internal citation omittedyince hefunction isconstruedy the limitations in
claim |, neither limiting nor broadening, itheapplicablefunctionis “to store” but what isbeing
stored is “the inputted informatidn Therefore,“once saiditem is disposed irsaid secured
storage”describes when storage happansis not part of the functianA19 (‘464 patent, col.
15, Il. 1:2). The adverb“once” describeghe temporal occasion whahe storage function
begins, butloes not describehatthe means fofstoring” is. SeeBBA Nonwovens303 F.3d at
134344 (holding that meangplus-function claim construction is limited to language that
described what the function is and does not extend to other language asuenguage
descriling where the means is located)

Thereforgfor the same reasorn$ie courthas determinethatthe corresponding structure
is limited to the control system (1Q@)cluding the CPU (102) in twavay communication with
the PLC (104), both of which arequired to perform the identified functione., storing the
inputted information. Although the first and thirdsensos (112,116), trigger the timghen the
storingof informationcommenceghe sensors do not perform any of the storage function.

3. Claim 9.

Claim 9of the ‘464 patenttates

The integrated, automated, unattended unit of claim 7 wherein said means for

storing said information further includes mearior communicating said

information to a remote location staffed by a human operator.
A19 (‘464 patent, col. 15, Il. 7-10).

Since theclaim 9language®communicating said information to a remote location staffed
by a human operatordepend onclaim 7, all of the limitations of claim @re affected by the
same deficiency of indefiniteness as claimA&suming,arguendg that the court misconstrued

claim 7, in fairness to the parties and to facilitate a resolution of thisthasegurt haslecided
to construe theequestedimitations in claim 9
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The parties propose the followiegmpetingconstruction®f the phrase “communicating
said information to a remote location staffed by a human operator” for thescoamsideration:

‘464 Patent
USHIP’s Proposed Government’s Proposed IBM’s Proposed
Construction Construction Construction
Function: communicating said Function: to communicate the Function: communicating said
informationto a remote location stored information relating to the | informationto a remote location
place to which the item is to be staffed by a human operator

shipped ta remote locatiostaffed
by a human operator

Corresponding Structure: Corresponding Structure: The Corresponding Sructure : [lacks
telephondines connected to contro|l meansplus-function limitation lacks| sufficient structurdor
system (100); and equivalents sufficient corresponding structure | communicating the information

to a remote location staffed by a
human operator]

Pl. PH Br. at 73; Gov't PHBr. at 43; IBM PH Br. a83-84 (bold added by parties).

The parties agree that this isn@ansplusfunction limitation, but disagreas towhether
“staffed by a human operator” modifies the function and whesudficient corresponding
structure was disosed. PIl. PH Br. at 73; Gov't PH Br. at 44-:48BM PH Br. at 8485.

a. The Parties’ Arguments.

USHIP argues that, because the communigdtimction will occur“regardless of the
particulars of the recipient[,] . . . the phrase ‘staffed by a human operatorhadagstance to
the claimed function.” Pl. PH Br. at 73 Therefore, “staffed by a human operates not part
of the function for purposes of 82 16”; instead, the “communicatingfunction must be
defined as “communicating said imfoation to a remote location.” Pl. PH Br. at 73-74.

The Government responds that “the specification fails to identify any swlctur
performing the claimed functioni.e, “communicat[ing] the stored inputted destination
information to a remote location sked by a human operator.” Gov't PH Br. at 44. The
Government also asserts that the specification does require a specific embdtalitherdapable
of” performing the invention, so that no structure is identified. A16 (‘464 patent, col. 9; Il. 57
60). Therefore, claim 9 is indefinite, because as it fails to identify amgspmnding structure.
Gov't PH Br. at 44. And, again, e Government arguekat USHIP improperly truncadethe
function of thislimitation by readig out “staffed by a human operator.” Gov't PH Br. at 45.
Accordingly, to the Governmentis phrase is necessary, because it is an inseparable part of the
prepositional phrase “to a remote location staffed by a human operator.” Gov't BHABr

IBM agrees with the Governmé&niconstruction of the functioand faults USHIP for
failing to cite any authority to suppagnoring thisclaim languagelBM PH Br. at 84-85.
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USHIP repliesthat, as a matter of lawyhen a part of a claim limitatioradds no
substance to the claim, it “rot part of the function for purposes o182 16.” Pl. PH Reply at
69 (citing LockheedViartin Corp, 324 F.3d at 1319). In addition, USHIP argues that a person of
ordinary skill in the artvould understand thédtelephone lines connected to the consysteni
perform the function of communicating inputted information to a rerfaxtation PIl. PH Br. at
74. In addition, the specification disclogiatthe corresponding structuiethetelephone lines
connected to the control systevhere “said infomation” is stored. Pl. PH Br. at 7Moreover,
the specification explicitly linkthe communicatig means tothe telephone lines in clain,
because those line® not necessarily need to be dedicated. PIl. PH Be-&4, 74.

b. The Court’s Construction.

This limitation is a meanplus{function limitation. SeeAsyst Techs268 F.3d at 1369
70. The court has determingldat, after reading the entire specification and claim 9, a person of
ordinary skill in the art would understartle functionof clam 9 is “communicating said
information to a remote location staffed by a human operator,” because theingpgifyase
“staffed by adds substance to the claim dpecifyingwhere the informatiols communicated
See LockheeRlartin Corp, 324 F.3d at 13 (holdingthat aphrasethat “merely states the result
of the limitations in the claim adds nothito the substance of the cld)msee also Creo Pds.,
Inc. v. Presstek, In¢.305 F.3d 1337, 1344 (Fed. Cir. 2002) (holding that “the function of a
meansplusfunction limitation . . . must come from the claim languégelf’) (internal citation
omitted)

As to the corresponding structure, howevitre court has determined, for the same
reasonsthat the specification discloses no structure for “comoatimg said information to a
remote location staffed by a human operator.” In additiothing in the specification describes
“a remote location staffed by a human operator,” much #ss structure that allows the
invention to communicatgith such a dcation. See Med Instrumentation344 F.3d at 1211
(discussing thatthe tradeoff of using functional language to claim an invention is the
requirement for disclosing specific structure within the specification to adsbntipe functioi.

For these rasons, the court has determined that the Government and IBM have
establishedy clear and convincing evidence thatespective of the court’s determination that
claim 7 is indefinite, claim & indefinite andas a matter of laywnvalid.

4, Claim 10.

Claim 100of the ‘464 patent provides:

The integrated, automated, unattended unit of claim 9 wherein said unit includes a

pivotable door that serves as a slide when said door is opened, said slide serving

to transport the item to a storage area for sestorage.

A19 (‘464 patent, col. 15, ll. 11-14).

42



Claim 10 depersl from claim 9 that in turndepends from claim ,7and therefore
incorporates all of the limitations of claim 7 and claim/Mthough the court has determined that
claims 7 and 9 are indefinite and, as a matter of lawglid, in fairness to the parties and to
facilitate a resolution of this case, the court has decidedrstrue the followingequestederms
in claim 10:“a pivotable door that serves as a slida,Storage areaand “far secure storage.”

The parties propose the followingpmpeting constructionsf the phrase “a pivotable
door that serves as a sljlas well aghe terms “a storage area” and “for secure storage” for the

court’'s consideration:

‘464 Patent

USHIP’s Proposed
Construction

Government’s Proposed
Construction

IBM’s Proposed
Construction

The integrated, automate
unattendedinit includes givotable
door that operates as a chute or a
smooth surface on which items can
glide or pass smoothly and which
door seves to transport the item to
storage area for secure storage
pivotable door - door for receiving
items into the unit thabpens and
shuts by turning on a pivot

serves as a slideoperates as
downwardinclined chute with a flat
bed

a storage areaa spae for storing
items within the outer housing of th
aunit

for secured storage:stored in a
manner that is inaccessible
unauthorizegersons

pivotable door - door for receiving
items into the unit thabpens and
shuts by turning on a pivot

The integrated automated
unattendedunit has a pivotable
door] that has a slide to transport t
item to the secured storage area
ethe unit.

a storage area: a space for storing
items within the outer housing of th
unit for secured storage: stored in 3
manner that is inaccessible tc
unauthorizegersons

pivotable door - door for receiving
items into the unit thabpens and

he
of

D

1

shuts by turning on a pivot

PIl. PH Br. at 75; Gov't PH Br.

at 45-468M PH Br. at85-86 (b

old added by parties).

The partieslisagree about the construction of three terms “a pivotable door that serves as

a slide,
IBM PH Br. at 86.

a.

The Parties’ Arguments.

a storage area,” and “for secure storage.” Pl. PH Br. at 76; GovBrPat 4648,

As to thephrase“a pivotable door that serves asslide,” USHIP argues that the term
“slide” doesnot requirethe movement to be a downward inclination, sianeitemcan “slide
acrossa surface.” Pl. PH Br. at #& 54 (emphasis in original).

The Governmentesponds,because the specification clearly associates “slide” with
downward inclination, tis termmustbe construedccordingly Gov't PH Br. at 46 (citing A14
(‘464 patent, col. 5, Il. 346); A5 (‘464 patent, Fig. 494))). The Governmenalso assertthat
USHIP’s construction is “undulyrbad” as it “essentially equat[es] ‘slide’ with ‘a chute or a
smooth surfac&,and is unsupported btheintrinsic evidence. Gov't PH Br. at 47.

In addition, amilar to theparties’dispute about the term “integrated .unit,” the parties
do notagree a towhether “the storage area must be physically within the same container as the
rest of the invention.” PIPH Br. at 76;Gov't PH Br. at 4748; IBM PH Br. at 86. The
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Government refers to spedfportions of the specification thatefine the storage area as being
within the outer housing of the unit.” Gov’'t PH Br. at 47 (citing A18 (‘464 patent, col. 14, |. 28);
Al2 (‘464 patent, col. 2, Il. 386, 5356); A13(‘'464 patent, col. 3, Il. 487); A17 (‘464 patent,

col. 11, Il. 4041)).

The paries appeato agree however, thaticcess to unauthorized persons is barield.
PH Br. at 76; Gov't PH Br. at 48; IBM PH Br. at 86.

b. The Court’s Construction.

The court has determinatiat after reading theentire specificationand claim 10 a
personof ordinary skill in the art would understarnide term*“slide’ to meana “downward
inclined chute.” Al14 (‘464 patent, col. 5, Il. 46) (describing how once the pivotable door is
closed, an envelope will slidbwnan inclined chute); A5 (‘464 patentigdre 4(94)) (showing
that the slide is inclined)

In addition,for the same reasonthe courthas determinethat “storage area” meafia
space for storing items within the outer housincAlthough the court agreethat theentire
invention is not required to be houseavithin a single physical container, the specification
defines the storage area as within @uiter housing.A12 (‘464 patent, col. 2). 34-36, 5355)
(defining the storage area by the inner surface of the outer housit®));464 patent, col. 3, Il.
4647) (describing the first embodiment that “includes an outer housing 12 which defines a
storage area 14”); A17 (‘464 patent, col. 11, [k440 (defining where the packages are st@®d
“within a storage area 27defined within outer housing 211”).

The courtalsohas determined tha#fter reading theentire specificationand claim 10a
person of ordinary skill in the art would understdingl term“secure storage” as “a place that is
inaccessible to unauthorized persons.” Therefsegure storagein claim 10 of the ‘464 patent
mears “a place that is inaccessible to unauthorized persons.

5. Claim 15.
Claim 150f the ‘464 patent provides:
The integrated, automated, unattended unit of claim 12 wherein said card reader is
adapted taead credit cards issued by any of a plurality of credit card companies
and wherein said fee communicating means is adapted to communicate selectively
with the credit card company issuing the claeihg used in the transaction.

A19 (‘464 patent, col. 15, Il. 28-33).

Claim 15 depensifrom claim 12 that depends from claims.7 Therefore, claiml5
incorporates laof the limitations of claim 1&nd claim?.
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Assuming,arguendg that the courhas misconstruedlaim 7, in fairness to the parties
and to facilitate a resolution of this case, the court has decided to construe thstecqu
limitation “credit cards issued by any of a plurality of credit card companies.”

The parties propose the followirgpmpetingconstructionsof the phrase “credit cards
issued by any of a plurality of credit card companies” for the court’s consaterat

‘464 Patent

USHIP’s Proposed
Construction

Government’s Proposed
Construction

IBM’s Proposed
Construction

the card reader is adapted to read
one or more credit card cowrupes’
credit cards

Plain Meaning-the card reader is

adapted to read credit cards issued
by more than one credit ca
companyand the fee communicatin
means is adapted to communicate
selectively with the credit car
companyissuing the card being use

Plain Meaning-the card reader is

adapted to read credit cards issued
by more than one credit ca
gcompanyand the fee communicatin

selectively with the credit car
2ccompanyissuing the card being usé

g

means is adapted to communicate

2d

in the transaction

in the transaction

PIl. PH Br. at 77; Gov't PH Br.

at 48-48BM PH Br. at88 emphasiadded by parties).

The partieslisagreeas towhether the phrase “credit cards issued by any of a plurality of

credit card companies” refers to “one or more credit card companies

more than one credit card company.” PIl. PH Br. at 77; Gov't PH Br. at 49; IBM PH&3. a

a.

The Parties’ Arguments.

ort“‘ceeds issued by

USHIP urges the coumotto adopt thdatter constructiorfor two reasons. Pl. PH Br. at
77. First, thatinterpretation implies that the card readmistsupport at least two types of credit
cards, buthe term “any’requires onlythatthe card readesupport a single credit card. PIl. PH
Br. at 77. In addition, such@nstruction‘could be understood to require that the card reader
support credit cards that are jointly issued by multiple companies.” Pl. PHB. at

The Government responddat the phrase “credit cards issued by any of a plurality of
credit card companiegioes noneedto be construed, because theaningis unambiguousnd
would be understood by a person of ordinary skill in the art. Gov't PH BR. at 49.

IBM supports the Governmentsonstructionand additionally argues th&plurality”
means more than one asithe “companie$is plural, the card reader must be able to read cards
from more than one companiBM PH Br. at 88. The applicant could have left the term “any of
a plurality” out of the claim or replaced it with “one or more credit cathpanies’ credit
cards’ if that was theintended meaning.IBM PH Br. at 89. The rest of the claimi.e.,
“communicate selectively,” shows thauttiple companies were intended. If there was only one
companywith which to communicate, selective communication would renbeded.IBM PH

Br. at 89.
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b. The Court’s Construction.

The court has determined thaifter reading the entire specificatiamd claim 15 a
persa of ordinary skill in the art would understand thterase tredit cards issued gny of a
plurality of aedit card companiesheans that thenventionwould becompatible with at least
one commercial bank credit card company, but not necessarily limited to oneosuphng.
Al4 (‘464 patent, col. 6, ll. 583) (“System10 may be compatible witht least oneeommercial
bank card such as VISA or Master Cardéeinphasis added)

6. Claim 28.
Claim 280of the ‘464 patent provides:

An integrated, automated, unattended unit for collecting and securely holding
items for collection and shipment by commercial deliveservices: said
automated unit comprising,

means for weighing the item to be shipped;

means for inputting information relating to the destination to which the item is
to be shipped;

control means for analyzing the inputted information and calogldhe fee

for shipment of the item; said control means further including means for
communicating and assessing the shipment fee to the account of the person,
said meansassessing comprising means for printing a hard copy of said
account charge for saidgen;

means for securely storing said item until the item is collected by said
commercial delivery service;

means for storing the inputted information once said item is disposed in said
secured storage means, said information storage means includang foe
displaying a manifest.

A20 (‘464 patent, col. 17, Il. 19-39

Claim 28 and claim 7 share an identical preambénd the limitations:*means for
inputting,” “control meang “means for securely storifigand “means for storing the inputted
informaion.” CompareA18-19 (‘464 patent, col. 14, Il. 584; col. 14, Il. 5657; col. 14, Il. 59
60; col. 14, Il. 6667; and col. 15, Il. ), with A20 (‘464 patent, col. 17, Il. 292; col. 17, Il. 24
25; col. 17]I. 27-28; col. 17, . 34-35; and col. 17, Il. 36-39).
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Claim 7 Claim 28

control means for analyzing the inputted control means for analyzing the inputted
information and calculating the fee for information and calculating the fee for
shipment of the item; said control means shipment of the item; said otvol means
further includingmeans for receiving credit | further including means for communicating

card information and means for and assessing the shipment fee to the account
communicating and assesgitne shipment feg of the person, said means assessing
to the account ahe person owning the comprising means for printing a hard copy

credit card, said means for communicating | of said account charge for said persan
the shipment fee being by telephone lines

CompareAl8 (‘464 patent, coll4, Il. 59-64), with A20 (‘464 patent, col. 17, . 7232) (bold
added by court).

Unlike claim 7, claim 28 des not includehe phrasémeans for receiving credit card
informationand[.] CompareAl18 (‘464 patent, col. 14, Il. 664), with A20 (‘464 patentcol.
17, Il. 2932) (see the table above). In addition, claim 28 deletes “the person owning the credi
card, said means for communicating the shipment fee being by telephofi@fide®places it
with “the person, said means assessing comprising means for printing a hardf csqogl
account charge for said persorCompareAl18 (‘464 patent, col. 14, Il. 664), with A20 (‘464
patent, col. 17, Il. 29-32) (see the table above).

The parties have proposed the following competing constrigcbbithe phase“means
for communicating and assessirfgf the courts consideration:

‘464 Patent
USHIP’s Proposed Government’s Proposed IBM’s Proposed
Construction Construction Construction
Function: communicating and Function: to communicate and Function: communicating and
assessinghe shipment fee to the assesthe shipment fee to the assessinghe shipment fee to the
accounbf the person accounbf the person accounbf the person owning the

credit card

Corresponding Structure: Corresponding Structure: card Corresponding Structure:
telephonegines connected to contralreader (30) connected to a dedicatednagnetic card reader 80 230
system (100); or telephone lines | telephone line that communicates | connected to a dedicatézlephone
connected to card reader (30, 230); with a central location for processindine
and equivalents charges

PIl. PH Br. at 78Gov’'t PH Br. at49; IBM PH Br. at 991 (bold added by parties).

The parties agree that claim 28 is a mephs{function limitation. PIPH Br. at78,
Gov't PH Br. at50;, IBM PH Br. at 91. The parties, however, disagree whether the
corresponding structure requires “dedicated telephone’lirfiels PH Br. at 78; Gov't PH Br. at
50; IBM PH Br. at 91.
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a. The Parties’ Arguments.

The parties requestahthe courtrefer totheir arguments ofidedicated telephone lines”
regardingclaim 7to constre claim 28 PIl. PH Br. at 8 (referring the court to Pl. PH Br. ab6
62); Gov't PH Br. at 52 (referring the court to Gov't PH Br. at35; IBM PH Br. at 91
(referring the court to IBM PH Br. at 723).

USHIP argues that the corresponding structure includes telephone lines “which need not
be ‘dedicated,” and which are (alternatively) connected to the card reader ontitod €gstem.”
Pl. PH Br. at 78. For claim 28,USHIP asserts thait is necessary to perform a megigs-
function analysis fobothmeansj.e., the means for communicating and the meanadsessing.
Pl. PH Br. at 62. As for thtmeans for communicating “telephone lines’provides suicient
structure to perform the entirety of the communicating function. Pl. PEtB263. As for he
“means for assessing,” the specification governs, because no part of thprohaes sufficient
structure to overcome the megplas-function presumption. PIl. PH Br. at 63. Looking at the
specification, the corresponding structure for the “means for assessmgtl wiclude, as
alternative structures, the card readerandontrol means. Pl. PH Br. at 63.

USHIP also argues that “means for comunicating” does not require “dedicated”
telephone lines. PI. PH Br. at.6%ection 1127 6does not “permit incorporation of structure
from the written description beyond that necessary to perform the claimed funci@yst
Techs, 268 F.3d at 13690 (internal diation omitted);see alsaGolight, Inc, 355 F.3dat 1334
(holding that, even though the specification mentioned that it was rdgiiyable to be free to
rotate greater than 360 degretbg ability torotategreater thar860 degreewas not required to
perform the claimed functiomnd therefore was superfluous to the claim construction).
Telephone lines are “capable of communicating (and assessing) shipment fedesegaf
whether the lines are dedicated?l. PH Br. at 63. Because “dedicated” #lene lines are not
required to perform the communicating and assessing functions, the correspdndityes
should include any telephone line. PIl. PH Br. at 63-64. Likewise, the card readee andttol
means are corresponding and alternative stras for the “means for assessing.” Pl. PH Br. at
63.

The Governmentespondghat “the patent identifies only one structure as being capable
of performingboth of the communicating and assessing functions in the specification.” Gov't
PH Br. at 50(emphasis in original) The only structure discussed in the specification is “a
dedicated telephone line that communicates with a central location for procgssiggs on the
bank card.” Gov’t PH Br. at 50 (quoting Al14 (‘464 patent, coll.22-8)). As suchthere is no
other corresponding structure for communicating and assessing the shippirgoiéePH Br.
at 50.

IBM agrees with the Government that there is “nothing in the spa@aiinthat links such
structure to the claimed function.” IBMH Br. at 73. IBMalsoargues that USHIP’s[ih]ere
depiction” of the telephone line being connected directly to the control system iciaatf
IBM PH Br. at 73 €iting A11 (‘464 patent, Fig. 10)). As to USHIP’s argument that “dedicated
telephone hes” arenot necessary, IBM argues thatltere ‘[n]othing in the specification
suggests any other structure for’ performing the claimed function, it would be erraimeous
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construe the corresponding structure to include anything other than a cardcreaéeted to a
dedicated telephone line.” IBM PH Br. at 73 (quotiiglker Bearing C9.550 F.3d at 1098).

b. The Court’s Construction.

The phrase “means for communicating and assessing” a meansplus-function
limitation. SeeAsyst Techs268 F.3d at 13690. Thecourt has determined thatfter reading
the entire specification and claim 28, a person of ordinary skill in the art would undetstand
functionsof claim 28are “communicating” and “assessirig A18 (‘464 patent, col. 14, I. &
63). See Lockeed Martin Corp.324 F.3d at 1319 (holding that a phrase that “merely states the
result of the limitations in the claim adds nothing to the substance of the clases’also Creo
Prods., Incv. Presstek, In¢.305 F.3d 1337, 1344 (Fed. Cir. 2002) (holding that “the function of
a meanplus{function limitation . . . must come from the claim language itself”) (internal
citation omitted). For the same reasons, the calsbhas determined thatelephone lines’are
the corresponding structurtor “communicating” shipment fees, but ndbr “assessing” the
shipment fees. The court rejects the Government’s and IBM’s proposewstructionthat a
dedicated telephone line is required or “clearly linked” to tHiesetions Instead, the couhas
determined that, after reading the entire specificadiuh claim 28a person of ordinary skill in
the art would understand thédte corresponding structure for thessessing functidnis either
the card reader (30) or the control system (100). A15 (‘464 patent, col. 4){|AlL4 (‘464
patent, col. 6, Il. 62-66).

7. Claim 30.
Claim 300f the ‘464 patent provides:

The integrated, automated, unattended unit of claim 28 including means for
communicating said account charge to a remote location.

A20 (‘464 patent, col. 17, Il. 44-46).

Claim 30 depends from claim 28 amad, suchincorporates all the limitations of claim 28.
Since claim 28 and claim 7 share an identical preamble and certain limitations, assuming
arguendo that the court has misconstrued claims 7 and 28, in fairness to the parties and to
facilitate the resolution of this case, the court has decided to construe thee@djuasition in
claim 30.
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The partieshave proposethe followingcompeting constructianofcommunicating . . .
to a remotdocation” for the court’s consideration:

‘464 Patent
USHIP’s Proposed Government’s Proposed IBM’s Proposed
Construction Construction Construction
Function: communicating said Function: to communicate th¢ Function: communicating the

accountcharge to a remote location account charge to a remdbeation | accountcharge to a remote location

Corresponding Structure: card
Corresponding Structure: reader (30) connected to a dedicatecorresponding Sructure:
telephondines connected to control telephone linghat communicates | magnetic card reader 80 230
system (100); or telephone lines | with a central location for processingconnected to a dedicatézlephone
connected to card reader (30, 230); charges line

and equivalents

Pl. PH Br. at 79; Gov't PH Br. at 51; IBM PH Br. at 92 (bold added by parties).

The parties disagree as to whether the corresponding structure includes dedicated
telephone lines. PIl. PH Br. at 79; Gov’'t PH Br. at 51; IBM PH Br. at 92.

a. The Parties’ Arguments.

USHIP arguesthatthe corresponding structuigetelephone lines connected eitherthe
control system or the card reader. Pl PH Br. at 79.

The Government responds that the corresponding struelueesa dedicated telephone
line between the card reader and thetregéocation Gov't PH Br. at 52.IBM agreeghat the
corresponding structure requirasdedicated telephone line connected to the card reader. IBM
PH Br. at 92.

b. The Court’s Construction.

This is a meangplusfunction limitation. See Asyst Tech®68 F.3d at 13690. The
court has determinethat after reading the entire specification and claim 30, a person of
ordinary skill in the art would understatite function a “communicating said information to a
remote location.”A20 (‘464 patent, col. 17, 11.5446). See Lockheed Martin CorB24 F.3d at
1319 (holding that a phrase that “merely states the result of the limitations ifaitheadds
nothing to the substance of the claimsge also Creo Prods., Ine. Presstek, In¢.305 F.3d
1337, 1344 (Fed. Cir. 2002) (holding that “the function of a meaursfunction limitation . . .
must come from the claim language itself”) (internal citation omitted)

As to the corresponding structure, the specification disclosesd reader that “may be
connected to a dedicated telephone line that communicates with a central locatioedesipg
charges on the bank card.” Al5 (‘464 patent, col. 7-4l).2In addition, Figure 10 discloses a
telephone line connected to the remote service centehancbnhtrol system, without requiring
those lines to be dedicated\11 (‘464 patent, Figure 10)Therefore the court has determined
that after reading the entire specificatiand claim 30a person of ordinary skill in the art would
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understand thahe corresponding structure for communicating information to a remote docati
requires‘telephone lineg but notnecessarily “dedicated telephone lines.”

8. Claim 34.
Claim 34 of the ‘464 patent provides:

An integrated, automated, unattended unit for collecting and securely holding
items for collection and shipment by commercial delivery services: said
automated unit comprising,

means for inputting information relating to the destination to which the item is
to be shipped;

control means for analyzing theputted information and calculating the fee

for shipment of the item; said control means further including means for
communicating and assessing the shipment fee to the account of the person,
said mean$or communicating the shipment fee being by teleghlines;

means for securely storing said item until the item is collected by said
commercial delivery service;

means for storing the inputted information once said item is disposed in said
secured storage means, said information storage means igchadans for
transmitting information that may be used to prepare a manifest to a remote
location.

A20 (‘464 patent, col. 18, Il. 29-48

Claim 34hasmany of the same limitations as claim 7. Both claims share an identical
preamble and the limitatiorfgneans for inputting,” “control means,” and “means for securely
storing.” CompareAl18 (‘464 patent, col. 14, Il. 534; col. 14, ll. 5657; col. 14, Il. 5960; and
col. 14, Il. 6667), with A20 (‘464 patent, col. 18, Il. 292; col. 18, Il. 3334; col. 18, Il. 3536;
and col. 18, Il. 42-43).
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Claim7

Claim 34

control means for analyzing the inputt
information and calculating the fee f
shipment of the item; said control mes
further includingmeans for receiving credit
card information and means fo
communicating and assessing the shipmen|
to the account of the persowning the credit
card, said meansfor communicating the
shipment fee being by telephone lines; .
means for storing the inputted informati
once said item is disposed in sasécured
storage means, said information storage mg¢
includingmeans for displaying a manifest

control means for analyzing the inputt
information and calculating the fee f
shipment of the item; said control mee
further including means for commuaimng
and assessing the shipment fee to the aca
tdethe person, said means for communica

means for storing the inputted informati
once said item is disposed in said secy
storage means, said infoation storage mear
including means for transmitting
pamfermation that may be used to prepare a
manifest to a remote location

ount
ing

the shipment fee being by telephone lines; | . .

red
S

CompareAl8 (‘464 patent, col. 14, |ll. 585, col. 15, Il. 17), with A20 (‘464 patent, col. 18, Il

36-42, 44-48) (bold addeby court).

Unlike claim 7, however, claim 34 does not include the limitations “means for irggeiv

credit card information” and “owning the credit cardCompareA18 (‘464 patent, col. 14, Il.
60-64),with A20 (‘464 patent, col. 18, Il. 381). Claim34 replaces “means for displaying a
manifest” with “means for transmitting information that may be used to prepare a&stdaifa
remote location.”CompareA19 (‘464 patent, col. 15, I.-8), with A20 (‘464 patent, col. 18, II.
46-48).

The parties haveproposed the following competing construcsof the phrase
“transmitting information that may be usedprepare a manifestor the court's consideration:

‘464 Patent

USHIP’s Proposed
Construction

Government’s Proposed
Construction

IBM’s Proposed
Construction

Function: to transmit information
ghat may be used to prepare a listin
of all transactions which pertain to
the particular commercial delivery

service to aemote location

Function: Transmitting information
that may be used to prepare a listin
of all transactions that pertain to a
particular commercial delivery
serviceto a remote location

Function: transmitting information
ghat may be used to prepare a
manifestto a remote location.

Corresponding Sructure: [lacks
sufficient structurdor transmitting
information for preparing manifest
to a remotedcation)

Corresponding Structure:
telephondines connected to contro
system (10) and equivalents

Corresponding Structure: The
meansplus-function limitation laks
sufficient corresponding structure

PIl. PH Br. at 80; Gov't PH Br. at 53-54; IBM PH Br. at 93 (bold added by parties).

The parties agred@atthe function of this limitations “transmitting information that may
be used to prepara manifest to a remote locatibriput disagree whther the specification
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requires the corresponding structure to transmit information to a remote locBtidhd Br. at
80; Gov't PH Br. at 54, IBM PH Br. at 93.

a. The Parties’ Arguments.

USHIP arguesthat the corresponding structarare telephone lies connecteeither to
the control system aaCPU. PI. PH Br. at 80.

The Government counters thatsolereferenceto transmitting the manifest to a remote
location “is incapable of providing structure.” Gov't PH Br. at.54BM agreesthat no
correponding structure hdseen linked to the functiofor transmitting informatiorandargues
thatclaim 34 is indefinite. IBM PH Br. at 93-94.

b. The Court’s Construction.

The specificationstatesonly that this invention “may be capable of transmitting the
manifesf’ but describesio corresponding structure to carry out that function. A16 (‘464 patent,
col. 9, Il. 57-59).Because the applicant used the more general nppasigunction languagand
did notdisclose anygorrespondingtructure to implemerthis function, the couhas determined
that this limitation and claim 34is indefinite, and, as a matter of law, invalidSeeMedical
Instrumentation344 F.3d at 121tholdingwhen an applicarglects to use meaimus-function
claim language, thelaim must clearly disclose the intended structure to implement that
limitation).

B. United StatesPatent No. 5,831,220And United StatesPatent No. 6,105,014.

The partieshavealsorequested thahe courtconstrue the preamld®f claim 1 of the
‘220 and ‘0% patents and certain terms therein

1. The Preambles.
The preamblgof the ‘220 and ‘014 patentwe identicaland describe the invention as

“[a] method of mailing parcels and envelopes using an automated shipping niaé&@de'220
patent, col. 30, Il. 2-3)A109 (‘014 patent, col. 30, Il. 2-3).
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The parties have proposed the followswmpetingconstructions othe preambldor the
court’s consideration:

‘220 and ‘014 Patents

USHIP’s Proposed Construction | Government’s Proposed | IBM’s Proposed
Construction Construction

A method of mailing parcels anf A method . . . using an|A series of steps for mailin
envelopes, through the USPS and/or othautomated shipping machine:| parcels and envelopes, wherg
commercial delivery services, using | Each step of the method requireeach step of the method requires
shipping apparatus or device consisting|afse of a shipping machinl use of a shipping machin
interrelated parts with separate functignautomatically  controlled by automatically  controlled by
and employing a technique, method |omechanical orelectronic devices| mechanical or electronic device
system of operating and controlling theunless the step explicitly statesinless e step explicitly state
mailing task by highly automatic meansptherwise otherwise

comprising the steps of

[

PI. PH Br.at 13; Gov’'t PH Br. at 55-56; IBM PH Br. at 18, 50 (bold added by parties).
a. The Effect Of The Preambles.
i) The Parties’ Proposed Constructiors.

USHIP argues that the preamblio not need to be separatelgnstruedpecause “the
elements of the ‘220 and ‘014 method claims fully and intrinsically capturé e dimitations
of the claimed invention, and the preambles merely encapsulate the metidimsifound in the
claims and describe the invention’s purpose and principal BEe?H Br.at 13.

The Governmentelies onthe prosecution history of the 799 patent, the parent of the
‘220 patent, teevidencethatthe applicantsntendedthe preambleo limit the claims Gov't PH
Br. at 57. The Governnent alsopoints out that thapplicant represeed to thepatent examiner
that the invention cannot be performed by hardl therefore must use “an automated shipping
machine.” Gov't PH Br. at 58.

IBM argues thathe commorspecificationto the ‘20 and ‘014 patent cleartates that
“this invention relates to an automated unit.” IBM PH Br. a{ci®ng A50 (‘220 patent, col. 1,
[Il. 16-17) A95 (014 patent, col. 1, Il. 187)). The prosecutiomistory also confirmsthat the
applicant considered ¢hpreambleas a claim limitation.G002342, 4647, 52. For this reaspn
the applicant amended the tidéthe ‘220 patento clarify thatthe inventionwas definecasan
automated shipping machings002704-05(the title was changedrom “Improved Systenfor
Mailing and Collecting Items” to “Automated Package Shipping Machinelherefore,the
invention is limited taan automated machine.

i) The Court’s Construction.
The operative preamble languagéthe ‘220 and ‘014 patests “[a] method of mailing

pacels and envelopes using an automated shipping macheal (‘220 patent, col. 30, Il.-3);
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A109 (‘014 patent, col30, Il. 2-3). The court’s inquiry, however, does motd here, becausiee
applicantrelied on the preamble language during prosecutighe 799 patent to overcome the
examiner’s restriction requirement under 35 U.S.C. § 121. G002341Specifically, the
preamble for the ‘799 patent is identical to the preamble of the ‘220 patent and thet®14 pa
describing: “A method of mailingparcels and envelopes using an automated shipping
machine[.]” A165 (‘799 patent, col. 30, Il. B). Thereforethe prosecution history of the ‘799
patentis relevant to understaimd) the predecessof220 and ‘014 patents. See Microsoft
Corp.v. Multi-Tech Sys., In¢.357 F.3d 13401346, 134%0 (Fed. Cir. 2004§holding that the
“prosecution history . . [is] relevant to an understanding of the other two patents, which stem
from the same parent application and share a common specifiatigee also
Jonssorv. Stanley Works903 F.2d 812, 818 (Fed. Cir. 199@)plying the prosecution history

of a parent application to the construction of terms in descendent patents

Because the preamhié¢ the ‘220 and ‘014 patents is necessary to understaseghtent
and theapplicantrelied on the preamble to describe the invention to etk@miner during
prosecutionthe courhasdetermind that after reading the entire specification and the preamble
to the ‘220 and ‘014 patents, person of ordinary skill in the art would understand that
preamblelanguage “A method of mailing parcels and envelopes using an automated shipping
machine” is alimitation to the ‘220 and ‘014 patents See Computer Docking Stations
Corp. v.Dell, Inc.,, 519 F.3d 1366, 1375 (Fed. Cir. 2008) (holding that a preamble may be
limiting where it provides “a necessary and defining aspect of the inv&ntion

b. “A method of mailing parcels and envelopes using an
automated shipping machine.”

i) The Parties’ Proposed Constructions.

USHIP arguse that the specificatiom the ‘220 and ‘014 patentsescribs aninvention
that releson bothmachine and humanvolvement Pl. PH Br.at 15 n.16 (citingA61-62 (220
patent, col. 24, Il. 5&0; col. 25, Il. 812, 4651), A106-07 (‘014 patentcol. 24, Il. 5860; col.
25, 1. 812, 4651)). The specificatiorof both aforementioned paterttdescribgs] [the] system
of [EJmbodiment[Four] as being ‘operated by the customePT. PH Br.at 15 & n.16 (citing
A61 (‘220 patent, col. 24, Il. 580); A106 (014 patent, col. 24, ll. 580)). This embodiment
“differs from the previous embodiments in that it is setténdedi.e., a clerk is needed to take
the parcel or envelope from the customer, to store the parcel or envelope in ateeagecasea,
and b validate receipt of the parcel or envelogel.”PH Br.at 15n.16 (citing A62 (‘220 patent,
col. 25, Il. 4651); A107 (014 patent, col. 25, ll. 461)). Therefore USHIP concludethat the
preamble allowsiumango perform anystepsthatdo not explitly excludehuman involvement.
PIl. PH Br at 1516 (citing A62 (‘220 patent, col. 25, Il.-22); A107 (‘014 patent, col. 25, Il.-2
12)). For example“[v]irtually any machine or function one might commonly refer to as
‘automated e.g, automated cheeiut at the supermarket, automated deposit at a bank
ATM . . .will entail varied, ongoing interplay between the human being and the mpEhiRé
PH Br.at 17.'*

1 USHIP further suggests that this stmction is aligned with dictionary definitions of
the words in the preamble. Pl. PH Br. at Bpecifically, “automated” should be defined as “the
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The Government observésat “USHIP’s construction of ‘automated’ in the ‘220 patent
is atodds with[USHIP’s] construction of ‘automated’ in the ‘464 patent, despite the fact that the
specification from the ‘464 patent was largely incorporated into the ‘220 pat@ott PH Br.
at 57. The Governmenattachegarticularsignificance to the fact thadSHIP was “willing to
adopt the Government’s constructigaf “automated” in the ‘464 patept ‘automatically
controlled by mechanical or electronic devicesGov't PH Br. at 5. 27(citing PI. Br. at 5]).
Therefore, m construingthe ‘220 p&ent, the GovernmentchallengesUSHIPs changein
position,i.e., USHIP urging that in the ‘220 and ‘014 patetdastomated now means‘highly
automated mearis Gov't PH Br.at 56.

In contrast, the Governmeimsists that the proper construction of thegse‘[a] method
using an automated shipping machine” in théd‘patenis that

[e]lach step of the method requires use of a shipping machine automatically
controlled by mechanical or electronic devices, unless the step expdiciths
otherwise.

Gov't PH Br. at 56, see also2/18/10 TR at 62§Government’'s Gunselexplaining thatthe
Government'sconstruction allows a person to perform a step only when the step explicitly says
S0).

The Governmenturther emphasizes thahe amendments to clainns both in the ‘220
patent and its parent, the ‘799 patesttow that where the applicastwanted a step to be
performed by a human, thenguageexplicitly wasamended to say so:

Applicant disagrees with the Examiner’s suggestion that the process claamed i
independent method claims 1 and 72 can be performed by Batid.of these
claims specifically recite in the preambke method of mailing parcels and
envelopes “using an automated shipping machireher than specifically
reciting at each step that the step is performed by the automated shipping
machine Applicant submits that if the method were performed by hand as the
Examiner suggests, then it would not use an automated shipping machine as set
forth in the preamble.

G002346 (emphasis added).
Therefore, USHIP’s “unambiguous declarations by the applicant during prosecution”

confirm that the applicarg believed thathese steps werdo be completed by thautomated
shipping machineunlessexplicitly stated otherwiseGov't PH Br.at 61, see alsdGov’'t PH Br.

technique, method, or system of operating or controlling a process by highly autoseis, as
by electonic devices, reducing human intervention to a minimumRANDOM HOUSE
WEBSTER S COLLEGE DICTIONARY 90 (1997). Likewise, “machine” should be defined as “an
apparatus consisting of interrelated parts with separate functions, usedperfibenance of
some kind of work.”ld. at 787.
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at57-58(citing Ormco Corpv. Align Tech., InG.498 F.3d 1307, 1314 (Fed. Cir. 20@AVhen

the application of prosecution disclaimer involves statements from prosectiterfamilial

patent relating to the same subject matter as the claim language at issue inrthégiate
construed, those statements in the familial application are relevant in capsheiclaims at
issue.”).

According toIBM, the phrasetan automated . . . machifieprovides insight intahe
meaning of the claimIBM PH Br. at 23. First, it shows that thelaim is to a single machine,
not a system of machinetBM PH Br. at 23 Second, it shows that a machine, and not a human,
must perform each step, unless otherwise noi@&M PH Br. at 23 Third, the specificatin
characterizes the invention as “an automated’untiere the “method” is “implemented by the
automated shipping machineld. at 2324 (citing A50 (‘220 patent, col. 2, ll. 380); A51 (‘220
patent, col. 3, Il. 86); A95 (‘014 patent, col. 2, Il. 3810); A96 (‘014 patent, col. 3, Il. 836)).
Fourth, the prosecution history of th®9 patentshows that whethe applicarg wantedsteps ¢
be performed by humanthe patent was amendedsty so explicitly IBM PH Br. at 2425.

USHIP counterghat the specification does not require that a macpedormeach step
unless “the step explicitly states otherwisePl. PH Br.at 15 see2/18/10 TR at 595-96
(USHIPs Counsel explaining thathe weighing step requires the customer to begin the step
even hough the claim does not explicitly cdr a human to perform the stegyor examplethe
specification shows “that, for at least some embodiments of the invention, thetlaalidéep is
performed by a person such as a retail clerkeven thougtthe validation step of the claim
does not ‘explicitly’ call for such human involvementPl. PH Br.at 16 (citingA62 (‘220
patent, col. 25, Il. A2); A107 (‘014 patent, col. 25, Il.-22)); see als®/18/10 TR at 590, 595
96, 598-600 WSHIPs Counsel aguing that the claims and the specification never exclude
human interaction, that certain steps require human intergett@m when not explicitly called
for in the claims), and that certain embodiments are not as automated s others

USHIP discountsthe prosecution historgf the ‘799 patentbecause the applicant was
responding to an office action that did not deal with patentabifityPH Br at 171 Therefore,
these statements, iheg context they were giveaannot‘override the incredibly @ar statements
in the specification.” 2/18/10 TRt 608. Moreover, the prosecution history of the ‘799 patent
wasambiguousandcannot “constitute grounds for finding a clear disavowal of claim scdple.”
PH Br. & 18; see also2/18/10 TR at 60§USHIPs Counselarguing that the ‘799 patent

12 As USHIP’s Counsel explained at the claim construction hearing, the contthe of
cited prosecution history was a request by the examiner for the claimspzrére patent of the
‘220 patent be separated, because theree viwo distinct inventions being claimed an
apparatus for shipping items and an independent method for shipping items. 2/18/10 TR at 602
03. The applicant responded that the examiner misunderstood that the method was not
performed entirely by hand but “contemplate[d] [the] use of an automated shippihinena
2/18/10 TR at 606. The applicant further explained that while limitations in the preeamble
sometimes be ignored, it is improper to do so regarding the limitation “using anaaedom
shipping machine,” when such a reading would “change the claim’s classification status.”
2/18/10 TR at 607.
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prosecution history does not put the public on noticetti@patents arelaiming an invention
“in which the machine completely controls every step no matter what the spec says”

i) The Court’s Construction.

The peambleof the ‘220 and ‘014 patents provalthat the invented method uses an
automated shipping machine, but doesnequire the method to eerformedexclusively by a
machine. A64 (‘220 patent, col. 30, II.-3); A109 (‘014 patent, col. 30, Il. B). For example
the specification describes different embodiments with different degreastaation’> In
addition the prosecution history shows that the examiner initially believed that the claim as
drafted {ogethemwith a second independent claim) could be performed by hand, but accepted the
applicants argument that that the methoduld not beentirely performedy hand because the
preamble stategshat the method must includéusing an automated shipping machine
G002342; G002346"

For these reasons, the court has determinedattat reading the entire specificatiand
the preamble language of the ‘220 and ‘014 patenggerson of ordinary skill in the art would
understand that[a] method of mailing parcels and envelopes usingaatomatd shipping
machine” meas “a method to ship parcels and envelopes which includes the use of an

13 CompareA54 (‘220 patent, col. 9, Il. 345) (describing an embodiment where the
customer writes the shipping addresgith A56 (‘220 patent, col. 14|. 41-45) (describing an
embodiment where the machine prints a shipping label with the complete adtregsre also
A54 (‘220 patent, col. 9, Il.-B) (describing an embodiment where the customer measures the
package)with A57-58 (‘220 patent, col. 16, I. 12 col. 17, |. 25) (describing an embodiment
which dimensions packages using sonic, light, or holographic mechanmmyg)are alscA62
(‘220 patent, col. 25, Il. 435) (describing an embodiment where an attendant stores the
package),with A56 (‘220 patent, col. 13, ll. 260) (describing an embodiment where the
machine stores the packagesympare alscA62 (‘220 patent, col. 25, Il. 345) (describing an
embodiment where an attendant performs the validatiath) A60 (‘220 patent, col. 21, Il. 43
64) (describing an embodiment where the machine does the validafitbhpugh this footnote
does not include parallel citations to the ‘014 patent, they are identical to tteasenc¢he ‘220
patent

4 The original application for the ‘799 patent haw similar method claims, claim 1 and
claim 72. G0018280; G001845. Therefore, the examiner issued a restriction requirement
requesting that the applicant elect either the method or separate appamatsisas the methods
could be performed by hand and were distinct from the apparatus claims. Gd@234he
applicant responded that, if the method were performed entirely by hand, it would no‘lsege
an automated shipping machine.” G002345 Nevertheless, the applicant amended claim 72,
but not claim 1. G0023486. The examiner agreed that the restriction requirement was
overcome and allowed claims 1 and 72 to remain in the patent application. G002352.
Subsequently, without prejudice, the applicant removed claim 72 to permit the paientinoe
to allowance. G00271B4. The exact same claim as the original claim 72, with a preliminary
amendment matching the original amendment, was filed as a new application. G064000
This application was allowed as the ‘220 patent.
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automated shipping machine for at least some of the.’stepme Lockheed Martin Corp324
F.3d at 1319 (“The function is properly identified as the languatge thfe ‘means for’ clause
and before the ‘whereby’ clause, because a whereby clause that merely statesttbé tresul
limitations in the claim adds nothing to the substance of the claise®;also Creo Prods.,
Inc. v. Presstek, In¢.305 F.3d 1337, 1344 (Fed. Cir. 2002) (holding that “the function of a
meansplusfunction limitation . . . must come from the claim language itself”) (internal citation
omitted).
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2. Claim 1.

Claim 1 of the ‘220 and ‘014 patensssubstantially the same.

5,831,220 Pant

6,105,014 Patent

1. A method of mailing parcels ar
envelopes using an automated shippmngchine,
comprising the stepd:0o

Receiving payment information from
customer;

Receiving package  type informatic
identifying a parcel or envelope to
mailed;

Weighing said parcel or envelope to be mails

Receiving shipping information from sa
customer including at least a destination
said parcel or envelope to be mailed;

Computing from said package ty
information, shipping information, an
weight informaion, a delivery date an
cost for delivery of said parcel or envelg
to said destination viaeach delivery

service option available to said customer,

Receiving an indication of the delivery serv
option desired by the customer;

Printing a shipping label including at least
said destinatioprinted thereon;

Printing a shipping receipt for an amol
including at least the cost of delivering s¢
parcel or envelope to said destination
the delivery service chosen by sg
customer

Validating receipt of d9d parcel or envelope 3
the parcel or envelope for which sa
shipping label was printed; and

An attendant of said customer storing 4
validated parcel or envelope in a securs
storage area until said parcel or
envelope is subsequently picked up by

D

a

commercial delivery person

of

pe

1. A method of mailing parcels and enveloy
using an automated shippingachine, comprising
the steps

Receiving payment information from
customer;

Receiving package type informatic
identifying a parcel or envelope to
mailed;

Weighing said parcel or envelope to be mailg

Receiving shipping information from sal
customer including at least a destination
said parcel or envelope to be mailed;

Computing from said package ty
information, shipping information, an
weight informaion, a delivery date an
cost for delivery of said parcel or envelg
to said destination viat least twodelivery
service options available to said custome

Receiving an indication of the delivery serv
option desired by the customer;

Printing atracking bar code label identifying
at least said destination;

Printing a shipping receipt for an amol
including at least the cost of delivering s
parcel or envelope to said destination
the delivery service chosen by sq
customer

Validating receipt okaid parcel or envelope
the parcel or envelope for which sé
tracking bar code label was printed; and

Storing a validated parcel or envelope in &
secure storage area until said parcel o
envelope is subsequently picked up by
commercial delivery peron.

ad

of

pe

=

aid

AS

)

A64 (‘220 patent, col. 30, Il.-39); A109 (‘014 patent, col. 30, Il.-33) (bold added by court to

highlight differences).
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a. “Destination.”

The parties have proposed the following competing constructiorgesfifiation’for the
court's consideration:

USHIP’s Proposed Government’s Proposed IBM’s Proposed
Construction Construction Construction

destination - data relating to the destination of the parcel or envelope destination — the place to which
location to which the item to bgpto be mailed — the place to which the the parcel or envelope is to

mailed is to be mailed, as requiregarcel or envelope is to be mailg mailed; including at least th
by applicable policies an( including at least the name, strg name, street address, and zip cpde
standards of the delivergervice| address, and zip code of the place of the place
being used, such as the zip cqgde
for that location

PIl. PHBrief at 2Q Gov't PH Br. at 63; IBM PH Br. at 32 (bold added by parties).

The parties disagree as to whetbpeific information is requird to be part othe term
“destination.” Pl. PH Br. at 20; Gov’'t PH Br. at;dBM PH Br. at32.

i) The Parties’ Proposed Constructions.

USHIP assertsthat “destination” does not require any specific informatianth the
possibé exception of the zip cod#atg” because theip codeis required to be printed on the
shipping label to calculate the cost of shipping. Pl. PH Br. -@126ee als®/1810 TR at 657
60. Althoughcertain embodiments require the customer to enteeinformation, including the
recipient's name and complete mailing address, the specificaioglear thatnot all
embodiments requirenymore information than the zip cad®l. PH Br. at 21-23For example,
in EmbodimentOne the customeonly enters the zip codand writes therest of themailing
address on the shipping label. Pl. PH Br. aR21citing A53 (‘220 patent, col. 8, b4) A54
(‘220 patent, col. 9, I. 41); A98 (‘014 patent, col. 8, |. 54); A99 (‘014 patent, col. 9)I. 41)

USHIP alsoargues thathe definition of “destination” is dependent on the contexd,
“destination” for booking an airline flightdestination” des not alwaysrequire afull mailing
address. Pl. PH Br.at 22. The relevanttontextis calculatingthe cost of shipping an item
therefore, no othemnformation is required buta zip code. Pl. PH Br. at 22. Although
“destinatio’t may require more informatiofor delivering the item to a recipienty the context
of claim 1, “destination” onlyrequiresthe zip coé. PI. PH Br. at 23.

The Governmentespondghatdestination means “the place or location to which the item
is to be mailed; including at least the name, street address, and zip codela¢etieGov’'t PH
Br. at 63;seealso 2/18/10 TR at 67-79. The specification discusses “the zip code of the
destination,” “destination city and state,” “destination name,” “destinati@etsaddress,” and
“destination zip code.”Gov’'t PH Br. at 6465 (citing A59 (‘220 patent, col. 20, Il. 3b); A53
(‘220 patent, col. 8, IIl. 558));, A104 (‘014 patent, col. 20, IIl. 368); A98 (‘014 patent, col. 8, II.
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55-58);see als@?/18/10 TR at 68@1. Althoughthe city and state are not necessagcause
they can be ascertained frahezip code, other informatiois necessary.Gov't PH Br. at 65.

The Government positshat there aréwo additionalreasons whyhe EmbodimentOne
was not intended to be part of the ‘220 or the ‘014 patents. Gov't PltB566. First,
“destination” is a broader term than “destioatizip code,” so thathe use of “destination zip
code” “signal[s] that the zip code embodiment function[s] with less than a fulhdgst.”
Gov't PH Br.at 6566. SecondEmbodiment Onewhereonly the zip codes entered by the
customer previously vas claimed in the ‘948 paténtind was not meant to be claimed again in
the ‘220 or ‘014 patentsGov't PH Br.at 66.

IBM takes a slightly different tadkom the Governmengrguingthat“destinatiof is the
address and zip code of a specific groupoanization. IBM PH Br. at 33.Because the
applicantused “information related to the destination” in the ‘464 patent, a continuation desulte
in the ‘220 patentdemonstrating thathe applicantknew how to claima more generic set of
information. IBM PH Br. at 33. In the ‘220 patenthowever,the applicantchose the more
specific term “destination.IBM PH Br. at 33. Therefore IBM concludedrom the specification
“that the ‘amount of time that it takes a commercial delivery service to delivermartatés
destinationis critical.” IBM PH Br. at 33-34(citing A50 (‘220 patent, col. 1, Il. 280)); A95
(‘014 patent, col. 1, Il. 280); seealso 2/18/10 TR at 669 (IBk Counsel arguinghat the
destination in the claims is used for more thangatulating the shipping feeBecause the zip
code, name, and specific address are required to determine the specific diefigeajl of this
information is essential to definingestination. IBM PH Br. at 3334. IBM also criticizes
USHIP’s definition of “destination”as not comporhg with the claim languagthat requireshe
invention to print the destination on the shipping labBM PH Br. at 35. Moreover,USHIP’s
use of “any information’improperly broadensdestination” to includeextraneos information
e.g, “west of the river” or the blue house.” IBM PH Br. at 3-37. Finally, IBM insiststhat
EmbodimenOnerequireshatthe customeonly input the zip code for the “destinatioaridthat
other information is excluded from the scopeha$ invention IBM PH Br. at 35. Claim 1 of
the ‘464 patent, howeverequires the entry of “information relating to the destinatidBM PH
Br. at 35; see2/18/10 TR at 6645, 66971 (IBM's Counsel arguinghat in the ‘464 patent
“information relatng to thedestinatioti is used to calculate the shipping fedile in the‘220
patent the destinatiofis printed on the shipping label).

USHIP counters that the Government and IBWoposed constructien read the
EmbodimentOne out of the ‘220 patentout then improperly includds in the ‘464 nvention.
2/1810 TR at 661.USHIP emphasizes th&mbodimentOneshould notbe excluded from the
scope of tfs invention for several reasons. Pl. PH Br. at B#st, the ‘220 and ‘464 patentsad
differentinventors: Ramsden was an inventortbé ‘220 patent and the ‘464 patent; however,
Liles was a canventor on the ‘220 paterut not on the ‘464 patenPl. PH Br. at 24.Second,

15 U.S. PatenNo. 5,340,948 is a direct ancestor to both the ‘220 and ‘014 pat€hes.
specificationof the ‘948 patent contains the description of the zip code embodiment. A254 (‘948
patent, col. 7, Il. 284). In addition, the ‘948 patent shows ambodiment witha zip code to
illustrate a“means for inputting information relating to the destination of the parcel from the
customer.” A257 (‘948 patent, col. 14, Il. 39-40).
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the ‘220 patent specification is “very different” than the ‘464 patpatication, as itdid not
incorporate the entire ‘464 patent specificatiddl. PH Br. at 24. USHIP «plainsthat “it is
sometimes the case that an inventor will employ slightly different wording totcefee same
concept,” as was done here: the ‘220 patent uses the term “destinatitihé ‘464 patent uses
the phrase “information relating to the destinatiofl. PH Br.at 25. This difference in word
choice, however, does not evidence a clear and unambiguous intent to &mloldmenOne
fromclaim1. Pl. PH Br.at 25.

i) The Court’'s Construction.

Claim 1 of the ‘220 and ‘014 patentecitesthe term “destination” four times&receiving
shipping information . . . including at leasti@stinationof said parcel or envelope to be mailed”
“computing . . . cost for delivery . . . to sadgstinatiori; “printing a shipping label including at
least saiddestinatiori; and “printing a shipping receipt . . . including at least the cost of
delivering . . . to saidlestination” A64 (‘220 patent, col. 30, Il. 10, 15, 19, 23); A109 (‘014
patent, col. 30, Il. 10, 15, 20, 2@mphasis added)Therefore, the courhustexamire this term
in eachcontextthatit is used.

The court has determined thafter reading theentire specification anctlaim 1 of the
‘220 and ‘014 patents person of ordinary skill in the art would understand that “destiriation
includesat least the zip codédut also could include other informatioffhe argument thiahe
inventors did not intend Embodiment One to be coverethbyclaimed inventiomn the ‘220
paten because it wasovered by claim 1 of the ‘464 patent is unpersuaSiv&n interpretation
that covers all embodiments does not contradict the plain meaning of the term. In addition,
nothing in the specification grosecution history shows a clear disavowal of any embodiment
disclosed.

Sincethe claimmust be construed by looking at all of the disclosed embodiments in a
way that does not contradict the plain meaning of the teras;durt has determinddat after
reading the entire specification and claim 1, a person of ordinary skill in the oaittd w
understand thddestination” meansthe place tavhich the parcel or envelope is to failed
including at leasthe zip code of theplace” Construing “destination” to béthe place tavhich

% Embodiment One describes the broadest use of this term, since it limits the shipping
information required to ascertain the destination and information is printed on the shipping la
i.e, the zip code. A534 (‘220 patent, col. 8, Il. 538; col. 9, ll. 3643); A9899 (‘014 patent,
col. 8, Il. 5258; col. 9, Il. 3843). The other embodiments request more information. A56 (‘220
patent, col. 14, ll. 380); A59 (‘220 patent, col. 20, Il. 380); A63 (‘220 patent, col. 27, |. 53
col. 28, I. 8); A101 (‘014 patent, col. 14, IIl.-35); A104 (‘014 patent, col. 20, Il. 2#4); A108
(‘014 patent, col. 27, |. 51 — col. 28, I. 5).

Embodiment One also shows that the inventor believed that the zip code was the only
destination information required to compute the cost for delivery and print the cost on the
shipping label. A54 (‘220 patent, c@, Il. 1822); A99 (‘014 patent, col. 9, Il. 182). For
printing the label, nothing in the specification suggests that the invention reaquoes
information than the zip code. A54 (‘220 patent, col. 9, 43}, A99 (‘014 patent, col. 9, Il
30-43).
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the parcel or envelope is to bailed including at leasthe zip code of thelace” alsocovers all
embodiments and does not contradict the ordinary meanitng term

b.

“Delivery Date”

Claim 1 in both the ‘220 patent and the ‘014 patent indulde term telivery date’
A64 (‘220 patent, col. 30, I. 13A109 (‘014 patent, col. 30, I. 13).

The parties have proposed the following competing constructiondeti¥/éry dag¢” for

the court's consideration:

USHIP’s Proposed
Construction

Government’s Proposed
Construction

IBM’s Proposed
Construction

the automated shipping machine
determines the expecteélivery
date and cost for delivery of the
parcel or envelope to said
destination for each available
delivery servie option, as a
function of thepackage type
information, shipping information
and weight information

delivery date—the date on which
the parcel or envelope is to be
received, expressed either as the
specific month, day, and year
when the parcel or erlope is
expected to be received or the
number of days it is estimated to
take for parcel or envelope to be
delivered

the automated shipping machine
calculates [a delivery date] and cost fo
delivery [of said parcel or envelope to
said destination] for e&cavailable
delivery service option, as a function o
[the package type informatiordhipping
information, and weight information

a delivery date. . . of said parcel or
envelope to said destinationthe
expected calendar date of delivery of
parcelor envelope

the automated shipping machine

r determines an expected delivery
date, including the day of the
week, and associated cost for ea

f delivery service based on the
package typ@nformation,
shipping information, and weight
information

he

Pl. PH Br.at 2526; Gov't PH Br. at 67-68; IBM PH Br. at 37-38 (bold added by parties).

The parties disagree whether “delivery dat&istbe displayed athe calendar date on
which the delivery will be mader, in the alternative whether“delivery date” includeshe total
numberof days until delivery is mad@nd wrether “delivery dateimust include the day of the
week that the delivery will be made.

)

The Parties’ Proposed Constructions.

USHIP arguesthat “delivery date” means “the projected or estimated datehoch the
item to be mailed is to be delivered, express#teras a specific calendar daieas the number
of days it is estimated to take for the items to be delivered.” PIl. PH Br. &b #te prosecution
history of the ‘799 patenthe parent othe ‘220 patentthe examinenoted: “the two options

were available from the U.S. Post Office and therefore would have been obvious to one of
ordinary skill in the art at the time the invention was made to program a shippimgnenée
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include these two @all known standard options.”"G002352 see also2/18/10 TR at 6887
(USHIP Counselarguingthat when the examiner rejected the patent as obvious, he took official
notice that the delivery date could be calculaedadoften wasexpressed eithasthe caledar

date of the delivery or the number of délyatit would take to accomplistine delivery)

In contrast, the Government's proposed constructionits “delivery date” to “the
expected calendar date a@élivery of the parcel or envelope.” Gov't PH Br. at @elying on
the specification, the Government argues,thatause calculation of the delivery date “fake
into accounfspecific days such asjveekends, holidays, and other days which nodelivery
service is availabl€;delivery daté must ke a calendar dateGov't PH Br. at 69(citing A60
(‘220 patent, col. 21, IIl. 26)), A104-05 (‘014 patentgcol. 20, I. 65— col. 21, I. 15; see also
2/18/10 TR at 69800 (Government Counsearguing that the specification talks about
displaying the expeed delivery dategogethemwith the day of the week and the cost of shipping,
but never discusses displaying the number of ;dthat is mentionedonly in the extrinsic
evidence)

The Governmenpositsthreeadditional reasonshy USHIP’s constructiorof “delivery
date” toincludethe number of dayantil deliveryis incorrect Gov't PH Br.at 6971. First,
USHIP inappropriately relied on prosecution history of an ancestor patent todexpa not
limit its construction.Gov’'t PH Br.at 70. Second, USHIP relied on documents that did not exist
a the time the patent was filedsov’'t PH Br.at 70. Third USHIP reliedon documents thadlo
not equate “delivery date” with USHIP’s proposed construction and, in fact, do not even use the
word “date.” Gov't PH Br.at 70.71.

IBM’s proposed construction, howevegquires “delivery date” to includboth the
expected delivery date and the day of the week. IBM PH Br.;ae&7als@/18/10 TR at 692
94 (IBM Counselarguing that the specification for systéi®0) displays the calendar date and
the day of the week, but never mentions displaying the number of days). Looking atrthe clai
languagethe invention usetformation like package type and weight, to calculate an exact
delivery calendar dateA60 (‘220 patent, col21, Il. 4-21); A109(‘014 patent, col. 30, IIl. 124).
The specification confirms thonstruction IBM PH Br. at 3839; see als®/18/10 TR at 694
95 (IBM Counselciting ‘220 patent, col. 21, 1l4-21to show that the inventors expedthat
their invention would display the calendar dateat the item was to be delivered so that the
customer could make an informed decijioBecauséthe delivery date is computed frasnch
information as ‘second day air,“tlelivery date” cannohavethe same meanindBM PH Br. at
39. And, as the Governmeitentified the number of days may not account for days when the
mail is not deliveredIBM PH Br. at 3839 (citing A60 (‘220 patent, col. 21, Il.21)); A104-05
(‘014 patent, col. 20, I. 65col. 21, I. 15) In addition, the prosecution history of the ‘799 patent
is inapplicablebecause it does not descritb®Wwthe USPS calculated a delivery daté8M PH
Br. at 3340 (citing G002352).

USHIP counters that the Governmend IBM claim costructiors are based on the
specification’s description of particular embodiments. Pl. PH Br. as&8alsd/18/10 TR at
687-88 (USHIP Counselarguing that the Government and IBM combine the claims with the
discussion of the embodiments in the speaiian) Accordingly, their proposed constructions
impermissibly import limitations from the specification into cldimPI. PH Br. at 28.
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i) The Court’s Construction.

At the claim construction hearing SHIP Counselkonceded tat theconstruction othis
limitation was a lose question, budrguedthat “delivery date” can be expressedias calendar
date or ashe number of days it will take to deliver the ite@/18/10 TR at 683-84ee alscA64
(‘220 patent, col. 30, Il. 226); A109 (‘014 patent, coBO, Il. 1216). In other words,fithe
invention only states the number of days for delivery, it would not be clear ifotbks“into
account holidays, weekends, and other days in which there is no delivery service.”22®0 ('
patent, col. 21, Il. 47); A104-05 (‘014 patent, col. 20, I. 65col. 21, |. 11). For example, &
package is posted on Thursday JUfy 8nd the machine stated delivery would take place in 5
days, it would be unclear if this accounted for JUly 8aturday, or Sunday. Iromtrast,if
delivery was to take place on July™ithere would be no uncertainty. A60 (‘220 patent, col. 21,
Il. 4-17); A10405 (‘014 patent, col. 20, I. 65 col. 21, I. 11) (describing how the invention
presents the date the item is to be deliverediifiberent delivery options, taking “into account
holidays, weekends, and other days in which no delivery service is available”).

The court has determined thafter reading theentire specificationand claim 1 of the
‘220 and ‘014 patents, a personaosflinary skill in the artvould understanthat“delivery date”
mears “the expected calendar date for the ey of the parcel or envelope.”

(o} “Validation.”

Claim 1 inboththe ‘220 patent and the ‘014 patelaiscribeslightly different \ersions of
the validaton step. CompareA64 (‘220 patent, col. 30, Il. 2B7) (claiming “validating receipt
of said parcel or envelope as the parcel or envelope for whidishipping labelwas printed”)
(emphasisdded)with A109 (‘014 patent, col. 30, Il. 27-29claiming “validating receipt of said
parcel or envelope as the parcel or envelope for whichrsaking bar code labelas printed”)
(emphasisdded).

The parties have proposed the followrm@mpetingconstructions of Validation” for the
court's considration:

‘220 and ‘014 Patents
USHIP’s Proposed Government’s Proposed IBM’s Proposed
Construction Construction Construction
the automated shipping machine| the automated shipping machine the automated shipping machine
or an attendant determines or confirms that the parcel or envelope | confirms that the parcel or
confirmsthat the parcel or received for storage is the same parce] envelope received for storage is the
envelope being received for envelope for which the same parcedr envelope for which
storage andfoshipment is the [shippindtracking bar codepbelwas the shipping label was printed
package for which the printed
[shippindtracking bar codelpbel
was printed
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Pl. PH Br.at 31 Gov't PH Br. at 72IBM PH Br. at41.

The parties disagree as to whether validation requires making certain thatkbhgeis
the correct package forlabel or whether validatioantailsonly making certain that the package
has a shipping label. The parties also disagree as to whether validattdrercsompishedby
the automated shipping machine or by a human.

)] The Parties’ Proposed Constructions.

USHIP argues that “valation’ requires “only a determination that the item being
received for storage or shipment is the item for whishipping label (or, ithe case of the ‘014
patent, a tracking bar code label) has been printeBl! PH Br.at 31. Although “the
specification, and certain drawings, indicate that, for some embodiments of théany¢he
shipping machine may utilize sensors and othercgsvto confirm that the same package for
which a label was printed is received,” the specification doesapthat the invention must do
so. Pl. PH Br.at 32. USHIP emphasizes that the specification is clear that “validation gdtrece
may be ‘accompdihed in several different ways,’ and.that it is not necessary for the shipping
machine itself to confirm that the exact same package has been receRledPH Br.at 32
(citing A6O (220 patent, col. 21, Il. 484)), A105 (‘014 patent, col. 21, 1138-50) see2/18/10
TR at 70205 (USHIPs Counselarguing that the patentee believed validation could be done in
several different ways) For examplejn EmbodimentThree “it is sufficient that the machine
determine that ‘any’ package be received, in which case it will be ‘presuna¢dhépackage is
the appropriate one.PIl. PH Br.at 32. Tlerefore the invention does not require “the machine to
verify that the exacdame package has been receiveel.”PH Br. at 32.

USHIP alsoargues that valideon can be performed by the automated shipping machine
or “through means other than the shipping machine itself.” PI. PH Br. at 33. UShiéhds
that, “[w]hile it is. . .possible for the same term to have different meanings depending on the
contextused in the patent,” in this casthe applicant used ‘validation’ consistently throughout
the written description.” PIl. PH Br. at 36. USHitther emphasizes that the specification
makes clear “that the ‘validation’ step describecEmbodiment Fouis the same ‘validation’
step ¢aimed as part of the invention.” PIl. PH Br. at 35. For exaniptéyodiment Foustates:
“The parcel, package or envelope with the label is then provided to a retail clexdaldades
receiptof the packagé. PI. PH Br.at 35 (citing A62 (‘220 patent, col. 25, Il-4); A107 (‘014
patent, col. 25, Il. -B). The Fourth Embodimentthus differs from the previous embodiments in
that it is semiattendedj.e., a clerk is needed. . tovalidate receiptof the parcel or erelope.
This embodiment is otherwise quite similar to the third embodimd?t PH Br.at 36 (citing
A62 (‘220 patent, col. 25, Il.-84)); A107 (‘014 patent, col. 25, Il.-¥3) (emphasis added)
Another exampléhatthe specification discussés foundin Embodiment Four: The attendant
then stamps and initials the receipt to validate the shipment and receipt of the parcel openvel
708 from the customer.. Obviously, this system is substantially simplified from the
embodiments described above since the storagevalndation processs performed by an
attendant.”Pl. PH Br.at 36 (citing A62 (‘220 patent, col. 25, Il. 4®)); A107 (‘014 patent, col.
25, II. 40-47) (emphasis added).
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Because the ‘799 patent was amended during prosecution and was an ancestor to the ‘220
and ‘014 patentsUSHIP posits three reasons why the doctrine of prosecution disclaimer is
neverthelesgapplicable. Pl. PH Br. at 41. First, “because the applicant was not malgag ‘cl
and unmistakable prosecution argumenmtsiting the meaning of a claim ternm order to
overcome a rejectiordr to otherwise support patentability, prosecution history disclaimer does
not apply.” PIl. PH Br. at 43 (emphasis addégl)oting SanDisk Corpy. Memorex Products,

Inc., 415 F.3d 12781286 (Fed. Cir. 2005))The applicant of the ‘799 patent was not trying “to
overcome a rejection or to address patentability concerns raised by the examinBH’ BP. at

42. Instead, the applicant was responding to a 35 U.S.C. § 121 restriction requiremeHt. Pl. P
Br. at 42. USHIP emphasizes that a restriction requirement does notpatieatability, relying

on the language in § 121 that provides: “validity of a patent shall not be questionelliferd&

the Director to require the applicatitmbe restricted to one invention.” 35 U.S.C. § 121.

Second, the prosecution history of the ‘799 patent is ambiguous and does not speak to
any sep that is being construed here. Pl. PH Br. at 42-44.

Third, assuming prosecution history estoppellespthe outermost logical reach of the
Government and IBM’s argument is that “validation would lm®performed entirely ‘by haritl
which would only mean “that the machine was to @asnerole in validation, not thexclusive
role.” PIl. PH Br. at 4415 (emphasisn original). USHIP addsthat Embodiment Three “makes
clear that validation ‘may be accomplished in several different ways in accordéhcéev
invention.” PI. PH Br.at 37 (citing A60 (‘220 patent, col. 21, Il. 4®)); A105 (‘014 patent,
col. 21, Il. 4445). In addition, USHIP insists that the specification describes “a ‘simple
embodiment’ in which, after a shipping label is printed, the machine may ‘simjglgt denether
any package hasden placed on the conveyor bd#0.” PIl. PH Br at 37 (citing A60 (‘220
patent, col. 21, ll. 5&3)) (emphasis in original); A105 (‘014 patent, col. 21, Ik48). In this
embodiment, the machine “does not validate by verifying that the packageeatsithe exact
same package for which the lalds printed.” Pl. PH Br.at 37. Instead, the machine presumes
it is the correct package because it was placed on the conveyor belt afieipflig label was
printed. Pl. PH Br.at 37. USHIP points out that the specification’s discussiormbdgimen
Threeis very similar to the specification’s discussion of the fourth embodiment, wkieze “
machine prepares a shipping label. ‘The parcel, package or envelop&h the label is then
provided to a retail clerk who validates receipt of the packag®!. PH Br.at 38 (citing A62
(‘220 patent, col. 2 |. 66 -col. 24, |. 5)); A107 (‘014 patent, col. 25, ll-4). Therefore, USHIP
concludes that there is no meaningful or dispositive difference “between maehnioemed
validation and attendamterformed validation, as contemplated by the pateRl.”"PH Br.at 38.

The Governmentespondghat he specification uses the wibtvalidation” to describe
only two functions 1) the item received is the same ittanwhich the label was printed; and 2)
the item has been receivin storage.Gov’t PH Br. at 74 ¢iting A60 (‘220 patent, col. 21, |. 38
- col. 22, I. 10)first function} A62 (‘220 patent, col. 25, Il. 346) (second function)A64 (‘220
patent,col. 29, Il. 822) (second functior)) A105 (‘014 patent, col. 21, I. 33col. 22, I. 7)(first
function) A107 (‘014 patent, col. 25, Il. 384) (second function)A109 (‘014 patent, col. 29, Il.
4-19) (second function) Both patens describe the first of these functions as a critical step for
the automated shipping machin&ov't PH Br.at 74(citing A60 (‘220 patent, col. 21, |. 38
col. 22, 1. 10); A105 (‘014 patent, col. 21, I. 33col. 22, |. 7) By failing to recogniz that the
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specification uses the term validation in two distinct ways, USHIP misconsirigedaim term.
Gov't PH Br.at 7577.

The Governmenfurther insists that only the automated shipping machine can perform
validation. Gov't PH Br. at 72. The prosecution history of the ‘799 patent (the anakbtiih
the ‘220 and ‘014 patents) evidences that the applicant understood that the invention required
that only a machine perform the validation step. G002346. The prosecution history confirms
that the applicant specifically stated that each step was performed byiaenaaokess otherwise
stated. Gov't PH Br. at 789. For this reason, the applicant amended the storing step of the
‘799 patent to clarify that validation waerformedby “an attendant or said customer.” Gov't
PH Br. at 79. Although the Government egg that this was a restriction requirement, the
applicant’s actions or statements citl limit the scope of a claim. Gov't PH Br. at-8Q
(citing Microsoft Corp v. Multi-Tech Sys.Inc., 357 F.3d 1340, 1349 (Fed. Cir. 2004) (holding
that statementsade by the applicant can limit the scope of a claim, because the courts cannot
interpret a patent “to cover subject matter broader than that which the patenteegtseléd” as
its invention));see alscAcco Brands, Incv. Micro Sec Devices, InG.346 F.3d 1075 (Fed. Cir.
2003) (holding that when an applicant, in response to a restriction requirement, elecifia spe
embodiment, the applicant cannot later use other embodiments to broaden the scope of the
patent).

IBM agreesthat the Government’s costruction gives meaning to all of thgaim
language, includingdf said parcel or envelopas the parcel or envelope for which said shipping
label was printed IBM PH Br. at 41. In particularthe specification makes clear that the
purpose of the valiation step is “to determine whether the correct package has been received
and prevent a package switch or the failure to replace a package for whielbe¢h has been
printed.” IBM PH Br. at 42 (citing A60 (‘220 patent, col. 21, II.-3®)); A105 (‘014 patent, col.

21, Il. 3344). IBM also adds that, because claim 1 requires validating receipt of the item “fo
which said shipping label was printed,” validation unBerbodimentThreeaccomplishes this
task, but attendasgerformed validation undéEmbodmentFour does not. IBM PH Br. at 43

44,

i) The Court’s Construction.

The termvalidation describes two functions in claim 1 of the ‘220 and ‘014 patents:
validating receipt of the package or envelope; and validating that the package or ersvéiepe i
one for which a label was printed. The second of these functions is described in theasjoecific
as “important” or “critical.” A60 (‘220 patent, col. 21, Il. 41®); A105 (‘014 patent, col. 21, Il.
38-41). The prosecution histofyrthershows that thapplicant of the ‘799 patent, parent of the
‘014 and ‘220 patents, intended that each step was to be performed by a machine, unless
otherwise stated’. During prosecution, USHIP argued that claim 1 “specifically recite[s]en th

7 Earlier in this Memorandum Opinion and Order, the court considered the prosecution
history and determined that the “automated shipping machine” language ireémebpe of the
‘220 and ‘014 patents did not require that the method be perfarohasivelyby a machine, but
the court did not determine whether the prosecution history estopped or clearly disdkiewe
claim that some of the steps could be done by hand. The prosecution history indicates that t
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preamble . . ‘using an automated shipping machirether than specifically reciting at each
stepthat the step is performed by the automated shipping machine.” G002346 (emphabis adde
That statement required USHIP specifically to indicate in the claim any sa¢pcdbld be
performed by handi.e., any step where the machine did not have the exclusive e
Ventana Med. Sys., Ine. Biogenex Labs., Inc473 F.3d 1173, 1P3(Fed. Cir. 2006) “(W]e
examine the patent’s prosecution history, when placed in evidence,etonoiet whether the
inventor disclaimed a particular interpretation of a claim term during theqrtisn of a patent

in suit or during the prosecution of an ancestor applica)ionTherefore USHIP’s response to

an election requirement for the ‘799 pateateyrise to patent prosecution history estoppel of the
‘220 patent.

Claim 1 in the ‘220 patent indicates a “by hand” method by claiming “an attendant of
said customer storing a validated parceA64 (‘220 patent, col. 30, B0); see alsoG002345
(When prosecuting the ‘799 patent, USHIP amended independent claim 72, which was later
canceled, (G002713ndadded‘an attendant or said customer” before the “storing” steph)s
amendment replaced the application of the preamble phrase “automai@dghiaching The
other steps of claim 1 in the ‘220 patent, however, do not reference “an attendant’soniéary
“by hand” terminology. A64 (‘220 patent, col. 30, Il. 2-31).

Although USHIP is correct thabne of the four embodimenis the ‘220 specification
indicates that a “clerk” may play some role in “validation,” (A62 (‘220 patent, coll.Z512)),
in light of the clear intent of the applicant in claiming the invention,elkesbodiments do not
define the scope of the claimSeePhillips, 415 F.3d at 1323 (explaining thalthough the
specification often describes very specific embodiments of the invention, [thg bais]
repeatedly warned against confining the claims to those embodimes¢®’)alsoNazomi
Communications, Inaz. ARM Holdings, PLC403 F.3d 1364, 1369 (Fed. Cir. 2005) (explaining
that when looking at possible embodiments to conduct claim construction “the court may
conclude that the scope of the various claims may differ, some embracing difigbgatt s
matter than is illustrated in the specific embodiments in the specification”).

For these reasons, the court has determined that, after reviewing thespatification
and claim 1 of the ‘220 and ‘014 patents, a person of ordinary skill in the art would undlerstan
that “validation” meansdetermining that the item being received for storage or shipment is the
item for which a label has been printednd thatonly an automated machine can perform this
function.

applicant intended for each specific steplte performed by a machine, unless otherwise
indicated. Because some of the steps indicate that they are performed by “aangttend
however, the applicant clearly did not intend that every step be performed by aenadmi
contrast, where the applitadid not indicate a “by hand” method, such as “validation,” the
prosecution history shows that the applicant intended for that specific step to benedrfor
exclusively by a machine.
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d. “Storing A Validated Parcel”

The parties have proped the following competing constructions of “storing a validated
parcel or envelope in a secws®rage area until said parael envelope is subsequently picked
up by a commercial delivery persdor the court's consideration for the ‘014 patent:

‘014 Patent
USHIP’s Proposed Government’s Proposed IBM’s Proposed
Construction Construction Construction
storing a validated parcel q the automated shippingachine the automated shipping machi

envelope in a secure storage arestores the validated parcel or envelope stores the validated parcel
until a commercial delivery persona secure storage area until a commerciahvelope in a secure storage area
picks up delivery person picks up the parcel jountil a
the parcel or envelope envelope commercial delivery person picks
up the parcel or envelope

Pl. PH Br.at 46 Gov't PH Br. at 87IBM PH Br. at 5152.

The parties have agreed on a joint proposed construafitms limitation for the ‘220
patent however, they do not agree on the construction of this limitation as to the ‘014 patent.

The paties b notagree whether thistoring” step must be performed laymachine or
whether itmaybe performed by an attendant.

i) The Parties’ Proposed Constructions.

USHIP agues that the shipping machine in the ‘014 patent doealwaysperform the
storage step. PIl. PH Br. at 46. USHéfers toEmbodiment Founvherein either “retail clerk”
or “attendarit perforns the storagestep because that embodiment does not have a storage unit.
Pl. PH Br.at 4647 (citing A107 (‘014 patent, col. 25, Il. 4, 4047)). CompareA78 (‘014
patent, Figure 12) (illustrating an outer door 330 that leads to a storage unit within thegshipp
machine),with A90 (‘014 patent, Figure 20)liustrating a storage unit with nouter door 330
that would lead to a storage aredJSHIPreminds the courthat a construction excludg an
embodiments disfavored, withouthighly persuasive evidence.Pl. PH Br.at 47. Likewise
USHIP requestghatthe courtdetermine thathe progcution historyis “unreliable’ Pl. PH Br.
at 4748.

The Government argues that the prosecution hisestablishesthat the appliant
intended each stepf the “storing a validated parcetustbe performed by a machine, unless
otherwise statedindthatneither the claim language nor the specificaggplicitly requirethat a
human mustperform “storing a validated parcklor that storing must be performed by an
automated machineGov't PH Br. at 889. IBM alsoargues that the “storing of a vadigd
parcel” claim, when read with the preamble and in light of the prosecution history, must be
performed by the automated shipping machine. IBM PH Bb2#i4. As the differences

71



between the ‘220 patent and the ‘014 pastmdw,when the applicant wanted to allow a person
to perform tle storagestep the claim languagespecifically statedo. IBM PH Br. at 53. In
addition the specificatiordescribes‘a method . . . implemented by an automated shipping
machine including . . . a secure storage .aré@M PH Br. at 53(citing A96 (‘014 patent, col. 3,

Il. 5-36)).

i) The Court’'s Construction.

Again, the court’s analysis begins witie language of the claim and any clear assertions
made during prosecution history to determine what the applicant intéodzaim instead of
limiting the inquiry to the embodiments See Phillips,415 F.3d at 1323 (warning against
confining claims to the embodimentgee alsoNazomi Communicationgl03 F.3dat 1369
(explaining that the scope of the claims nfambrac[e] dferent subject matter than is
illustrated in the specific embodiments in the specificatioB9uthwall Techv. Cardinal IG
Co.,54 F.3d 1570, 158@ed. Cir. 1995)"“Clear assertions made during prosecution in support
of patentability, whether or notctually required to secure allowance of the claim, may also
create an estopp®l.

Claim 1 ofthe ‘014 patentecitesthe term Storing a validated parcebnly once A109
(‘014 patent, col. 3d, 28). The prosecution histomgquires thathe“storing a validated parcel”
step beperformed by the automated shipping machumess otherwise indicatedn the ‘220
patent the patentee a@d language to signify that the storing was done by haed, “an
attendant of said customer storihgut in the‘014 patent the patenteshosenot to add such
language.As suchthe inclusion ofusing an automated shipping machine” in the preamble and
the decision not to include “an attendant” in the clatoypled with the patentee’s statements
during prosecutio, establisha clear intent to limit the claims of the ‘014 patent to those
embodiments in which the “storing” functionpsrformedby the automated shipping machine.

For these reasons, the court has deterntimedafter reading the entire specificat and
claim 1of the ‘220 and ‘014 patents, a person of ordinary skill in the art would understand that
“storing a validated parcel” is a function to be performed by the automated shipphgena
not a human.

V. CONCLUSION.

For the reasons discusdeerein the court has determined that the disputed claims are to
be construedpursuant to this Memorandum Opinion and Order Construing Certain Claims of
United States Patent No. 5,481,464, United States Patent No. 5,831,220, and United States Patent
No. 6,105,014.

IT IS SO ORDERED.
s/ Susan G. Braden

SUSAN G. BRADEN
Judge
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COURT APPENDIX:
THE TERMS OF CERTAIN PATENT CLAIMS AGREED BY THE PARTIES

Claims In The ‘464 Patent.
A. Claim 7, Claim 28, Claim 34 (Preamble)“Automated”

The parties have agreed that “automated” means “automatically controllecchgmual
or electronic devices.” Pl. PH Br. at 51; Gov’'t PH Br. at 18; IBM PH Br. at 18.

B. Claim 7: “Means for receiving credit card information”

The parties have agreed that “means forivaog credit card informationis a means
plusfunction limitation, where the function is “to receive credit card informatiamd ¢he
corresponding structure is a “card reader (30, 230).” PIl. PH Br. at 60; Gov't.Ritl 23; IBM
PH Br. at 70.

C. Claim 7, Claim 28:“Means for weighing the item to be shipped”

The parties have agreed that “means for weighing the item to be shippedieana
plusfunction limitation, wherethe function is “weighing the item to be shipped” and the
correspondingtructure ishe “electronic scale 22 or 222.” Pl. PH Br. at 53; Gov’'t PH Br. at 22;
IBM PH Br. at 65.

D. Claim 7, Claim 28: “Said information storage means including means for
displaying a manifest”

The parties haveagreed that “said information storage means includimepns for
displaying a manifestis a meanglusfunction limitation, where the function is “displaying a
listing of all transactions which pertain to the particular commercial deliverycegrand the
correspondingstructure is a “manifest printer (98380).” Pl. PH Br. at 73; Gov’'t PH Br. at 43;
IBM PH Br. at 83.

E. Claim 10: “The integrated, automated, unattended unit of claim 9 wherein
said unit includes a pivotable door that serves as a slide when said door is
opened, said slide serving to transporthe item to a sbrage area for secure
storage.”

The parties have agreed that “a pivotable door” means “door for receivingiittnike

unit that opens and shuts by turning on a pivabint CC Statement at 9; Pl. PH Br.7&-76;
IBM PH Br. at 85.
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F. Claim 11: “The integrated, automated, unattended unit of claim 10 wherein
said door serves to secure said storage area when said door is opened”

The parties have agreed that “serves to secure said storage area when said door is
opened” meanoperates ttar access to the storage area through the door opening.” Pl. PH Br.
at 76; Gov't PH Br. at 48; IBM PH Br. at 87.

G. Claim 12: “The integrated, automated, unattended unit of claim 7 wherein
said means for receiving said credit card information comprises aagnetic
card reader”

The parties have agreed that “comprises a magnetic card redmberdt be construed
with its plain meaning “comprises a magnetic card reader.” Pl. PH B3; &ok’t PH Br. at 48;
IBM PH Br. at 87.

H. Claim 28: “Said means assessingomprising means or printing a hard copy
of said account charge for said person”

The parties have agreed thaaith means assessing comprising mdangrinting a hard
copy of said account charge for said persena meangplusfunction limitation, wkere the
function is “printing a hard copy of the account charge for the person” antbtresponding
structure is a “printer (26).PIl. PH Br. at 79; Gov’'t PH Br. at 51; IBM PH Br. at 90.

Il. Claims In The ‘220 And ‘014 Patent.
A. Claim 1: “Receiving payment information from a customer”

The parties have agreed that “receiving payment information from a customers: mean
“the automated shipping machine obtains data relating to the customer’'s chosen method of
payment.” Joint CC Statement at 28, 38 Pl. PH Br 18; Gov't PH Br. at 61; IBM PH Br. at
30, 50.

B. Claim 1. “Receiving package type information identifying a parcel or
envelope to be mailed”

The parties have agreed that “receiving package type information idegt#yparcel or
envelope to be mailed” mas “the automated shipping machine obtains data from the customer
indicating the type of parcel or envelope to be shipped, such as a letter, pak, packaye, or
other package type which may be accepted by the delivery serdoii’ PH Brat 3.

C. Claim 1: “Weighing said parcel or envelope to be mailed”
The parties have agreed that “weighing said parcel or envelope to be mailed™theans

automated shipping machine obtains the weight of the parcel or envelope to be maileadby us
a scale.” Pl. PH B at 20; Gov't PH Br. at 62; IBM PH Br. at 32, 50.
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D. Claim 1: “Receiving shipping information from said customer including at
least a destination of said parcel or envelope to be mailed”

The parties have agreed that “receiving shipping informaffom sad customer
including at least a destination of said parcel or envelope to be maleatis “the automated
shipping machine obtains data relating to shipping from the customer including tathkeas
destination of said parcel or envelope to be mailed.” Pl. PH Br. at 20; Gov't PH Br. atv3; 1B
PH Br. at 32, 50.The partiesdo not agree to the definition of “destination.” PI. PH Br. at 20;
Gov't PH Br. at 63; IBM PH Br. at 32, 5%ee alsoOpinion 56-60.

E. Claim 1: “Receiving an indication of the delivery service option desired by
the customer”

The parties have agreed that “receiving an indication of the delivery senio® op
desired by the customer” means: “the automated shipping machine obtainsdheecssthosen
method of delivery.” PI. PH Br. at 29; Gov't PH Br. at 71; IBM PH Br. at 40, 51.

F. Claim 1: “Printing a shipping receipt for an amount including at least the
cost of delivering said parcel or envelope to said destination via the dediy
service chosen by said customer”

The parties havegaeed that “printing a shipping receipt for an amount including at least
the cost of delivering said parcel or envelope to said destination via the dslkreige chosen
by said customer” means: “the automated shipping machine prints at least thiedsdisteoing
the parcel or envelope to said destination with the customer’s chosen method of delRiery.”
PH Br. at 30; Gov't PH Br. at 72; IBM PH Br. at 41, 51.

[l. Claims In The ‘220 Patent.

A. Claim 1: “An attendant of said customer storing a validaed parcel or
envelope in a secure storage area until said parcel or envelope is
subsequently picked up by a commercial delivery person”

The parties have agreed thah“attendant of said customer storing a validated parcel or
envelope in a secure storageea until said parcel or envelope is subsequently picked up by a
commercial delivery person” means: “a person assisting the customer ktoxedidated parcel
or envelope in a secure storage area until a commelaliaery person picks up the parcel o
envelope.” Joint CC Statement at 3@|. PH Br.at 46; IBM PH Br. at 50.

B. Claim 1: “Printing a shipping label including at least said destination printel
thereon”

The parties have agreed that “printing a shipping label including at ledstesdinatn

printed thereon” means: “the automated shipping machine prints at least saidtidesbn a
shipping label.” PIl. PH Br. at 29; Gov't PH Br. at 71; IBM PH Br. at 40. The paitienot
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agree on the definition of destination. PIl. PH Br. at 30; GeMtBr. at 72; IBM PH Br. at 41;
see alsdpinion at 5660.

V. Claims In T he ‘014 Patent

A. Claim 1: “Printing a tracking bar code label identifying at least said
destination”

The parties have agreed that “printing a tracking bar code label identifylagsatsaid
destination” means: “the automated shipping machine prints a label including eod=
enabling a delivery service to keep track of a parcel or envelope, the bar codgiigeatileast
said destination.” PIl. PH Br. at 30; Gov't PH Br. at 71-72; IBM PH Br. at 51. Titiegdo not
agree on the definition of destination. PIl. PH Br. at 30; Gov't PH Br. at 72; IBMPEtB1
see alsdpinion at 5660.
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