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Vincent J. Colatriano, Cooper & Kirk, PLLC, Washington, D.C., Counsel fdaiRtiff.

Scott David Bolden United States Department of Justice, Civil Division, Washington, D.C.,
Counsel for Defendant.

Steven Clerny, Kirkland & Ellis, LLP, New York, New York, Counsel for Thufdarty
Defendant.

MEMORANDUM OPINION AND ORDER REGARDING PLAINTIFF'S MOTION FOR
RECONSIDERATION OF THE COURT'S CONSTRUCTION OF THE TERM
“VALIDATION ."

On April 28, 2011, the court issuedMemorandum Opinion And Order Construing
Certain Claims Of United States Patent No. 5,481,464, United States Patent No. 5,831,220, And
United States Patent No. 6,105,018eeUSHIP Intellectual Props., LLGs. United States98

1 On December 292011, the court forwarded a sealed copy of tMiesmorandum
Opinion andOrder to the parties toote any editorial errors requiring correction. The court has
incorporated those comments, and corrected certain portions herein.
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Fed. Cl. 396 (2011). On May 27, 2011 the Plaintiff (“USHIP”) filed a Motion For

Reconsideratiomf the court’s construction of the term “validation” (“Pl. Mot."Pn June 28,
2011,the Defendant (“Government”) filed a Response (“Gov’'t R&spogether with supporting
Exhibits. On the samedate, the ThireParty Defendant (IBM”) also filed a Response (“IBM
Resp.”). On July 12, 2011, USHIP filed a Reply (“PIl. R&p

The courts April 28, 2011 Memorandum Opinion and Ordmnstrued thedentical
preambles of the 220 and ‘Olgatent$ as a limitation describing“[A] methodof mailing
parcels ancenvelopesusing an automated shipping machine for at least some of the steps.”
USHIP Intellectual Props. 98 Fed. Cl. at 441. In addition, tlwurt construed the term
“validation” in the ‘220 and ‘014 patents as describing two functiovesidating receiptof the
package or envelope; andlidating that the package or envelopethe one for which a label
was printed’ Id. at 499 (emphasis added). In addition, the coamstruedvalidation” to mean
“ determining that the item being received for storage or shipment is the itevhiébr a label
has been printed,” and that only an automated machine can perform this funicticat.249-50.

* k% *

USHIP requestsreconsideration of the court’s construction of “validat for two
reasons First,as a matter of lawthe doctrine of prosecution history disclaimer is inapplicable.
Pl. Mot at 1, 815. A restriction requiremefiis “a discretionary administrativedl designed to
advance efficient case management by the[RT@I. Mot. at 8. Therefore prosecution history
disclaimer does notapply to USHIP’s remarks inthe February 7, 1996 Amendment And
Response T¢Trhe January 8, 1996Restriction Rquiremen{G002346),because¢heywere not
made“to overcome a rejection by the examiner, or to distinguish the invention oveagrior
in any other respect trying to establish that the invention was patentable hedsaridards
established in the Patent ActPl. Mot. at8-9. In other words “there was . .no need for the
applicantsto surrenderthe scope of their claims Pl. Mot. at 18 (emphasis in origihal
Moreover, in the absence of clear language of surrender, statements made ineré&spons

2 .0n April 29, 1994, Mr. Gary W. Ramsden and Mr. Kenneth W. Liles filed an
apdication for a patent for an “Automated Package Shipping Machine” that issued aistAug
12, 1997 as U.S. Patent No. 5,656,799 (“the ‘799 patei88eUSHIP Intellectual Props.98
Fed. Cl. at 402. On April 22, 1997, the-iowentors also filed for @ortinuation of the 799
patent that later issued on November 3, 1998 as U.S. Patent No. 5,831,220 (“the ‘220 patent”).
Id. In addition, on September 29, 1998, tharsentors filed acontinuationof the ‘220 patent
that issued on August 15, 2000 as U.S. Patent No. 6,105,014 (“the ‘014 patentThe ‘799
patent and ‘220 and ‘014 patenas continuation applicationkaveidentical subject matterld.
at 403;see alsdVIANUAL OF PATENT EXAMINING PROCEDURES 201.07 (8th ed. 201¢*MPEP”).

337 C.F.R. § 1.142(g)rovidesthat: “If two or more independent and distinct inventions
are claimed in a single application, the examiner in an Office action will reqeiggslicant in
the reply to thataction to elect an invention to which the claims will be restricted, this official
action being called aequirement for restrictior(also known as a requirement for division).
Such requirement will normally be made before any action on the merits; howevay be
made at any time before final actiond. (emphasis added).



restriction requirement “cannot be read to unequivocally restrict claim scoae to support the
application of the doctrine of prosecution history disclaimer.” PIl. Mot. at 11.

In the alternative, USHIP argues that, even if the doctrine of prosechisbtory
disclaimer was applicad] the applicants’ response to tiestriction requirementssued during
prosecution of the ‘799 paterwas not a clear and unequivocal disavowal of claim scope. PI.
Mot. at 15-22. Specifically,statements madey the applicantsin response to the January 8,
1996 Restriction Rquirement d not amount to “an unequivocal and unambiguous disavowal of
claim scope sufficient to overcome the clear indications from the rese ofttinsic evidence
showing that attendaipterfamed validation is permitt¢d” PI. Mot. at 15. As a matter of law,
prosecution history disclaimer narrows the ordinary meaning of the daiy “where the
patentee has unequivocally disavowed a certain meaning to obtain hi$.jat®mega Eng’'g,

Inc. v. Raytek Corp.334 F.3d 1314, 1324 (Fed. Cir. 2003herefore, a anbiguous disavowal
cannot invokeprosecution history disclaimerSeeSanDisk Corpy. Memorex Prod. Inc, 415
F.3d 1278, 1287 (Fed. Cir. 2005) (“An ambiguous disclaimer . . . mlotesdvance the patent's
notice function or justify public reliance, and the court will not use it to limit a claim'se
ordinary meaning.”) Moreover where a statement is subject to multiple reasonable
interpretations, at least one of which would not amount to a surrender of claimacap®aatter
of law, prosecution histordgisclaimeris notapplicable. In this cas#)e applicantsFebruary 7,
1996 Amendment Ad Response @ [The January 8, 1996Restriction RRquirement, “[rlead in
context and as whole,” simply answeredhe examiner’snquiry as to when thenethodclaims
could be performed by hand. PIl. Mat.1819. Therefore there wa “no clear, unambiguous,
and unequivocal disavowal aftendanperformed validatiori Pl. Mot. at 19.

Likewise, the pplicans’ decision to amenthe “storing” limitationdoes amounto “an
unequivocal disavowal of the otherwise applicable scope of the validation ilbmitatl. Mot.
at 20. The fact that'the ‘validatiori limitation was not similarly amnded shows only that the
validation limitation does natquirean attendant to perform the step, and does not demonstrate
that an attendant rbiddenfrom performing the step.” Pl. Mot. at 20 (emphasis in original).
Accordingly, “the only remainingpasisfor the @urt’s constructionivas amisplaced reliance on
the applicants’ February 7, 1996 Amendment And Response The[January 8, 1996]
Restriction Rquirement. Pl. Mot. at 21.

The Governmendlid not respond directly to the two issues raised by USHIPinst¢ad
arguesthat “the Court’s . . . conclusion that thpralidating step is only machinperformed is
well-supported by established claim construction principles pursu&ttiltgps.” Gov't Respat
7. First, the plain language of thelaim and the context of the disputed step indicate that the
automated shipping machine is the only entity that performs the validatingGteft. Resp at
7, 10, 2223. Moreover, he claim language explicitly and implicitly identifies the automated
shipping machine as performing all of the stegxcept forthe lastone Gov't Resp.at 9-10. In
fact the claim language does neven identify an attendant until the last step, after the
completion of the validating step.Gov't Resp.at 10. Therefore,an attendant-performed
validation is notlescribedn the claim language.

Secondthe specification confirms that the automated shipping machine is the only entity
that “validat[es] receipt of [the item] as [the item] for which [the] label wastguih Gov't



Resp.at 10(quotingA64 (220 patent daim 1)) (alterations added by DefendanEor example,
the third embodimerghowsthe aubmated shipping machine confirmitigat anitem, received
by the machingwas the saméem for which the label wasprintedby using a photo cell sensor
or reweighing and/or redimensioning the ite®ov’t Resp.at 1611 (citing A60 (220 patent
col. 21 I. 38-col. 22 1. 10)). In contrastjn the fourth embodimenén attendant confirms than
item has been received for shipment. Gov't Resd.011 (citing A62, A64 (220 patent col.
25, 1l. 2-12, 3749; col. 29 Il. 8-22)). Becausethe attendantdoes notconfirm that the item
received is the samtem for which alabelis printed,an attendant is not requiréal perform the
validating step. Gov't Resp.at 11. In short, ly equatingthe thid and fourthembodiments,
USHIP inappropriatelattempts te@xpand the scope of the disputed validating s@&pv’'t Resp.
at18.

Third, theGovernment addthat theprosecution history confirms that only the automated
shipping machine performs the validating step. Gov't Respl2. In the ‘799 patens
prosecution history;the applicarg explicitly represented to the examiner thedich stepof the
claim was to b ‘performed bythe automated shipping maching&[.]JGov’'t Respat 13 ¢uoting
G002346). Concurrent with this representatidhe application thatresulted inthe ‘799 patent
was amended byadding the words* an attendant or said custonietbefore “staing,” to
distinguish the “storing” step from the “validating” step. Gov't Regpl4 uoting G00234%
Performance ofthe ‘validating step however, waslimited only to an automated shipping
machine Gov't Respat 15.

IBM alsorespondghatthe court’'s construction of the validating step is supported by the
claim language, the written descriptioand the prosecution history]BM Resp at 7. A
straightforward reading of the claim language shows #iadre the performance of a stepsto
be performed withouthe automated shipping machine, th&m so statesIBM Resp at 8. For
example, the “by hand” method of storisgecifies* an attendant of said customeorstg a
validated parcel! IBM Resp at 8 quotingA64 (‘220 patent, col. 30, II.-32)). The “Summary
of the Invention"alsoconfirms hattheinventionis an automated shipping machine that, among
other things, validatethat the parcel receiveds thesame parcelfor which a shipping label s
printed. IBM Resp at 9(emphass added) In addition,validatingperformanceby an attendant
in the fourthembodiment is not the type of validating that the claim explicitly requdesause
in the fourth embodimerdn attendanvalidatesonly the receiptand notwhether thecorrect
package waseceived. IBM Resp at 910 (emphasis added)Furthermore satementsnadeby
the applicantgluring prosecutioralso confirm the applicants intent that theterm “automated
shipping machinke in the preamble apipd to all of the stepsf the methodunlessstated
otherwise.IBM Resp at 1311 (citing G002346)

In addition, IBM emphasizes thdhe applicantsstatementsnadein prosecutiorof the
‘799 patentare relevant intrinsic evidence, whetloemotthey amount to disclaimeiBM Resp
at 11. Therefore, if anapplicantelects torespond to aestrictionrequirementregarding the
meaningand scope otlaim terms, theexaminer and th@ublic are entitled to rely on those
statements.IBM Resp.at 17. In this casehé applicard elected to do soIBM Resp.at 20.
Therefore thar responseo therestriction requiremenwas a statement made obtain a patent
resulting inthe examiner’s decisiono proceed witlan examination o&ll the claims. IBM Resp.
at 14(quoting 37 C.F.R. 8 1.111) (The “reply must appear throughout tdbbeaafideattempt



to advance the application or the reexamination proceeding to final[d¢}iosee alsad. at 15
(citing G002352 (noting that the restriction requirement “has been overcome aypieant’s
traversey).*

USHIPrepliesthat as a matter of lavgrosecution history disclaimer does not applgto
response to a restriction requirement. Pl.IiRep 10(citing Omega 334 F.3d at 1324holding
that the doctrine of prosecution history disclaimer only applies “where the patbate
unequivocally disavowed a certain meaning to obtain his pa}es€® alsaMiddleton, Inc.v.
Minnesota Mining & MfgCo, 311 F.3d 1384, 1388 (Fed. Cir.(G&) (‘This court also considers
the prosecution history of the . . . patent to determine whether the applicant cedrly
unambiguously ‘disclaimed or disavowed [any interpretation] during prosecution in torde
obtain claim allowance.” (quotin§tandad Oil Co.v. American Cyanamid Cp774 F.2d 448,
452 (Fed. Cir. 1985)) (alterations Middleton))). Therefore, USHIP argues thatcaim
“allowance” focuses on the patentabilibf the claims the focus is not ostatements made in
traverse Pl. Repy at 13 n.8. In this case,ltere was no unambiguous disavowalkof attendant
performed validationduring the prosecution Pl. Reply at 16. The applicants intent in
respondingo the restriction requirememtas directedo satisfyingthe examiner’sinquiry as to
whenthe method claimed could be performed by hand:Applicant submits that ithe method
were performed by hand as the Examiner suggests, then it would not use an automateyl shippi
machine as set forth in the preamtilePl. Repy at 16-17 (quoting G002346) (emphasis added
by Plaintiff). Thistype ofexplanation is not disclaimer. Pl. Repy at17-18.

In addition, USHIPaddsthat the claim language and specification do not support a
construdion thatthe “validation step must be perfemed in all instancesby the automated
shipping machine.PIl. Repy at5. As the court'sApril 28, 2011 Memorandum Opiniomd
Order determinednothing in the preamble’s reference to the “automated shipping machine”
requires thaevery stef the methodnustbe performed exclusively by machine. Pl. Reqd 6
(citing USHIP Intellectual Props.98 Fed. Cl. at 490 Moreover the fourth embodimerghows
that, after a shipping label is printed and applied to the item, theiggmesentedotan attendant
“who validates receipt of the packaa®d provides an appropriate receipt to the customé.

Regdy at 7 (quoting A62 (220 patent, col. 25, Il. -B)). Therefore, not only is attendant
performed validation supported by the specification, but the specifidatitver “makes clear
that attendanperformed validation under the fourth embodiment validates that the package
received is thgsame]package for which a label was print@gst as wellas, if not better than,
machineperformed validation.”Pl. Repy at 7 (citing A61, A62 (‘220 patent, col. 24, |. 660l.
25, I. 14; col. 25, Il. 3%2)) (emphasis in original) Therefore, the specification’s discussion of
the fourth embodimenis nothing more tharm variation of the third embodimenn which the
automated shippingachine, after“simply detect[ing] whetheasiny package has been placed on
the conveyor belt340 . . . presumgs] that the package on the conveyor b@O is the
appropriate package with the appropriate 1abeRl. Repy at 8 (quoing A60 (‘220 patent, col.
21, ll. 5055)) (emphasis added by Plaintiff). Therefore, filnectional equivalence of validatipn
asdemonstratedn the third and fourth embodimentundermineshe court’s constuction that

* A “traverse” is “PTO nomenclature” for “substantive arguments” made in resgons
an examiner’'s inquiry regarding “the propriety of continuing the prosecution of [an]
applicaton[.]” Martin J. Adelmaret al.,PATENT LAW (“ADELMAN") 596-97 (2d ed. 2003).

5



the attendanperformed validatioomethoddescribed in the fourth embodiment diférom the
validation methodatlaimed in the patent?l. Repy at 7-9.

* * *

A decision to grant a motion for reconsideration is within the court's discr&maY uba
Natural Res., Incv. United States904 F.2d 1577, 1583 (Fed. Cir. 199@plding that “the
decision whether to grant reconsideration lies largely within the discréftitw ¢trial] court”).
Although reconsideration is warranted this casefor the reasons discussed herehre court
declines to adopt USHIP’s proposed construction of “validdtion.

As a threshold matter, the court’s April 28, 2011 Memorandum Opinion and Order never
specifically cited the doctrine of prosecution history disclafrt@supportits construction of the
“validation” term. Instead, the court based its construction on an assessment oftredl of
intrinsic evidence, including the claim languagad the entire specification. See USHIP
Intellectual Props.98 Fed. ClI. at 4480 (“[A]fter reviewing theentire specification and claim 1
of the ‘220 and ‘014 patents, a person of ordinary skill in the art would understand that
‘validation’ means ‘determining that the item being received for storage or shipment is the item
for which a label has been printed,” and that only an automated machine can peréorm th
function.” (emphasis added) In addition, the court determined that thgrosection history
further shows that the applicant of the ‘799 patent . . . intended that each step was to be
performed by a machine, unless otherwise statdd.”at 449 (emphasis addedgealso id.

(“[1n light of the clearintent of the applicant in claiming the invention. .” (emphasis addégd
The court acknowledgethemistakenand erroneouseferenceto prosecution historgstoppel,
seeid. at 449 n.17 but thatmisstatement wasot dispositive ofthe court’s construction of
“validation.” See Ballard Medical Prodsv. Allegiance Healthcare Corp268 F.3d 1352, 1358
59 (Fed. Cir. 2001) (observintpat “[w]hat is important [in claim construction] . . . is the
analysis, not the nomenclature”).

Turning to the court’s construction, the terrtvalidatioi describestwo functions:
validating receipt and validatirthat theparcel is the same parcel for whichshippinglabel was
printed. SeeUSHIP Intellectual Props. 98 Fed. Cl. at 44%ee alsdBicon, Inc.v. Straumann
Co, 441 F.3d 945, 950 (Fed. Cir. 2006) (“[C]laims are interpreted with an eye toward giving
effect to all terms in the claim.”)The stepglescribedn the ‘220 patent, claim,are presented

> The court does not need to determine whether the doctrine of prosecutimy hist
disclaimer is applicablen the context of a restriction requirement. The factual record in this
case, however, presents one where it could be determined to dpphng prosecutionthe
applicantsresponded t@ January 8, 1996 restriction requirement by filingldanendment And
Resmnse To Restriction Requirement, amendimg ‘storing” clause of Claim 72 to include the
additional limiting recitation of “an attendant or said customef3002345. Therein, the
applicantsexplained that the “using an automated shipping machamgjuage was “specifically
recite[d] in the preamble,” “rather than specifically recited at each st&002346. More
importantly, the applicants’ amended the claim language requésliogance of the above
referenced patent apgpdtion[.]” G002347;see alsSOADELMAN at 597 (noting that the reason
why an amendment is offered is to avoid a rejection).



in achronological orderfirst, informationis receivedrom a cusbmer relating to @arcel, next

a shippinglabelis printed then,the pacel is validated as the same partal which a shipping
label was printedthen,the pacel is placed in storagéor pickup. A64 (‘220 patent, claim £)
Becausethe claim language supports a construction that one or both funatand be
performed by an automated machine 6by hand’ the court proceeded toexamine the
specification angbrosecution historjor additionalguidance SeeUSHIP Intellectual Props.98
Fed. Cl. at 44%0; see alsdPhillips, 415 F.3d at 1314'[T] he context in which a term is used . .
. can be highly instructive.”).

The specificationncludestwo relevantembodiments: anachineperformed validation
function and an attendaperformed validation function. A64 (‘220 patent, col. 30, 1-325.
The parties agree thanithe machingerformed validation functigndescribed in the third
embodimentthe automated shippinmachineconfirms thatanitem is received by the machine
andthat the items the samé&emfor whichalabelwasprinted. A60 (‘220 patent, col. 21, |. 38-
col. 22 |. 10). The partiesalso agree thathe fourth embodimentlescribes theattendant
performed validation function, but do not agree #maattendanis required tovalidate that the
“item” is the one for whicla label was printedComparePl. Repy at 7 (‘[A]ttendantperformed
validation under the fourth embodiment validatiest the package received is the packiage
which a label was printegust as well as, if not better than, machperformed validation.”)
with Gov't Resp. at 1411 (arguing thatthe attendanperformed function does not confirm that
the item receivedsi the same for which the label had been printed”) (citing A62, A64 (‘220
patent, col25, Il. 2-12, 4244, 4749), with IBM Resp. at 910 (“The attendant ifthe fourth]
embodiment only ‘validates receipt of the packag€diotingA62 (‘220 patent, col25, . 2-
12). The attendant in the fourth embodiment, howekiag no way of determining whether the
correctpackage has been receiveskeeA60 (‘220 patent, col. 21, . 43-49).

USHIP insiststhatthefunctional equivalencef “validatiori is demonstrated ithethird
and fourth embodimest Pl. Refy at 89. For examplgin the “simple” thirdembodiment, after
a shipping label is printed, the automated shippiraghine may “simply detect whetheany
package hasden placed on the conveyalt340.” PIl. Regy at 8 QuotingA60 (‘220 patent,
col. 21, ll. 50563 (emphasis addeoly Plaintiff))). In this example, ‘it is presumedthat tre
package on the conveyor b&8#0is the appropriate package with the appropriate [dbe?l.
Repy at 8 guotingA60 (‘220 patent, col2l, Il. 5355 (emphasis adddxy Plaintiff))). As such,
in the third embodiment, “the machine, through the presumption described in the spegifica
. ‘'validates’ [the package] as the package for which the lalasl printed.” Pl. Repy at 8.
Therefore, USHIP asserts that thenction in the third embodimentclosely parallel¥ that
described in the fourth embodimemthere,after a shipping label is printed and applied to the
item, the item is then taken to atiendant “who validates receipt of the package and provides an
appropriate receipt to the customer.” A62 (‘220 patent,25lll. 2-5); see alscA62-A64 (‘220
patent, col. 25, Il. 37-43; col. 28, IIl. 57-62l. 29, Il. 17-22).

® Claim 1 of the ‘220 atentspecifies thatan attendant of said customer” stores the
package. A64 (‘220 patent, col. 30, 1.)29Claim 1 of the ‘014 atent, however, does not
identify that“an attendant” perforsiany of the claimed stepSeeA109 (‘014 patent, col. 30, .
30).



The court agrees witdSHIP that validation under the fourth embodiment is functionally
equivalent tothe validation depicted inthe “simple third embodiment but the procedure
depictedin the fourth embodimens not thesamevalidating that the claim requiresAs the
court’'s April 28, 2011 Memorandum Opinion and Ordekplained “ validatioi means
‘determining that the item being received for storage or shipment is the item fdor aviabel
has been print¢d’” USHIP Intellectual Props.98 Fed. Clat449-50. The act of‘presum(ing]
that the package on the conveyor belt is the appropriate package with the approptiaie labe
not consistent with the additional validation requireccémfirm that the item received is the
sameitem for which the label has beernmqed. A60 (‘220 patent, col. 21, Il. 585). Therefore
the automated shippinmachineperformed validation described in the third embodiment cannot
be dispositive of a proper construction of “validation.”

Similarly, the attendarperformed validatio, described in the fourth embodiment
cannot be dispositivéecause the is nodisclosure ofinattendant determing whether antem
received is the same as titem for which alabelwas printed. SeeUSHIP Intellectual Props.
98 Fed. Cl. at 449" Although USHIP is correct that one of the four embodiments in2hé *
specification indicates that‘alerk may play some role invalidation,’ (A62 (‘220 patent, col.
25, Il. 812)), in light of the clear intent of the applicant in claiming the inventibese
embodiments do not define the scope of the cfaim.Unlike validation under the third
embodimentthat uses asensor or reweighing/redimensioning procedures to prevent package
switch (A60 (‘220 patent, col. 21, Il. 489)), validation under the fourth embodiment does n
address the “very important” issue apotentialpackage switch.SeeA61 (‘220 patent, col24,

Il. 58-62)(noting that the fourth embodiment is designed “so that [attésdare not tied up by
the ... weighing . . . previously involved in the shipping of small pacKages

The court’s construction of claim 1, however, does not need to reconsider differences
between the third and fourth embodimeng&ee Bararv. Medical Device Techs., In616 F.3d
1309, 1316 (Fed. Cir. 2010) (“It is not necessary that each claim read on every embodiment.”)
see also TIP Syd.LCv. Phillips & Brooks/Gladwin, InG.529 F.3d 1364, 1373 (Fed. Cir. 2008)
(“Our precedent is replete with examples of subjedtenahat is included in the specification,
but is not claimed.”). The more relevantfact is that the specificatiors “Summary ofthe
Invention” describes the invention as an “automatic shipping machir®’ (820 patent, col. 2,
ll. 40-60) and emphasisethat the validation function is “critical since it verifies that the
customer did not perform a package switch or forget to replace the package inrthedrate
storage area. .for shipment.” A60 (‘220 patent, col. 21, I.-4®). The attendant in the fourth
embodiment is not capable of performing this functiddeeC.R. Bard, Inc v. U.S. Surgical
Corp., 388 F.3d 858, 864 (Fed. Cir. 2004) (“Statements that describe the invention as a whole,
rather than statements that describe only preferrec@mients, are more likely to support a
limiting definition of a claim term.”).

Finally, the court has determined that theosecution history supports the court’s
constructionthat only an automated shipping machine can perform the validation function
recited in claim 1 SeeUSHIP Intellectual Props.98 Fed. CI. at 449ee also800 Adept,
Inc.v. Murex Sec., Ltd.539 F.3d 1354, 1365 (Fed. Cir. 2008) (“We simply use [the prosecution
history] as support for the construction already discerned fromlaima language and confirmed
by the written descriptidt]”); see alsdPhillips, 415 F.3dat 1317 foldingthat the prosecution



history is a part of the intrinsic evidenes it “provides evidence of how the PTO and the
invenor understood the patent.. [T]he prosecution historwas created by the patentee in
attempting to explain and obtain the patefinternal citations omittedl. It is settled thathe
prosecution history is relevant to claim constructlmecause it contairs the complete recoraf

all the proceedings before the Patent and Trademark Office, including angsexpr
representations made by the applicant regarding the scope of the claiMitdnics
Corp.v. Conceptronic InG.90 F.3d 1576, 1582 (Fed. Cir. 1996).

As previously discsised during the prosecution of the 799 patethie parent of the ‘014
and ‘220 patentsthe examiner issued astrictionrequirementrequesting that the applicant
elect either the methodaims or the separate apparatus claifes examination G002341-42
see also id (“[T]he processfor mailing can be preformed [sic] by hand.”)n response, the
applicans representethat ‘{b]oth [claims 1 and 72] specifically recite in the preamble a method
of mailing parcels and envelopes ‘using an automated shipping matimer than specifically
reciting at each steghat the step is performed by the automated shipping machine.” G002345
46 (emphasis addedjee alsdJSHIP Intellectual Props.98 Fed. Cl. ad49(“[T]he applicant . .
. intended that each step was to be performed by a machine, unless otherwise). stated.”
Therefore, fithe method were performed entirely by hand, it would no longer “use an automated
shippirg machine.” G0028. USHIP countersthat thisstatement wameant to “contrast[ihe
preamble to a claim in which it was recited at ‘each step’ that the step wouldfidrenee by a
maching” to clarify the scope of the claims to an examin®t. Reply at 1617. Therefore, an
interpretationof the February 7, 199Response Tdrestriction Requirementis that it simply
rebutted the xaminer’s suspicion that ¢hentire method could be performed by harfél. Regy
at 17. The courtagrees The proposition that each step of the method isregtiredto be
performed by hand, keever, does not contradicthput supportsthe court’s constructionhat
validationis performed by the automated shipping machiifevalidation is performed by the
automaed shipping machine, then thgaeniner'sconcernsregarding théby-hand performance
of the method claim is rebutted.

One final point. USHIP fails to appreciate the fact that the court’s consideration of
prosecution historyas not dispositive in construing “validation,” but another indicieetdvant
intrinsic evidence.See800 Adept, In¢.539 F.3d at 1365 (prosecution history may “support
[a] construction already discerned from the claim language androewdfi by the written
descriptioni); see alsdVlicrosoft Corp.v. Multi-Tech Sys., Inc357 F.3d1340, 1350 (Fed. Cir.
2004) (“Any statement of the patentee in the prosecution of a related application as to ¢he scop
of the invention would be relevant to claim construgtid)y Springs Window Fashi@rLP v.

Novo Indus., L.R.323 F.3d 989, 995 (Fe@ir. 2003) (“The public notice function of a patent
and its prosecution history requires that a patentee be held to what he declagsthaur
prosecution of his patent.”jockersorHalberstadt, Incv. Avia Group Int'l, Inc, 222 F.3d 951,

957 (Fed. Cir. 2000)“The prosecution history constitutes a public record of the patentee’s
representatins concerning the scope ameaning of the claims, and competitors are entitled to
rely on those representations when ascertaithieglegree of lawful conductl)l The court’s
construction was based on the claim language, the specificatidothe prosecution history.



CONCLUSION.

For the reasons discussed herein, Plaintiff's May 27, 2011 Motion For Reconsideration is
grantedin-part and denieth-part.

IT1S SO ORDERED.

s/ Susan G. Braden
SUSAN G. BRADEN
Judge
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