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James L. Beausoleil, Jr., Duane Motrid?, Philadelphia, Pennsylvania, for plaiftif
With him on the briefs were Jeffrey S. PollaskdSamuel. Apicelli, Duane Morris LLP,
Philadelphia, Pennsylvania, Anthony J. Fitzpatrick, Duane Morris LLP, Bostonablassetts,
and Rodney R. Sweetland and Christopher J. Tyson, Duane Morris\adhjngton, D.C.

Kirby W. Lee, Attorney, Commercial Litigation Branch, Civil Division, Unitethtes
Department of Justice, Washington, D.C., for defendant. With him were Stuart Ry, Deler
Assistant Attorney GenerdLivil Division, andJohn FargpDirector,Commercial Litigation
Branch, Civil Division, United Statd3epartment of Justice, Washington, D.C. Of counsztw
Scott Bolden, Attorney, Commercial Litigation Branch, Civil Division, Unitedesta
Department of Justice, Washington, D.C., dfidhael F. Kiely, United States Postal Service,
Washington, D.C.

Gregory H. Lantier, Wilmer Cutler Pickering land Dorr LLP, Washington, D.C., for
defendant-intervenor.

OPINION AND ORDER
LETTOW, Judge.

In this patent cas@laintiff, Cameron Laning Cormack (“Mr. Cormack;)iled a motion
to compel discovery responses frogfehdantntervenor, Northrop GrumméeBystems
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Corporation(“N orthrop Grumman ¥stems or “Systems), pursuant to Rule 37 of the Rules of
the Court of Federal Claims (“RCFC"peePl.’s Mot. to Compel Discovery Responses from
Def.-Intervenor (“Pl.’s Mot. to Compel”), ECF No. 3During briefing related to this motion,
Systems filed a motion for leave to file a-seply. Def:Intervenor’'s Mot. fo Leaveto File Sur
Reply, ECF No. 45. In his responsimeef, Mr. Cormack used a document produced by
Northrop Grumman Systems to support his oppositieeePl.’s Resp. in Opp’n to Def.-
Intervenor’s Mot. for Leave to File Sur-Reply in Further Opp’n to Pl.’s Mot. to Co(fiBkls
Opp’n to Def.-Intervenor’s Mot. for SReply”), ECF No. 47.Systemgpromptly aseredthat
this documentvas subject tahe attorneyelient privilege andwork-product potection requested
claw-back of the document, arfited a motionto strike Mr. Cormack’s brief incorporating the
disputed documentSeeDef.-Intervenor'sEmergency Mot. to Strike Pl.’s Resp. to Mot. for
Leave to File SuReply (“Def-Intervenor’'s Mot. to Strike”), ECF No. 48. That motion was also
briefed, and &earhg on the related motions was held on June 19, 2014.

BACKGROUND

On April 3, 2013, Mr. Cormack filed his complaint in this court, alleging that the United
States Postal Service @BtalServic€) engaged in an unlicensed procurement and authorization
of manufacture and use of patented inventianglaimarising under 28 U.S.C. 8§ 1498. Compl.
11 2, 3> In August 2010, Mr. Cormadkad beergranted United States Patent No. 7,781,693
(“the 693 Patent”), entitled “Method and System for Sorting Incoming Mail.” Compl. { 6.

Mr. Cormack allege thatthe PostalServiceinfringedthis patent when it contracted with
Northrop Grumman Systenfgr the manufacture and delivery of Flats Sequencing Systems
(“FSS”), a mail sorting device. Compl] -9, 32. Mr. Cormek further aerredthat, pursuant
to the contact,Northrop Grumman Systems actually manufactured and deliveresutf2
machines anthatthe PostalServicecontinues to use them. Compl. 11 13, 15, 28.

Shortly after Mr. Cormack filed his complaint, the court granted the government’s
unopposed motion to notify Northrop Grumman Systaman interested party pursuant to

YIn pertinent part, 28 U.S.C. § 1498 provides:

Whenever an invention described in and covered by a patent of the
United States is used or manufactured by or for the United States
without license of the owner thereof or lawful right to use or
manufacture the same, the owner's remedy shall be by action
against the United States in the United States Court of Federal
Claims for the recovery of his reasonable and entire compensation
for such use and manufacture. . .. For the purposes of this section,
the use or manufacture of an invention described ircandred by

a patent of the United States by a contractor, a subcontractor, or
any person, firm, or corporation for tfggovernment and with the
authorization or consent of tiiglovernment, shall be construed as
use or manufacture for the United States.

28 U.S.C. § 1498(a).



RCFC 14b). Order of May 29, 2013, ECF No. 8. The government advised thetlcatits
contract withNorthrop Grumman Systenesntains an indemnity clause wherekystemss
obligated to indemnify the government against liability for patent infringement.sDef
Unopposed Mot. for Rule 14 Notice at 2, ECF No. 6. Subsequently, Northrop Grumman
Systemdiled a motion to intervenas a defendanntervenor, ECF No. 13, which this court
granted the same day, OradrJune 24, 2013, ECF No. 16.

. CLAW-BACK REQUEST

During briefing related to Mr. Cormack’s motion to compel discovery responses,
Mr. Cormackfiled a briefattachng an exhibit(*Exhibit 3”) which containedn email from an
employeeof Northrop Grumman Systens another employee ofyStemswho was designated
in the email as working in the Law Department but was not identified as-house counsel.
SeePl.’s Opp’nto Def-Intervenor’s Mot. for Sur-Reply Ex. 3The email was dated
approximatelyone month after the commencement of this case, but prior to Systems’s
intervention. Id. Itssubject lineread“Some [ljnformation for FSS Patent Infringementd.
Upon receiving Mr. Cormack’srief, Systems’s counsetalizedSystemshadmistakery
produced the elail. HeinformedMr. Cormack’s counseghe morning after receiving the filing
thathe believed=xhibit 3constitutedprivileged information and askédr. Cormacks counsel
to return or destroy all copies of the exhibiting RCFC 26(b)(5)(B) SeeDef.-Intervena’s
Reply in Support of Mot. to Strike Pl.’s Resp. t@tMfor Leave to File SuReply (“Def-
Intervenor’s Reply in Support of Mot. to Strike”) Ex. 1 (Decl. of Gregory.&htier), 11 1112,
ECF No. 55. Upon receiving the request, Mr. Cormack’s counsel ceased reviewing thte exhibi
and destroyed all copies save one, whickdwuesteredSeePl.’s Opp’n to Def..ntervenor’s
EmergencyMot. to Strike Resp. to Mot. for Leave to File S&eply (Pl.’s Opp’n to Def.-
Intervenor’s Mot. to Strike”) at 1 n.1, ECF No. 53.

On June 16, 2014, four days after Exhibit 3 was filed, Northrop Grumman Systems
submitteda motion to $rike theresponsdéy Mr. Cormag& thatincludedthe email as an exhibit
Def.-Intervenor’'s Mot. to StrikeDef.-Intervenor's Mem. in Support of its Mot. to Strik®eéf.-
Intervenor'sMem. Supporting Mot. to Strike”), ECF No. 4%Bystemssoughtto claw back the-e
mail and to have Exhibit 3 and the responsive brief containing it stricken from tnd.r&ef .-
Intervenor'sMem. SupportingMot. to Strike at 12. Plaintiff resisted this motion, noting that
RCFC 26(b)(5)(B) explicitly permits the court to view fertinent document aer seabnd
contesting the applicability of the attornreljent privilege or the worproduct protection to the
exhibit. SeePl.’s Opp’n to Def.-Intervenor’s Mot. to Strike at 1-10. Plaintiff also corgedritiat
Northrop Grumman Systemgivedany applicableprivilege or protection by not taking
reasonable steps to prevent disclosure, as required by Fed. R. EYid. 5@2at 46, 8.
Systemscounteedthat ithadtaken reasonable steps to prevent disclosamejts counsel
submitted a sworn declaration describing the measures it took in that r@gdirdhtervenor’s
Reply in Support of Mot. to Strikat 3 &Ex. 1. Systemsemphasizedhat it notifiedplaintiff’s
counsel of thenistakendisclosure within hours of discovegiit. Id. at 4.



A. AttorneyClient Privilege

Claimsof privilege aregoverned by the principles of thedmmon law a§] interpreted
by United Statesourtsin thelight of reason and experience.” Fed. R. Evid. 50e dtorney-
client privilege “protects the confidentiality of communications between atfand client
made for the purpose of obtaining legal advic&enentech, Inc. v.ited Statesnt’| Trade
Comm’n 122 F.3d 1409, 1415 (Fed. Cir. 1997) (emphasis addét) privilege exists to
“encourage full and frank communication between attorneys and their clients arythere
promote broader public interests in the observance of law and administration ef’judpgohn
Co. v. United State<l49 U.S. 383, 389 (1981). TBeipremeCourt inUpjohnreasonedhat
attorney-client privilege applies equally to both in-house and outside counsel. 449 U.S. at 389-
90. At issue here is whether thamail in question revealed a confidential communication, that
IS, a communication made to an attorney for the purpose of receiving legal gsleaténited
States v. United Shdéach Corp, 89 F. Supp. 357, 358 (D. Mass. 1950) (Wyzanski, J.),
disapproved in other respects by American Standard Inc. v. Pfizer8g&F.2d 734, 745-46
(Fed. Cir. 1987).In Upjohn, information sent from the company employees to tHeouse
counsel “was needed to supply a basis for legal advice concerning complidnedJ.S. at 394.
Counsel was trying tdetermine what illegal acts had potentially been committed and ésiw b
to defend the companyd. That is not theiccumstance at hand here.

In the e-mail in question, the employee provitleslinhouse counsel with information
regarding the location afertaindocumentst the apparent request of counsel.’s Opp’n to
Def.’s Mot. for SurReplyEx. 3. This is hardly a communication conveying information for the
purpose of obtaining legal advic&éhe email relayedonly the physical location of certain
documents, informatiothatin-house counsel could ndirectly use to form the basis oéhlegal
advice for the companyConsequently, the e-mail in question does not fall under the protection
of theattorneyelient privilege?

B. Work-Product Doctrine

Although the anail is notsubject to the attorneghent privilege, it may nonetheless be
protected by the workroduct doctrine.The workproduct doctrie exists to protect against
“attemplfs], without purported necessity or justification, to secure written statemenestepri
memoranda and personal rdeotions prepared or formed by an adverse party’s counsel in the
course of his legal dutiesHickman v. Taylgr329 U.S. 495, 510 (1947RCFC 26(b)(3)
codifies the work-product doctrinstatingthat “[o]rdinarily, a party may not discover
documents ahtangible things that are prepared in anticipation of litigation or for trial byror
another party or its representative .”. RCFC 26(b)(3) In addressing coverage of the doctrine,
this court has previously looked to causatasing whethera document was created for or in
anticipation of litigatiorto determine whetheéhe document is subject veork-product
protection. See Hen Isle Marina, Inc., Wnited States89 Fed. Cl. 480, 497 (2009) (“This court

’Notably, Northrop Grumman Systems has proviplehtiff with copies of the
documents referenced in themail and does not contest that those documeatpraperly
discoverable. Hr'g Tr. 11:16-20 (June 19, 2014).

Further citatons to the transcriff the hearingvill omit reference to the date
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concurs with the conclusion Evergreen Trading, LLGhat the simple causation test is the
preferred test.”) (citingevergreen Trading, LLC ex rel. Nussdorf v. United St&@d-ed. Cl.

122, 132-33 (2007))The workproduct doctrine is not absolute, however. H&ke relevant and
non-privileged facts remain hidden in an attorney’s file and where production of thissis fac
essential to the preparation of one’s case, discovery may properly beHiekhian 329 U.S. at
511;see alsdRCFC 26(b)(3)(A)(ii) (providing for discoverability of attorney wepkoduct if

“the party [seeking the documengdjows that it has substantial need for the materials to prepare
its case, and cannot, without undue hardship, obtain their substantial equivalent by other
means.”).

Thecritical questiorhereis whether the-enail at issuegeveals Ndrthrop Grumman
Systemss in-house counsel’s mental processes concerning the litigatiwhether it merely
transmitted unprivileged fagthat might bear on a defensévin Cormack’s caseSystems
argues that te email was written in preparation for litigation and reeekhe inhouse
counsel’s mental procességentifyinginformation she sought in preparation for consideration
of defenses. Def.-Intervenor's Mem. Supporting Mot. to Strike at 3. Mr. Corinaaiever,
posits that the-enail “does not contain the mental impressions, conclusions, opinions, advice or
direction of counsel. Rather it appears to be nothing more than an internal ti@refrfaittual
information.” Pl.’s Opp’rto Def-Intervenor’s Mot. to Strikeat 4

The courtconcludes that themail reveals a specific request for information madénby
house counsel for Systems apgntly forpotential use in the FSS patent infringenigigation,
on thereasonablassumption that Systems would eventually be involved in the litigation.
Although te information revealed is factual in nature, the location of specific documents,
the nature of the requesisorevealsthe inhouse counsi thought process Ses United States
v. Nobles422 U.S. 225, 238 (1975) (“At its core, the waidoduct doctrine shelters the mental
processes of the attorney, providing a privileged area within which he can aaadypeepare
his client’s case.”)In re Seagate Tech., LL.@97 F.3d 1360,1375 (Fed. Cir. 2007)
(acknowledging that both factual wepkoduct and mental process work-product can be
protected butstating thatactual workproduct is more readily discoverable upon a showing of
substantial need and undue hardship). Mr. Cormack has not made a showing of substantial need
or undue hardship sufficient to overcome the protections afforded to attorney worktprdeec
Hickman 329 U.S. at 509. écordingly, the email is protectedunderthe workproduct doctrine.

C. Waiver andClaw Back

The protection provided by the work-product doctrine can be waived expressly or by
implication. Eden Isle Marina89 Fed. CI. at 503-04. Fed. R. Evid. @f)&ets out the test for
determining whether a disclosunplicitly waivesthe work-product privilege:

(b) Inadvertent disclosure. When made in a federal proceeding . . . , the
disclosure does not operate as a waiver in a state or federal proceeding if:
(1) the disclosure is inadvertent;
(2) the holder of the privilege or protection took reasonable steps to
prevent disclosure; and



(3) the holder promptly took reasonable steps to rectify the error,
including, (if applicable) following Federal Rule of Civil Procedure
26(b)(5)(B).

Fed. R. Evid. 502(bJ. Thus, the court must determine whetBysten's disclosure was
inadvertent, whetheBystemdook reasonable steps to prevent its disclosure, and whether
Systemgromptly took reasonable steps to rectify the er8weSikorsky Aircraft Corpv.
United States106 Fed. Cl. 571, 584 (2012).

Thee-mail transmission to #mouse counselasmistakery disclosed and the question
whether the mistake was inadvertent is wrapped upwhtther drthrop Grumman Bstems
took reasonable steps to prevismtlisclosure.See Silverstein v. Federal Bau of PrisonsNo.
07-cv-02471PAB-KMT, 2009 WL 4949959, at *11-*12 (D. ColBec. 14,2009) (holding that
a “mistaken” production was not necessarily inadvertent upon consideration of tbelgrart
circumstances of the productiogj; Heriot v. Byrne257 F.R.D. 645, 658-59 (N.D. Ill. 2009)
(considering “the total number of documents reviewed, the procedures to review themtscume
before tley were produced, and the actions of the producing party after discovering that the
documents had been produced” in determining whether a disclosure was inadveréengl (int
citations and quotations omittedut see Coburn Group, LLC v. Whitecap Advisors LG40
F. Supp. 2d 1032, 1038 (N.D. Ill. 2009) (“In this court’s view, the structure of Rule 502 suggests
that the analysis under subpart (b)(1) is intended to be much simpler, essaskialywhether
the party intended a . work-product protected document to be produced or whether the
production was a mistakg. The advisory ommitteés notes to Fed. R. Evid. 502(bife with
approval a series of factors courts have used to determine whether an unintenttoglrdiss
a waiver of privilegeincluding, “the reasonableness of precautions taken, the time taken to
rectify the error, the scope of discoyethe extent of disclosure[,] and the overriding issue of
fairness.” Fed. R. Evid. 502 advisory committee’s note, explanatory note, Subdivision (b),
Revised Nwo. 28, 2007citing Lois Sportswear, U.S.A, Inc. v. Levi Strauss & @64 F.R.D.

103, 105 (S.D.N.Y. 1985) ardartford Fire Ins. Co. v. Garveyl09 F.R.D. 323, 332 (N.D. Cal.
1985)). The note continues, however, by explaining that

[t]he rule does not explicitly codifg] test, because it is really a set of non
determinative guidelines thatryafrom case to caselhe rule is flexible enough

to accommodate any of those listed factors. Other considerations bearing on the
reasonableness of a producing party’s efforts include the number of documents to
be reviewed and the time constraints for production. Depending on the
circumstances, a party that uses advanced analytical software applications and
linguistic tools in screening for privilege and work product may be found to have
taken “reasonable steps” to prevent inadvertent disclodure.inplementation

of an efficient system of records management before litigation may also be
relevant.

3Fed. R. Evid. 502(a) addresses the consequences of an intentional disélosure o
privileged material, specifically whether an intentional disclosureeseas a broader subject
matter waver.



Fed. R. Evid. 502dvisory committee’s noteParticularly relevant here are the scope of
discovery and the use of advanced analytical software applications in thersg@ecess A
sworndeclaration submitted byystens's counseldescribes the procebg whichdocuments
produced for discovery werscreened through a software applicatimw the email at issue

was placed in a prescreened foldethout having been screened, and how it was then produced.
Consequently, the document was produced without ever having been scréededf.-

Interveror's Reply in Support of Motto Strike Ex 1. The mistake was in fafg toscreerthe

e-{mail before placing itn a folder with other documentisathad been screenealhd then in
producing the documents in the folder without a further screening dnesg:c

During the course of discovery for this caSgstemdas produced more than one million
documents Def-Intervenor’'sReply in Support of Mot. to Strike at 3. The scope of the
discoverythe use of advanced softwdoescreen for privilege, anddlaffidavit describing the
numerous steps taken by Systems should have constituted reasonable steps to grigemedi
Nonetheless, tit those steps could have been, and in this instance were, bypassed raises a
significant issue.As one court notedThe reasonableness of preventive steps surely includes
both a design and an implementation component. Theoretical or intended measures may sound
sufficient, but failure to implement such measures by reasonable execution cptiicaam
ostensibly valid ppcess of any real efficacy First Tech. Capital, Inc. v. JPMorgan Chase
Bank, N.A.No. 5:12€V-289KSFREW, 2013 WL 7800409, at *4 (E.D. Ky. Dec. 10, 2013).
In that case, an attorney stated that he had personally reviewegsDalldbcuments that were
ultimately produced and had physically separated the documents into sepasate pier
reasons he could not explain, all 1,500 documents were produced, including a number of
privileged ones.d. The court found that while human review of documents was a good plan,
the fact that the attorney attested to only spending an average of 9.84 secemdsgeach
page was an unreasonable application of his generally reasonable mdthi{tthe rapidity of
review indicates an uaasonably small temporal component to the process. The resulting
undifferentiated production shows essentially no care in asqtiatfjany segregation by [the
attorney wouldlaffecf] the materials actually disclosed to [the defendanilil)s, the court held
that the producing party had waived any claim of privilege over the produced dosuideat
*5.

This case presents a somewhat similar set of circumstances in that a reasonable plan o
review was inadequately implemented, but there are attieastey differences. IRirst
Technologythe reviewing attorney spent an inadequate amount of time reviewing documents.
First Tech. Capitgl2013 WL 7800409, at *4Here, the screening software was available @nd
used, could have identified the peent email as potentially protected from disclosure.

Secondly, over a million documents have been produced in this casenaaséd to only 1,500.

And, the disclosures in this case were made as “part of a larger production whicmwneticed

by the producer.”Galena Street Fund, L.P. v. Wells Fargo Bank, N\W. 12¢v-00587BNB-

KMT, 2014 WL 943115, at *10 (D. Colo. March 20, 2014) (internal quotation marks and citation
omitted) (holding that privileged documents produced despite an electroeEngtg process

were inadvertently produced and did not constitute a waiver where only 150 out of 208,000



documents were disputetl)Considering the specific circumstances of this case, the disclosure
of Exhibit 3 can properly be considered inadvertent, albeit mistaken, and the court finds that
counsel for Northrop Grumman Systems took reasonable steps to prevent its disclosure

The finalquestion is whether Northrop Grumman Systems “promptly took reasonable
steps to rectify the errdr SeeFed. R. Evid. 502(b)(3). “The rule does not require the producing
party to engage in a post-production review to determine whether any protmciedigication
or information has been produced by mistake. But the rule does require the producirg party t
follow up on an obvious indication that a protected communication or information has been
produced inadvertently.” Fed. R. Evid. §0Padvisory committee’s noteOnce a party realizes
a document has been accidentally produced, “it must assert that privilege wih virt
immediacy.”Sikorsky 106 Fed. Cl. at 585Here, Systems’sounsel notified Mr. Cormadk
counsel within hours afeceiving the filingcontaining he email at issue as an exhilaind filed
a motionseekingto claw back the documeandstrike the relevant filingvithin four days. Def.-
Intervenor’s Reply Supporting Mot. to Strikeé4. Given the alacrity @ystem® response to
discovering themistakendisclosure, this coufinds thatSystems’s counsetted promptly and
therefore did not waive its claim of privilege on those grour@@fsSikorsky 106 Fed. Cl. at 586
(finding waiver where pay asserting privilege waited tenonths to assert itEden Isle Marina
89 Fed CI. at 512-13 (finding waiver wherar{y assemg privilege waited sevemonths to
assert it)

Systemsasks that the court issue a claack ordestriking thee-mail from the record,
requiringcounsel for Mr. Cormack to destroy or return his siisgiguesteredopy of the amail,
and permitting Mr. Cormack’s coungel refilethe pertinent submissiamithout reference to
the email. Def:Intervenor'sMem. SupportingMot. to Strike at 6/. Because the-mail in
guestion is protected under the work-product doctrineSaistemshas not waivedhat
protection, a claw-back order is appropriate. Pursuant to Fed. R. Evid. 502(b) and RCFC
26(b)(5(B), Mr. Cormacks counsemust destroyr returnthesequesteredopy of the email.
The filing containing Exhibit 3 will be stricken from the record, and Mr. Cormgchrectedo
resubmit that filingwithout reference to the malil.

“At the hearing, counsel for Northrop Grumman stated that following the discovery of
this mistakerdisclosure, they reran the privilege screen on all 1,003,000 documents that they
have produced, including productions occurring prior to the production that included the exhibit
at issue.Hr'g Tr. 30:1-12. That screen revealed 31 other privileged degied documents that
weremistakety produced.ld. Counsel for Systems said that they are currently investigating the
reasons these other documents were produced, and “[i]f need be, we will be subfittiey
challenge the privilege calls on those will be submitting affidavits.” Hr'g Tr. 30:168.

Counsel for Mr. Cormack asserted that three of the documents subject to thislisgeack
request appear to be from productions that occurred before the production containing3Exhibit
Hr'g Tr. 26:8 to 28:9see alsdHr'g Exs. 1, 2, whicltircumstanceuggests that procedures put

in place to prevent inadvertent disclosure were not fully functional.
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I[I. THEMOTION TO COMPEL
A. Document$ossesselly Solystic, S.A.S.

Mr. Cormack has requestétat Systemgproduce documents in the apparent possession
of Solystic, S.A.S. (“Solystic”), a wholly owned but indirect French subsidiaryeoNrthrop
Grumman Corporation that designs and develops mail sorting systems and prBdisdiéem.
of Law in Support of Mot. to Compel Discovery Responses (“Pl.’s Mem. Supporting Mot. to
Compel”)at 4 ECF No. 37-F. These documents, he contends, are relevant because Northrop
Grumman Systempintly developed the FSS machine with Solystic and incorporated
components of Solystic’s TOP 2000, an automated flat sorting machine that precedgfl,the F
into the FSS.Id. Moreover, Mr. Cormack argues that Solystic is familiar witH688 patent
because Solystic had to recognize and differentiate its work frof6QBegpatent to receive its
own European method patent for sorting postal iteltisat 5° The requestethformation, he
avers, is relevanbthis infringement contentions.

Simply stated,leissue isvhetherSystems an be compelled to produce documents
currently in the possession of its parent corporation’s foliejnectsubsidiary, a nonparty in
this action. RCFC 34(a) provides that a party may serve a request for productionmédtsc
“in the responding party’s possession, custady;ontrol” RCFC 34(a)(1). Control is
construed broadly, and it “does not require that the party have legal ownership or acticall ph
possession of the documents at issue, but rather the right, authority, or pradiigabaobtain
the documents from a nonparty to the actio.r. DuPont de Nemours & Co. v. Kolon Indus.,
Inc., 286 F.R.D. 288, 292 (E.D. Va. 201(#ternal quotation marks omitte(juotingBush v.
Ruth’s Chris Steak House, In286 F.R.D. 1, 5-6 (D.D.C. 2012)). éissencethe inquiry is
whether the party has access to the nonparty’s docun@e¢sGerling Int’l Ins. Co. v.
Commissioner839 F.2d 131, 141 (3d Cir. 1988).

®Solystic is a whollyowned subsidiary of NGC Denmark ApS, a company organized and
existing undethe laws of DenmarkNGC Denmarkis 98.7% owned by Northrop Grumman
International Holdings, B.V., a company organized and existing under the laws of the
Netherlands, and 1.3% owned by Northrop Grumman Overseas Holdings, Inc., a Delaware
corporation. Mrthrop Grumman International Holdings is a wholly-owned subsidiary of
Northrop Grumman @erseaddolding, which is a wholly-owned subsidiary of Northrop
Grumman CorporatiorseeHr’'g Ex. 3; Def.-Intervenor's Mem. of Law in Opp’n to Pl.s’ Mot. to
Compel Discoery Responses (“Defntervenor’'s Opp’n to Mot. to Compel”) at 12, ECF No. 40.

®Solystic holds European Patent No. EP 2225049 A2, titled “Method for Sorting Postal
Items Using a Process for Sorting Outputs Dynamic Allocati@e&Pl.’s Mem. Supporting
Mot. to Compel at 4. Before this patent was issued, an opposition proceeding required Solystic
to confront the '693 patentd. at 5.

'RCFC 34 is identical tbed. R. Civ. P. 34.
9



Mr. Cormack contends that Solystic’s documents are wilggtem% control.
Denaninating Systemand Solystic as sister corporations, he argues that common parentage
providesSystemswith the requisite control to obtain the documer@sePl.’'s Reply to Def.-
Intervenor’s Opp’n to Pl.’s Mot to Compel (“Pl.’s Reply Supporting Mot. to Cofhpe¢l7-8,
ECF No. 42 He further alleges that becaudgstemsand Solystic jointly developed and
manufactured the FSS, the court can regBygtemso comply with his discovery requestisl.
at 910 (“Documents produced b$ystemsin discoverydemonstrate that Solystic’s
involvement in the development of the accused device is so fundamental that to shield Solyst
from discovery would deprive Mr. Cormack of [necessary] information.”).

Systemshowever, insists that it does not have the régutentrol over or access to the
documents.lt first argues that because Solystic is a European corporation, Mr. Cormack must
resort to the Hague Convention on the Taking of Evidence Abroad to obtain the requested
discovery. Hr'g Tr. 47:19-25%ee alsdl.’s Mot. to Compel Ex. Qat 2 This argument is
unpersuasive. The Supreme Court has held that the Hague Convention does not provide
exclusive or mandatory procedures, and that it need not be a first resort &nitsifig the United
States seeking sltovery from a foreign corporatioi®ociété Nationale Industrielleéfospatiale
v. United States District Court for thels lowa, 482 U.S. 522, 529 (1987)Accordingly, this
court concludes that Mr. Cormack need not proceed via the Hague Conventioaytattempt
to compel discovery under RCFC 34 and'37.

®In his initial Motion to Compel, Mr. Cormadkaccurately characterized Solystic as a
wholly-owned subsidiargf Systemsarguing thaBystemsas the parent corporation, had the
requisite control to obtain and produce Solystic’'s documents. Pl.’s Mem. Supporting Mot. to
Compel at 19. That is incorrect, even tho&ylstems concedes that both it and Solystic are
wholly owned, albeit indirectly in Solystic’s case, by Northrop Grumman CadrporaSeeHr'g
Ex. 3.

*The Court inAérospatialeexplained thaglthough the Hague Convention procedures
wereadoptedo facilitate collectiorof evidencethey need not besedif they will be unduly
time consuming, expensive, or less likely to prodeselltsthan other means. 482 U.S. at 542.

Ysystemsalso cites a Frendblocking statute, which contemplates penalties for French
individuals who circumvent the Hague Convention and disclose information for use in foreign
judicial proceedings. Pl.’s Mot. to Compel Ex.& 2 However, “[it is well settled that such
statutes do not deprive an American court of the power to order a party subject to its jionsdic
to produce evidence even though the act of production may violate that sté&étespatiale
482 U.S. at 544 n.29 (citirfgociété InternationalPour Participations Industrielles et
Commerciales, S.A. v. Rogegs7 U.S. 197, 204-06 (1958)). The Supreme Courbigers
noted that a trial court “possesses wide discretion to proceed in whatever mdeears most
effective.” 357 U.S. at 213.Irf exercising that discretion where . . . a party claims that foreign
law prevents disclosure, the [Supreme] Court has called fiaricularized analysis. Linde v.
Arab Bank, PLC706 F.3d 92, 109 (2d Cir. 2013) (quotidgrospatiale 482 U.S. at 543)Here,
Systems has not endeavored to support such an analysis, and the court accordingsytdecl
consider a claim that French law bars disclosure.
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Systems, léernatively,contends that because it has no ownership interest in Solystic,
Mr. Cormack must present evidence akin to that required to pierce the corporate veil or to
establish Solysticsaan “alter ego” oSystemdo establishcontrol and compel production.
Def.-Intervenor’'s Opp’n to Mot. to Compat 13. Thisargument eachegoo far. While an
“alter ego” relationship is indicative of control, it is not required for contrdlet found.See,
e.g, Gerling, 839 F.2d at 141 (“The requisite control has been foundwiméye the sister
corporation was found to be the alter ego of the litigating entitgr. where the litigating
corporation had acted with its sister in effecting tr@nsaction giving rise to suit and is
litigating on its behalf (emphasis addedjnternal citations omittedl) Rather, courts consider a
variety of factors when determining whether a party has sufficient cavieola nonparty for the
purpose of RCFC 34 and 37, including (1) the corporate structure of the party and nonparty; (2)
the nonparty’s connection to the transaction at issue in the litigation; and (3) tee theg the
nonparty will benefit from the outcome of the caSee $eele Software Sys. Corp. v. DataQuick
Info. Sys., Ing 237 F.R.D. 561, 564-65 (D. Md. 2008)ros S.P.A. v. Kraugstaffei Corp, 113
F.R.D. 127, 130 (D. Del. 1986Here,Mr. Cormack argues that both the corporate structure of
Systemsand Solystic and Solystic’s involvement in the development of the FSS support a
finding of control.

The first factor, corporate structure, can be dispositive of control when a parent
corporation is the party to the lawsuit, and the moving party seeks discovery of tht&spare
wholly-owned subsidiarySee Gerling839 F.2d at 148" In other situations, however,
corporate structure may not be dispositive, and the moving party must point to addititmmal fac
indicative of control before production candmmpelled See Unidenl81 F.R.D. at 307
(compelling production of documerftem aparty’s sister corporatiowhereadditional indicia
of control were present). Becausgstemsloes not own Solystic, and thimateparentof
both, Northrop Grumman Corporation, is not a party to this litigation, corporate strigchate i
dispositive of control.

Where evidence beyond corporate structure is required, courts look particuthdy to
nonparty’s connection to the transaction at issue and the degréeethanparty will benefit
from the outcome of the cas8teeleSoftware 237 F.R.D. at 565. Courts can infer control from
mutual involvement in the transaction at issue in the litigatee ©sta v. Kerzner Int’l
Resorts, In¢.277 F.R.D. 468, 472 (S.D. Fla. 2011) (“Given their established corporate and
transactional connections, it is unlikely thdlefendants [did] not have access to [or an] ability
to obtain documents and information in the possession of thda]ffiliates.”). The moving
party may point to the exchange of documents between the related entities oliriaeyarourse
of businesssee Steel Software237 F.R.D. at 564 (citingniden 181 F.R.D. at 306or
agreements between the nonparty and the party to supgase dor matual involvement in the

“Courts often find control where common relationshipsh awnership of the
nonparty, overlapping directors, officers, or employees, or financial relagpssind the party
and the nonparty.For example, some courts hold that litigating parent corporations have control
over documents possessed by their whollyred subsidiarieSee Widen An. Corp vEricsson
Inc., 181 F.R.D. 302, 305-06 (M.D. N.C. 1998). Other courts have ruled that parent corporations
possess the necessary control when they own more than 50% of their foreign substhiaky’
See h re Uranium Antitrust Litig 480 F. Supp. 1138, 1145 (N.D. Ill. 1979).
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transaction at issue in the litigati@eeE.l. DuPont de Nemour286 F.R.D. at 292For
example, a court found that where a nonparty sister corporation was a “mainratter”
transaction at issue, an inference of control could be drawn from that cap@raaving been
“inextricably intertwined in the transactionlt re Global Power Equip. Grp418 B.R. 833, 844
(Bankr. D. Del. 2004).

Documents of record show that Systgmstly worked with Solystic to develop the key
technologies incorporated into the FS&ePl.’s Mem. Supporting Mot. to Compel Ex. 4. In its
proposal to th Postal Servig&ystemsacknowledged that Solystic had previously designed a
large portion of the systemd. Ex. 7,at 3 The proposal also indicated that Solystic would
develop a new generation of ti?fted |C[ircuit ]B[oards]” for the FSSid. at 15, and would help
Systemslesign a system complying wigh*hiding placestequiremengestablished by the Postal
Serviceid. at19. MoreoverSystemsthrough a subsidiary, Northrop Grumman Overseas
Services Corp., entered into a related technology #aasid license agreememith Solystic
SeePl's Opp’n to Def.-Intervenor’s Mot. for SiReply Ex. 4. Email communicationsent
contemporaneously with execution of the agreemmrgal that Systems asblysticwere
working closelytogether.See idEx. 2. Among other things, a Consulting Contracts
Representative fdBystemswrote at one point, “We need to ship the[] parts back for repair to
Solystic, our French subsidiary that manufactured thdoh.”

Taken bgether, theecitations in thgoroposalto the Postal Servigéhe agreement
between Systems and Solystnd therelatede-mails supponplaintiff's contention thaBystems
and Solystic collaborated on the FSS design and #haivSolystic was criticab the project?
The court finds that this collaboration equips Systems biithagcess to Solystic’s documents
andwith the requisitgpowerto obtain them, renderirfgystemsable and required to comply with
Mr. Cormack’s discovery requestsaccordance with aorder by the court.

B. Documents Related to Non-Infringing Products

Mr. Cormack seeks discovery into nonaccused products that fall within his definition of
“mail sorting product;” which, as specified, would include both FSS and non-FSS pro8aets.
Pl.’s Mem. SupportindgMot. to Compel at 14, 17. RCFC 26 provides that “[p]arties may obtain
discovery regarding any nonprivileged matter that is relevant to any pedyisor defense.”
RCFC 26(b)(1). This rule should be applied no differently in patent cases than irypéseoft
cases.See SRI Int’l v. Matsushita Elec. Corp. of ARY5 F.2d 1107, 1116 (Fed. Cir. 1985).
Mr. Cormack seeks information related to the development and functionality ¢iS®mail
sorting products because, “[t]o the extent that these products function in a maniméritiges
the’693 Patent and were sold to tligovernment, Mr. Cormack would be entitled to amend his
[c]lomplaint to add those products lastcase.”Pl.’s Mem. Supporting Mot. to Compel at 17.
Additionally, Mr. Cormack assts that information related to “non-FSS products that do not
practice the methd taught by the '693 Patent [is] useful to show the advantages and utility
gained through the FSS’s use of Mr. Cormack’s patented inventiomchwhrelevant for

2In fact, the proposal lists Solystic as tey approved source faertan components of
the FSSat the time oSystems’proposalo the Postal ServiceSeePl.’s Mem. Supporting Mot.
to Compel Ex. 7at 2Q
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determiningdamages in the form of a reasonable royaR{’s Mem. Supporting Mot. to

Compel at 17 (citingseorgiaPacific Corp. v. United States Plywood Corf18 F. Supp. 1116,
1119-20 (S.D. N.Y. 1970) Specifically, Mr. Cormackontendghat Systemshould be

required to produce documents responsive to Document Request Nos. 3-10, 12-14, 16-19, and
31-32, and to provide a more complete response to Interrogatory Nil. H2.18;see alsd®l.’s

Mot. to CompeEx. E (Pl.’s First Set of Requests fooBuction of Documents and Things to
Northrop Grumman SystemsThese document requestisd InterrogatoryNo. 12 generallgeek
detailed information related to the desigevelopment, operation, and licensing of “each and
every Mail Sorting Product and M&orting System.'Seg eg., id. Ex. E, at 12, {1 3, 10 (“All
documents and things which relate to or evidence the conception, development and/or design of
each model or series of Mail Sorting Product and Mail Sorting Systems d&sigaeufactured,
tesed, used, or licensed by or for You for The United States of America in the Utated B

the time period from January 1, 2003 to the preseht.”).

Northrop Grumman Systems opposes Mr. Cormack’s regstesing that “[n]JorFSS
mail sorting products’ —i.e., giBystem$ productsnot accused of infringemeint this action-
have little or no relevance to the claims and defenses in this case:Int@efenor’s Opp’rto
Mot. to Compeht 67 (emphasis in original)SystemsiescribedMr. Cormack’s request as “an
unprecedented expansion of the scope of this litigation and . . . highly prejudidiadt’7.

As a preliminary matter, the cow@nnot acceptiorthrop Grumman Systerss
characterization of MiCormack’s request. The court does not read Mr. Cormack’s document
requests or interrogatories to be requesting “discoveayl of [the] company’s products that
[have] rot been accused of infringeméntr'g Tr. 59:7-8 (emphasis added)hat saidthe
court finds Mr. Cormack’s definition dM ail Sorting Productto be overly broad and not
sufficiently tailored to discovery of relevant documentshis First Set of Interrogatories,

Mr. Cormack defined “Mail Sorting Product” to mean:

any product, including without limitation, equipment, hardware
products, firmware products, or software products, relating to a
Mail Sorting System, including without limitation, flats sorting
machine (FSM), flats sorting equipment (FSE), flats sequencing
system (FSS) equipment, madrting machine, mail sorting
equipment, automatic induction equipment, in-feed equipment,
image processing equipment, carousel equipment, integrated tray
converter equipment, electrical components, components of the
same, combinations of the same, andlWare, firmware or

software related to the same.

YInterrogatoy No. 12 requests that Northrop Grumman Systemdéfilify by Bates
number all patent licenses and other agreements, as well as dacusletitig to or evidencing
negotiations for a patent license or other agreements, where such docetasante Mail
Sorting Products and/or &l Sorting Systems.” Pl.’s Mot. to Comgex. D, at 14.
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Pl.’s Mot. to Compel Ex. D, 1 1@I.’s First Set of Interrogatories toolhrop Grumman
Systemy ™

The other extreme position is equally untenable. Courts have not required plintiffs
namespecifially the productsespectingvhich they seek discovery to establish their relevance
to the patent at issudnstead, laintiff must“identify those systems and the components,
characteristics, or elements allegedly causing infringement with regsipgcificity.” Tesseron,
Ltd. v. R.R. Donnelley & Sons Cblo. 1:06 CV 2909, 2007 WL 2034286, at *1 (N.D. Obidy
10, 2007).In summarizing existingrecedenta dstrict courtrecently explained that “[c]ases
that have examined the issue of the discoverability concerning nonaccused products have
concluded that the scope of discovery may include proth&tsre ‘reasonably similatd those
accused in a party’s preliminary infringement chaAGA Medical Corp. v. W.L. Gore &
Assocs.Inc, No. 10-384, 2011 WL 11023511, at * 7 (D. Minn. Oct. 19, 2011) (permitting
discovery into a product closely related in function to the accused prdductsomenstances
while recognizing the permissibiligf discovery into nonaccused products, cobnage reqgired
the requesting party to narrow the requésir example, imessera Inc. v. Sony Elecs., Ingo.
10-0838RMB-KMW, 2012 U.S. Dist. LEXIS 180771, at *8-*11 (D. Del. Aug. 6, 2012), a
magistrate judge determined that the plaintiff's attempt®topelthe defendant to identify all
of their “multi-chip stacked semiconductor products, and provide information about them” was
too broad because it would require production of information related to numerous products that
werenot alleged to havfringed upon the gtentin-suit. Id., at *6, *10. The court directed the
plaintiff to narrow the applicable definition of “Your Products’aige limited toa relevant time
frame and sufficientlpertinent in function to the alleged infringementloé patentsn-suit. 1d.,
at *11.

Northrop Grumman Systemslies on a@ries ofdecisions in support of its overarching
contention that discovery of nonaccused products is disfavored by coefitfntervenor’s
Opp’n to Mot. to Compel at 7-8ut these cases avélimited usefulness® For examplein

“Northrop Grumman Systems and the government no&dHis same definition of mail
sorting products and requests for documents were servibe Gostal ServiceHr'g Tr. 46:6-14
(“And the important note here is that arguments that you will hear no doubt from [Northrop
Grumman Systen's counsel] will apply even more so to the United States Postal Service, whose
business is mail sorting machines and mail sorting devicés9;Tr. 60:68 (“Of course
essentially evething [the Postal Servi¢gewn[s] would qualify as a mail sorting product under
that defnition.”).

*Theearly Scheduling Order issued in this case requiregateesto identify their
infringement contentions and non-infringement, unenforceability, and invalidityntmmts by
February 14, 2014 and March 28, 2014, respectiv@geSchedulingOrderof Nov. 14, 2013,
ECF No. 33.

%Seee.g, Samsung SDI Co., Ltd. v. Matsushita Elec. Indus. Co., Ntd.05-8493AG,
2007 WL 4302701, at *2-*3 (C.D. Cal. June 27, 200@)ying heavily on interpretation of a
local patent rule in denying party’s motion to compeliscoveryrelated tonoraccused
products).
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Tesseronthe court expressly recognizétdht “a party claiming patent infringement may obtain
discovery of unidentified and unaccusedtegss under certain circumstasg¢ebut that the

plaintiff had failed tomakethe required showingithat particular instancel esseron2007 WL
2034286, at *1¢f. Biax Corp. v. Nvidia Corp271 F.R.D. 200, 205 (D. Colo. 2010) (denying
plaintiff's discovery requests regarding nonaccused products without a “pexi@ic showing

of need or relevance.”)Here Mr. Cormack has specifically pointed to the TOP 2000, produced
by Solystic, as being the prototype for the accused FSS machine. Pl.’s Ngorthg Mot. to
Compel at 18see alsdir'g Tr. 32:22-25 (“The preprototype platform for the machine that we
have at issue in this case was something called th¢ JPOG0.”). Northrop Grumman Systems
has not resporat], even in partto Mr. Cormack’s requests to the extent that there are products
similar in function to the FSS, such as the TOP 2000. Information related to the TOP 2000, as
precursor to the FSS machimgrelevanto thedetermination ofvhether it or other similar
machines infringe upon Mr. Cormack’s pateas,well as releant to thecalculation of damages

In other respects, Mr. Cormack is directed to more narrowly tailor his defirafi“mail
sorting products” to those reasonably similar in function to the FSS, and Northrop Grumma
Systemss directed taespond to the document requests as so aménhddd. Cormack should
take care to specifically identify the elements or components of a mabhtneduld render it
similar in function to the FSS machine and thus potentially infringmthe '693 patent.

C. Documents &ated toDamages

Mr. Cormack alleges that the damages he seeks in this case may be measured using
several different welknown methodologies: “(1) cost-savings to fgpvernment; (2) lost
profits; or (3) a reasonable royalty.” BIMem. Supporting Mot. to Compel at &e also
GeorgiaPacific, 318 F. Suppat 1120. He argues that dithrop Grumman ystemshas not
“provided full and complete responses to Mr. Cormack’s discovery requests, nor has iegroduc
documents related to thesedbrdamages theories.Pl.’s Mem. Supporting Mot. to Compel at
2. Mr. Cormack seksinformation related to “[Systeris§ revenues, costs of goods sold, and
profits related to the sale of mail sogisystems,id. at 6, and information related to the
government’s cossavings realized by using the FSS machines as conttastedhan sorters,
id. at 7.

Northrop Grumman Systems contends that Mr. Cormack’s motion to compel documents
related to damages moot becaus8ystemsroduced over 30,000 pages of such materidghen
same datéhatthe motion to compel was filedseeDef.-Intervenor’s Opp’n to Pl.’s Mot. to
Compelat 56. Mr. Cormackconcedes thahis production resolved certassuedut maintains
thatit has not rendered the motion to compel wholly moot on this.isBusMem. Supporting
Mot. to Compeht 34. Nonetheless, Mr. Cormablaswithdrawn his requests for production
seeking documents related“tevenues, costs of goods sold, and profits for FSS,” pending Mr.

Y"For example, the bar code reader chgdVir. Cormack’s counsel during the hearing on
the pending motion, Hr’'g Tr. 45:2-dpes not seem sufficiently similar to BSStype mail
sorting machine to fall within an appropriate definition of “mail sorting produdijest to
document requests and interrogatories.
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Cormack’s eview of the produced documentsl. at 3'® The motion to compekmains extant
however, repectingwo items. FirstMr. Cormack seeks production regardthgrevenues,
costs of goods sold, and profit related to 85 mail sding products andystemssold within
the United Statesld. at 34. SecondMr. Cormack maintains thataythrop Grumman
System production of documents related to cost-savings to the govermeseitingfrom

3\Mr. Cormack has not, however, withdrawn his motion to compel a further response by
Systems to a relatedterrogatory seeking an analysis and summary of the documents provided.
InterrogatoryNo. 16 requests that Northrop Grumman Systems

[i]dentify separately, for each of the years in the time period
between January 1, 2003 and the present for Mail Sorting Systems
sold by you in the United States: (1) number of Mail Sorting
Systems sold; (2) your gross and net revenues related to the sale of
Mail Sorting Systems; (3) your costs of goods sold; and (4) your
gross and net profits related to the sale of Mail SortingeBst

and identify all documents related thereto, including but not

limited to documents responsive to Document Requests 117-120.

Pl.’s Mot. to Compel Ex. F, at 10 (PIl.’s Second Set of Interrogatories to Northropr@rum
Systemy

Systemsdas provided Mr. Cormack with the number of FSS machines sold to the
government and the price paid tbem i.e., the revenues related to the sale ofabeused
machines. Hr'g Tr. 56:12-20. As to gross and net profits and loss, Northrop Grumman Systems
explained at the hearing that the FSS contract has been a loss for the comp{tjiieandy in
which that loss is calculated greatly depends on how you want to value the ddfpyeatof
the work that [Systems] put in.” Hr'g Tr. 56:2%. Systems maintains that there is no single
document or comprehensive narrative response more readily available to it than trrivackC
Def.-Intervenor’s Sur-Reply in Opp’n to Pl.’s Mot. to Compescovery (“Def:Intervenor’s
Sur-Reply”) at 2. Northrop Grumman Systems asserts that it has providecdhalldaita related
to the “costs of goods sold” associated with performance of its contract witbgts Bervice
and further interpretation andalysis of that data will likely be the subject of expert testimony
from all parties.ld.; see alsdHr'g Tr. 56:21 to 58:7.In a related veinMr. Cormack complains
that Northrop Grumman Systems’s responsatertogatoryNo. 16 consists of a 50-pagstlof
documents from which he is expected to develop a summary. Pl.’s Reply Supporting Mot. to
Compel at 4.Systems points to the fact that its contract with the Postal Service is thousands of
pages long and contains numerous performance requirements that have shiftedegaerdtim
thus the precise costs associated with this contract are not easily cutheithér data provided.
Hr'g Tr. 57:19-25. The court cannot compel Northrop Grumman Systems to produce documents
or submissions that do not exiSeeTech v. United State284 F.R.D. 192, 198 (M.D. Pa. 2012)
(“It is clear that the court cannot compel the production of things that do not existamNtire
court compel the creation of evidence by parties who attest that they do not pfossestels
sought by an adversary in litigation.9ee also United States v. Capitol Supply,, Inc.F. Supp.
2d _, _, No.13ac0373, 2014 WL 1046006, at *9 (D.D.C. Mar. 19, 2014) (quotiagh 284
F.R.D. at 198). In the circumstances, the court hasasmneto believe that Systems possesses a
readily available narrative responsive to the pertinent interrogatory.
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using the FS$ deficient. Id. at 45 (“It is inconceivable thgiNorthrop Grumman Systems]
does not possess more documents responsive to this requébe’court will address each of
Mr. Cormack’s contentions in turn.

First, Mr. Cormackas already discusseis, entitled to disceery of revenues, costs of
goods sold, and profits for ndfSS mail sorting machinés the extent that “noRSS mail
sorting machines” is limited to mail sorting machines that are functionally equiivalthe FSS
machine, such aspecursor to the FSSAt the very leastthis information would be directly
relevant toGeorgiaPacific factors 8 and Qiz., “[tlhe established profitability of the product
made under the patent; its commercial success; and its current popularitf]rendtility and
advantages of the patent property over the old modes or devices, if any, that had been used for
working out similar results,” respectivelyseorgiaPacific, 318 F. Supp. at 1120.

Second, while acknowledging some production responsive to his requestioraiuis
related to cossavings for the government, Mr. Cormaless that more responsive documents
must be inSystem$ possession. Pl.’s Reply Supporting Mot. to Conapet5. Systemss
production consists of four documents,albinally created byhe Postal Service, related to
costsavings to the governmenid. In support of the contention that more documents must
exist Mr. Cormack points to the ongoitigeachof-contract sit pending in this courtdiween
the United States andaxthrop Grumman ystemsrelated to the same FSS contradsatie in
this case.Pl.’s Mem. Supporting Mot. to Compel at 13-1k that case, the Postal Servise
seeking reimbursement for cost-savings it did not realize due to delaypestydef the FSS
machines by Northrop Grumman System&eeAnswerto First Am. Compl. & ounterclaim
1 50,Northrop Grumman Systems Corp. v. United Siades 12-286 (Fed. CIl. Nov. 26, 2012),
ECF No. 15. In MrCormack’s view, because cesdvings are at the heart of the gowveent’s
counterclaimagainst Northrop Grumman Systemghat suit, Systemsustpossess more
documents related to projected government cost-savi®gaPl.’s Mem. Supporting Mot. to
Compel at 5 Systemzounterghat the government’s projected ceatings were calculated by
the government and Northrop Grumman Systems has no responsive documents other than those
already produced. Demtervenor’s SuiReply at 23.

At the hearingcounsel for 8stensreiteratedhatno other responsive documemtsst
and that Mr. Cormack is mistaken in believing that Northrop Grumman Systems eveargarodu
marketing materials intended to conviribe Postal Servicef the cost-savings it could realize
by use of FSS machinesir'g Tr. 55:8-23. He explained thahe contract with the Postal
Servicewas a fixedprice government contract. “ThBdstal Servidewas theone who
identified the need. Northrogfumman Systesj did not have to sell th&pstal Servideon
the idea that the FSS would be a beneficialaeto have. What j&tem$ had to do was
competitively bid on the contract, and it won it, and it had to fulfill it.” Hr'g Tr. 55:14-19.
Secondcounsel has representittit the Postal Servigeadethe statemestregarding cost
savings, anédystens askedthe Postal Servickow it arrived at the amount of alleged cost
savings. Hr'g Tr. 55:8-14In responseSystens received the four documertkstit has
produced to Mr. Cormackd. The court cannot compel Northrop Grumman Systems to produce
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documend thatit insistsdo not exist. Mr. Cormack’s motion to compel is denied as to this
issue'®
CONCLUSION

For the reasons stated, Northrop Grumman Systems’s motion to strike Mr. Cormack’s
response to its motion for leave to file a seply is GRANTED?® Mr. Cormacks counseis
directed to refile his response without reference to Exhibit 3. He is furtieeteti to return or
destroythe one remaining comf Exhibit 3that he has sequestered

Mr. Cormacks motion to ompel is GRANTED IN PART and DENIED IN PARTThe
motion to compeis GRANTED insofar adlorthrop Grumman Systems is directed to produce
documents in the possession of Solystat relate to the FSS and other mail sorting machines
that have a function similar to the FE&8ch as the TOP 2000. Northrop Grumman Sysiems
alsodirected to produce documemé&datedto nonaccusegroducts to thextent they are
encompassed by a revised ararowed definition of “mail sorting product.” The motion to
compel is DENIEDnsofaras Mr. Cormaclseeksfurther documents or interrogatory responses
related to the “profits” orcosts of goods sold” for FSS products or related to the government’s
projected cossavings by use of the FSS.

It is SOORDERED.
s/ Charles F. Lettow

CharlesF. Lettow
Judge

“The court notes that this subjesaybe a propematter for deposition testimory a
designeef Systemgpursuant to RCFC 30(b)(6).

2’systems’s motion for leave to file a seply is also GRANTED.
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