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UNITED STATES DISTRICT COURT
MIDDLE DISTRICT OF FLORIDA
TAMPA DIVISION

INDUSTRIAL ENGINEERING &
DEVELOPMENT, INC..etal.,

Plaintiffs,
V. CaséNo. 8:12-cv-691-T-24-MAP
STATIC CONTROL COMPONENTS,
INC.,
Defendant.
/
ORDER

This cause comes before the Court on Defen8tatic Control Components, Inc.’s Motion
for Partial Summary Judgment. (Dkt. 164) Pii#isIndustrial Engineering & Development Inc.,
Innovative Cartridge Technologie$nc., Cartridge Corporatiomf America, Inc., American
Imaging Cartridge, LLC, and Universal Imagikigldings, LLC oppose. (Dkt. 170) A hearing
on Defendant’s motion was held on August 12, 2014.

l. BACKGROUND

A. Patents-in-Suit

Steven Miller is the inventar co-inventor of Plaintiffs’ p@nts-in-suit—U.S. Patent No.
7,187,874 (the ‘874 patent), U.S. Patent No. 7,551(8%9 ‘859 patent), and U.S. Patent No.
7,356,279 (the ‘279 patent)—which claim inventionatieg to chipped torrecartridges that can
operate with printers made by different manufactuos with different printers, which are made
by a common Original Equipment Manufacturer (OEM) have different feates to prevent use
of a competitor’s toner cartridgese-g., another manufacturer’s cadges or a remanufacturer’s

refilled or reused cartridge.
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Plaintiffs’ patents-in-suit issued from camtiation and continuation-ipart applications of
U.S. Patent No. 7,136,608 (the ‘608 patetitjed “Removable Toner Cartridge Universal
Adapter,” and U.S. Patent No. 7,286,774 (the ‘774 patent), titled “UniversgdRChip.” Miller
filed the application for the ‘608 patent on December 19, 2003. The ‘608 patent teaches a printer
cartridge containing a universal pien chip, which is adapted to fit within the cartridge-receiving
cavity of multiple printer familie®r multiple printer models in arinter family. The ‘608 patent
claims are directed to the structuledtures of such a printer cartridge.

On September 21, 2005, Miller and Herman Stiited a continuatbn-in-part application
of the ‘608 patent which issudato the ‘774 patentAccording to the ‘774atent, an OEM will
add electronic identification features to its prigtand associated toner cartridges to ensure that
its printers reject toner cartridges made by amatienufacturer. OEM printers have software or
firmware that controls the printer’s operatiorda®nds commands or requests (regarding various
parameters, such as communication patterns, utoghe printer) to the OEM printer chip, which
can lock out a non-OEM chippeaxartridge. The ‘774 patentaehes methods incorporating a
cartridge equipped with microcontroller €.g., a chip) that emulates an OEM printer chip and
transmits necessary data or authenticatmate to communicate with the printer.

On January 19, 2006, Miller filea divisional application ahe ‘608 patent, which issued
into the ‘874 patent, titled “Toner Cartridgtaving A Printer-Detecting Universal Printer Chip.”
The ‘874 patent claims are directedhe mechanical and electrofeatures of the claimed printer
cartridge and its universal primtehip, which receives signaladis adapted to communicate the
correct value for printer-cartridge interoperatwith multiple printer families or printer brands.

On December 21, 2006, Miller and Schnell fiedontinuation-in-parapplication of the

‘774 and ‘874 patents, which issued into thB9&atent, titled “Multiple Region Printer Chip.”



Although similar to the ‘774 paternthe written description of th&59 patent specifically explains
how an OEM may lock out non-OEM chipped calges based on geographic region. The ‘859
patent claims methods incorptirgy a cartridge equipped with aecnocontroller that can transmit
an authentication code to communicate pitimters in multiple geographic regions.

On June 1, 2007, Miller filed a continuationpéipation of the ‘774 patent, which issued
into the ‘279 patent, titled “biversal Imaging Cartridge.”

B. Procedural History?!

The parties are competitors in the businesseafanufactured printer components. In
March 2007, Static and some of the Plaintiffs emténé& a cross-licensing agreement as part of a
settlement agreement resolving Static’s lawsuitregaWiller (and entities related to Miller) in
which Static alleged that Millestole Static’s code for printer igs used in cartridges for Lexmark
T520/522 and T620/622 printers. Pursuant to tbhesclicense agreement, Static was granted a
non-exclusive, royalty-bearing linee to practice certain techagy that infringes on Plaintiffs’
‘774 and ‘874 patents or patents issuing fromticwation applicationsf those patents.

In March 2012, Plaintiffs initiated the stant lawsuit by filing a one-count complaint
alleging that Static breached the cross-licenseesgent by failing to pay royalties owed on chips
that infringed on Plaintiffs’ patents-in-suits (&laccused chips”). Static answered and asserted
several affirmative defenses. Static’s secondrafflive defense alleges that Plaintiffs’ patents-
in-suit are “invalid for failure to satisfy one or mecof the conditions of pentability specified in
Parts Il or 1l of Title 35 of the United States Code.” Followinylarkman hearing, the Court

issued an order construing several ternthé@n'874, ‘279, and ‘859 patents. (Dkt. 93)

! The litigation history and the procedural backgrounthisfcase are detailéa the Court’s order
granting in part and denying in part Plaintiffsbtion for summary judgment. (Dkt. 243 at 2-5)
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Static moves for summary judgment as te ithivalidity of the following patent claims—
claims 1 and 53 of the ‘874 patent, claim 1@h&f ‘279 patent, and clai 28 of the ‘859 patent—
based on anticipation under 35 U.S.C. § 102éuk bf enablement under 35 U.S.C. 8§ 112 1, or
indefiniteness under 35 U.S.C. § 112 4 3tatic contends it coulabt have breached its royalty
obligations under the cross-license agredrhenause the patent claims are invalid.

I. LEGAL STANDARD

Summary judgment is appropridtethe movant shows that éne is no genuine dispute as
to any material fact and the movant is entitlephittpment as a matter of law.” Fed. R. Civ. P. 56.
The Court must draw all inferences from the evagein the light most favorable to the non-movant
and resolve all reasonable doubts in that party’s fakorter v. Ray, 461 F.3d 1315, 1320 (11th
Cir. 2006) (citation omitted). The moving party leetre initial burden of showing the Court, by
reference to materials on file, that there are naugee issues of materidéct that should be
decided at trial.See id. When a moving party has dischadgits burden, the non-moving party
must then go beyond the pleadings and, by its affidavits, or by depositions, answers to
interrogatories, and admissions, designate speaifis showing there is amdne issue for trial.

1. DISCUSSION

In its motion for summary judgment, Static aeguhat: (1) claim 53 of the ‘874 patent is
anticipated, not enabled, and indetii(2) claim 1 of the ‘874 paterst indefinite; (3) claim 10 of
the ‘279 patent is anticipated and not enabled; @) claim 28 of the ‘85patent is anticipated.
While Static’'s argument regarding each asserted patent claim will be addressed separately, the
Court first addresses a problem that is commonl tof &he patent claims that Static contends are

invalid as anticipated.

2 The statutory changes under the “Amerivaehts Act” do not applto this case.
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A. Static’s Burden of Proving Anticipation Under 35 U.S.C. 8§ 102(b)

Static argues that all the asserted patesitnd (except claim 1 of the ‘874 patent) are
invalid as anticipated bgeveral printer cartridges or chips mdgelexmark or Static. Plaintiffs
argue that summary judgment as to anticipatiostnne denied because Static fails to provide
clear and convincing evidence that all claim elemantslimitations are disclosed in the prior art
references.

Under 35 U.S.C. § 102(b), a person is not entitled to a patent where the invention “was
patented or described in a pridtpublication in this or a forgh country or in public use or on
sale in this country, more thanewear prior to the datef the application for patent in the United
States.” A patent claim isvalid under this section “whendlsame device or method, having all
of the elements and limitations contained in thewsais described in a single prior art reference.”
ATD Corp. v. Lydall, Inc., 159 F.3d 534, 545 (Fed. Cir. 1998). Thus, “[tjo anticipate, every
element and limitation of the claimed inventionghbe found in a single prior art reference,
arranged as in the claimBrown v. 3M, 265 F.3d 1349, 1351 (Fed. Cir. 2001). “Whether a patent
is anticipated under section 102{®) question of fact.Green Edge Enterprises, LLC v. Rubber
Mulch Etc., LLC, 620 F.3d 1287, 1297 (Fed. Cir. 2010) (quofsagumer v. Lab. Computer Sys.,

308 F.3d 1304, 1315 (Fed. Cir. 2002)).

Establishing invalidity by anticipation is “a@specially heavy burdé for the patent’s
challenger. Koito Mfg. Co. v. Turn-Key-Tech, LLC, 381 F.3d 1142, 1151 (Fed. Cir. 2004)
(quotation omitted). Because atued patents are presumptivedyid, “an alleged infringer who
raises invalidity as an affirmative defense hasutimate burden of persuasion to prove invalidity
by clear and convincing evidence, as well as thi@imurden of going fovard with evidence to

support its invalidity allegation. Titan Tire Corp. v. Case New Holland, Inc., 566 F.3d 1372,



1376 (Fed. Cir. 2009). The phrase “going forward with evidence” means presenting “both factual
evidence and persuasivactual and legal argumentd. at n.4 (citingTech. Licensing Corp. v.
Videotek, Inc., 545 F.3d 1316, 1327 (Fed. Cir. 2008)).

As a general matter, Static’'s summandgment motion fails to provide clear and
convincing evidence that all claim elements and liaites are disclosed in the prior art reference.
For each allegedly invalid patent claim, Statieslmot analyze any of the claim elements. Nor
does Static address—Iet alone provide clea emnvincing evidence—whether the prior art
discloses each claim element and limitationndAwhile Static may cite witness testimony
regarding the functioriéy of a prior art reference, Statfails to connect such testimony to the
elements and limitations of thesasted patent claim. Statannot meet its burden at summary
judgment by citing to factual evidence without presenting argument bagédt evidence.

Although Plaintiffs’ response in opposition sommary judgment repeatedly points out
Static’s failure to provide claim charts or otherwise engage in the basic element-by-element
analysis® Static did not address those identifiedidencies at the Agust 12, 2014 hearing.
Rather, Static suggested tfdaintiffs were attempting to place form over substance.

But well-established precedent conflicts with Static’s characterization, or dismissal, of its
obligation as the movant saeg to invalidate Plaintiffspatents. For example, i&chumer, the
district court granted the alleged infrimtge motion for summary judgment based on two

declarations from the alleged infringer'sepident, who purportedly participated in the

3 Plaintiffs also argue that Static cannot meditglen because Static dgleelies on inadmissible
and uncorroborated testimony from MichaelelBly (Static’s corporat representative) and
Benjamin Newman (Lexmark’s corporate represirgaregarding the sale dates and functionality
of each prior art reference. But the Court neetireach these arguments because, even if the
Court considers such testimony, Static still failsn@et its initial burdeof presenting factual and
legal argument establishing that the prior agets each element and limitation of each claim.
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development of the anticipatingipr art, regarding the date was publicly available and its
functions and capabilities308 F.3d at 1309. The Federal Citotacated the entry of summary
judgment, finding that the declarant:
merely set[] forth his understanding thfe operation and steps performed by the
Seiko driver and describes what he congid¢o be known to one of ordinary skill.

. .. He does not clearly describe the apige steps of the method recited in claim
13, nor how those operative steps performed by the Seiko driver.

The burden of proving invalidity on summgndgment is high. We find that LCS
failed to prove by clear and convinciegidence on summary judgment that the
Seiko driver, even if it were prior art, disclosed “each and every limitation” of claim
13, as is required to prove anticipation.

Id. at1316. Similarly, irKoito, the Federal Circuit made clear that entering prior art into evidence
without a sufficient explanation of the claim elements will not suffice. 381 F.3d at 1151-52. There,
the alleged infringer entered the prior art refiees into evidence but “failed to provide any
testimony or other evidence that would dematstrto the jury how that reference met the
limitations of the claims.”ld. at 1151. Although expert testamy was provided, that testimony
lumped all the prior art references tdge and was general and conclusolg. at 1152. Citing
Schumer, the Federal Circuit reiterated “what isaessary to show anticipation” by prior art:

Typically, testimony concerning anticipation stie testimony from one skilled in

the art and must identify each claim elemstdte the witnesses’ interpretation of

the claim element, and explain in detail how each claim element is disclosed in the
prior art reference. The testimony isufficient if it is merely conclusory.

Id. (quotingSchumer, 308 F.3d at 1315-16). Moreover, the testitnm must be clear. It is not “the
task of the district court[] to attempt to impeet confusing or general testimony to determine
whether a case of invalidity has been made patticularly at the summary judgment stage.”
Schumer, 308 F.3d at 1316ee also Whitserve, LLC v. Computer Packages, Inc., 694 F.3d 10, 24
(Fed. Cir. 2012) (finding the expert’s testimomwgs insufficient because it “failed to articulate

how the [prior art] anticipated ¢hother claims’ specific elements”).



Establishing that a prior amference discloses each andm\claim element and limitation
is not a perfunctory exercise. tRar, it is an integral part dbtatic’s “very heavy burden” to
provide clear and convincing evidence of invalidity by anticipatibmfailing to do so, Static’s
summary judgment motion as to anticipation failsubstance, not form. i not the Court’s duty
to make Static’s arguments and search #wond for evidence supporting those arguments.
Because Static has failed teaet its initial burden on summary judgment, its motion for summary
judgment as to the issue afiticipation will be denied.

B. Claim 53 of ‘874 Patent

In its motion for summary judgment, Static argtrex claim 53 of the874 patent is invalid
because it is anticipated, not enabled, and indefinite. Claim 53 discloses a cartridge that operates
with multiple printer brands, and provides:

53. A toner cartridge adapted to fit withiriaaer cartridge-receivingavity of a printer,
comprising:
a waste bin;
a hopper;
a circuit board disposed to engageetgctrical communicatn means within the
toner cartridge-receiving cavity of aiier belonging to a brand of printers;
a signal receiving means assoethtvith said circuit board;
said signal receiving means associated détta for printer-caridge interoperation
with a plurality of printer brands;
said signal receiving means adapted tmicwnicate the correct value for printer-
cartridge interoperation to the printer.

‘874 Patent, col. 33, I. 30-col. 34, 1. 9.

In its Markman order, the Court found that the “signal receiving means” should be
construed as a means-plus-function limitation u&dd.S.C. § 112 1 6. (Dkt. 93) The Court held
that the “printer controller el&onics or universagprinter chip” was theorresponding structure
for the following two functions in claim 53: (1¢ceive a signal; and (2bmmunicate the correct

value for printer-cartridge interoperation to the printer. Further, the Court construed “brand” to



mean “the name under which the printer is soldd &orrect value” to mean “correct data.” The
Court has since clarified th&torrect value” means “data thd#cilitates printer-cartridge
interoperation.” ([t. 243 at 21-24)

1. Anticipation under 35 U.S.C. § 102(b)

Static argues that claim 53 is invalid becauseanticipated by the following: (1) Lexmark
T620 chipped cartridges; (2) Source Technologiexl30U printer cartridgesnd (3) Static’s chips
for use in Lexmark T620 printer ceadges (“Static LT620 chips”). 8tic contends #se constitute
invalidating prior art because they allowed prirgartridge interoperation with multiple brands of
printers, and were sold before December 19, 2002.

Specifically, Static contends that the alleged prior art references allowed printer-cartridge
interoperation with different brands of ipers—the Lexmark 820, Source Technologies
ST9130, and Unisys UDS 134 printers—and were prior to December 19, 2002. According to
Lexmark’s corporate representative, Benjaminvikhan, Lexmark manufactures laser printers and
the toner cartridges that work in those printamd then sells those préms and cartridges under
its own name (Lexmark) or undéne names of other companiesg(, IBM, Unisys, Source
Technologies). (Newman depo. 12913 Here, Lexmark manufasted a printer and the
corresponding chipped cartridge, iatn were then sold under Lexmark’s name (Lexmark T620),
Source Technologies’ name (Souf@ehnologies ST9130), and Unisys’ name (Unisys UDS 134).
(Newman depo. 42-43; Newman decl. 1 2, 2§-2ewman also testified that the Lexmark T620
cartridge was first sold in June of 2001, and would work in the Lexmark T620, Source

Technologies ST9130, and Unisys UDS 134 printefdewman depo. 42-44) Newman also

4 Newman Rule 30(b)(6) depo., A@2, 2014, Dkt. 162 (filed under seal).
> Newman decl., Jan. 31, 2014, Dkt. 161 (filed under seal).
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testified that the Source Techagles ST9130 cartridge was first sold in 2001, and would work in
the Lexmark T620 and Source Technologies ST9130 printietg. Kurther, according to Static’s
corporate representative, Mich&Helby, the Static LT620 chips were introduced in May of 2002,
and would work in the Lexmark T620, Source Technologies ST9130, and Unisys UDS 134
printers. (Shelby decl. 1 92

In response, Plaintiffs argueattStatic fails to meet its bden of proving imalidity because
Static: (1) fails to analyze every limitation of claim 53; (2) relies on inadmissible testimony from
Shelby or Newman to prove the alleged priorsadiate of sale and futignality; (3) provides no
corroborating evidence tsupport Shelby’s and Newman’s otaktimony. Further, Plaintiffs
argue that the alleged prior art references—desgibwing printer-cartdge interoperation with
Lexmark T620, Source Technolegi ST9130, and Unisys UDS 134 printers—do not anticipate
claim 53 because they share the same brand.

At the August 12, 2014 hearing, Static repédaits contention that the Lexmark T620,
Source Technology ST 9130, and Unisys UDS134 atkea interchangeably. Static contended
that the only way Plaintiffs could avoid aniation is by arguing that Source Technology and
Unisys are not different brands.

However, the Court agrees with PlaintiffsaathStatic has failed toneet its burden of
showing anticipation by clear and convincing eviceen Static’s summary judgment motion fails
to even address whether and how each elemeriiraitation is disclosed in the alleged prior art
reference. Although Static pis to Newman'’s testimony dh the Lexmark T620 chipped
cartridges “would work” in the Lexmark T628purce Technologies ST9130 and Unisys UDS134

printers (and Shelby’s testimonyathStatic’'s LT620 chips “would work” in those same printers),

¢ Shelby decl., May 12, 2014, Dkt. 155.
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such testimony fails to address—Iet alone sidfitly explain—how each @mnent of claim 53 is
disclosed in the Lexmark T620 chipped cade, the Source Technologies ST9130 chipped
cartridge (or Static’s LT620 chip)Because Static fails to putrtb evidence and articulate how
that evidence shows that the prior art referentteslose every element of claim 53, Static has
failed to meet its initial burden on summary jodgent. Accordingly, Static’s motion for summary
judgment as to whether claim 53 is invalid as anticipated is denied.
Plaintiffs’ Co-Brand Argument

Static’s summary judgment motion is denfed the above reasons; however, the Court
wishes to address the parties’ arguments raggftirand.” Although Newman testified that the
Lexmark T620, Source Technology ST9130, and UriHyS 134 printers are sold under different
names, Plaintiffs contend thereagyenuine dispute as to whethigose three printers are in fact
different brands of printers. Plaintiffs cite ttee following portion of te declaration of Schnell,
Industrial’s employee and co-inventorsafme of Plaintiffspatents-in-suit:

Functionally, all three printe are identical and accept the same brand identifier

data. Each of these printers is commdmignded as a Lexmark printer. Each of
these printers includes a Lexrkdabel on the printer housing[.]

(Schnell decl. 13 Schnell’'s declaration inserted théldaving pictures of the labeling included

on the back of “Lexmark’s ST 913@hd “Lexmark’s T620" printers:

Lexmark’s ST 9130 models Lexmark’s T 620 models

" Schnell decl., May 27, 2014, Dkt. 170-1.
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(1d.)® Based on Schnell’s declarationaiPltiffs assert that all thrginters are “the same Lexmark
printers, sold by Lexmark under the Lexmark brand, and include labeling that identifies Lexmark
as the source of the printer(Dkt. 170 at 14) Plairfts conclude that ‘e three printers are
commonly branded as Lexmark printers amduld therefore operate using common brand
identifier data.” (d.)

Plaintiffs’ (and Schnell's) conclusion—thatetlthree printers are commonly branded as
Lexmark printers—is premised on Schnell’'s assettian the printers are in fact “identical,” use
the “same brand identifier data,” and include axXiark label on the printer housing.” But even
if those facts are true, it does not mean thatliee printers shareetlsame “brand,” which was

construed by the Court to mean “the name undechwtie printer is sold.” (Dkt. 93 at 28) In

other words, Plaintiffs fail to explain how Schrelfactual assertions establish that all three
printers are sold under the same nangg (he Lexmark name).

Plaintiffs fail to provide evidence showing théthe asserted facts are true—that the three
printers are identical, accept the same brandifierdata, and include a Lexmark label—then the
printers are sold under the Lexmark name. To shatinell’'s assertion thall three printers are
“identical” is vague. But more iportantly, to the extent Plaintiftsontend that the printers must
be sold under the same name because theyidentical,” their contention is unsupported by
testimony or evidence. Further, Schnell's assertion that the three printers use the same “brand
identifier data” does not establish that theysaiel under the same name. Put another way, there

is no evidence that, if a printer accepts Lexmarkdidentifier data, then &t printer is sold under

8 Schnell’s declaration also inserted a pictugarding “Lexmark’s UDS 130” printer. However,
the printer at issue is the Unisys UDS 134.
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the Lexmark nam&. Similarly, there is no evidence thataifprinter has “labeling that identifies
Lexmark as the source of the printer,” thiba printer is soldinder the Lexmark nanté.

Moreover, the ‘874 patent itselfescribes these three prisieas different brands of
printers. The specification expressly provides that the 620 printer family includes printers sold

under the "brand names Lexmark, Source Technolp@eeshiba, and IBM.™874 patent, col. 24,

Il. 44-64 (emphasis added). @Bpecification also describes eambodiment where the cartridge
can operate with printers in the 620 printer fgmihcluding the three priars at issue here: the
Lexmark T620, Source Technology ST918Ad Unisys UDS134 printersSee ‘874 patent, col.
23, 1l. 14-36. Thus, the ‘874 patent expresigcribes the Lexmark T620 and Source Technology
ST9130 printers as printers that are saldder different names (Lexmark and Source
Technologies) but are in the same family @26 family). Similarly, although the Lexmark T620
and Unisys UDS 134 printers are sold under different names (Lexmark and Unisys), they are in
the same family (the 620 family).

The record establishesaththe Lexmark T620, Sourdechnology ST9130, and Unisys
UDS 134 printers are sold under different named therefore are different brands. Schnell’s
declaration—Plaintiffs’ sole support for its conien that the three printers are all branded as
Lexmark printers—fails to creat® genuine dispute of materialct as to whether the Lexmark

T620, Source Technology ST9130, and Unisys UDS 134epsitare different brands of printers.

% In describing the three printers as using theeshrand identifier data, Plaintiffs revisit their
proposed claim construction of “brand.” The Qawjected this construction because the ‘874
patent does not support definiagrinter’s “brand” based on itbrand identifier data.”

10 Moreover, Plaintiffs’ asséion that Lexmark is the “source thfe printer” is vague. Specifically,

it is not clear if Lexmark is th&source of the printer” becauseist the manufacturer (which is
undisputed) or because it is theme&under which the printer is sold.
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2. Enablement under 35 U.S.C. §112 11

Static’s entire argument in support of its @mntton that claim 53 is invalid for lack of
enablement is as follows:

The Plaintiffs' test for whether a chip imged these claims was to place the chip

in two different printers, and if & printer came up 'ready’, without user

intervention, then the chip infringed. Hove, the '874 Patent specification states

expressly: “Thus it is necessary for a useidentify the brand name of the printer

after the family has been automaticallgmdfied in the mannedisclosed above.”

Col 24, Lines 65-67. None of tlaecused Static Control chip§[. . . require the

user to identify the brand. The patentrelg discloses a user identifying the brand,

and turning a switch to match the brafthis is the only method disclosed for

working in more than one brand. (StempDat 154-56). Brand override data is not

referenced, nor is any structure or cods thight reference brand override data. If

Claim 53 of the '874 patent or Claim 10tlhé '279 covers the Static Control chips

which work in more than one brandtlout the “necessary” user identification,

then the specification does not enable the claims.
(Dkt. 164 at 20) Static’s arguent is that—to the extent its@agsed chips infringe claim 53—the
specification does not enable the claims. Spedificatatic contends clen 53 only covers a chip
that allows printer-cartridge interoperation in multiple printer brands after the user identifies the
brand by manually selecting a hdhaselector switch on the cartridg8tatic contends the accused
chips do not infringe claim 53, because theyvallarinter-cartridge interoperation in multiple
printer brands without the user first identifgi the brand. However—if claim 53 covers a chip
that allows printer-cartridge interoperation in multiple bramithout the user identifying the
brand—then Static arguesatitlaim 53 is invalid because it is not enabled.

In response, Plaintiffs arguestiStatic fails to meet its bden of proving imalidity because
Static: (1) offers no evidence wiat one skilled in the artauld understand; and (2) fails to

address any of then re Wands, 858 F.2d 731 (Fed. Cir. 1988) fart regarding enablement.

Further, Plaintiffs contend Static’s enablemamgument rehashes its proposed claim construction

11 These “accused Static Control chips” are the accused chips, which allegedly infringe Plaintiffs’
patents-in-suit and aredtefore royalty-bearing.
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position that claim 53 must be limited to anl®diment where the user manipulates a brand
selector switch to identify the printer brand tlsat the signal receiving means knows the brand of
the printer and can activate the printer. Readisgetheir position that @im 53 does not require a
brand selector switch, Plaintiftontrast claim 53 with claim 38According to Plaintiffs, claim
38—unlike claim 53—discloses a printeartridge containing a “bnal selector switch” (which
the user manually operates to select the printerdd) associated with a “signal-generating
means” (which sends the universal printer chgigaal that identiés the printer’'s brand). ‘874
patent, col. 31, Il. 36-50. Ptaiffs contend claim 38—not claim 53—is an example of a claim that
is directed to tne embodiment of the invention where bdais determined through a selector
switch that sends a signal to grgl receiving means.” (Dkt. 170 &f) Plaintiffs then contend
that claim 53 is enabled:

The ‘874 Patent enables this claim throughlisslosure of a cartridge circuit board

in electrical communication with the ptér, thereby allowing for communication

of the brand data once a signateseived from the printerSee e.g., ‘874 Patent,

23:56-58. The Patent clearly discloses data for a plurality of printers—a feature not

previously known—which can be communicatedesponse to the printer signal,
just as the data may beramunicated in response to grsal from a skector switch.

(Id. at 17-18)

A claim must be enabled in thdt]he specification shall atain a written description of
the invention, and of the manner and process dimgaand using [the invention], in such full,
clear, concise and exact terms as to enable angrpskdled in the art to whbh it pertains, or with
which it is most nearby connected, to make asel the [invention].” 35 U.S.C. § 112 § 1. The
enablement requirement is satisfied when orkedkin the art, aftereading the specification,
could practice the claimed invention withouhdue experimentation at the time the patent
application was filed AK Stedl Corp. v. Sollac & Ugine, 344 F.3d 1234, 1243-44 (Fed. Cir. 2003).

“[T]he question of undue experimation is a matter of degree PPG Indus., Inc. v. Guardian
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Indus. Corp., 75 F.3d 1558, 1564 (Fed. Cir. 1996). “Factors to be considered in determining
whether a disclosure would require undue expenitation . . . . include (1) the quantity of
experimentation necessary, (2) graount of direction or guidangeesented, (3) the presence or
absence of working examples, (4¢ thature of the invention, (5)dlstate of the por art, (6) the
relative skill of those in the art, (7) the prediclisp or unpredictability of the art, and (8) the
breadth of the claimsfh re Wands, 858 F.2d 731, 737 (Fed. Cir. 1988). Enablement is a legal
conclusion based on underlying factual considerati@s Genentech, Inc. v. Novo Nordisk A/S

108 F.3d 1361, 1365 (Fed. Cir. 1997). The partygaltginvalidity bears the burden of proving

by clear and convincing evidence that themkare invalid for lack of enablemer@rmco Corp.

v. Align Tech., Inc., 498 F.3d 1307, 1318 (Fed. Cir. 2007).

The Court agrees with Plaintiffs that Stalias failed to meet its burden in moving for
summary judgment on this issuelinstead of providing angdis or argument supporting its
argument that claim 53 is not enabled, Statrmagtion focuses on a different issue—whether
Static’s accused chips infringe Plaintiffs’ patentsiuit.  Static fails to address or cite to any
evidence as to whether: (a) one skilled indhecould make and use claim 53, (b) without undue
experimentation, (c) at the temthe ‘874 patent was filedSee, e.g., Liebel-Flarsheim Co. v.
Medrad, Inc., 481 F.3d 1371, 1380 (Fed. Cir. 2007) (“Thedfication’s reference that teaches
away from an injector systemitiv a disposable syringe withoupeessure jacket, combined with
the testimonial evidence that such a systemdcaol have been producatl the time of filing,
supports the district court's conclusion thag #pecification fails tdulfill the enablement
requirement.”)Auto. Techs. Intern., Inc. v. BMW of N. Am,, Inc., 501 F.3d 1274, 1284 (Fed. Cir.
2007) (“In determining that undue experimentatiavuld have been required to make and use an

electronic side impact sensor, the distriourt properly relied on testimony from Delphi’s
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expert[,]” who “discussed at length how a ‘grefgal of experiment®mn’ would have been
necessary to make an electronic side impactoseaafter reading the spdiciation”). Static has
failed to meet its burden of establishing that thermigenuine issue of matakfact as to whether
claim 53 is not enabled by the specificatigkccordingly, Static’s motion for summary judgment
as to whether claim 53 is invaligtause it is not enabled is denied.

3. Indefiniteness under 35 U.S.C. 811292

Static argues that claim 53 is invalid as ifiaiee under 35 U.S.C. § 112 | 2 because there
IS no structure corresponding to the “signal recgjyneans” in the written description of the ‘874
patent. Although the ‘874 patentsdioses a “printer controllereatronics or universal printer
chip” as the corresponding structure for performing the functions associated with the signal
receiving means, Static conterttdss is insufficient because theeggfication failsto describe:

how the signal receiving means perforthe recited functions of selecting the

correct data, performing the correct handghar communicatinthe correct value.

... [S]imply reciting universal printer ghior electronic cingitry, and the function
it is to perform, without more, does noeet the requirement for definiteness.

(Dkt. 164 at 23) Static arguesidhis indefinite because theespfication merely describes the
signal receiving means as a general purpose camputmicroprocessor, and does not provide
any algorithms or otherwise dedmihow the universal printer chigrforms the recited functions.

In response, Plaintiffs argubat the structure for thegsial receiving means is not an
algorithm because “[t]he signal rédeg means . . . does not claan abstract function requiring
uncommon programming or algorithrtsimplement the invention.(Dkt. 170 at 19) Plaintiffs
contend that “the structure disclosed is a standard electrical component that could hold data for
multiple families and brands of printers,” and “[o]ne skilled in the art would be familiar with the
structure and would only need to include datarfaltiple printer families and brands on the known

structures.” Id.)
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The definiteness requirement provides thatnetaof a patent must “particularly point[ ]
out and distinctly claim[ ] the subject matterialhthe applicant regards as his invention.” 35
U.S.C. § 112 § 2. For a means-plus function limitdtiom satisfy the definiteness requirement,
the written description of the fmant must clearly link the strugte that performs the recited
function. Biomedino, LLC v. Waters Techs. Corp., 490 F.3d 946, 950 (Fed. Cir. 2007). Thus, “if
a claim includes a means-plus-function limoati failure to disclose adequate structure
corresponding to the claimed function resultthie claim being invalid for indefinitenes3.éch.
Licensing Corp. v. Videotek, Inc., 545 F.3d 1316, 1338 (Fed. Cir. 200&urther, “w]hether the
written description adequately sets forth stmoetcorresponding to theatmed function must be
considered from the perspective of a person skilled in the &tt.*The question is not whether
one of skill in the art would be capable of implenting a structure fwerform the function, but
whether that person would understand the writtenrgesan itself to disclosesuch a structure.”
Id. “A determination of claim indefiniteness idemal conclusion,” but “[t) the extent there are
any factual findings upon which aar court’s indefiniteness cohtsion depends, they must be
proven by the challenger by cleand convincing evidence.ld. (citation and quotation marks
omitted).

Static’s indefinitenessrgument relies oAristocrat Technologies Australia Pty Ltd. v.
International Game Technology, 521 F.3d 1328 (Fed. Cir. 2008). Anistocrat, the patent claims
at issue covered a slot machine with a “control rmétmcontrol displayed images, to define a set

of predetermined arrangements for a given gdepeending on the playerselections, and to pay

12 Means-plus-function claim limitations “shall benstrued to cover tt@rresponding structure,

material, or acts described ihe specification and equivalertsereof.” 35 U.S.C. § 112 { 6.

During claim construction, the court must iti§nthe claimed function and determine the
corresponding structure disskd in the specification.
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a prize when a predetermined arrangememstyofbols was displayed. 521 F.3d at 1330-32. The
only disclosed structure for th@secited functions vgaa standard microprocessor-based gaming
machine with “appropriate programmingltl. Finding that the specifidion did not disclose the
algorithm by which the functions are performed, Bezleral Circuit held that the claims were
indefinite for lack of structure caesponding to the recited functionsl. at 1332-37. The Federal
Circuit explained that “in a gans-plus-function claim in whicthe disclosed structure is a
computer, or microprocessor, programmed to carraouwigorithm, the disclosed structure is not
the general purpose computer, kather the special purpose conmgytrogrammed to perform the
disclosed algorithm.1d. at 1333 (citation and quotation marks omitted). Thus, merely disclosing
a “general purpose computer microprocessor’ was not enougtme specification must also
disclose the algorithm for periming the claimed functiondd. at 1333-34.

However, the principles ofristocrat do not always apply to means-plus-function
limitations involving computer-implemeed inventions. In the caselofre Katz Interactive Call
Processing Patent Litig., 639 F.3d 1303 (Fed. Cir. 2011), thedleral Circuit reversed the district
court’s ruling that severallaims were invalid unde&ristocrat where the specification disclosed
general purpose processors andditidisclose the algorithms usleglthose processors to perform
the recited functions. The patents at issuKaditz related tanteractive call processingystems,
such as a telephonic interfacestgm for acquiring data fromnlarge group of callerdd. at 1308.
The patents asserted means-plus-functionmdaiwhich recited funmns of “processing,”
“receiving, “and storing.” Id. at 1316.The Federal Circuit held that to the extent those functions
could be performed by a general purpose m®mewithout special programming, “it was not
necessary to disclose more structure thangdmeral purpose processor that performs those

functions.” Id.; seealso Ergo Licensing, LLC v. CareFusion 303, Inc., 673 F.3d 1361, 1365 (Fed.
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Cir. 2012) (“[A] general-purpose cquter is sufficient structure the function of a term such as
‘means for processing’ requires no more thagrely ‘processing,” which any general-purpose
computer may do without any special programming&bistocrat applies to means-plus-function
limitations reciting “specific dinctions that would need to be implemented by programming a
general purpose computer to conviérinto a special purpose eputer capable of performing
those specific functions;” buiristocrat does not apply ithe “functions can be achieved by any
general purpose computertiout special programming.’ld.; see also Ergo, 673 F.3d at 1365
(“If special programming is required for a geaepurpose computer fwerform the corresponding
claimed function, then the default rule requiringatibsure of an algorithm applies. It is only in
the rare circumstances where any general-perposiputer without any special programming can
perform the function that an algthhm need not be disclosed.”).

Here, Static fails to providéhy clear and convincing evidendhat the specification lacks
disclosure of structure sufficieto be understood by one skilledtime art as being adequate to
perform the recited function.’Budde v. Harley-Davidson, Inc., 250 F.3d 1369, 1377 (Fed. Cir.
2001). Static provides no evidence that a persamddfiary skill in the art would not understand
the printer controller electronics or universal princhip, as disclosed in the specification of the
‘874 patent, to be structure capable of parfing the functions recited in claim 53.

Moreover, the printer controller electronicsumiversal printer chip is not a computer that
must be specially programmed in order to reeeaignals and communicadata that facilitates
printer-cartridge interoperatiowith multiple printer brands. Because the ‘874 patent does not
require a special purpose computer specificattygrammed to carry out the recited functions
associated with the signal receiving mea#msstocrat does not apply and claim 53 is not indefinite

for failing to disclose an algorithm for perfonmgj the signal receiving means’ recited functions.
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Static therefore fails to meet its initial berd of proving that clan 53 is indefinite.
Accordingly, Static’s motion for summary judgmext to whether claim 53 is invalid because it
is indefinite is denied.

C. Claim 1 of the ‘874 Patent

In its motion for summary judgment, Static argthest claim 1 of the ‘874 patent is invalid
as being indefinite. Claim 1 is similar¢aim 53—both cover a toner cartridge comprisintgr
alia, a circuit board and a signal receiving meaeseept that claim 1 relates to the printer-
cartridge interoperation with multiple printemilies, not brands. Claim 1 discloses:

1. A toner cartridge adapted fib within a toner cartridge-receiving cavity of a printer,

comprising:

a waste bin;
a hopper;
a circuit board disposed to engage antaled communication means within the toner
cartridge-receiving cavity of a printbelonging to a family of printers;
a signal receiving means assoetatvith said circuit board;
said signal receiving means associated withata base of communication values for
printer-cartridge interoperation with a plurality of printer families;
said signal receiving means adapted to idieran electrical signal to determine the
family of the host printer from a plurality of families; and
said signal receiving means adaptedceonmunicate the correstalue for printer-
cartridge interoperation to the printer.
‘874 Patent, col. 26, . 64-col. 27, I. 14. Inltarkman order, the Court found that the “signal
receiving means” must perform the followingnttions: (1) receive agial; (2) identify an
electrical signal to determine the family of thest printer from a plurality of families; and (3)
communicate the correct value foirpier-cartridge interoperation the printer. The Court found
that the corresponding structure fbose recited functions was thetitger controller electronics

or universal printer chip.” Statargues that claim 1 of the ‘874tpat is invalid f@ indefiniteness

for the same reasons as discussed in claim 53.
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However, Static’s argument fails for the reasons discussed with respect to claim 53. The
universal printer chip is not a computer thaspgcially programmed to receive signals, identify
an electrical signal to determine the family o tprinter in which the cartridge is installed, and
communicate data that facilitates printer-cartridge interoperation with multiple printer families.
Thus,Aristocrat does not apply and claim 1 is not indegnfor failing to disclose an algorithm
for performing the recited functions of the signal recegj means. Further, Static fails to cite any
record evidence that a person dlioary skill in the art would natnderstand the printer controller
electronics or universarinter chip, as disclosed in theegffication of the ‘874 patent, to be
structure capable of performing the functionstegtin claim 1. Accordigly, Static’s motion for
summary judgment as to whether claim Inialid because it is indefinite is denied.

D. Claim 10 of ‘279 Patent

In its motion for summary judgment, Stacgues that claim 10 of the ‘279 patent is
anticipated and not enabled. @tal0 of the ‘279 patent disdes a method for enabling printer-
cartridge interoperation wittlifferent printer brands:

10. A method for enabling interoperati between an electro-photographic
cartridge and an electro-photographic maehsaid method comprising the steps
of:
providing an electrodpotographic cartridge kang a microcontroller
disposed to electrically communicate with said electro-photographic
machine;
said microcontroller associated withtaladapted to enable interoperation
between an electro-photographic ddge and an electro-photographic
machine belonging to a pluralitgf electro-photographic machine
brands; and
communicating said data to saicgk@&ro-photographic acthine to enable
interoperation between said elecphotographic cartridge and said
electro-photographic machine.

‘279 patent, col. 10, Il. 11-26. In iMarkman order, the Court construed “brands” to mean “the

name under which the printer is sold.”
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1. Anticipation under 35 U.S.C. § 102(b)

Static asserts that claim 10the ‘279 patent ianticipated by: (1) Lexmark T620 printer
cartridges; (2) Source Technolegi ST9130 printer caitiges; and (3) Static’s LT620 chips.
Static contends that the prior art referenaese sold before December 19, 2002, and allowed
printer-cartridge interoperation with multiple brands of printers.

However, in its motion for summary judgme8tatic combined its anticipation arguments
regarding claim 53 of the ‘874 pateartd claim 10 of the ‘279 patemtespite the fact that the ‘874
and ‘279 patents have different specifications.tiSthboes not even discuss the ‘279 patent in its
argument regarding anticipatiéh. Further, as with claim 53, &tc’s neither provides evidence
nor articulates how that evidence shows thatpthar art references disclose each element and
limitation of claim 10. Because Static has fatiedneet its initial burden on summary judgment,
Static’s motion for summary judgment as to whettlaim 10 is invalid as anticipated is denied.

2. Enablement under 35 U.S.C. §112 11

In its motion for summary judgment, Statiéeablement argumenaddress claim 53 of
the ‘874 patent, not claim 10 of the ‘279 pateftatic’s motion fails to provide analysis and
argument as to why claim 10 is not enabled. Accordingly, Static’s motion for summary judgment
as to whether claim 10 is invaligbause it is not enabled is denied.

E. Claim 28 of the ‘859 Patent

In its motion for summary judgment, Static argtres claim 28 of the859 patent is invalid

as anticipated. The ‘859 patent, titled “Multiple Region Printer Chip,” addresses the perceived

13 While Static asserts that the ‘874 and ‘D&ents define Lexmark T620, Source Technologies
ST9130, and Unisys 134 as separate brands, Stayicites to the ‘874 pant. (Dkt. 164 at 19)
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problem of manufacturers practigifiregional lockout” to preventartridges from being used in
different geographic regions, andsdabes the general practice ofji@nal lockout as follows:

Regional lockout is the programming praeti code, chip, or physical barrier used
to prevent the playing of media designeddalevice from the country where it is
marketed on the version of the same devnarketed in anotheountry. It is a
form of vendor lock-in control. Regmnal lockout usually uses manufacturer-
specific hardware that is instructeddperate only with consumables designated
for a particular region, and that regisnthen encoded onto the consumable.

Manufacturers utilize region&dckout to segment the warinto different regions,
and then only sell a particular regis model (and, of course, region-encoded
media) in that area.

‘859 patent, col. 1, Il. 38-49. TH@59 patent explains #t all printers have software or firmware
that controls the operation of the printer antedmines what commands are sent to the chipped
cartridge, and that printers in different geographic regionsargatled by different firmware.
The ‘859 patent discloses methods that use a nuotadler that allows a single cartridge to be
used in multiple geographic regiotfsid. at col. 1, Il. 58-60. Claim 28 provides:
28. A method of communicating an autheation code for a toner cartridge to a
printer, comprising the steps of:
providing a toner cartridge having microcontroller in bidirectional
communication with said printer whehe cartridge is installed in the
printer;
providing an authentication code adapi@dnteroperation with printers in
a plurality of geographic regionsassociation with the microcontroller;
and
transmitting the authentication code to the processor.
‘859 patent, col. 10l). 42-50. In itsMarkman order, the Court consted “microcontroller” to
mean “any system, device or execution unit witlded functionality capable of implementing the

invention, and accordingly, must be capable ofisg information, receivig signals originated

1n one embodiment, “the microcontroller on tatridge is associatagith an authentication
code that is operable in multiple regionsd. at col. 3, lines 8-10. Thisiniversal authentication
code is communicated regardless ofdkegraphic region” of the printetd. at col. 3, Il. 12-13.
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from an outside source, and transmitting signaétoutside source;” and “geographic region” to
mean “a segment of the world adided by a printer manufacturer.”

Static argues that claim 28 asiticipated by the followingrior art: (1) Lexmark’s E230
chipped cartridges; (2) Static’s cartridgeipsh for use in Lexmark E230 printers; and (3)
Lexmark’'s E240, E330, E340, E126nd T640 chipped cartridges. Static contends the alleged
prior art were sold before December 21, 2005, almvatl a cartridge to w& in printers from
multiple geographic regions.

Static asserts that the Lexrkd 230 printer was the first Lexmark printer with firmware
that checked for geographic regs. Specifically, Newman tesétl that: (1) the Lexmark E230
printers and associated chipped cartridges wettesfitd in June of 2004nd (2) at that time, the
Lexmark E230 printers were “regionalized” iratithey would look for “region data’—which is
“data (in hexadecimal code) for the . . . regionwhich the printer was sold: North America (01
00), Latin America (02 00), Asia Pacific (OC Q®urope (30 00), Worldwide (FF FF)’—at the
memory address locations 7E and 7F on the matas of chipped cartridges. (Newman depo. at
50-53; Newman decl. at 1 33-37)

Newman also testified that, dune of 2004, the E230 cartridge chips contained “worldwide
region data” (FF FF) in locatior® and 7F, and the E230 prirgéallowed E230 cartridge chips
with either worldwide region dater specific region data” to opeearegardless of the printer’s
region?® (Newman decl. § 37) For example, @88 printer that was “regionalized” for Europe
would only allow a cartridge chip with worldwide data (FF FF) or Europe region data (30 00) to

operate. (Newman depo. at 53)

15 Newman testified that later, in Octob2005, Lexmark sold E230 printers with chipped
cartridges that only contained region data, thiessvéthg the cartridge to ayate only if the region
data matched the geographic regiomhaf printer. (Newman depo. 54)
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Newman provided similar testimony for eacltloé prior art references sold by Lexmark.
Specifically, Newman testified that, prior Becember 21, 2005: (1) Lexmark sold the Lexmark
E240, E330, E340, E120, and T640 printers and assacchipped cartridg€2) each of those
printers checked for geographic regions, but wallow cartridge chips with either worldwide
data (FF FF) or region epific data to operate; and (3) tbartridge chips contained worldwide
data (FF FF) in memory address 7E and 7F.

Static also cites to Shelbyteclaration, which asserts thaatst sold chipghat allowed a
cartridge to work in printers from multipgeographic regions before December 21, 2005:

Static Control first sold a chip farse on E230 and E330 chipped cartridges on

April 15, 2005, which had worldwide dataKFF) in locations 7E and 7F of the

data map of the chips. After April of 2008l] of Static Control’s chips for use on

Lexmark printers either work worldwid® will only work in a single region, e.g.
North America.

(Shelby decl. 1 9)

In response, Plaintiffs argueathStatic fails to provide cleand convincingevidence that
claim 28 is anticipated by the alleged priot Aecause: (1) Static relies on inadmissible
testimony—and fails to provide moborating evidence—testablish the daseand functionality
of the alleged prior art; (2) Statias not shown that claim 28 is reititled to the benefit of the
September 27, 2005 applicatiolirfyy date for the ‘774 pateft;and (3) the allegkprior art does
not disclose each element of claim 28, becauserih&er firmware for the alleged prior art did
not employ regional lockoute., consider geographic segments defined by a printer manufacturer.

Once again, Static has failed to meethtsden of showing anticipation by clear and

convincing evidence. Static’s summary judgmeaation fails to analyze each element of claim

16 Although Plaintiffs appear tdispute claim 28’s priority datewhether it is based on the
December 21, 2006 filing date of the ‘859 patentthe earlier filing dates of the parent
applications—in their motion for summary judgmeRlaintiffs’ counsel indicated at the August
12, 2014 hearing that this isstis really irrelevant.”
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28, and articulate how the prior art referencasldse each claim element and limitation. Even
if the Court were to consider Newman'’s an@®l’'s testimony—despite PHiffs’ argument that
doing so would be improper becauthe testimony is inadmibg and uncorroborated—summary
judgment must still be denied’he declarations and depositioartscripts do not clearly describe
the operative steps of claim 28 or how thosesstap performed by a single prior art reference.
And Static’s motion fails to connect the factsgmrtedly established by such testimony to the
claim 28’s elements and limitations. Becausati&thas failed to meet its initial burden on
summary judgment, its nion for summary judgment must be denied.

However, even if Static had met its initlaurden of coming forward with evidence
establishing anticipation, Plaintiffs submitted Seltia declaration, in whic he testifies based on
his personal knowledge and experience, that thevima on the Lexmark printers did not consider
geographic regions before 2006. This creates a genssue of materiahtt as to whether the
prior art references disclosecbaelement of claim 28. Accordingly, Static’s motion for summary
judgment as to whether claim 28 is invalid as anticipated is denied.

IV.  CONCLUSION

Accordingly, it is ORDERED AND ADJDGED that Defendant Static Control

Components, Inc.’s Motion for Partial Summary Judgment (Dkt. 163ENIED .

DONE AND ORDERED at Tampa, Florida, this 12th day of September, 2014.

SUSAN C. BUCKLEW
United States District Judge

Copies To: Counsel of Record
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