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UNITED STATES DISTRICT COURT
MIDDLE DISTRICT OF FLORIDA
TAMPA DIVISION

URETEK HOLDINGS, INC., URETEK
USA, INC. and BENEFIL WORLDWIDE
oy,

Plaintiffs,
V. Case No: 8:1%v-472-T-36JSS
YD WEST COAST HOMES, INC.,
GEOPOLYMER SINKHOLE
SPECIALIST, INC.,YAMIL
DOMINIGUEZ and JOHN DOES-5,

Defendants.
/

ORDER

This causecomes before the Court upon the claim construction briefs submitted by
Plaintiffs/Counterbefendants Uretek Holdings, Inc., Uretek USA, Inc., and Benefil Worldwide
Oy (collectively, “Plaintiffs”), and Defendants/Courelaintiffs YD West Coast Homes, Inc.,
Geopolymer Sinkhole Specialist, Inc., and Yamil Dominguiez d/b/a YD West Coast$dand
d/b/a Geopolymer Sinkhole Specialist Inc. (collectively, “Defendants”) $D&¢, 48).Each party
responded in opposition to the other’s opening brief (Docs. 52, 50). On April 21, 2016, the Court
held a claim construction hearingeeDoc. 59; see alsdoc. 61 (“Tr.”). Having reviewed the
parties’ submissions and heard the arguments of counsel, and being fully advisquemikes,
the Court now construes the disputed claim terms as set forth herein.

l. BACKGROUND

This case concernsnter alia, the alleged infringement of United States Patent No.

6,634,831 (th¢’831 Patent”) The ‘831 Patenis entitled ‘Method for Increasing the Bearing

Capacity of Foundation Soils for Built Structufeand teachesa technique forincreasing the
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bearing capacity of foundation soils loyecting expandablsubstances into fodation soils to
compact the contiguous soibee831 Patentat Abstract
Claim 1lis representative and recites as follows:

1. A method for increasing the bearing capacity of foundation soils
for built astructures comprising

providing a plurality of holes spaced from each other, under the
foundation of a built structure, deep in the foundation soil;

injecting into the foundation soil, through said holes, a substance
which expands as a consequence of a chemical reaction;

producing compaction of the foundation soil contiguous to the
injection zone due to the expansion of said substance
injected into the soil;

constantly monitoring level variations of the soil and/or built

structures overlying the injection zone to detect the moment
when thebuilt structures and/or the 8d surface, overlying

the injection zone, begins to raise which is the moment in
which the compaction of the foundation soil has reached
levels generally higher than a required minimum value at
which the soil lying below and around said injection zone
withstandsand rejects dynamic and static weights &ecer
thereon by said built structures and by overlying and
adjacent soil masses, and

wherein the expansion of the injected substance is very fast with a
potential increase in volume ohd expanded substance
being at least five times the volume of the substance before
expansion.

SeeDoc. 1, Exh. A.

Plaintiffs allege that Defendants infringed claims 1, 2, 4, 15, 20, 21, and 22 of the ‘831
Patent. SeeDoc. 47 at 6. The partiemnow disputehe scopend meaning of four claim terms:

“deep,” “very fast,”foundation soil,”and “immediaté€.



Il. LEGAL STANDARD

Claim construction is an issue of law reserved for the district cdbeie Markman v.
Westview Instruments, InG2 F.3d 967, 97401 (Fal. Cir. 1995) én bang, affirmed 517 U.S.
370 (1996). To ascertain the meaning of claims, the district court uses threeypsouarces
constituting the intrinsic record: (1) the claims, (2) the specification, anthé prosecution
history. Id. at 979.

Claim construction begins with the language of the claifisillips v. AWH Corp.415
F.3d 1303, 1312 (Fed. Cir. 2008)tronics Corp. v. Conceptronic, In@0 F.3d 1576, 1582 (Fed.
Cir. 1996) (“[w]e look to the words of the claims themselves . . . to define the scope dttttega
invention.”). “It is a ‘bedrock principle’ of patent law that ‘the claims of teptdefine the
invention to which the patentee is entitled the right to exclud@Hillips, 415 F.3d at 1312
(quotinglnnova/Pure Watennc. v. Safari Water Filtration Sys., In@81 F.3d 1111, 1115 (Fed.
Cir. 2004));see alsaCorning Glass Works v. Sumitomo Elec. U.S.A., B88 F.2d 1251, 1257
(Fed. Cir. 1989) (“A claim in a patent provides the metes and bounds of the right whetethie
confers on the patentee to exclude others from making, using, or selling thésproteention.”).
The words of a claim generally are given the ordinary and customanyngehey have to persons
of ordinary skill in the art in question at the time of the inventiBhillips, 415 F.3d at 13123;
Vitronics, 90 F.3d at 1582. Moreover, claim terms are presumed to be used consistently throughout
the patent, such that the usage of a term in one claim can often illuminate the mé#drergame
term in other claims.Phillips, 415 F.3d at 1314-1%itronics 90 F.3d at 1582.

While the language of the claims is the first source for interpretation, ‘§thms, of
course, do not stand alonePhillips, 415 F.3d at 1315. Rather, they are partfoflg integrated

written instrumentthat includesa specification. Id. (citing Markman 52 F.3d at 978).



Accordingly, “claims ‘must be read in view of the specification, of whigytare a part.”Id.
(quotingMarkman 52 F.3d at 979).

The prosecution history is another component of the intrinsic evidence used to supply the
proper context for claim constructiotdome Diagnostics, Inc. v. LifeScan, In881 F.3d 1352,
1356 (Fed. Cir. 2004). The prosecution history is comprised of the etan@cord of the
proceedings before the United States Patent and Trademark Office (“PTQi}imgcprior art
cited during examinationPhillips, 415 F.3d at 131%itronics 90 F.3d at 15883; Markman 52
F.3d at 980. It also includes communicatitve$ween the examiner and the applicant that may
reveal if the applicant limited the invention in the course of prosecution, with tloe @&ff@aking
the claim scope narrower than it would otherwise Pillips, 415 F.3d at 1317. The history can
indicaie the inventor’'s understanding of the invention, and “whether the inventor limited the
invention in the course of prosecution, making the claim scope narrower than it would sgherwi
be.” Id.

In addition to intrinsic evidence, courts may also rely otrisic evidence, which
“consists of all evidence external to the patent and prosecution hiskdaykman 52 F.3d at 980.
Such evidence typically includes dictionaries, treatises, and testimony olérgdr or experts.

Id. at 980. Extrinsic evidence, however, is “less significant than the intrinsicrecdetermining
the legally operative meaning of claim language,” and is appropriate drdy tihe available
intrinsic evidence is not dispositiv&hillips, 415 F.3d at 1317, 1319.

1. DISCUSSION

At the outset, the Court notes that the ‘831 Pdtastbeen litigatethrough the claim
construction phase in two othestances See Uretek USA, Inc. v. Applied Polymerics, I6ase

No. 3:1%kcv-542 (E.D. Va.) (AppliedPolymeric$); UretekHoldings, Inc. v. Hayward Baker, Inc.



Case N08:13¢v-430 (M.D. Fla.) (Hayward Bakel). In Applied Polymericsthecourt construed
two terms at issue here: “deep” and “foundation so$ée Applied Polymeric®oc. 56. In
Hayward Bakera court in this districalsoconstrued two terms at issue here: “deep” and “very
fast.” See Hayward BakeDoc. 52. Subsequent tthe issuance of the claim construction orders
in thase caseshowever,the Supreme Courissuedits opinion in Nautilus, Inc. v. Biosig
Instruments Inc, 134 S. Ct. 2120 (2014) Nautilus), which announcec new standardor
evaluatinghe definiteness requiremenft35 U.S.C. 8112 Therefore, while the Countcognizes
the importancef uniformity in the treatment of a given patetdwill afford duedeference to
the constructions given by the other couitswill also consider the parties’ positions with fresh
eyes to the extent the parties have raised new arguments contieentogstruction and scope of
the previously construed terms

A. Terms challenged as indefinite

Defendants challenge two term&deep” and “very fast—as indefinite. For the reasons
statedbelow, however, the Couat this stage wiltonsideiDefendants’ indefiniteness challenges
only to the extent necessary to determine whether the challenged terms are ameaaple to
proposed construction.

1. Indefiniteness standard

A patent mustconclude with one or more claims particularly pointing out and distinctly
claiming the subject matter which the inventor or atjoimentor regards as the invention.” 35
U.S.C. 8 112(b). A claim is invalid for indefiniteness if its language, viewed in light of the
specification and prosecution history, “fail[s] to inform, with reasonedittainty, those skilled in

the art about the scope of the inventioMautilus 134 S. Ct. at 2124. A patent is presumed to be



valid, see35 U.S.C. § 282(ajo an invalidity defense must be proved by clear and convincing
evidencesee Microsoft Corp. v. i4i Ltd. P’ship64 U.S. 91, 95 (2011).

Although “general principles of claim constructioapply in the face of an allegation of
indefinitenessBiosig Instr., Inc. v. Nautilus, Inc783 F.3d 1374, 1377 (Fed. Cir. 20{&)iotation
marks and citation omitted)[s]everal wellsettled principles [] tend to discourage rulings on
indefiniteness at th®arkmanstage,”"CSBSystem Int'l, Inc. v. SAP America, InCase No. 190
cv-2156, 2011 WL 3240838, at *17 (E.D. Pa. July 28, 20First, the burden of proof is higher
for establishing indefiniteness thdns for establishing a term’construction.Secondthe legal
standard for evaluating indefiniteness is different fromfibradletermininga term’s constructian
Thesedifferences arise from the fact tHainlike a Markmanproceedng that gives meaning to
patent claims, indefiniteness invalidates the claims entirelg.”at *18. Indeed, perhaps
recognition ofthese fundamentalifferences, the Federal Circuit has made cthat “[it hag
certainly not endorsed a regime in waiivalidity analysis is a regular component of claim
construction.” Phillips, 415 F.3dat 1327.

In light of these considerations, numerous coartaind the country, includingpurts in
this district havedeclined to make invalidity determinations fa tlaim constructiorstage See
e.g, Johnson & Johnson Vision Care, Inc. v. Ciba Vision G&#0 F. Supp. 2d 1233, 1243 (M.D.
Fla. 2008) (“The Court must first attempt to determine what the claim means before it can
determine whether it is invalidr indefiniteness. . . . The issue of indefiniteness is not properly
before the Court when construing claimslhtergraph Hardware Techs. Co. v. Toshiba Corp.
508 F. Supp. 2d 752, 773 n.3 (N.D. Cal. 2007) ligindefiniteness argument is inappropeiait
the claim construction stage.’Pharmastem Therapeutics, Inc. v. Viacell, Jii€ase No. B-cv-

148, 2003 WL 124149, at *1 n.1 (D. Del. Jan. 13, 2003) (deferring ruling on the de&ndant



indefiniteness defens# the claim construction stagecauséit is clear that the court must first
attempt to determine what a claim means before it can determine whether the claitdisanva
indefiniteness.”) CSBSystem Int]1 2011 WL 3240838, at *18.

The Courtagrees with those courts that have declined to rule on indefinitaheks
Markman stage and finds that it would bemore appropriate and logicaio defer the full
consideration ofiny potentialindefiniteness challeng® the summary judgmenstage after all
fact and expert discovehas been completedherefore, br purposes of this ordehe Courtwill
consider Defendantsnhdefinitenessarguments to determineonly whether suchclaims are
amenable to construction and, if so, wbanstruction is appropriate for the claimed ambigi
terms in light of the present intrinsic and extrinsic evidence proyide8BSystem Int)| 2011
WL 3240838, at *18seealso Vapor Point LLC v. Moorheadase No. 1:tv-4639, 2013 WL
11275459, at *16 (S.D. Tex. Dec. 18, 2018y constructiorgivenby the Court shall be without
prejudice to Defendants’ ability to challenge the validity of the claims folfimtness at the
summary judgment stagéccordCSBSystem Int)l 2011 WL 3240838, at *18.

2. “deep”

The term “deepfs used in the ‘831 Patent to describedepth of the holes through which
the xpandable substance is injecteflee, e.g.'831 PatentClaim 1 (“providing a plurality of
holes spaced from each other, under the foundation of a built strud¢egan the foundation
soil”) (emphais added).Plaintiffs argue thathe term“deep” meansat sufficient depth within
the foundation soil and away from the immediate vicinity of the foundation so as ¢b tate
foundation soil,"'whereas Defendants argoely that the term is indefinite.

The Court will adoptPlaintiffs’ proposed constructiprbecause the term “deep” is

amenable to construction and Plaintiffs’ proposed construction is supported by thsicntri



evidence First, the claim language makes clear ttie hole isat somedepth“in the foundation
soil.” ‘831 Patent, Claim 1Secondasnotedin the prosecution history, “injection[s] are provided
in depth so as to affect the foundation soil . . . .” Doc. 47-7 Begause thenjectionsaremade
through theholes, théholesthereforemustalso beat a deptliso ago affectthe foundation soif:
Finally, in the January 21, 2002 Amendment, the invedistinguished the inventiotlaimedin
the'831 Patenfrom certainprior arton the basis that the prior aitl not “hint[] whatsoever to an
in-depth extensiommway from the immediate vicinity of the foundation in the foundationcgoil
the injection area.”ld. (emphasis addedjee alsdoc. 478 at 3(distinguishing the ‘831 Patent
from prior art because the priart “always teaches injection pds located immediately under,
i.e. at the ‘bottom’ of the foundations”). The inventor’'s positi@garding the noveltpf the
invention thugequiresthat thedepth of theholes whichdefine the injection areaso be ‘away
from the immediate vicinity of the foundation.”

Defendantappear t@argue(aside from the issue of indefinitenetgtPlaintiffs’ proposed
construction is incorrect because, according to Defendaetsventordefined“deep”to be*at
least twice as deep as that of {hettom of th¢ foundation,”and therefore disclaimed a scope
encompassing “sufficient depth to affect the foundation’s@keDoc. 48 at 2324. Defendants’
argument is unpersuasive. Although the inventor didhesspecific phrase “at least twice as deep
as that of the (bottom of the) foundation’the January 21, 2002 Amendment to describe the depth
of the holesthat phrase, when read in context, was usetkescribe onspecificembodiment of
the claimednvention SeeDoc. 478 at 3 (‘Thusthe injection depth claimed is ‘variable’, but
within the range given by at least the extension depth of the pressuradulocumented by
figures 56 of the applicationwhere it is clearly shown as the injections/céidstion goes further

than the bottom of the foundation, for a distance being at least twice as deep as thabttotime (



of the) foundation.”)(emphasis added)ndeed,n the next paragraph, the inventor proceeited

note that “deep into the foundation soil” includes depths “all through the pressure bulb covered
mass.” Id. It is thus clear thahe inventois statementvas not intended tlimit the inventionto
usingholes that were at least twice as deep as that of the bottom of the foundaticeover,

even ifthe inventohadsomehow definettieep”to be“at least twice as deep as that of the (bottom

of the) foundation,’it does not logically follow thaby doing so, he¢herebydisclaimed a scope
encompassing “sufficient depth to affect theirfdation soil.” Rather, as noted aboiteis
eminentlyclear that the holes must be at a depth “so as to affect the foundation soil.” Eoc. 47
at 9.

For the reasons stated above, the Catlltconstrue “deep” as “at sufficient depth within
the foundation soil and away from the immediate vicinity of the foundation so as ¢b tate
foundation soil.” Accord Hayward Bakeat 81

3. “very fast”

The term “very fast” is used in the ‘831 Patent to describe the expansion of thedinjecte
substance.See, e.9.'831 Patent, Claim 1 (“wherein the expansion of the injected substance is
very fast) (emphasis added). Plaintiffs argue that the term “very fast” means “fasglerto limit
migration of injected material from the targeted foundation sehgreadeferdants argue only

that the term is indefinite

! The Court recognizes that its construction is different from the one givemeiisy the court

in Applied Polymerics The Court’s departure is explained by taduitionalreasonseparate

from the discussion abovéirst, neitherof the parties argued that this term should be given the
sameconstruction it was given iApplied Polymerics Second the Court givesittle weight to

the claim constructiangiven inApplied Polymericsbecausé¢he order fails to discuss or explain

in any waythe construction given to each term and this Court has no knowledge as to the bases
for the constructions.



The Court will adopt Plaintiffs’ proposed construction, because the term “veryigast”
amenable to construction and Plaintiffs’ proposed construction is supported by thsicntri
evidence. First, Plaintiffs’ proposed construction is supported by the specification, which notes
that the expansion of the injected substance “previsiigration to faraway areas,” ‘831 Patent
at 4:1315, and that this expansion is “very fast’ at 5:34. These sitements makelear that
the “very fast” nature of the expansion serves to prevent the migratibe ofjected substance
from the targeted areaSecond Plaintiffs’ proposed construction is supported by the claim
language, which teaches that the “expam®f said substand@jected into the soil” serves to
“produc[e] compaction of the foundation soil contiguous to the injection zone,” antthbat
expansion of the injected substance is very fast.” ‘831 Patent, Claim 1. Thearlgimge thus
requires that the “very fast” expansion must be fast enough to limit migration of the injected
material from the targeted foundation soil, because otherwise the expansion waalddaie its
purpose of compacting the foundation soil contiguous to the injection zone.

The Courtthereforewill construe “very fast” as “fast enough to limit migration of injected
material from the targeted foundation soiktcord Hayward Bakeat 13.

B. Other disputedterms

1. “foundation soil”

Plaintiffs argue thathe term “foundfion soil” means “the part of the soil mass affected by
the dynamic and static weights of the overlying structuiefendantsproposed construction is
largely identical butincludesan additional clawes—“the part of the soil masss contoured by the
pressure bulbwhich is affected by the dynamic and static weights of the overlying setictu

(emphasis added).

10



After careful considerationhé Court agrees with Plaintiffgroposed constructionAs
definedin the specification, “[tlhe term ‘foundation soil’ is intended to designatepiduatof the
soil having influence on the overlying built structure or that the direct or indméetnce of the
built structure.” ‘831 Paterdt 2:8-12. Further, as thelaim language indicatethe foundation
soilis “that part of soil having to withstand dynamic and static weights exertedudlt atructure
...." ‘831 Patent, Claim 22ee als0831 PatentClaims 1, 20 Finally, asotedin the February
22, 20@ Amendment, “[tjhe general knowledge in the technical pertinent fieldeachés that
the ‘foundation soil’ is that mass of soil affected by pressures, genesastdtic and dynamic
weights exerted by any built structure . . . .”” Doc. 47-6 at 7.

In support of their proposed construction, Defendants point to the remainder of the sentence
in the February 22, 2001 Amendmelscussinghe definition of “foundation sail which ends
by notingthat thepressuresaffectingthe soil act according to curves of equal pressure having the
shape of a bulb called the ‘bulb of pressureld. This language, howevefails to support
Defendants’ suggestidhat the“bulb of pressureis a separatdefining featureof the soil mass
comprising the foundation spilatherit is clear thathe “bulb of pressure” is use a descriptor
of theshape of thequal pressure curvgenerated by the static and dynamic weights exerted by
the built structure Because the fachat the foundation soil is contoured by the pressure bulb is
alreadyimplicit in Plaintiffs’ proposed construction, the Codirtds the additionalanguage
proposed by Defendant—"as contoured by the pressure bulb”™—to be redundant.

At bottom, it appearthat the partiesproposed constructiorsmethe samen substance

Defendants’ proposed constructitmweverneedlessly complicates tdefinition of “foundation

11



soil” by using additional words withoutncreasingclarity. The Court therefore,will adopt
Plaintiffs’ proposed constructioh.
2. “immediaté

Plaintiffs argue that the term “immediat&iould be given its plain and ordinary meaning
while Defendants argue that the term means “the onssieahemical reaction starting without
delay.” Notably, as the parties acknowledgbjs termdoes not appear in any of the asserted
claims. Defendantstate that they seek a construction of this temm support their claim
differentiation argumertfor the term “very fast SeeTr. at17-129 However, viile it would be
entirely appropriatefor Defendantsto make a claim differentiation argument basedtlogir
interpretatiorof the scope o€laim 7, aseparatgexplicit construction of the terms @laim 7is
not necessary for Defendantis make that argumentAccordingly, as stated during tleiaim
constructiorhearing, the Coumvill not construe the term “immediate 3eeTr. at 22 NTP, Inc.
v. Research In Motion, Ltd418 F.3d 1282, 1311 (Fed. Cir. 2005) (“Terms not used in claims in
controversy . . . need not be construedbyogated on other groundsee Zoltek Corp. v. United
States672 F.3d 1309, 1323 (Fed. Cir. 2012).
IV.  CONCLUSION

As stated in Sectiohl.B.2, supra the Court declines to constrtree disputedclaim term
“immediate.” Theremainingdisputed claim terms are hereBNSTRUED as follows:

1. “‘deep” means “at sufficient depth within the foundation soil and away from the

immediate vicinity of the foundation so as to affect the foundation soil”;

2 As with the term “deep,” the Court’s construction for the term “foundation isadifferent
from the one given by the court Applied Polymerics The Court’'departure is explained by
the saméwo reasons: neither of the parties argued that this term should be gisamibe
constructiont was given iPApplied Polymericsand theCourt affords little weight to the claim
constructiororder inApplied Polymerics Seefn.1, supra

12



2. “very fast” means fast enough to limit migration of injected material from the
targeted foundation séjland

3. “foundation soil” means‘the part of the soil mass affected by the dynamic and
static weights of the overlying structure

DONE AND ORDERED in Tampa, Florida oiMay 26, 2016.

4"/__‘)' N & Wi . I.-'L»

. NAAND 4 o € .__,{. ] a 'l.._.l:‘_ A .-+-J gAY PLAT™
Charlene Edwards Honeywell '
United States District Judge

Copies to:
Counsel of Record and Unrepreserféadties, if any
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