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UNITED STATES DISTRICT COURT
MIDDLE DISTRICT OF FLORIDA
TAMPA DIVISION
CINCLIPS, LLC,
Plaintiff,
V. Case No: 8:16-cv-1067-T-23JSS
Z KEEPERS, LLC,

Defendant.
/

ORDER ON PLAINTIFF’'S MOTION TO
STRIKE AFFIDAVIT OF UNDISCLOSED WITNESS

THIS MATTER is before the Court on Phff's Motion to Strike Affidavit of
Undisclosed Witness (“Motion”) (Dkt. 63), and f2adant’s response in opposition (Dkt. 67). For
the reasons that follow, the Motion is denied.

BACKGROUND

Plaintiff, Cinclips, LLC, is the owner of Uted States Patent No. 9,133,609 (*609 Patent”)
for an invention titled “Mounting Driver for tldermounted Sinks,” whicpatent was granted in
September 2015. (Dkt. 1 15.) The ‘609 Patiesicribes a mounting driver for under-mounting a
sink to a support surfaceld( | 6.) In its Complaint, Plaintiff alleges that Defendant has infringed
upon the ‘609 Patent “by havimgade, offering for sale, usingliseg, and/orimporting products
under the name U-Mounts thduly embody the invention.”ld. 1 7.)

In response, Defendant states that it derithee concept for its U-Mount bracket from a
commonly used and decades-old wood furringpsiged to support amder-mounted sink, and
the U-Mount product is a plastic vars of the furring strip. (Dkt. 38 at 2.) Thus, as an affirmative
defense, Defendant argues thatlfis ‘609 Patent is invalid because these furring strips existed

before the ‘609 Patent. Kb 22 § 19; Dkt. 59 at 6-7.)
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Plaintiff filed its Motion for Summary Judgmenf Infringement and No Invalidity of
Claims 8-13 and 16-20 of the ‘609 PatentkiD54), and Defendarfiled its Opposition to
Plaintiff's Motion for Summary Judgment, arguithigat Defendant used “furring strip undermount
sink supports which are the substdrgguivalent to [the ‘609 Patg almost two decades prior to
the grant of plaintiff's patent.” (Dkt. 59 at 67 support of this argument, Defendant attached
the affidavit of Alan Kaiser, who avers that iiged wooden furring strips as early as 2008 when
he worked installing countenps and sinks. (Dkt. 59-2.)

In the present Motion, Plaintiff seeks amder striking Mr. K&er's affidavit and
precluding him from testifying atial. (Dkt. 63.) Plaintiff corgnds that Mr. Kaiser must be
stricken because he was never disclosed soodery. In response, Defendant argues that it
provided Plaintiff with Mr. Kaisés contact information weeks prior to Plaintiff's filing this
lawsuit.

ANALYSIS
Federal Rule of Civil Procedure 26(a) Disclosure Requirement

The Federal Rules of Civil Predure are designed to “narrondeclarify the issues,” “give
the parties mutual knowledge of all relavdacts,” and “prevent| ] surprise.Shelak v. White
Motor Co., 581 F.2d 1155, 1159 (5th Cir. 1978) (citidgckman v. Taylor, 329 U.S. 495 (1947)).
Accordingly, Rule 26 requires each party to providtal disclosures idntifying “each individual
likely to have discoverable infomtion--along with the subjects of that information--that the
disclosing party may use to support its claimdefenses.” Fed. R. Civ. P. 26(a)(1)(A)(i).
“Parties also must supplement their R2€edisclosures at apgpriate intervals.”Cooley

v. Great Southern Wood Preserving, 138 F. App’x 149, 159 (11th C2005). Specifically, a party

must supplement or correct disclosures “in a timelgpmeaif the party learrthat in some material



respect the disclosure or respomséncomplete or incorrectnd if the additionkor corrective
information has not otherwise been made knowtihiéoother parties during the discovery process
or in writing.” Fed. R. Civ. P. 26(e)(1)(A).

In support of the Motion, Plaintiff arguesathMr. Kaiser was not disclosed during
discovery, neither in Defendant’s initial discloss (Dkt. 63-1), nor in response to Plaintiff's
interrogatory requesting the names of people irebim manufacturing thieirring strip (Dkt. 63-

2, Interrogatory Number 11). Plaintiff argues tiatill be prejudiced if Mr. Kaiser is permitted
to provide evidence because it was never gitieropportunity to depose Mr. Kaiser because he
was never disclosed in discovery. (Dkt. 63.)

In response to the Motion, Defgant argues that it madeaRitiff aware of Mr. Kaiser’s
identity and knowledge of the furring strip April 2016. (Dkt. 67.) Specifically, Defendant’s
prior counsel wrote Plaintiff€ounsel a letter dated April 22016, before Plaintiff filed this
lawsuit on April 29, 2016. (Dkt. 61.) In the letterDefendant enclosed copies of the furring
strip, arguing that its existence invalidated ‘6@ Patent and, accordingly, Plaintiff's claims of
infringement. [d. at 3.) Further, Defendant stated “[flird parties using furring strips for an
extended period of time for the claims before yolient’'s priority date, feel free to contact
Click4Countertops, LLC of Atlanta, GA (770)865-998atthas been using the strips since 2008.”
(Id. at 3, n.5.) Defendant states tWat Kaiser is the proprietaf Click4Countertops, LLC. (Dkt.
67 at 2.) Additionally, according to Defendant, the number provided in the letter for
Click4Countertops, LLC was, and still i8Ir. Kaiser’s cell phone numberld()

Defendant states that it alpooduced thigetter to Plaintiff inSeptember 2016. (Dkt. 67-
2.) Finally, Defendant’s principal Dave 8m in his May 24, 2017, deposition taken after the

close of discovery, testified that Mr. Kaiser, who worked fon m 2008, uses the wood furring



strips. (Dkt. 67-3.) Mr. Smith sgified that Mr. Kaiser ownslausiness called Click4Countertops.
(Id.) Therefore, Defendant argu@gfendant made Plaintiff aware M. Kaiser as early as April
2016 and again in September 2016 and May 2017.

Mr. Kaiser was not identified by name iretApril 21, 2016, letter and he was not listed in
Defendant’s July 6, 2016 initial disclosures. (Dkts. 63-1, 67-1.) However, in the April 21, 2016
letter, Defendant provided Mr. Kaiser’s cell phone number as the contact for Click4Countertops,
LLC, a non-party Defendant contends used the furstings before the609 Patent was granted.
(Dkt. 67-1 at 3, n.5.) Defendant produced thigeleto Plaintiff again in September 2016. (Dkt.
67-2.) In his May 24, 2017 deptisn, Defendant’s principal ideffied Mr. Kaiser as the owner
of Click4Countertops, LLC. (Dkt. 67-3.) Altbgh Mr. Kaiser was identéd during the course
of discovery, he was not idengfi in Defendant’s initial discures or any supplement thereto.

Rule 26, however, provides ah individuals with infomation used “solely for
impeachment” do not need to be disclosed. Fed. R. Civ. P. 26(a)(1)B&)¢¥o v. Dolgencorp,

LLC, No. 8:12-CV-02762-EAK, 2014 WL 4749049, at ¢i8l.D. Fla. Sept. 23, 2014) (internal
citation omitted) (“If the material is supplied for impeachment purposes only, there is no Rule 26
violation [ ] and Rule 37(c) sanctions do not 3ppl Nevertheless, it deenot appear that Mr.
Kaiser’s affidavit is used simply as impeachmémtwhich case Defendant would not have been
required to disclose him in its initial disclosureSee Fed. R. Civ. P. 26(a)(1)(A)(i)) (“[A] party

must . . . provide to the other parties” nameasdividuals “likely to havealiscoverable information

. . . that the disclosing party may use to suppsertlaims or defenses, unless the use would be
solely for impeachment”). Defendant argues thaséd Mr. Kaiser’s affidavit to correct what it
argues are Plaintiff's misstatememf Mr. Smith’s deposition testimony in Plaintiff’s motion for

summary judgment. (Dkt. 67 at 4-&) Specifically, Defendant gues that Plaintiff states that



Mr. Smith testified that he did not see theoa furring strip until 2014, when in fact Mr. Smith
testified that he sl the furring stripsince the 1990s.1d. at 5.) However, upon review of
Defendant’s response to Plaffi§ motion for summary judgmer{Dkt. 59), Defendant uses Mr.
Kaiser’s affidavit not merely as impeachment butsupport its defense that because the ‘609
Patent is invalid (based on the prior existencéheffurring strip), there could be no infringement.
(Dkt. 22 1 19.)

Accordingly, because Defendant uses Mr. Kaiser’s testimony to support its defenses, he
should have been disclosed as partDeffendant’s initial disclosures.See Fed. R. Civ. P.
26(a)(1)(A)(1). Defendant was under the dutystpplement its disclosures “if the additional or
corrective information has not otherwise beaeade known to the other parties during the
discovery process or in writing.Td. at 26(e)(1)(A). Although Mr. Kaiser was not identified by
name in the April 21, 2016 letter, which Defendardvided to Plaintiff again in September 2016,
his company’s knowledge regarding the furrisigip and its phone number was provided to
Plaintiff during the dscovery process.

Il. Federal Rule of Civil Procedure 37(c) Prejudice Requirement

As Mr. Kaiser was not specifically identified as a witness, the Court must determine
whether this failure “was substantially justified oh&amless.” Fed. R. Civ. P. 37(c)(1). If a party
fails to identify a witness, either by untimely deging a witness or by failintp disclose a witness,
then the party is not allowed to use that wittessupply evidence at trial “unless the failure was
substantially justified or is harmlessltl. Substantial justification exisif there is “justification
to a degree that could satisfy a reasonable pdhsdrparties differ as to whether the party was
required to comply with the disclosure requestéwitt v. Liberty Mut. Grp., Inc., 268 F.R.D. 681,

682 (M.D. Fla. 2010) (quotation and citation omitted)harmless failure to disclose exists “when



there is no prejudice to the partytided to receive the disclosure.ld. at 683. The Advisory
Committee Notes to Rule 37 provide that “[lJimiting the automatic sanction to violations ‘without
substantial justificatiohcoupled with the exception for violats that are ‘harmless,’ is needed
to avoid unduly harsh penaltigsa variety of situation®.g., the inadvertent omission from a Rule
26(a)(1)(A) disclosure of the nanoé a potential witness known #dl parties.” Fed. R. Civ. P.
37(c) advisory committee’s note to 1993 amendment.

The court has broad discretion in decidingetter a failure to disclose evidence is
substantially justied or harmless under Rule 37(c)(United States ex rel. Bane v. Breathe Easy
Pulmonary Servs., Inc., No. 8:06-cv-00040-T-33MAP, 2009 W&2826, at *3 (M.D. Fla. Jan. 14,
2009). In determining whether a failure to discles®lence is substantialjystified or harmless,
courts are guided by the follomg factors: (1) theunfair prejudice or sprise of the opposing
party; (2) the opposing party’s ability to cutiee surprise; (3) the likelihood and extent of
disruption to the trial; (4) the importance of #hedence; and (5) the offering party’s explanation
for its failure to timely disclose the evidenddobile Shelter Sys. USA, Inc. v. Grate Pallet Sols,,
LLC, 845 F. Supp. 2d 1241, 1250-51 (M.D. Fla. 2012).

As to substantial justification, Defendastates that its counselas “unaware” of the
April 21, 2016 letter sent by Defendant’s prior couraehe time he prepared Defendant’s initial
disclosures. (Dki67 at 2.) However, DefendBs counsel produced thistier two months later.
(Dkt. 67-2.) TherefordDefendant has not shown substantialifiesttion for its failure to identify
Mr. Kaiser as a witness. Howevére Court concludesh Plaintiff cannot show that it is harmed
by Defendant’s failure to explityt disclose Mr. Kaiser becausefendant informed Plaintiff of

Click4Countertops, LLC, and its contact inforneati(Mr. Kaiser’s cell phone number), as early



as April 2016 to support its assertion that it cannot be infringing on the ‘609 Patent because it is
invalid.

Because Plaintiff was aware that Cliclgl@tertops, LLC, owned by Mr. Kaiser, had
information regarding the existemof the wood furring strips ba®the ‘609 Patent was granted
as early as April 2016, and Plaintiff had tbhentact information fo Click4Countertops, LLC,
which is Mr. Kaiser’s cell phone, the Court concludes that Defendant’s failure to identify him in
supplemental disclosures was harmleg Graley v. TZIns. Sols., LLC, No. 2:14-CV-636-FTM-
CM, 2016 WL 4595066, at *2 (M.D. Fla. Sept. 2, 20{f6)ding the failure to disclose witnesses
in initial disclosures harmless because theyeweamed in responses to interrogatoriBa)geo,
2014 WL 4749049, at *7 (determining that a witnsissuld have been disclosed in supplemental
disclosures but holding thtte failure to disclose was harmless because thesstwas disclosed
in responses to agaest for production).

Accordingly, it SORDERED that Plaintiff's Motion to Stke Affidavit of Undisclosed
Witness (Dkt. 63) iDENIED.

DONE andORDERED in Tampa, Florida, on July 5, 2017.
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