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WO
IN THE UNITED STAT ES DISTRICT COURT
FOR THE DISTRICT OF ARIZONA
ON Semiconductor Corporation, et al., No. CV-16-01055-PHX-DLR
Plaintiffs, ORDER
V.

Micro Processing Technology Incorporate

N

Defendanh

Plaintiffs are ON Semiconductor Caomation and Semanductor Components
Industries, LLC (ON). Defenad is Micro Processing Techmgy Incorporated (MPT).
At issue is MPT’s Motion to Dismiss ON'’s Aended Complaint or, ithe Alternative, to
Transfer Venue. (Doc. 14.The motion is fully briefedand the Court heard oral of
December 15, 2016. The Cowiso has considered the parties’ supplemental br
regarding whether a party cavaive a forum selection claa through litigation-related
conduct. (Docs. 46-47.) Fdhe following reasons, MPT’s rtion to transfer venue is
granted and this matter is transferte the Middle District of Florida.

BACKGROUND

This casepresents,nter alia, a dispute over the invemwship of three patents

(Patents-in-Suit). The PatentsSuit also are implicated ia separate case brought 4
Plasma-Therm, LLC against MPT itlhe Middle District of Florida,Plasma-Therm
LLC v. Micro Processing Technology, IndNo. 8:15-cv-02785-EH-TBM (Florida

52

efs

y

Dockets.Justia.c


https://dockets.justia.com/docket/florida/flmdce/8:2017cv00322/333395/
https://docs.justia.com/cases/federal/district-courts/florida/flmdce/8:2017cv00322/333395/52/
https://dockets.justia.com/

© 00 N O O b~ W DN B

N NN N NN NNDNRRR R R R R B B
0w ~N O OO0 W NP O © 00N O 0 W N B O

Litigation). For context, th€ourt will discuss each case before reaching the merits
MPT’s motion.
|. Allegations in the Amended Complaint

ON manufactures integrated circuits, whiare used in a variety of electroni
applications and generally casisof a “chip” connected by wes to a number of “pins”
and encapsulated in a plastic case. These e@ngpmanufactured in lbuon large platters
called “wafers,” which typically consist cdd semiconductor substrate material atop
metal backing. A single wafer can contdimusands of chips that must be separa
carefully from each other thugh a process called “singtitan,” which involves sawing
through the portion of the wafer between eatip. It can take up to ten hours t
singulate a wafer because the space betwaeh ehip is smallrad the cuts must be
precise to avoid damage.

Prior to 2008, ON developed and pagehia plasma etching technique (Plasrn
Singulation) to replace the sawing process. Though Plasma Singulation signifig
reduces the time it takes to singulate a waittdoes not remove the wafer's met:
backing. To solve this problem, ON and MEntered into a three-year Confidentialit
and Non-Disclosure Agreement (NDA), andjae experimenting with different method
to separate the metal backing. One suctinagkinvolved cutting te metal backing using
a tool similar to a pizza cutter (Mecheal Cutting-Based Sindation). Another
involved applying stress to the waferngia stylus (Stylus-Based Singulation).

In February 2012, ON employee Gord@nivna conceived of the idea to use
uniform pressure differential-based stress the wafer, which involves fracturing th
metal backing between eachiglby applying highpressure on oneds of the wafer
instead of cutting through ¢hmetal backing (Uniform Pressure Differential-Bas
Singulation). Between March and June 2@fyna tested and refined this method.

In May 2012, P.C. Lindsegpf MPT visited Grivha ad other ON employees td

' The following information is taken frothe Amended ComeIaIin(Doc. 13%, and
%c_:ce c;[ce)g)as true for purposes of this ord&susins v. Lockyeb68 F.3d 10631067 (9th
ir. :
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discuss the latest singulation results. Bgrithat visit, Grivna’s Uniform Pressurg
Differential-Based Singulation experiments reveopenly visible. In the months tha
followed, Grivna shared witiMr. Lindsey and MPT confiehtial information regarding
some of the methods he was exploringluding Stylus-Based and Uniform Pressu
Differential-Based Singulation. In August 2013, the ptes entered into a secong
identical NDA to allow them t@ontinue their joint work.

ON alleges that, between 2011 and 204BT surreptitiously p@nted singulation
methods first conceived of by ON emplege Specifically, on August 2, 2011, MP]
filed a patent application, which issued U.S. Patent Nd8,450,188 (188 Patent)
claiming ownership and inventorship of, argosther things, Mechanical Cutting-Base
Singulation. On January 16, 2013, MPT filetbther patent application, which issued
U.S. Patent No. 9,153,493 (493 Patent),naslag ownership and inventorship of, amon
other things, Stylus-Based Singulation.ndly, on September 12, 2013, MPT filed
provisional patent application, which issugsl U.S. Patent No. 8)6,745 (745 Patent),

claiming ownership and inventorship ofmong other things, Uniform Pressui

Differential-Based SingulationThe 188 and 493 Patents lishtsey as the sole inventjr

and the 745 Patent lists Lindsey and a felMPT employee, Darrell Foote, as the s
inventors.

On November 9, 2015, ON received #defrom MPT assermyg that it conceived
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of and owned the “idea of applying peeire to the tape across the entire wafer

simultaneously,” and that ON’s work to \a#op back-metal processing technolog
violated the NDA. ON responded that MRad not shared any confidential informatio
with it, but that ON had been working ol ibwn technology since early 2012 and h

shared its confidential inforation with MPT. In a subsequent letter, MPT referred 1

the first time to its patented process tdize uniform pressure across the entire wafé

alleged that ON’s work with a third-pgrpotentially infringed on MPT’s patent, an(

demanded that ON cease and desist its use of MPT’s patents and tradé secrets.

2 Though not expressly alleged, it appeaet this third-party is Plasma-Therm.
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Upon reviewing MPT's patents, ON learned that they covered techno
invented in whole or in part by ON, andattMPT had disclosedafidential information
covered by the parties’ NDAs in its pateqplications. Consequ#y, in April 2016 ON
initiated this action asserting seven claitasrelief. Counts I-lll seek to correct thg
inventorship of the three patents to nameé/&a as joint inventg Counts 1V-VI allege
that MPT breached the parties’ NDAs by ttistng confidential information in the
applications for the Patents-in-Suit, a@dunt VII alleges thaMPT misappropriated
ON's trade secrets through the same disclosures.

Il. The Florida Litigation *

In December 2015, severabmths before ON initiated i lawsuit, Plasma-Therm
brought suit against MPT in the Middle Distriof Florida. According to its First
Amended Complaint, (Doc. 40), Plasma-ithemanufactures etching and thin filn

deposition equipment for them&onductor industry and badevelopedrad patented a

logy

U

—

plasma-dicing method of siotation and methods for separating the metal backing gn a

semiconductor substrate. Plasma-Themad MPT entered into a NDA in June 201
under which they shared certain information related to back-metal processing me
Ultimately, however, the parties did not erdary further business transactions related
the technology.

In November 2015, MPT sent a letter to Plasma-Therm demanding that it

and desist its infringement of MPT’s pate and misappropriation of MPT’s trad

secrets. Plasma-Therm brought suit segkirdeclaratory judgment of non-infringement

as to the Patents-in-SuitPlasma-Therm also sought actiatory judgment that the

Patents-in-Suit are unenforceable because MPadfeo name Grivna as a joint inventofr.

On June 30, 2016, howevdplasma-Therm voluntarily simissed its unenforceability

claims without prejudice. (Doc. 49.)

% The following information is taken fro the docket in thélorida Litigation,
which the Court may judicially noticeSee Reyn’s Pasta Bellal.C v. Visa USA, In¢.
442 F.3d 741, 746 (9th Cir. 2006Record citations in this subsection refer to entries
the Florida Litigation docket.
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On January 18, 2017, MHiled counterclaims agaih®lasma-Therm for, among
other things, patent infringement and misappiation of trade secrets. MPT alsp
brought a third-party counterclaim agair®N, alleging, in relevant part, that ON
breached a License Agreementezad into by the parties hugust 2014 and contributed
to or induced Plasma-Therm to infringe om tRAatents-in-Suit. @&ma is named as 4
third-party counter-defendant in tRéorida Litigation. (Doc. 85.)
[ll. MPT’s Motion

MPT moves to dismiss this case pursusmtFederal Rule of Civil Procedure
12(b)(7), arguing that Grivna is a necessary mdispensable parthat ON has failed to
join. (Doc. 14.) Alternatively, MPT moveke Court, pursuant 88 U.S.C. § 1404(a),

to transfer this case eitherttee Northern District of Califaria or to the Middle District

~—

of Florida. During oral argument, however, MPT modifisdoosition and requested tha
the Court decide first whether a transfer ohwe is appropriate and, if so, to reserve the
Rule 12(b)(7) question for theamsferee court to decide. d© 48 at 8-9.) MPT also
argued that the Middle District of Florida tise most appropriate forum in light of th

112

related litigation there concerning the Patents-in-Suit. Because the Court finds that

transfer of venue to the Middle District &torida is appropriateit will oblige MPT’s
request and reserve judgment on the Rule 12(b)(7) quéstion.
LEGAL STANDARD

For the convenience of the parties and @sses, and in the iméests of justice, 28

U.S.C. 8§ 1404(a) allows a district court tartsfer a civil action tany district in which

* The Rule 12(b)(7) question seems avoidabln arguing that Grivna is not &
necessary and indispensable party, ON ramgely on informatia not included in the
Amended Complaint. It appeathat the parties nearlgached an agreement by whigh
ON would file a second amended complaimat includes this information and MPT
would withdraw its Rule 12(b)(7) motionThe agreementvidently fell apart because
MPT would not agree to waive its right to resart the necessity of Grivha’s joinder
deemed necessary b%bsetluent factual developmeni®oc. 26-1.) Though the Court
does not decide the Rule _2(b3(7) questiore hi¢ nonetheless notes that the allegatigns
in ON’'s Amended Complaint do not supp@sg position on the issue. If the extrinsic
information supplied by ON in its response brgehecessary to show that Grivna is not a
necesisarty and indispensable party, ON shimdidide such informtgon in the operative
complaint.

—
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the case originally could have been brougbéction 1404(a) therefore requires the Co
to make two findings: (1) the transferee ¢dsrone in which thease could have beej
brought and (2) the convenience of the partiad withesses and tirgerests of justice
favor transfer. Hatch v. Reliance Ins. Go758 F.2d 409, 414 (® Cir. 1985). The
movant bears the burden of showithgit a transfer is warrantedCommodity Futures
Trading Comm’n v. Savagél1l F.2d 270, 27®th Cir. 1979).
DISCUSSION
|. Propriety of Venue in the Middle District of Florida
Pursuant to 28.S.C. § 1391(b):

A civil action may be brought in—

(1) a judicial district in whib any defendant resides, if all
Idefenccllants are residents of tB&te in which the district is
ocated;

(2) a judicial district in whicha substantial part of the events
or omissions giving rise to thaaim occurred, or a substantial
part of property that is the st of the action is situated; or

(3) if there is no district invhich an action may otherwise be
bro_u%ht as provided in this section, any judicial district in
which any defendant is subject to the court's personal
jurisdiction with respect to such action.

For venue purposes, a corporation “shalldeemed to reside, if a defendant, in ai

judicial district in which such defendant ssibject to the court's personal jurisdiction

with respect to the civil action in questibn28 U.S.C. § 1391(c)(2). MPT admits, ir
relation to this case, that it is subject togomal jurisdiction in the Middle District of
Florida. MPT therefore argues that ON a@billave brought this action in the Middl
District of Florida because MPT residesith for venue purposes. The Court agre
This case could have been brought in theldW District of Florida because MPT i
subject to personal jurisdiction there with respect to this action.
II. Convenience

When determining whethehe convenience of the pigs and witnesses favor :

transfer, a court weighs rtiple factors, including:
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(1) the location whre the relevant agreements were
negotiated and execute(ﬂ?1 the state that is most familiar
with the governing lawm3) the plaintiff's choice of forum, %4)
the respective parties’ contactwith the forum, (5) the
contacts relatln% to the plaintiffs cause of action in the
chosen forum, ( %the differences the costs of litigation in
the two forums, (7) the availdity of compulsory process to
compel attendance of unwillingon-party witnesses, and (8)
the ease of access to souradgsproof. Additionally, the
presence of a forum selection clause is a “significant factor”
In the court’s § 1404(a) analysis.

Jones v. GNC Franchising, InQ11 F.3d 495, 498-99 (9tir. 2000). On balance, thq
Court finds that these factors are neutral.

As to the first factor weighs, several ©ON’s claims allege that MPT violated th
parties’ NDAs, which were prepared in Asiza. Though neither party discloses whe
the NDAs were negotiated and executed, iteasonable to infethat these activities
occurred either in Arizona, where ON leadquartered and where the NDAs we
prepared, or in California, where MPT irscorporated and hegdartered. The Court

finds, however, that this factor is of litieportance. Indeed, digh the location where

the NDAs were negotiated and executed migfarm the analysis of other factors—for

example, the parties’ contacts with theuim and the ease of access to proof—it is 1
clear what independent significance thistéa has that would make Arizona a mol

convenient forum.

The second factor is neutral. Only arféON’s claims—misappropriation of trade

secrets—is governed by Arizona state la®@N’s remaining claims for correction o
patent inventorship and brdaof contract are governdwy federal patent law and New
York state law, respectivelyAlthough this Court might benore familiar with Arizona

law than the Middle District of Florida, éne is no reason to believe it is more famili

with federal patent or New Yk law, which predominate ithis case. Moreover, federal

courts routinely are tasked witpplying the laws of othestates. There is no reason {o

believe the Middle District of Florida is legxjuipped to apply Arizona law. Nothing
about this factor suggests ththe Middle District of Flada would be a less convenien

forum.
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The third factor will almost always wdigagainst a transfer of venue. ON chose
to litigate in Arizona ad “[c]ourts do not lighty disturb a plaintiff'schoice of forum.”
Sidi Spaces LLC v. CGS Premier Indo. CV16-01670-PHX-DGC2016 WL3654306,
at *2 (D. Ariz. July 6, 2016). The verydathat Congress haseated a mechanism for
transferring venue, however, demonstratestthiatfactor cannot, alone, carry the day.

The fourth and fifth factors—which pertaim the parties’ comicts with the forum,
generally and in connection withe specific cause of action—eaneutral. It appears that
both parties have substantial contacts witirona—ON is headquiered here and the
parties have worked togethiarArizona on the technology etsue. Moreover, the NDAS
were prepared by ON in Arizona and tmeentions and trade secrets that ON claims

MPT misappropriated and incorrectly claimedle inventorship over allegedly wer

D

developed by Grivna in Arana. MPT, however, has offer@vidence thadN's supply
chain includes a Florida distributorshippndathat ON and Grivnéhave substantial
business dealings in Florida with Plasma+flnénvolving similar technology. (Doc. 2§
at 11-12.) On balance, these contacts doweigh heavily for or against a transfer.
Likewise the sixth through eighth factaee relatively neutral. ON contends that
it will be more costly for itto litigate this matter in Brida because “[a]ll of ON’s
documents and its employees and individwats knowledge underlying the claims arg
in Arizona,” and therefore “[e]very single patel witness would have to be flown out tp
Florida for trial.” (Doc. 21 at 17.) ON s contends that, “to the extent there are non-
party withesses, they likelysigle in Arizona or California... . Florida would not be able
to compel their attendance.”ld() Finally, ON argues that ¢hevidence supporting itS
claims, including proof that Gma invented the technology at issue and proof that MPT
breached the NDAs, is either Arizona or California. I¢l.) If this case were the only
matter involving these patents and these partize Court might agree. But, as MP[T
points out, these same patents already assueiin the earlier-fileBlorida Litigation, to
which ON and Grivha are now parties.itigation costs likely wald be lower for all

parties if both cases are tried together.rédoer, neither party identifies a single witnegs
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who could not be practed in Florida.
Finally, the presence of a forum selenticlause is a significant factor that th

Court may consider. Here, MPT argues al's claims relate to a License Agreeme

entered into by the parties in 2014, andttthe License Agreement contains a forum

selection clause designating the Northern rizisiof California as the venue in which
such disputes must be heard. MPT cod$s however, that ONas waived the forum
selection clause by bringing this lawsuit iniZsina, and states thatis willing to waive

the forum selection clause if the Court detemsithat the Middle District of Florida is 4

more appropriate venue. On the other hand a@Nes that its claim$o not relate to the

License Agreement and, therefore, the forsehection clause is not implicated. If the

Court were to adopt either party’s positiore tiesult would be the same: the Court coy

disregard the forum selection clause and eikeep the case or transfer it to the Middle

District of Florida. Neither party seemsterested in enforcinghis forum selection
clause. The Court therefore finds that firesence of a forum selection clause in
License Agreement that neither party genyinslseeking to enforce, and which migt
not be implicated or might have been walydoes not affect the transfer analysis.
lll. Interests of Justice

Importantly, the convenience factorauenerated by the Ninth Circuit are nc
exhaustive, nor are they relevant to all cases. Instead, courts have discreti(
adjudicate motions for transfaccording to an individualed, case-by-case consideratig
of convenience and fairness[.]Stewart Org., Inc. v. Ricoh Corp487 U.S. 22, 23

(1988). In addition to consideg the convenience to thergias and witnesses, court

must assess whether the interests of justmgldvbe served by a transfer of venue. Such

is the case here because rigyithis matter and the FloadLitigation separately will
needlessly duplicate judicial resourcesl @resent the risk of conflicting results.
For example, ON seeks to correct théeRts-in-Suit to name Grivha as a c(

inventor. Such a correction, however, likelpuld affect ownership of the Patents-ir

Suit. Although “issues of patent ownership are distinct from questions of inventorghip,
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the two concepts interrelate.lsrael Bio-Engineeng Project v. Amgen, Inc475 F.3d
1256, 1263 (Fed. Ci2007). “An application for a patentust be made by or on behalf
of the actual inventor or inventordBeech Aircraft Corp. v. EDO Corp990 F.2d 1237,
1248 (Fed. Cir. 1993), and “[i]t is a bedkotenet of patent i@ that an invention
presumptively belongs to its creatofsrael, 475 F.3d at 1263 (gptations and citation
omitted). Thus, “[a]t the helaof any ownership analyslges the question of who first
invented the subject matter at issue, becausedkent right initially vests in the inventor
who may then . . . transfer that right to anotherBEech 990 F.2d at 1248.

ON alleges that Grivha & co-inventor of the patenteechnologies. Though nof

alleged in the complaint, ON asserts in its briefs that Grivna “assigned all right, title an

interest in any invention to ON,” and cogsently “should . . . Gvna be entitled to any
rights in any of the patents-in-suit, thosghits have already bedransferred to ON.”
(Doc. 21 at 5.) Thus, if Grivna is found lbe a co-inventor of the Patents-in-Suit, then
ON, as Grivha’s assignee, potentially abwdssert joint ownership rights over those
patents.
Such a result could have meaningful angences for the Florida Litigation. If
ON is found to be a joint owner of the Patemt-Suit, it likely must be named as a party
to Plasma-Therm’s lawsuit, which seeks &gedaination of non-infringement. Likewise
a determination that ON jointlpwns the Patents-in-Suit €ky would have implications
for MPT’s third-party countetaims, which accuses ON afducing or contributing to
Plasma-Therm’s infringementMore importantly, howevef[a]n action for infringement
must join as plaintiffs all co-owners.’Ethicon, Inc. v. U.S. Surgical Corpl35 F.3d
1456, 1467 (Fed. Cir. 1998). “[AJa matter of substantive patdéaw, all co-owners must
ordinarily consent to join as pfdiffs in an infringement suit.” Id. at 1498. Stated
otherwise, a patent co-owner has a sultsta right “to impede an infringement suit
brought by another co-ownem/hich “trumps the proceduralle for involuntary joinder
under Rule 19(a)."STC.UNM v. Intel Corp.754 F.3d 940, 946 (Fed. Cir. 2014). Thus,

if ON is found to be a joint owner of éhPatents-in-Suit, itould defeat MPT'’s
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infringement counterclaims in the FloaidLitigation by refusing to join them.

Additionally, although Plasma-Therm preusly dismissed without prejudice it$

unenforceability claims, MPT anticipates tliRiasma-Therm will reassert the issue ng
that MPT has counterclaimed against Plasrarm for patent infringement. If Plasmg
Therm reasserts its challengesthe enforceability othe Patents-in-Suithen both this
Court and the Florida court will be decidithe same inveatship issues.

The inventorship issues raised by ONadaperhaps soon tbe reasserted by
Plasma-Therm—Iogically should be resolvégfore the claims and counterclaim
asserted in the Florida Litigan. One solution might be tstay the Florida Litigation
until this Court decides the merits of ON'siichs. This Court, heever, cannot order g

stay in the Florida itigation, and the Florida court recently denied a motion to S

brought by MPT, suggestinghat it is reluctant to doso. Under these unique

circumstances, the interest of justice ffficeently and consistently resolving case
strongly favors a transfer to the Middle District of Florida.
CONCLUSION

For the foregoing reasons, the Court findst tinis case could have been brought

in the Middle District of Florida becauddPT is subject to peomal jurisdiction there
with respect to this matter.Although MPT has not shown that the Ninth Circuit

enumerated convenience factors weighbssantially in favor a transfer, it ha

demonstrated that the interests of justicerggly support a transfer to the Middle Distrig¢

of Florida, where this casand the Florida Litigation mape resolved tgether in a
logical order and efficient manner. Accordingly,
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IT IS ORDERED that Defendant’s Motion tBismiss ON’'s Amended Complaint
or, in the Alternatie, to Transfer Veray (Doc. 14), iISGRANTED IN PART. This
matter is hereby transferred tetMiddle District of Florida.

Dated this 8th day of February, 2017.
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