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UNITED STATES DISTRICT COURT
MIDDLE DISTRICT OF FLORIDA
TAMPA DIVISION
YELLOWPAGES PHOTOS, INC,,
Plaintiff,
V. Case No: 8:16v-764-T-36JSS
YP, LLC and PRINT MEDIA LLC,

Defendants.
/

ORDER

This mattercomes before the Court up@efendants YP LLC and Print Media LLC’s
Motion for Summary Judgment (Doc. 175), Plaintiff's response thereto (Doc. 135), Defendants’
reply (Doc. 141)Plaintiff’'s Notice toTake Judicial Notice (Doc. 133), and Defendants’ response
thereto (Doc. 169) The Amended Complaint alleges two counts for copyright infringement, one
against Defendant YP, LLC, and one against Defendant Print Media LLC. D%$%28%48. In
their joint Motion for Summary JudgmenDefendants argue that they are entitled to summary
judgment and dismissal of Plaintiff's Amended Complaint with prejudice becaugentre
permittedto use Plaintiff’'s copyrighted imagesder the licensesDoc. 175. Plainff respond
that Defendantarenotamong the entities permitted to use the liceasesthat, even if they were,
Defendants exceeded the scope of the licenses. Doc. 135.

In the Motion for Judicial Notice, Plaintiff requests that this Court judiciatijice a
Quarterly Report that AT&T Inc. filed with the Securities and Exchange Castonipursuant to
Section 13 or 15(d) of the Securities and Exchange Act of 1934 for the quarterly period that ended

June 30, 2012. Doc. 133. Defendants do not objegbetmotion. Doc. 169. The Coutaving

Dockets.Justia.com


https://dockets.justia.com/docket/florida/flmdce/8:2017cv00764/335260/
https://docs.justia.com/cases/federal/district-courts/florida/flmdce/8:2017cv00764/335260/196/
https://dockets.justia.com/

considered the moti@and being fully advised in the premisedl grant Defendants’ Motion for
Summary Judgment in part and deny it in part, and grant Plaintiff’'s Motion for JudiciakNoti

With respect to Bfendant YP, LLC, the undisputed evidence shows that ipesasitted
to use thdicenses at issue in this case, and that none of its actions fell outside the sd¢wpe of t
license or otherwise invalidatéi$ use of the images under the licengecordingy, the Court
will grant Defendants’ Motion for Summary Judgment on the issue of whether Defendant YP, LLC
was permitted to use the license&s a matter of lawpefendant YP, LLC’s use of Plaintiff's
copyrighted images covered by the licenses did not constitute copyright infringetoentver,
because the evidence is disputed as to whether Defendant YP, LLC used only imagdsbgovere
the licenses, the Court cannot grant summary judgment as to Count | of the Amended Complaint.

With respect to Defendant Print Media LLC, the undisputed evidence shows that it was
permitted to use images covered by ti&oftware License and Maintenare&napOut
Agreement 20071211.071.C Between Yellow Pages Photo, Inc. And AT&T Serviceqthec.”
“ATT License”) and as a matter of lawnany use of such images did not constitute copyright
infringement. Doc. 1576. However, the language of the License Agreement between L.M. Berry
and Company, and all affiliates owned or owning the same, and Yellow Pages Phofalse Inc.
“Berry License”)(Doc. 1572) is ambiguous with respect to whether all affiliates of L.M. Berry
and Company were covered the license.The Court, therefore, cannot determine as a matter of
law whether Defendant Print Media LLC’saiof such images constituted copyright infringement.
Additionally, the evidence is disputed as to whether all images were covered by tisedice
Accordingly, the Courill deny summary judgment as to Count Il of the Amended Complaint.

Regarding Plaintiff's request for Defendants’ profits from any copyright infrege, the

undisputed evidence shows that Defendants did not profit from their use of YPPI's coplyrighte



images. Accordingly, th€ourtwill grant summary judgment on this iss@aintiff may not
claim Defendants’ profits as damages.

Additionally, pursuant to Federal Rule of Civil Procedure 56(f), the Court directs the
parties to advise the Court (1) whether all images used by Defendant YP, LLC weerzldoyer
the licenses; and (2) whethal images used by Defendant Print Media LLC were covered by the
ATT License so that the Court may determine whether summary judgment should be granted or
denied, in whole or in part, as to the claims contained in the Amended Complaint. The Court also
directs Defendants to advise the Court whether it intends to proceed on its daimsefor
declaratory judgment and attorneys’ fees and cé&&tgdoc. 51 at 13-14.
l. BACKGROUND AND FACTS!

A. The Claims

Plaintiff Yellowpages Photos, Inc. (“YPPI”) filed a Complaint againdebdants YP LLC
d/b/a “The Real Yellow Pageg*Yellow Pages”)and Print Media LLC, d/b/a Print Media
Solutions, LLC(“Print Media”) (collectively,“Defendants”) alleging that Defendants infringed on
at least 230 of YPPI's federally registered copyrighted images. DdgE145YPPI allegs that
Defendants prated from such uséy publishing ads in their telephone directories using the images
without license or permission from YPHU.

Plaintiff alleges one count for direct copyright infringement agaivistiow Pages Id. {1
23-36. In that count, Plaintiff allegehat sirte April 2014, Yellow Pages copied, published,

transmitted, and used at least 230 of YPPI's copyrighted images in connection with Yaajlesi P

! The Court has determined the facts, which are undisputed unless otherwise notednlibse
parties’ submissions, including depositions, interrogatory responses, declarationghiaitd e
(Doc. 119122; Doc. 135; Doc. 141), as well as the parties’Ubdijion of Agreed Material Facts
(Doc. 143).



sale, publication, distribution, and use of advertisements idbasbd telephone directoridsl.
24. Additionally, YPPI allegethat Yellow Pages copied, published, transmitted, and used YPPI's
copyrighted images in connection with Yellow Pages’ creation, publication, and sale désvebs
for Yellow Pages’ customerdd. 125. YPPI further allegghat betwen April and August 2014,
Yellow Pages copied, published, transmitted, and used YPPI's copyrighted images tticonne
with Yellow Pages’ sale, publication, distribution, and use of advertisements irbased
telephone directoriedd. 126. YPPI akgesthat it did not license or otherwise authorize Yellow
Pages to copy, transmit, or use any of YPPI's copyrighted images in connection withrigeng
advertisementsand that Yellow Pages’ actions were either knowing or due to willful ignarance
Id. 11 31 33 YPPIlalso allegethat Yellow Pages profited from its copyright infringemelat.
35.

In addition,YPPI allegs one count for direct copyright infringement against Print Media.
Id. 7 3748. YPPI allege that since August 1, 2014, Print Media has copied, published,
transmitted, and used at least 230 of YPPI's copyrighted images in connection witfidelias
sale publication, distribution, and use of advertisements in {fixasied telephone directorielsl.
138. Additionally, YPPI allegethat it did not license or otherwise authorize Print Media to copy,
transmit, or ge any of YPPI's images in connection with the infringing advertisements, and that
Print Media’s actions were either knowing or due to willful ignoranide §[f 43 45. YPPI also
alleges that Print Media profited from its copyright infringemeld. § 47.

In the Answer, jointly filed by Defendants, they admit that certain YPPI images bawe b
used in wekbased advertisements bearing “Yl¥anding, but contend that all such uses were
permitted under one or more license agreements with YPPI, or its affilppedecessors, or

principal. Doc. 5111 24, 38. Defendants deninfringing on YPPI's copyrights, knowingly,



willfully ignorantly, or otherwise.ld. 1127-30, 3943. Defendants also dghaving profited from
any alleged copyright infringemenid. 7 35-47.

Defendants sserttwo counterclaims against YPPId. 11 1-27. Defendants contend in
their counterclaims that YPPI has beerhle to sell a new license for its photos since 2008, so
has made its business litigatioid. 3. Defendants list various cases filed by YPPI, two of which
were settled, two of which resulted in recovery for YPPI, and one of which was skshua
grounds of res judicata, judicial estoppel, and collateral estofih€].4.

Defendants allege #t they had rights to a license originally entered into between AT&T
Advertising, L.P. (“ATT Advertising”) and YPPI based on a series of mergersand ohanges
of companies that made Defendants affiliates of the licenbeeATT License Id. 1 11-17.
Defendants also allege that an additional license between YPPI and an affilited Batiendants
to use the images identified in the Complaint, the Berry Liceride.yJ 18. Based on these
allegations, Defendanteeka declaratory judgment regarding their rights undeAIRE License,
and claim entitlement to attorneys’ fees under copyright lawf19-27.

B. Undisputed Facts

1. Corporate Structures

This case revolves around varidussinessethat have been involved in mergers and name
changes Accordingly, the Court will begin by reviewing the relevant changes. In doing so, the
Court first noteshe parties to the original two licenses that are at issue.

The first agreement, the Berry License, was entered into between L.M. Berry andhgompa
and YPPI. Doc. 112. YPPI is owned by W. Trent Moore, who is also the sole stockholder,
officer, and director. Doc. 4%15. The Berry License was later amended to partially assign L.M.

Berry’s rights to The Berry Company LLC, with the agreement of YPPI. Doc. 119-4.



The second agreement, the ATT License, was entered into between YPPI and AT&T
Service, Inc (“ATT Services”) Doc. 1196 at 1. The invoices for the ATT License were to be
sent to ATT Advertising Id. ATT Advertising was the operating entity in AT&T Inc.’s yellow
pages business unit that was responsible for producing, publishing, and creating adsr@gisem
for “The Real Yellow Pages” telephone directories. Doc.f121 ATT Services was an AT&T,

Inc. affiliate that procured contracts and provided administrative services to AIR&TS
subsidiaries.Id. 1 6.

Each of the below changes regarding the companies occurred after these liameses w
established.

As is relevant to the Berry LicensdeM. Berry and Company was a part of the yellow
pages business unit of BellSouth, which was acquired by AT&T Inc. on December 29, 2006. Doc.
121 18. On May 9, 2012, L.M. Berry and Company was converted to L.M. Berry and Company
LLC. Doc. 15711 at 3. L.M. Berry and Company LLC merged into and became YP Southeast
Advertising & Publishing LLC on December 31, 2014, a subsidiary owné&kgndant Yellow
Pages. Doc. 12191 9-10; Doc. 15714 at 3; Doc. 15740 at 2. That same day, YP Southeast
Advertising & Publishing LLC changed its name to YP Advertising & Publishing LLC. Doe. 157
15 at 3.

As is relevant to the ATT Licensendlay 21, 2012, ATT Advertisingmended its name
to YP Advertising LP, a subsidiary owned by Defendant Yellow Pages. Dod.21&73 Doc.

157410 at 2. Subsequently, on December 31, 2014, YP Advertising LP merged into and became
YP Southeast Advertising & Publishing LLC, or under its changed name, YP Advertising &

Publishing LLC. Doc. 157-13 at 3.



According to AT&T, Inc.’s Form 14D, filed with the Securities and Exchange
Commission, on April 7, 2012, AT&T reached an agreement to sell its advertising solutions
business to Cerberus Capital Management, Whtch is an affiliate of AT&T Inc Doc. 1354 at
9; Doc. 1331 at 27 The salavas completed on May 8, 2012, and AT&T Inc. obtained, as a result
of the sale, a 47% equity interest in the new entity YP Holdings UdCat 3. YP Holdings LLC
is the holding company for Defendant Yellow Pages. Doc. 157-10.

Defendant Print Media wa®rimed on August 1, 2014 under the common ownership of
L.M. Berry and Company LLC and YP Advertising L.P. Doc. §211.. As of January 1, 2015,

YP Advertising & Publishing LLC, and Defendants were all under common ownership with
Yellow Pages as the soleember of YP Advertising & Publishing LLQAd. 1112-13.
2. The Berry License

The Berry Licensavasan agreemergntered into between L.M. Berry and Company, “and
all affiliates owned or owning the samgDollectively referred to as “Berry’and YPPIin June
2006 for a oneyear license for use of YPPI's prodsiand servicesvhich stats it would be
governed by Ohidaw. Doc. 1572. Pursuant to the Berry License Agreement, Berry obtained
“the nonexclusive right to copy, crop, manipulate, modify, alter, reproduce, create derivative
works of, transmit, and display the Digital Media an unlimited number of times in any and all
media for any purpose . . . Id. 11.2.1. The Digital Media could also be reproduced by Berry’s
subcontractorsld. §1.2.2. Berry’s rights to the Digital Media, and to use the Digital Media, were
“worldwide and perpetudl Id. T 1.2.3.

The BerryLicenselimited the number of users who could “be involved in the process of
creating modified images or templates” to 48 employ&ed1.3. However, Berry was permitted

to provide “any given number” of employees with a “wvewly library” of the Digital Media. Id.



Additionally, the Berry License prohibited Berry from sublicensing, selling, asgjgoonveying,
or transferring any of its rights under the Agreemeéat .y 1.4.1.

The BerryLicenseprovided that it would be binding on thparties, their successors,
administrators, heirs, and permitted assigns. “Notwithstanding anything to the ycamttiajie
Berry Licensd, the rights and obligations of either party under th[e] Agreement” were permitted
to “be assigned, sublicensed or otherwise transferred, without written conseatodtfi¢r party,
to a third party that acquire[d] substantiallif of the assets or business of a party to th[e]
Agreement or as the result of a merger, acquisition or other similar corponagectran invéving
one of the parties to th[e] Agreementd. 1 9.

Berry and YPPI amended the Beliigenseon April 2, 2007 (the “First Amendment to the
Berry Licensé) to increase the number of seat licenses provided by the Agreement to 93
employees.ld. at 6.

The BerryLicensewasinadvertentlyassigned t@he Berry Company, LLC, on February
1, 2008. Doc. 154 at 3. Accordingly, on April 23, 2008 he Berry Company entered into a
Partial Assignment of Agreement and Consent with L.M. Berry and Com(ibhay“Berry
Assignment”) under which ThBerry Companyassigned 45 seat licendesck to L.M. Berry and
Company.ld. YPPI agreed to the assignmeid.

3. The ATT License

On December 12, 2007,TA Services and YPPI entered into the ATT Licengaich was
signed by ATT Services on behalf of ATT Adventigi Doc. 1196. The agreement states that
“its performance and all disputes between the parties of any nature whatstgng out of or in
connection with the subject matter hereof shall be governed by the laws of the Statasof .T.e

Id. at 5 Additionally, the agreement proviléhat it was “the entire integrated agreement



between [YPPI] and AT&T with respect to the subject matter hereof,” and waild “supersede
all prior oral and written discussions, agreements and understandings of tas, Faatiy, with
respect hereto.ld.at 5. The ATT License haan expiration date of December 31, 20D .at 3.

The ATT License contagwa description which provides: “The existing quantity of 2,150
photographs (“Digital Images”) is hereby extended with licensing for UnlimitedsUSEre seat
license applies to AT&T and its subsidiaries. . ..” Doc-&@H 3. Additionally, the ATT License
states that subject to payment by “AT&T”, YPPI granted

to AT&T and its affiliates a noexdusive, nontransferable, royaltyree, perpetual

license to: (i)copy the Digital Images on to AT&T’s server for unlimited End

Users (ii) use the Digital Images in AT&T’s business locations and for AS&T’

business purposes only provided that such use is in accordance with the

Specifications detailed in this Agreement; (iii) make copies of the Digital Images

for archive or backup purposes.
Id. Additionally, “AT&T’s rights to the Digital Images [were] worldwide and peyadt’ Id. The
ATT License further stagethat AT&T could

incorporate any Digital Image(s) into its own original work and publish, display

and distribute the work in any media provided that a copyright notice [wa]s

included in any electronic or digital work reflecting on the copyright ownership of

both AT&T and Licensor as follows: “Copyright ©20 _ [AT&T] and its licensors.

All rights reserved.”
Id. AT&T could also copy, crop, graphically alter, or combine the subject images with other
images, or creatively adapt the images to neaki@al image that would be incorporated into a
product or webpage.ld. However, AT&T could “not resell, sublicense or otherwise make
available the Digital Image(s) for use or distribution separately or det&acmea@ product or Web
page.” Id. Similarly, AT&T was not permitted to “rent, lease, sublicense or lend the digital
images, or a copy thereof, to any other person or legal entdyat 4.

Regarding access to the images, the ATT Licensessteate”AT&T may place the Digital

Images on theiinternal intranet or other common server for access and use by licensed End Use



only.” Id. An “End User”is “defined as an individual that utilizgeghe high resolution Digital
Images for the specific purpose of creating a final image thlabesused in a print or electronic
product(s). These End Usenregenerally defined as designers and artisd.” However, AT&T
was permitted to “copy any or all of the images to a browser CD ROM or oth&ygatedia for
the specific purpose of allowing vieanly access, such as but not limited to, AT&T’'s Sales
personnel or Advertising Customerdd.

The ATT License was subsequently amended on October 31, 2008 to include a per image
download priceld. at 11. The ATT License was amended a second timarch 2009 to provide
that YPPI would supply certain images “on the CD collection know[n] by the parties as the
‘LMBerry/Nashville Collection.” ” Id. at 15.

C. Disputed Issues

1. Evidence Regarding the ATT License

Moore testified that heecalled AT&T referring to the entity responsible for publishing the
AT&T yellow pages directories as the “Real Yellow Pages,” as well as various rahess,
including ATT Services. Doc. 185 at 72:511. However, Moore lgo testified that he believed
ATT Advertising was the entity that would use the library to create advertiseroenyslibw
pages directoriedd. at 513. His understanding regarding ATT Services’ involvement was based
exclusively on the ATT Licenseld. at 72:1518. He further tegied that his discussions with
AT&T led him to believe ATT Services were the ones publishing phone books becauseéthey w
the one calling [him], they were the one wanting images, they were the one wanting thée’license
Id. at 73:710. The people he communicated with included Terry Thornton, Mildred Moore,

Robyn Brown, and Denise Davitd. at 73:1319.

10



Moore testified that in his proposals for the license, he used the name ATT Adgertisi
included statements such as that ATT Advertising would be able to enhancaitsdidynamic
growth, and proposed that ATT Advertising license YPPI imaggesit 88:1621, 89:1520, 91:4
25, 92:1323; 102:1618, 105:46; see alsdl579 at 6, 9, 11. However, Moofarther testified
that he was not sure that he knew which AT&T entity would maintain the library of smiage
that he understood that ATT Services would execute the contchcit 88:2489:3. He stated
that he did not believe ATT Advertising was the name of the entity that would maheameged
library, but that it would maintain the library under a d/b/a or some other nanat 90:16.
Overall, Moore indicated that AT&T used many names, he could not distinguish which emstity wa
which, and that it would be fair to say that AT&T would have more knowledge regarding its
corporate entities and which functions they perfornmddat 94:13-18.

Thornton was the point person who communicated with Moore. Do€/ 85%0:26. He
testified thathe agreement was intended to be structured between YPPI and ATT Advettising.
at 112:1619. Thornton stated that ATT Advertising was the entity that received YPPI's images
under the ATT License, used YPPI's images and created ads, and paid f@Rthenéges.Id.
at 264:9-17.

William Clenney Defendants’ corporate representative, testified that ATT Services is a
subsidiary that provides administrative services to other ATT subsidiarges.1578 at 105:15
17. He explained that ATT Advertising did most or all of the business negotiation and/iork
YPPI, developed the terms and purchase price, then worked with ATT Services to exéquie a

together the contractd. at 106:6-13

11



2. Profits

Clenney explained that the prices for advertising appearing inraifded directories was
determined by several factors, including the placement of the advertisement @éegitene
directory, the size of the advertisement, the color of the advertisethentyeographical
distribution of the directory, the type of customer purchasing the advertisement, and.ein som
circumstances, the number of leads an advertisement generated. D§d512The use of an
image in an advertisement or website was nottfdhat determined the price and inclusion of a
stock image did not increase the prit¢e. § 16.

Defendants removed or replaced imagery that YPPI allegmstitute copyright
infringement in this case. Doc. 1§®. Robert Shawn Beard was responsibtesuch removal.

Id. He and his team removed alleged YPPI images from more than 400 advertisdthefhés.
None of the customers who had an advertisement from which an alleged YPPasagenoved
complained about the removal, cancelled theiraisement, demanded to pay less, or paid less
for the advertisement after the alleged YPPI images were remaVefi7.

YPPI retained Joseph J. Brown to provide an opinion as to whether revenue received from
the sale of an advertisement that contaimeel or more of YPPI's copyrighted images would be
reasonably related to the use of the YPPI copyrighted images. Do&.715FRPursuant to this
Court’s Order on Defendant®auberf motion to exclude Brown’s testimony (Do®1), which
finds that Brown’destimony desnot meet the requirements of Federal Rule of Evidence 702, the

Court will not consider Brown’s testimony in support of YPPI's claims for lost grofit

2 See Daubert v. Merrell Dow Pharmaceuticals,.)m®9 U.S. 579 (1993)
12



C. Motion for Summary Judgment

Defendants moved for summary judgment on both counts of YPPI's Complaint. Doc. 157.
They did not move for summary judgment on their counterclaims for declaratory judgment and
attorneys’ fees. In the Motion for Summary Judgment, Defendants argue ks ¥8&pyright
infringement claims fail as a matter of |ldvecause Defendants were licensed to use the YPPI
images at issue under the Berry License and ATT Liceltbeat 1422. Defendants argue that
the Berry License granted L.M. Berry Company’s affiliates a perpetual édenase 5,000 of
YPPI's images, including 256 of the 289 images that YPPI slaiene infringed by Defendants,
and thaDefendantsvere affiliates of L.M. Berry Companyld. at 1415. Defendants also argue
that the ATT License granted ATT Advertising and its affiliates a licensee@ %0 images,
including 267 of the 289 images that YPPI claimere infringed by Defendants, and that
Defendantsvere affiliates of ATT Advertising.ld. at 1516. Defendants state that between the
two licenses, they were authorized to use all images that YPPIsalare infringed. Id. at 17.
Finally, Defendants argue that YPPI's claim for profits fail as aegnaftlaw because YPPI could
show no nexus between Defendants’ profits and their use of YPPI's imagas2226.

YPPI oppossthe Motion for Summary Judgment. Doc. 135. In response, YPPIlsargue
that the Berry License did not authorize use by all of L.M. Berry Company’s affiliatesnlyut
by affiliates “owned or owning” L.M. Berry Companyd. at 3. Additionally, YPPI argsthat
Defendants could not use the Berry License because it did not provide sufficieitesesats for
Defendants’ use, Dehdants would not have needed the ATT License if they could use the Berry
License, the ATT License contaia provision that superseded the Berry License, and Defendants’
use of outsourcers made their use outside the scope of the Berry Lilbrader-8, 11-13. YPPI

arguesthat the ATT License did not apply to Defendants because ATT Services, not ATT

13



Advertising, was a party to the ATT License, and Defendants were not adfiiaseibsidiaries of
ATT Services. Id. at 1314. Additionally, YPPI argwethat the ATT License expired before
corporate restructuring, the ATT License could not be transferred, Defendsatsf outsourcers
fell outside the scope of the license, and use of images without the required copygghgta
fell outside the scope diie ATT License.ld. at 1418.

Additionally, YPPI opposs Defendants’ argument regarding YPPI's claim for profits,
arguing that they sufficiently showed a causal connection between Defendants’ méimgad
profits. Id. at 1820. Finally, YPPI cotends that the Motion for Summary Judgment should be
denied based on discovery violations by Defendants detailed in YPPI's Motion for &gcov
Sanctions Against Defendants. Doc. 124; Doc. 135 at 20-21.

Il. LEGAL STANDARD

Summary judgment is appropriatehen the pleadings, depositions, answers to
interrogatories, and admissions on fitegethewith the affidavits, show there is no genuine issue
as to any material faeind that the moving party is entitled to judgment as a matter of law. Fed.
R. Civ. P. 56(c)Celotex Corp. v. Catretd77 U.S. 317, 322 (1986). The moving party bears the
initial burden of stating the basis for its motion and identifying those portions of tbed rec
demonstrating the absence of genuine issues of materialGatdtex 477 U.S. at 323Hickson
Corp. v. N. Crossarm Cp357 F.3d 1256, 12580 (11th Cir. 2004). That burden can be
discharged if the moving party can show the cthatthere is “an absence of evidence to support
the nonmoving party’s caseCelotex 477 U.S. at 325.

When the moving party has discharged its burden, the nonmoving party must then
designate specific facts showitttatthere is a genuine issue of material falck. at 324. Issues

of fact are “genuine only if a reasonable jury, considering the evidence presemftjruddbr the

14



nonmoving party,” and a fact is “material” if it may affect the outcoifrthe suitunder governing
law. Anderson v. Liberty Lobby, In&/7 U.S. 242, 2489 (1986). In determining whether a
genuine issue of material fact exists, the court must consider all the evideheelight most
favorable to the nonmoving partyCelotex 477 U.S. at 323. However, a party cannot defeat
summary judgment by relying upon conclusory allegatioBse Hill v. Oil Dri Corp. of Ga 198
Fed. Appx 852, 858 (11th Cir. 2006).

[I. DISCUSSION

17 U.S.C.8 501(b) allows'[t]he legal or beneficiabwnerof an exclusive right under a
copyright. . . toinstitute an action for any infringement of that particular right committed while
he or she is the owner of [the copyright]R plaintiff in a copyright action must establish two
elements: (1) that he or she owned a valid copyright in the work allegedrifsinged upon; and
(2) that the defendant copied protected elements from that iRatier Letterese & Assocs., Inc.

v. World Inst. Of Scientology Enter833 F.3d 1287, 1300 (11th Cir. 2008). The existence of a
license is an affirmative defensectapyright infringementld. at 1308. As an affirmative defense,
the defendant has the burden of proving the existence of the lideodere v. LorenzaNo. 09
cv-23120, 2011 WL 465468, at *4 (S.D. Fla. Feb. 4, 2011).

The parties here do not disputeatYPPI had valid copyrights in the images, or that
Defendants used the images. The primary issue in this case is whether Deferatants w
beneficiaries of the Berry License and ATT License.

A. Motion for Judicial Notice

Plaintiff requests, pursuant to Federal Rule of Evidence 201, that the Court take judicial
notice of AT&T Inc.’s Form 16Q filed with the Securities and Exchange Commission because it

is a document that can be accurately and readily determined from sources whose aanatdcy ¢
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reasonalyl be questioned. Doc. 133. Defendants do not object to the request, but argue that it
does not affect their Motion for Summary Judgment.

Because Plaintiff’'s motion is unopposed and documents publicly filed with the tiescuri
and Exchange Commission are the type that the Court may judicially notice pursuant to Rule
201(b),see Bryant v. Avado Brands, Int87 F.3d 1271, 12789 (11th Cir. 1999), the Couwill
grant Plaintiff's request to take judicial notice of AT&T Inc.’s formQO

B. Berry License

1. Whether Defendantswere Permitted to Use the Berry License

The Berry Licensavas “between L.M. Berry and Company, and all affiliates owned or
owning the same. . and Yellow Pages Photos, Inc. . . .. " Doc.-2%t 2. The parties dispute
the meaning of the phrase “owned or owning.” Doc. 135 at 3; Doc. 141 at 6. Although YPPI is
not clear on what it asserts this phrase to mean, it implies in the Refipatniseloes not include
all affiliates of L.M. Berry and Company. Doc. 135 at 3. In their Reply, Defendants argue that
although the phrase “is not a model of clarity,” (Doc. 141 at 6), the meaning of the phrase is lat
clarified in the indemnity provisn of the Berry License, which states that YPPI:

[S]hall defend, indemnify, and hold [L.M. Berry and Company] and its parent,

subsidiariesand commonly owned or controlled affiliatasd their respective

officers, directors and employees harmless from all damages . . . , Babiitid

expenses . . ., arising out of or connected with any actual or threatened lawsuit,

claim or legal proceeding alleging that the possession, distribution or use of the

Digital Media by [L.M. Berry and Company] pursuantaiod in accordance with

this Agreement infringes on any [of the subsequently enumerated] intellectual

property or personal rights of any third party . . . .

Doc. 1572 at 3. Defendants contend that the language “commonly owned or controlled affiliates”
in the indemnity provision clarifies the “owned or owning” because, according to Defentlants, i

would not make sense for YPPI to have indemnification obligations to L.M. Berry and Company

affiliates that were not allowed to use the images under the L.M. Berry Licensel4l at 6.

16



The Court dsagres with Defendants’ reading of the Berry License. Notably, the
indemnity provision desnot state that YPPI vgaequired to indemnify the listed classes of people
and entities for those individuals’ or entities’ use of any images. Instead, theqretaes that
those classes of people and entities would be indemnified for use and distributiomudgbe
by “Licensee,” which was defined as “L.M. Berry and Company, and all affiliates owned or
owning the same.” Doc. 1587at 23. The indemnity provision could reasonalbéyread to require
indemnification of commonly owned or controlled affiliates that were sued based on use or
distribution by “Licensee” where such affiliates were not the users or disisbot the images.
Indeed, a reader of the entire contract could argue that because the Berry Licemsgudes the
language “commonly owned or coriteal affiliates” in the indemnification provision, but not in
the definition of “Licensee,” such entities were deliberately excluded from ionlasentities
permitted to use the license

At best, the Berry License is clear that entities that ownedeog owned by L.M. Berry
and Company were included as Licensees, but is unclear as to whether affil@atesdommon
ownership with L.M. Berry and Company were included as Licensees. Under Ohio law, “it is
presumed that the intent of the parties to a contract resides in the language thdy engsloy
in the agreement.Brandon/Wiant Co. v. Teamor08 N.E.2d 1024, 1028 (Ohio Ct. App. 1998).
Accordingly, “[clourts will not construe contract language that is clear and unambiguows on it

face,” but will “give effect to the language of the contradt” However, “ ‘where the language

of a contract is reasonably susceptible of more than one interpretation, the meanibmobam
language is a question of fact’ to be determined by a juBetzi vLifetime Fitness973 N.E.2d

801, 805 (Ohio Ct. App. 2012). Because of this, the Court will examine whether Defendants are

either owned by or own L.M. Berry and Company, which became YP Advertising & Publishing
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LLC and are therefore clearly intended asdrsees, or whether they are simply affiliates with
common ownership, which are not clearly included as Licensees and whose inclusiogcistsubj
determination by a jury.
a. Defendant Yellow Pages

AT&T Inc. purchased the business unit of BellSouth that included L.M. Berry and
Company in 2006, before the alleged copyright infringement occurred. Dof8124sq before
the alleged infringement, L.M. Berry and Company became L.M. Berry and Company LLC, which
became a whollwned subsidiary of YP Subsidiary Holdings LLC, which was a subsidiary of
Defendant YP LLC. Doc. 1570. Thus, before the alleged infringement, L.M. Berry and
Company was owned by Defendafellow Pagesmaking DefendanYellow Pagesan affiliate’
owning L.M. Berry and Company, and included within the scope of the Berry License.

YPPI asserts several arguments that Yellow Pages did not enjoy the bdrefitensee
under the Berry License, none of which create a genuine issue of material fad¢he matter.
The first tiree arguments rely on the connection between L.M. Berry and Company and AT&T,
which is the original connection that granted Yellow Pages access to the Bamgd.i€irst,
YPPI argues that AT&T would not have had to expressly license, pursuant to the éense,i
images known by the parties as the “LM Berry/Nashville Collection” if gaay enjoyed the
benefits of the Berry License. Doc. 135 at 11 (citing Doc-@)19The Court disagrees. As noted

by both parties, AT&T required more than the 45 seat licenses provided for in the Bengd.

3 An “affiliate” is “[a] corporation that is related to another corporation byedi@dings or other
means of control; a subsidiary, parent, or sibling corporatiétiliate, Blacks Law Dictionary
(11th ed. 2019). Similarly, under Texas law, which governs the ATT License, an “affiidte”
person who controls, is controlled by, or is under common control with another person.” §ex. Bu
Organization Code, 8§ 1.002(1).
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Doc. 135 at 7; Doc. 141 at 4. Moreover, YPPI does not explain how acquisition of rights to the
images under a second license would automatically render the first license. il\akexplained
by Defendants, such facts simply show that the second license was unnecessary.

Second, YPPI argues that AT&Dbuld not use the Berry License because it would need
far more than 45 seltenses. Doc. 135 at 12. This argument answers the issue raised by YPPI's
first argument-Yellow Pages could use the Berry License, but would need additional resources.

Third, YPPI argues that even if Yellow Pages could use the Berry License, aq@ronisi
the ATT License superseded the Berry License. Specifically, the ATT License hasien “ent
agreement” provision that states as follows:

The terms contained in this Agreement . . . will constitute the entire integrated

agreement between Supplier and&A with respect to the subject matter hereof.

This Agreement will supersede all prior oral and written discussionsragrds

and understandings of the Parties with respect hereto.

Doc. 157-6 at 5YPPI's argument is misplaced.

The clause is simply anerger clause. When a contract has a merger clause, it is
“presume[d] that all prior negotiations and agreements relating to the transaote been merged
into the contract, and it will be enforced as written and cannot be added to, variedrauticteat
by parol evidence.”ISG State Operations, Inc. v. Nat'| Heritage Ins. Co.,,1884 S.W.3d 711,

719 (Tex. App. 2007). The merger clause simply relates to the “subject matt&e AT
License, which is a different subject matter from the Bercghse. Additionally, although L.M.
Berry and Company may have been owned by AT&T Inc., and an affiliate of other subsidiaries, i
was not a party to the ATT License. Accordingly, the merger clause in the ATT Litiehnset
supersede the Berry License.

Finally, YPPI argues that Yellow Pages lost its right to use YPPI's imagesadwirgg|

outsourcers to use images in violation of the Berry License. Doc. 135 at 12. YPPI contends that
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the use of outsourcers fell outside the scope of the license, whereas Defendants tbamté
such a breach occurredvhich they do not concedeit was merely a breach of a covenant, which
would not give rise to a copyright infringement clai@ompareDavis v. Tampa Bay Arena, Ltd.
No. 8:12cv-60-T-30MAP, 2013 WL 3285278at *7 (M.D. Fla. June 27, 2013) (stating that
“copyright law is clear that a licensee’s breach of a covenant in a copyrightldees not rescind
the authorization to sue the copyright work, but rather provides the licensor with a caztganof a
for breach of contract.})with Virtual Studios, Inc. v. Royalty Carpet Mills, In&o. 4:12CV-
0077-HLM, 2014 WL 12495340, at *8 (N.D. Ga. Feb. 10, 2014) (explaining that when a licensee
acts outside the scope of the license, the licensor may bring an action for copyrigémént)
see alsdberhard Architects, LLC v. Bogart Architecture, Ii¢14 F.R.D. 567, 572 (N.D. Ohio
2016) (stating that generally a licensor has a claim for breach of contract, noiglbpyr
infringement, where a licensee breacheswenant).

“A covenant is a contractual promise, i.e., a manifestation of intention to aftaon from
acting in a particular way, such that the promisgustified in understanding that the promisor
has made a commitmentVIDY Indus., LLC v. Blizzard Entm&29 F.3d 928, 939 (9th Cir. 2010).
Contractual terms that limit a licensee’s scope are known as “condititths State law applies
in determining whether a matter is a condition or a covenantsee alsdEberhard Architects
314 F.R.D. at 572. “Ohio law disfavors conditions, and ‘whenever possible courts will avoid
construing provisions to be such unless the intent of the agreement is plainly to they.¢dntra
Eberhard Architects314, F.R.D. at 572 (quotirgvans, Mechwart, Hambleton & Tilton, Inc. v.
Triad Architects, Ltd.196 Ohio App. 3d 784, 965, N.E.2d 1007 (2011)).

Here, the portion of the Berry License purportedly violated is the provision thest fiva

use of the license to “no more than 48 employees” for purposes of “creating modified onages
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templates.” Doc. 152 at 23. Nothing in the contract plainly indicates that this was a condition
and not a covenant. Accordingly, the proper remedy for any breach of the provision would be
breach of contract, not copyright infringement.

Based on the above, the undisputed evidence demonstrates that Defendant Yellow Pages
was entitled to use the Berry Licensaccordingly, the Courtvill grant summary judgment in
favor of Defendant YP, LLC with respect to the issue of wérethwas permitted to use the Berry
License As a matter of lawDefendant YP, LLC’s use of images covered by the Berry License
did not constitute copyright infringement.

b. Defendant Print Media

Defendantontendthat Print Media was formed “under common ownership with L.M.
Berry and AT&T Advertising,” and thats of January 1, 2015 Defendants “were affiliates of YP
Advertising & Publishing LLC,” which L.M. Berry and Company (as originally named) had
merged into, with “common ownershipldl. 11111-12. Thus, although it is clear that Print Media
was an affiliateof L.M. Berry and Company, and owned by the same entity, it is not clear that it
gualified as an “affiliate[] owned or owning same” as required by the BerrymééceDoc. 152
at 2. Accordingly, for purposes of summary judgment, Defendeaws failedto establish the
existence of a license f&rint Mediabased on the Berry Licens&he Court, thereforayill deny
Defendants’ motion fosummary judgment on YPPI's claim of copyright infringement against
Print Media.

2. Whether the Images Fell Under the Berry License

According to Defendants, YPPI identified to Defendants advertisements thahedriz89

unique image IDs in response to Defendants’ interrogatory requesting YPPIyideatif

advertisement and/or website that it contended constituiedti@ging use of a YPPlimage. Doc.
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122 1 4-5. Defendants contend that 256 of the 289 YPPI images were covered by the Berry
License.Id. 1 6.

In response to the Motion for Summary Judgment, YPPI submitted a declaration by Moore,
who states that heidentified over 330 different YPPI copyrighted images used by Defendants.
Doc. 1351 14. Mooreassers that in addition to those more than 330 imagesdentified 365
YPPI images in Defendants’ document productidd. 6. The declaration does not address
whether these images, or some portion of these images, fall under the Berry LickesA DT
License.

In their Reply, Defendants provided a deaiam, of Kuangyan Huang, stating that Moore
has not identified to Defendants any images other than those 289 referenced in the Motion for
Summary Judgment. Doc. 1%2. Additionally, theHuangdeclaratiorfurther provideshat each
of the images iderfted by YPPI are covered by either the Berry License or the ATT License.

Determining whether Yellow Pages used images not covered by the Berry License would
require the Court to weigh the credibility between the conflicting affidavits, hwtiie Court
cannot do on summary judgment. Accordingly, the Court cannot grant sunudgragntin
whole on YPPI’s copyright infringement claim against Yellow Pages.

Nonetheless, this is a matter that may not genuinely be in dispiR®l is, therefore,
directed to respond withifourteen(14) days of the date of this Order and advise the Court as to
whether some or all of the images used by Defendants were covered by the Bermsy. LYd@REs
response should be supported by any appropriate evidence. Defendants may file a response within

fourteen(14) days of the date of YPPI's submission.
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C. ATT License
1. Whether Defendantswere Permitted to Use the ATT License

“For a court to be able to construe a contract as a matter of law, the contract must be
unambiguous.”Dynamic Pub. & Distrib. L.L.C. v. Unitec Indus. Ctr. Prop. Owners Adsa,

167 S.W.3d 341, 345 (Tex. App. 2005). “Whether an instrument is ambiguous is a question of
law that must be decided by reviewing the covenant as a whole in light of the ¢acoesspresent
when the covenant was enteredd. “[If the contract is subject to two or more reasonable
interpretations after applying the pertinent rules of construction, the contradbiguaus, which
creates a fact issue on the parties’ inteid.” Ordinarily, summary judgment is not properes

the contract is ambiguous because “interpretation of ambiguous contracts is a queghen for
jury.” 1d. However, “[tlhe court may construe as a matter of law an ambiguous contract by
considering undisputed evidence of the parties’ intdrthereis a conflict in the parol evidence,
however, the question of the parties’ intent becomes one of fact, appropriate for ctosithgra

the jury.” Corley v. Entergy Corp.246 F. Supp. 2d 565, 574 (E.D. Tex. 2003) (ciflmoity
Universal Ins. Co. v. Rwsford Bros, 423 S.W.2d 571, 575 (Tex. 1968)).

The cover page to the ATT License states thiatah agreement “Between Yellow Pages
Photo, Inc. And AT&T Services, Inc.” Doc. 1#rat 2. On the first page of the ATT License, it
lists “AT&T Advertising, L.P. d/b/a/ AT&T Advertising and Publishing” as the entity to whom
invoices should be sent, and states the “AT&T: Affiliate Name” as ATT Servilmesat 3.
Additionally, questions were to be addressed to Davis at ATT Seniite3he Agreement does
not have a defined “Licensee.” On the signature line, the signatory is typed into the agjgseme
“AT&T Affiliate Name: AT&T Services, Inc. On behalf of AT&T Advasing, L.P. dba AT&T

Advertising and Publishing.ld. at 4.
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The cover page for thierst and second@mendmentso the ATT License stasghatthey
areamendmerg “Between Yellow Pages Photo, Inc. And AT&T Services, Intd: at 1Q 14
The first page of the amendments stétat they are between YPPI and ATT Services.at 11,
15. ATT Services signed the first amendment and is listed as the signatory feedbed
amendmentld. at 13, 16.

Based on the above, the ATT License could reasonably be interpreted as being between
either ATT Advertising and YPPI, or ATT Services andPYPAlthough Defendants contend that
ATT Services was clearly an agent to a disclosed principal, the cover page and amendment
suggest that ATT Services may have been the intended party. Defendants areclsemmgly
picking the signature line that is convenient for their purposes while ignoring the remaitider of
license. Nor is Defendants argumepersuasivehat because ATT Advertising is the first AT&T
entity used in the ATT License, it must be the entity intended any time the licenskeusame
“AT&T”. Defendants cite to no law to support this proposition. The term AT&T is nobral w
used earlier in a contract that should be given the same meaning in a subsequent portion of the
contract because the license specifically spells out ATT Advegtssirame and does not refer to
it as AT&T. Doc. 1576 at 3. Moreover, the cover page first lists ATT Services, making ATT
Advertising the second use of “AT&T”Id. at 2. Finally, no evidence supports Defendants’
proposition that ATT Services is an agémat is also a party to the contract, because no evidence
shows that ATT Services and YPPI agreed to such an arrangement.

Defendantsargue that, in the event the Counidsthe ATT License to be ambiguouke
Court shouldnterpret thecontract as being between YPPI and ATT Advertisiagause the ATT
License was clearly intended to be with ATT Advertising. In support of Dleendantgite to

testimony and evidencthat (1) ATT Services was simply a contract procurement entity that
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provided administrative services to other AT&T subsidiaries; (2) ATT Advedisvas the
subsidiary responsible for producing, publishing, and creating advertisememgqi@had no
understanding of the difference between ATT Services and ATT Advertising, but commadnicat
with ATT Advertising (4) proposals sent from YPMoore to ATT Advertising listed ATT
Advertising as the party to the license; and (5) ATT Advertising negotiated the pricingidnd pa
the invoices. Doc. 15%114-19, pg. 21.

YPPI did not address the extrinsic evidence in its Response, bstorelibe language of
the ATT License and amendments to argue that ATT was the party to the license Gautt
explained, the ATT License is ambiguous as to whether ATT Services or ATT Athgrias
the intended party. Thus, the Court examines whether undisputed extrinsic evadehaesrthis
ambiguity.

Moore’s testimony regarding the intended party to the ATT License is not entirely
consistent.Mooretestified that he believed ATT Adveing would use the library of images to
create advertisementsle also testified that he believed ATT Services was responsible for
publishing AT&T’s yellow pages directories. Doc. 154t 72:514; 94:512. However, Moore
also testified that he did n&nhow, from a legal perspective, which AT&T entity was going to
maintain the merged library and could not distinguish between the different AT&Eentiti

Other evidence supports the conclusion that Meeed therefore YPPR+did know that
ATT Advertising was the entity intended to use the license. YPPI provided ATT Asingnivith
a proposal for using YPPI's stock photographs. The proposal specifically states thaidhe
offered “AT&T Advertising & Publishing the ability to: 1. Achieve significamiage library value
across the new merged enterprise[;] 2. Enhance the libraries dynamic growtl§; ardalize

substantial savings while positioning itself for greater revenue opportunitiesc’ 1579 at 6.
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YPPI also provided an addendum to the proposal, to ATT Advertising, with proposed piicing.
at 9, 13. The addendum ststieat YPPI “appreciatthe opportunity to serve AT&T Advertising
& Publishing and lookforward to a long lasting business relationshifal”at 10. Moore drafted
theproposals. Doc. 157-5 at 101:8-9.

Based on theindisputedevidence, the most favorable interpretation for YPPI that c
reasonably be made is that YPPI was indifferent to which AT&T entity was tlygpé#ne license
butintended for ATT Advertising tase the licenselNone of the extrinsic evidence is conflicting
All of the evidence is consistent with ATT Advertising being the party to the ATT laceamsl
no extrinsic evidence supports the conclusion that ATT Servicing was the intemtjetbghe
ATT License. Therefore based on the undisputed evidence, the Court concludes that ATT
Advertising is the party to the ATT License.

The Court willnextexamine whether Defendants could use the ATT License with ATT
Advertising as the licenseén the “description” portion of the ATT License, it states that the seat
license applies to AT&T and its subsidiaries. Doc.-&6%t 3. In the “specifications” portion of
the license, it states that the “Licensor License Grant” is “to AT&T and itssadli” Id. Because
the language in the description stating AT&T and its subsididiffess from the language in the
specifications stating AT&T and its affiles, YPPI contends that the ATT License is unclear as
to who enjoys rights under the licersAT&T subsidiaries, AT&T affiliates, or both. Doc. 135
at 4. The Court disagrees. The ATT License plainly statenspecifying who is covered under
the licensehat it applies to AT&T and its affiliates, which would include subsidiaridaStar
Energy, L.P. v. Diamond Offshore Cd02 S.W. 461, 466 (Tex. App. 2013) (stating that more

specific contractual provisions govern over general provisiol$ius, for summary judgment
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purposes and based on the ambiguity in the ATT License, Defendanighin the scope of the
ATT License if they araffiliates of ATT Services and ATT Advertising.

Both Defendantsvere affiliates to ATT Advertising. Defendantsere under common
ownership with ATT Advertising. Doc. 121/10-12; see also/ision Capital Real Estate, LLC
v. Wurzak Hotel GrpNo. 0515-00917€V, 2016 WL 6093977, at *4 (Tex. App. Oct. 19, 2016)
(“ ‘Affiliate’ is generally defined as a . . . ‘company effiely controlled by another or associated
with others under common ownership or control.” ”). Accordingly, they were affiliaté3 of
Advertising and enjoyed rights under the ATT License to use images covered by the AnJel.ic

2. Whether the ImagesUsed Were Covered by the ATT License

As explained above, Defendants submitted a declaration stating that the ATiEe.ice
covers 267 of 289 images identified by YPPI as purportedly infringing on its copyrights. Doc. 122
1 6. The Berry License covers tlmemaining 22 images.ld. YPPI responded by filing a
declaration by Moore stating that 365 YPPI images were used. Dod. 185 The declaration
does not address whether these images, or some portion of these images, falleuBeeryth
License or théATT License. Defendants replied that YPPI identified only 289 images to them.
Doc. 142 1 7.

Although the Court cannot determine as a matter of law based on these affidavierwhet
Defendants used only images covered by the ATT License, the Berry Licensdy dhisas a
matter that may not genuinely be in dispute. As previously directed, YPPI shallréponse
within fourteen(14) days of the date of this Order advising the Cadméthersome or all othe
images used by Defendants weawered by the Berry Licens&.PPIlshall also address whether
some or all of the images used by Defendants were covered by the ATT LRefesedants may

file a response within fourteen (14) days of the date of YPPI's submission.
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3. Expiration or Transfer of the License

YPPI argusthat, even if Defendants could use the ATT Licenle ATT License contas
an expiration date of December 31, 20&3ulting ina genuine issue of material fact as to whether
the license expired prior to any corporate restructuring. Doc. 135 at 15.fuffPlerargues that
the expiration occurred before AT&T Inc. sold its advertising businesses, diletiaense did
not survivethe sale becaus® document shows an assignment or transfer of the ATT License
Id.

Defendantcontendthat this argument is a red herring because the licenss thiattdt is
“perpetual.” Id. at 3, 7. Additionally, the ATT License states that “[o]bligations and rights under
this Agreement . . . which by their nature would reasonably continue beyond the Termination,
Cancellation or expiration of this Agreement (including in those Sections entitled . . .
“Specifications” [where the perpetual provision is found] . . . ) will survive thamination,
Cancellation or expiration of this Agreement . . Id” at 4.

The ATT Licensedoes in fact, providean expiration date of December 31, 2010. Doc.
1576 at 3. However, the ATT Liceng®dicateghat the licenses perpetual, which is indisputably
an obligation or right that would, by its nature, continue beyond the expiration of the ATT License.
By reading the expiration date in conjunction with the remainder of the contract, whiCbuhe
must do, there is no dispute of material fact regarding the perpetuity of the ATiB&iGeagull
Energy E&P, Inc. v. Eland Energy, In207 S.W. 3d 342, 345 (Tex. 2006).

YPPI's argument regarding the 2012 “spiff,” in which AT&T Inc. placed its yellow
pages business unit into a newly formed holding company named YP Holdings LLC, in which
AT&T Inc. held a 47% equity interest, is also misplaced. Doc. 135 at 15; Dod. 485. YPPI

contendghat neither Defendant or their related gesiare“affiliates” of ATT Services or AT&T

28



Inc. under Texas law. YPPI is correct that no evidence demonstrates that ATTESeNAT&T
Inc. areaffiliates of Defendants, but that is irrelevant. The undisputed evidencesshat\ATT
Advertising b the intended party to the ATT License, and Defendanesaffiliates to ATT
Advertising.

ATT Advertising became YP Advertising L.P. through a name change, which later merged
with YP Southeast Advertising & Publishing LLC. Docs. 4% 15713. YP Southest
Advertising,formerly ATT Advertising, was owned by Defendant Yellow Pages. Doc:1157
Both Defendants shared common ownership with ATT Advertising. Thus, the ATT Licenke w
not need to be transferred or assumed, because the entities renfdiatzs ah the yellow pages
business unit.

4. Breach of Covenants

YPPIfurtherargues that Defendants’ use of outsourcers fell outside the scope of the ATT
License, which restricted use of YPPI images to “AT&T’s business totati Doc. 135 at 17.
YPPI also arguethat Defendants’ failure to use the required copyright nat@dmeatedoy the
ATT License demonstras¢hat Defendantsalnot have rights under the license. Doc. 135 at 17
18. As previously explained, where a licensee acts outside the scope of a licemndating a
condition to the license, the licensor may claim copyright infringemieantastic Fakes, Inc. v.
Pickwick Int’l, Inc, 661 F.2d 479, 4884 (5th Cir. 1981). Texas law disfavors conditions, and
courts should construe contract language as covenants rather than condioapossiblePAJ,

Inc. v. Hanover Ins. Cp243 S.W.3d 630, 636 (Tex. 2008).

YPPI has not shown that the provissanited by it—that images should besed in AT&T

business locations onlgnd that images were required to contain a copyright retice a

condition and not a covenian No clear language in the ATT License establishes ttieste

29



provisionsarea condition, as is required for a provision to be a condition under TexaS\law.
White Land Co. v. Christensoi4 S.W.2d 369, 371 (Tex. App. 1928). Thus, the only reat®nab
interpretation is that the provision is a covenant, not a condition, which YPPI cannoasl|the
basis for copyright infringement. Instead, any use of outsourcers by Defendants would give rise
only to a claim for breach of contract. Accordinglygumentghat Defendantssedoutsourcers
orfailed to include the requisitmpyright noticedo not support a claim for copyright infringement
Based on the above, the Cowill grant summary judgment on the issue of whether
Defendants were permitted tse the licensed images under the ATT License, and their use of
such images did not constitute copyright infringement.
D. Claim for Profits
In a claim for copyright infringement:
The copyright owner is entitled to recover the actual damages suffereoh lmy h
her as a result of the infringement, and any profits of the infringer that are
attributable to the infringement and are not taken into account in computing the
actual damages. In establishing the infringer's profits, the copyright owner is
requiredto present proof only of the infringer’s gross revenue, and the infringer is
required to prove his or her deductible expenses and the elements of profit
attributable to factors other than the copyrighted work.
17 U.S.C8504(b). In a claim for profitsthe plaintiff must show a causal relationship between
the infringement and profits . . . Pronman v. Style$76 F. App’x 846, 848 (11th Cir. 2017).
The initial burden placed on the copyright holder to show some causal connectionlistiomer
v. Roaring Toys, InG.No. 8:06ev-1921-T-30AEP, 2010 WL 3747148, at *5 (M.D. Fla. Sept. 21,
2010). However, “a plaintiff may not seek gross revenues based entirely on a speculative

connection to the plaintiff's claim.1d. (quotingThornton v. J Jargon Cp580 F. Supp. 2d 1261,

1280 (M.D. Fla. 2008)).
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Here, Defendants move for summary judgment on YPPI’s claim for profitsrgud that
YPPI cannot show a causal relationship between their profits and any allegegkmient. Doc.

157 at 2226. YPPI arges that “the causal relationship between the use of YPPI's images in
Defendants’ ads and the revenue Defendants received from the sale of thosevalisisg
simply observing the Defendants’ ads containing YPPI images.” Doc. 135 at 19. Additionally,
YPPI relies on Defendants’ training materiadsich state that a picture is worth a thousand words

Id. at 1920. Although YPPI also relies on the opinion of an expert, Joseph J. Btiosv@,ourt
found that the expert did not meet the Rule 702 Radbertrequirements for providing expert
testimony Thus, the Court has not considered Browofsnion in opposition to Defendants’
motion.

Defendants providenrebuttecevidence that their profits are not affected by use of ¥PPI
images. Specifically, their pricing structure is not reliant on it, and their pwdéite not affected
by discontinuing use of YPPI's images. Doc. 120 § 7; DocJ125b-16.

With respect to evidence that Defentiafind images to be vital to advertisements, such
evidence does not show a connection specifically between use of YPPI's imdgesfis from
advertisements. Defendants cetldnd did—use norYPPI images with no effect on their profits.
Doc. 120 1 7.

Based on the above, YPRasfailed to meet its burden to show a causal relationship
between Defendants’ use of YPPI images and their profits. Accordingly, the Wdthugrant
summary judgment in favor of Defendants with respect to YPPI's claim éditgpor YPPI may

pursue its claim for actual damages.
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E. Defendants’ Discovery Deficiencies

YPPI's final argument in opposition to summary judgmsrihat Defendants violated this
Court’s discovery orders by not producing information critical to YPPI's claims andogsmar
Defendants’ license defense. Doc. 135 aR20 YPPI relis on the arguments made in YPPI's
Motion for Discovery Sanctions against Defendants (Doc. 124), in which YPPI requestedithe
sanction Defendants, including by precludthgm from raising the licenses as a defense in this
case id. at 17). The Court denied the motion and need natldeess its reasons for doing so
here? Accordingly, it is

ORDERED:

1. Plaintiff's Notice to Take Judicial Notice (Doc. 133 GRANTED.

2. Defendants YP LLC and Print Media LLC’s Motion for Summary Judgment (Doc.
119) isGRANTED-in-part andDENIED -in-part.

3. The Court grants summary judgment in favor of Defendant YP, LLC with respect
to the issue of whether it was permitted to use the lisamferred to herein as the Berry License
and the ATT LicenseAs a matter of law, @y use of Plaintiff’'s copyrighted images covered by
these licenses did not constitute copyright infringement.

4, The Court grants summary judgment in favor of Defendant Piéaia LLC with
respect to the issue of whether it was permitted to use the license referregincahdhe ATT
License. As a matter of lawny use of Plaintiff’'s copyrighted images covered by this license did

not constitute copyright infringement. &lCourt denies summary judgment with respect to the

4 Additionally, at the Final Pretrial Conference, YPPI acknowledged that abivdiscissues
have been resolved.
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issue of whether Defendant Print Media LLC was permitted to use the licemseddd herein as
the Berry License.

5. The Court grants summary judgment in favor of Defendants on the issue of whether
Plaintiff may claim Defendants’ profits as damages. Plaintiff may not claimndafés’ profits
as damages.

6. The Court denies summary judgment as to Counts | and Il of the Amended
Complaint because the evidence is disputed as to whether the images used by Defenelants we
covered by the licenses.

7. Within FOURTEEN (14) DAYS of the date of this Order, YPPI shall advise the
Court as to whether some or all the images used by Defendants were covered by the Berry
License, the ATT License, or both. YPPI's response should be supported by any appropriate
evidence. Defendants may file a response wl@URTEEN (14) DAYS of the date of YPPI's
response.

8. As discussed at the Final Pretrial Confererindijght of the Court’s ruling on the
motion for summary judgment, on or before December 20, 2019, the parties may file an Amended
Pretrial Statement

DONE AND ORDERED in Tampa, Florida on November 27, 2019.

Charlens Edwards Honeywell
United States District Judge

Copies to:
Counsel of Record and Unrepresented Patrties, if any
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