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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF FLORIDA

Case No. 14cV-62429BLOOM /VALLE
EXIST, INC., a Florida corporation,
Plaintiff,
V.

E.S.Y., INC. d/b/a LIQUID ENERGY,
a Florida corporation, and DOES 1-10,

Defendats.
/

ORDER GRANTING IN PART AND DENYING IN PART
PLAINTIFF'S MOTION TO QUASH DEFENDANT'S SUBPOENA DUCES TECUM
TO NON-PARTY OR FOR ENTRY OF A PROTECTIVE ORDER

THIS MATTER is before the Court oRlaintiff Exist, Inc.’s Motion to Quasbefendant’s
Subpoena Duces Tecum to NBarty or to Enter a Protective Order (the “Motip(ECF No. 22),
which has been referred to the undersigned by United States DistrictBeitigBloom. See(ECF
No. 16. Having reviewed the Motion, DefendaitS.Y., Inc's ResponsdECF No. 24), and
Plaintiff's Reply (ECHNo. 28), and being otherwise duly advised ia mhatter, Plaintiff's Motion is
GRANTED IN PART and DENIED IN PART for the reasons set forth below.

l. BACKGROUND

This is acopyright andtrademark infringement caseSeeSecond Amended Complaint
(ECF No. 29). Plaintiff is a selfdescribed “leading maker of custom apparel for men, ladies,
juniors and childrehin the United States, Mexico, the Caribbean, and Candda.f 16. In
connecton with its business, Plaintiff purports to owarious copyrights andirademarks Id.
Defendantsfor their part have allegedly been manufacturing and seljogdsthat infringe on

Plainiff's copyrights and trademarkand otherwie engagingn unfair competition.Id.  21-26,
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55, 59, 82.Plaintiff has thus sued Defendants for copyright and trademark infringeménitnfair
competition under federal and state law

On January 26, 2015, Defendant E.SI¥c. (“ESY”) served anon-arty subpoena duces
tecumon Kabat, Schertzer, De La Torre, Taraboulos & Co. (“Kabati)accounting firmused by
Plaintiff, requestingnformation related to Plaintiff's finances over the past six years. (ECR2A
at 1). On February 4, 2015, Plaintifhovedto quashESY’s subpoena as irrelevant, overbrpadd
unduly burdensome. Plaintiff's Motion is ripe for adjudication.

Il. DISCUSSION

Discovery in federal litigatioris broad. Indeedthe Federal Rles of Civil Procedure
“strongly favor full discovery whenever possible Farnsworth v. Procter & Gamble Cor58 F.2d
1545, 1547 (11th Cir. 1985)Under Rule26(b)(1) “[p]arties may obtain discoverygardingany
nonprivileged matter that is relevant to any party’s claim or defense .Id. Relevantmatteris
broadly defined asnformation that “appears reasonably calculated to lead to the discovery of
admissible evidence.Id.

Despite such liberal discovery standards, Rule 45(d)(3) requires courts hosghpoens
that require the disclosure of privileged or other protected matteare unduly burdensome.
Although Rule 45 does not identify irrelevance or overbreadth as grounds for quashibgoena,
courtstreat the scope of discovery under a subpoena the same as the scope of discovery under Rule
26. Am. Fedh of State, Cnty. & Mun. Employees (AFSCME) Council 79 v.,S46ttF.R.D. 474,
476 (S.D. Fla. 2011(citations omitted)see alsadChamberlain v. Farmington Sav. Barko. 3:06
CV-01437CFD, 2007 WL 2786421, at *1 (D. Conn. Sept. 25, 200R)is well-settled that the
scope of discovery under a Rule 45 subpoena is the same as that permitted under”Rule 26
Stewart v. Mitchell Transpgr2002 WL 1558210, *at 3 (Kan. July 8, 2002) (sameidvisory

Committee Note to the 1970 Amendment of Rule 45(d)(1) (the 1970 amendments “ma&es it cl



that the scope of discovery through a subpoena is the same as that applicable to Railettszt a
discovery ruley; 9A C. Wright and A Miller, Federal Practiceand Procedure, § 2459 (2d ed.
1995) (Rule 45 subpoena incorporates the provisions of Rules 26(b) and 34).

Here, Plaintiffseeks to quash or modify ESY’s nparty subpoena oKabat, Plaintiff's
accounting firm, becausepurportedlyseeks irrelevanhformation and is otherwise exbroad and
unduly burdensome. Plaintiff takes issue with the subpoena’s request for inborreldted toits
finances over the past six years, including correspondagteecen Plaintiff and Kabat, Plaintiff's
tax returns, and other financi@cords' See(ECF No. 22 at 120). ESY, for its partargueshat
the requested information is relevantRtaintiff's damages allegedly resulting frobefendants’
trademark andopyright infringemehand unfair competition undéderal and state law.

Under both the Lanham Act and the Copyright Act, a plaintiff may elect betaceal or
statutory damages at any time before final judgm&eel5 U.S.C. § 1117(c) (Lanham Achee
also17 U.C.S. 8§ 504(c) (Copyright Act)lunder the Lanham Act, actual damages are mea$iyred
“(1) defendant profits, (2)any damages sustained by the plainéffd (3) the costs of the actioh.”

15 U.S.C.8§1117(a) (emphasis addedge alscAronowitz v. HealttChem Corp.513 F.3d 1229,

! gpecifically, thesubpoena contains thirteen requests for information. Those regaektl-4)

all correspondence between Kabat and Exist, Ezra Saig, Shaul Ashkenazy, or JogmenGhat
pertains to any professial services provided by Kabat to Exist within the last six years; (5) all
ledger books and worksheets that pertain to any professional services provided toyikedahe

last six years; (6) all financial statements provided to or from Plaintiff within theilagears; (7)

all raw financial or quantitative data provided to Kabat from Plaintiff within thtesiasyears; (8)

all documents related to any audits conducted upon Plaintiff within the lagéaig; (9) all tax
return documents for the pilieus six tax returns for Plaintiff; (10) all documents filed with the IRS
on behalf of Plaintiff within the last six years; (11) all correspondenckagged with the IRS in
connection with any professional services provided by Kabat to Plaintlifrwtite last six years;
(12) all other documents used in connection with Kabat's services to Plaintiff wahilagt six
years; and (13) all documents showing any third party consulted or employed in the afourse
Kabat's services to Plaintiff within the lask years. (ECF No. 22 at 18-20).

2 Although Plaintiff's argument focuses omeasuring its damages by Defendaptsfits, see, e.g.
(ECF No. 22 ab), the law clearly contemplates that “any damagjestainetiby Plaintiff mayalso
beused to measure its damages.



1241 (11th Cir. 2008)“Any damages sustained by the plairitificlude “all elements of injury

to the plaintiff's business ffroximatdy resulting from the infringer'svrongful acts’such as the
costs of corrective advertising or injury to business reputation or goodwilbhowitz 513 F.3dat
1241 (quotingRamada Inns, Inc. v. Gadsden Motel (804 F.2d 1562, 1564 (11th Cit986).
Under the Copyright Act, actudhmages are assesseddayong other thing$) the extent to which
the market value of a copyrighted work has been injured or destroyed by an infrinfjer@Geten

v. United States100 Fed. CI. 461, 476 (Fed. @011) (quotingUnited States v. King Feaates
Entmit, Inc, 843 F.2d 394, 400 (9th Cit988). “The loss in market value of the copyrighted work
is ‘often measured by the profits lost a resuliof the infringement.” Id. at 477 (quoting Data
Gen. Corp. v. Grumman Sys. Support CoBp.F.3d 1147, 1170 (1st Cir. 1994)

Thus, vhen a plaintiff alleges actual damages (as opposed to purely statutory daimages
trademark and copyright infringement suit, the plaintiff's finahege relevant to the issue of
damages.For instance, idoe HandPromotions, Inc. v. Fishers Bucks Seafddd. 907849, 1991
WL 211646(E.D. Pa. Oct. 16, 1991), the court concluded thatctyright plaintiff's financial
information, including its tax returns, wdsscoverable because the pt#fallegedactualdamages
“for loss of good will, advertising and present and future business profdsat *1. On the other
hand in Faulkner Press, LLC v. Class Notes, LIND. 108-CV-49-SPM/AK, 2009 WL 4730624,
at *1 (N.D. Fla. Dec. 9, 2009he copyrightplaintiff was “exceedingly careful” not to allege actual
damages because it did not wish to open its financial information to discdseay.*1.

In this case, Plaintiff explicitlyequestsa judgment in the amount @6 “actualdamages,”
including “all profits to each Defendant plus all losses[Rtaintiff].” (ECF No. 29 at 22).
According to Plaintiff, Defendant€onduct has causédubstantial damages tdq] business . . . ,
as well as additional general and special damagesy 49,anddamage to itsrights, reputation,

andgoodwill,” id. 61 Because thesallegationsnecessarilyut Plaintiff's financial statusdefore,



during, and after the allegedongful conductat issue,Plaintiff's financial information igelevant
and thuggenerally discoverableSee, e.gJoe Hand Promotions, Incl991 WL 211646 at *1.To
find otherwisewould permit Plaintiff to seek to hold Defendants’ liable theactual damaget® its
business withougffording Defendantsa reasonabl®pportunty to explore thefactual bases for
Plaintiff’s claims® Accordingly, theundersignedinds that ESY isgenerallyentitled to discover
financial information about Plaintif business.

Having determined that ESY’s subpoayenerallyseeks relevant information from Kabat,
the nextquestionis whether the subpoena should nevertheless be quashed or modified because it is
overbroad ounduly burdensome. Plaintiff, however, doesarticulatehow any paticular request
is overbroad or unduly burdensom¢€ECF Nos. 22 at 7). Nonetheless, the undersigned finds that
ESY's request for six yedrsvorth of financial information is overbroadnd thusnarrowsthe
relevant time periotio 2010to the presenin accordance witlPlaintiff's allegations See(ECF No.

29 atf 20) @élleging that‘EXIST began using the EXIS22 Shield Mark and the EXIST43
Shield Mark in 2010 by selling garments carrying such Marks in Florida and througbdunited
Stated); see also id] 28 (alleging that EXIST applied for and received a United States Copyright
registration for the EXISTBhield Design, VA 1908820, used in connectigth its hand tag and/or
label' at some timdéefore the alleged wrongful condyatf. (ECF No. 24 at 4JESY arguing that
the relevant time peyd is 2010 to the present).

Accordingly, it is herebpRDERED and ADJUDGED as follows:

Q) Plaintiff’'s Motion to Quash Defendant’s Subpoena Duces Tecum teRday or to
Enter a Protective Order (ECF No. 22JARANTED in that the subpoef®requests are limited to

2010 to the present. The Motion to QuasbtiserwiseDENIED.

® Plaintiff's affidavit digputingthe relevancy of its finacial recordsdoes not change this analysis
Seg([ECF No. 28-1). The law does not requirefendantgo take Plaintiff’s affiant at his word.



(2) By Friday, March 13, 2015 the parties shall meet andnferto narrowany specific
request that Plaintifbbjects to a®verbroad or unduly burdensoméf. the parties are unable to
resolve Plaintiff’'s objectionghe parties shall file a joint status repbytWednesday March 18,
2015that (a) identifies eachdisputedrequestin the format described ih.ocal Rule 26.1(i)(3); and
(b) succinctlyexplains theparties’ respective positisras toeachdisputed requestThe parties are
advised that the Court enforces the provisions of Rule 37.

3) Finally, because the parties agree to the entry of a protective se@dfECF Nos. 22
at 7and 24 at 6)py Wednesday, March 18, 2015the partiesshall submit a joint proposed
protective order that protects against the disclosure of any confidential ititorrimathis litigation,
including Pa&intiff's financial information.

DONE AND ORDERED in Chambers ifrort LauderdalgFlorida, onMarch4, 2015.

e & Vaca

ALICIA O. VALLE
UNITED STATES MAGISTRATE JUDGE

Copies furnished to:
United States District Juddgeth Bloom
All Counséof Record



