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UNITED STATESDISTRICT COURT
SOUTHERN DISTRICT OF FLORIDA

CASE NO. 19-CIV-60898-RAR
NETSURION, LLC,
Plaintiff,
V.
ASURION, LLC,

Defendant.
/

ORDER GRANTING MOTION TO DISMISS

THIS CAUSE comesbefore the Court on Defendant Asurion, LLC’s Dispositive Motion
to Dismiss or Transfer for Lack of Personal Jurisdiction [ECF No. 16], filedaynIM, 2019 At
issuehereis whether Plaintifs claims for declaratory judgment of trademadn-infringement
arise from Defendant’'s conduct pursuant~torida Statutesection 48.193(1)(a)(1)such that
specific personal jurisdiction may be exercised eveoutof-state DefendantHaving considered
the parties submissions, oral argument on June 12, 2019, the record, and applicable itase law,

ORDERED AND ADJUDGED that Defendant’s Motion to Dismiss [ECF No. 16] is
GRANTED asset forthherein.

BACKGROUND

Plaintiff offers complex network and cybsecurity services for businesssseking to
improve their network security platforms. Confffl.10-15.Defendant provides technical support
services for mobile devices, home appliances, and consumer electronics undektAsuran.

Id. at § 16. While Plaintiff's servicesare sold to businessthrough managed service providers

and pointof-sales distributorsDefendantdirectly services consumersld. at 11 14, 16. Both
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Plaintiff and Defendant have trademark registration for their respeo@wks. Id. at 115, 18.
On August 30, 2017, Plaintiff petitioned the Trademark Trial and Appeal Board of the & Pa
and Trademark Office to amend the identification of services listed on itsnask@pplication
(“TTAB Proceeding”). Id. atf 15n.1. In the TTAB proceeding, Defendant opposed Plaintiff's
application and the parties engaged in discovatyat{ 19; Pl.’s Opp. 1 8.

On March 29, 2019, counsel fDefendant calleélaintiff's counsebnd statedhat unless
Plaintiff transitioned to a different name and madbefendantwould initiate litigation against
Plaintiff. Compl. {1 16.0n April 4, 2019, Plaintiff Netsurigr_LC filed a fourcount Complaint
for declaratory judgment [ECF No. 1] against Defendant Asurion, $&&€kng a declaration that
its usage and registration of the Netsurion mark: (Bsdot constitute trademark infringement
(Count I); (2)is not likely to dilute Defendant’s Asurion mark (Count 11); (3)edmot conflict
with Defendant’s rights pursuant t6 .S.C section1052(d) (Countll); and(4) hasnot harmed
or damaged Defendant (Count IV3ee generallompl.

On May 17, 2019, Defendant filed a Motion to Disnosslransferfor Lack of Personal
Jurisdiction [ECF No. 16]“Motion”). Travelling underthe mistaken premise that Plainsff
Complaint allege general personal jurisdiction, Defendant’s Motion focasen Plaintiff’s
inability to meet the jurisdictional paradigm detth by the United States Supreme Court in
Daimler AG v. Baumarb71U.S. 117 (2014).See generallpef.’s Mot. Dismiss In support of
its Motion, Defendant submitted the Declaration of Bettie Colombo, the Senioctddiref
Corporate Communications for Asurion [ECF No:16 In herdeclaration Ms. Colombo notes
that Asurion is not incorporated in Florida, has a principal place of business in Nashuville,
Tennesseeemploys approximately 4% of its over 19,000 employees in Floridahastivo call

centers irFlorida. Id.
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On May 31, 2019Plaintiff filed its Response in Opposition to Defendant’s MotiBCF
No. 19] (“Opposition”) alleging that Defendant is subject to specific personal jurisdiciion
Florida. Plaintiff's Opposition include two declarations-one by Kevin Watson, the Chief
Executive Officer ofNetsurion, LLC[ECF No.191] andarmother by Anna B. Naydonov, Esq.
[ECF No.192]—and fifteen exhibits. In relevant part, the evidence submitted by Plaintiff
demonstrates the following uncontroverted fagwurion employs 4% of its employees in Florida
[ECF No. 161]; has two call centers, including a 72,000 square foot office space in Orlando [ECF
No. 193]; operates cell phone repair centers and forward stocking locations in severatotigess
the State[ECF Nos. 194; 195]; promotesdts services anéloridian clients on its website [ECF
No. 197]; and has eleven subsidiaries registered with the Florida Department oiERt&t&lo.
19-10]. In addition,Plaintiff providedevidence ottease andlesistletterssent byDefendanto
two Floridabased enties[ECF No. 19-15].

In its Replyin Support of Motion [ECF No. 20] (“Reply”), Defendamivanceghat it has
not engaged in thgype of trademark enforcemermictivity necessary t@onferthe Court with
specificpersonal jurisdiction in a trademark nmfringement action. In support of its argument,
Defendant submittethe Declaration of Emily \afth, the Assistant General Counsel for Asurion,
LLC [ECF No. 201]. In her declarationyls. Warth noteghat Asuriorhas not engaged in judicial
trademark enforcement activity against Netsurion inStiage of Floridanor filed any trademark
infringement lawsuit against any other party in the Sta&ath Decl13, 5. Defendant also
submitted evidence regarding a previous, unrelated lawsuit against Asurion [ECF Rpa20
Plaintiff's discovery requests the TTAB Proceeding [ECF No. 2. On June 11, 2019,

Defendant submitted a Notice of Supplement Authority, wisichtained the recently decided
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Eleventh Circuit casdslinkle v. Cirrus Design CorpNo. 1810404, 2019 WL 2233644, at *1
(11th Cir. May 23, 2019) [ECF No. 21].

The parties do notlisagree abouthe aforementionedacts Rather the heart of the
jurisdictional disputecenters on the applicable legal framework used to assess specific personal
jurisdiction in a trademark neimfringement suit. Plaintiff argues thBticcellati Holding Italia
SPA v. Laura Buccellati, LLQNo. 13CIV-21297KMM, 2014 WL 11880964at *1 (S.D. Fla.
Jan. 24,2014),requiresthe Court to find specific personal jurisdiction in light @éfendaris
prevalencommercial use of th&surionmark in Florida® Defendantlisagrees anddvancsthat
pursuant tdJnited Bully Kennel Club, Inc. v. Am. Bully Kennel Clirg,., No. 12CIV-80682,
2011 WL 13228570, at *{S.D. Fla. Oct. 5, 2011 Plaintiff mustdemonstrate that its claims
specificallyarise out of Defendant’s trademark enforcement activities explained belowthe
Court rejects both parties’ invitations aresolveghis legal issuén favor of Defendant.

LEGAL STANDARD

To withstand a motion to dismiss pursuant to Rule 12(b)(2), a plaintiff must pleadesuffic
facts to establish prima faciecase of jurisdiction over the neasident defendantDiamond
Crystal Brands, Inc. v. Food Movers Int'l, Ind93 F.3d 1249, 1257 (11th Cir. 2010)n
considering the adequacy of a plaintiff's proffer, district courtis constrained to accept
uncontroverted allegations in the Complaint as true and to resolve factual slisghteplaintiff's
favor. SeeMadara v. Hall 916 F.2d 1510, 1514 (11th Cir. 1990Y¥here a defendant challenges
jurisdiction by submitting afflavit evidence in support of its position, the burden shifts back to

the plaintiff to produce jurisdictional evidencBiamond 593 F.3d at 1257Any factual conflict

1 In the alternative, Plaintiff requests jurisdictional discovery, areissidressed separately herein.
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in the parties’ evidence must be construed in the light most favoralhe tplaintiff. PVC
Windoors, Inc. v. Babbitbay Beach Const., N5@8 F.3d 802, 810 (11th Cir. 2010).

A court may assert either general or specific jurisdiction over a difiérin Florida,
general personal jurisdiction arises wheerdefendant engagés “substantial and not isolated
activity” in the State Fla. Stat. 8 48.193(2). There is no allegation here that Defendant Asurion
has sfficient contacts with th&tate of Floridao properly invokeyeneral jurisdictiort. Therefore,
Defendant’s Motion to Dismiss stands or falls on a specific jurisdiction asalys

Where a defendant challenges specific personal jurisdiction, the plaintifth@asvin
burden of establishing that personal jurisdiction over the defendiaptarts with the forum state’s
long-arm statue, as well as the requirements oDiheProcessClause. SeePVC Windoors598
F.3dat 807. Both prongs of thgurisdictionalanalysis must be satisfied for a federalrt to
exercise specifipersonal jurisdiction over a nonresident defendé®geMadara, 916 F.2d at
1514.

ANALYSIS

A. Florida’s Long-Arm Statue

Plaintiff argues that the Court has specific personal jurisdiction ovemBahtpursuant
to sction 48.193(1)(4)) of Florida’s long-arm statute which extends jurisdiction over
nonresidents fofany cause of actioarising from . . . [0]perating, conducting, engaging in, or
carrying on a business or business venture in this state or having an officeayriagais state.”
(emptasis added)While theterm “arising from”is broad and does not mean “proximately caused

by,” it does requiréa direct affiliation, nexus, or substantial connection to exist between the basis

2 At the hearing on June 12, 20Baintiff's counsel confirmed that Plaintiff's Opposition waspised
on a theory of specific personal jurisdiction. MoreoWtajntiff's Opposition does n@dvance argument
on the existence of general personal jurisdictinr, ratherrequests jurisdtional discovery to determine
whether general personal jurisdiction exis's Opp. 13.
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for the cause of action and the business activitiifhkle, 2019 WL 2233644, at4 (internal
citations and quotations omittedge also Insight Instruments, Inc. v. A.\(Advanced Visual
Instruments, In¢.44 F. Supp. 2d 1269, 1272 (M.D. Fla. 1998)is not enough thahere exist
somesimilaritiesbetween the activities that connect Defendant to the forum and Plaintifffsscla
Rather, Plaintiff's claims must have a “substantial connection” to Defésdarginess ventures
in the State. Hinkle, 2019 WL 2233644, at4 Indeed, it is this basic requirement that
differentiates the longrm authority conferred bgection 48.193(1)(a)(1jrom the general
exercise of personal jurisdiction authorized by section 48.193(2).

Plaintiff argues that Defendant’s activities in Floridacluding offering its services,
owning two call centers, having multiple subsidiaries, and employing 4% of its wagkfothe
State—are sufficient to demonstrate that Plaintiftiims “arise froni Defendant’s irstate
conduct. SeePl.’s Opp.7. Relying onBuccellatj Plaintiff advances that Defendant’s contacts
with the State are “directly related” to Plaintiff's declaratory judgmenbacind thusatisfythe
first prongof thejurisdictional inquiry. Id.

Plaintiff's argument fails to persuad&n Buccelladi, the counteplaintiffs argued that their
declaratory judgment claims arose from the coudéfendant’s business activities in Florida,
includingthe counterdefendant’s “wrongful use of [the] trademarks” at issBeiccellat] 2014
WL 11880964 at *7 (internal citations and quotations omitted). In weighing this refatse,
the Court concluded that the counrpdaintiffs’ declaratory judgmentlaims, which included
allegations of superior rights in the challenged mark, were directlyedelat the counter
defendant’s sales under the disputed trademark. No such claims, haaxestdrere.Unlike the
counterplaintiff’'s claimsin Buccellati in this casePlaintiff has not alleged superior rights to a

challenged mark, nor argued wrongful usafyestead Plaintiff seeks a declaration that its use of
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the Netsurion mark has not harmed Defendant, nor infringed, dilatedonflicted with its
trademark. Thus, rather than affirmatively seek relief from Defendant’s purportedsrigha
challenged mark, Plaintiff's claims adefensivein nature and daot necessarily arise from
Defendant’'sgeneral busineggresencen this State Accordingly, aalysis under th&uccellati
framework is unavailing in this context

Defendant’s invocation dfinited Bullyfares no bettein applying the statutory paradigm.
Defendant argues thaptirsuant taJnited Bully, the Court does ndbave specific jurisdictionnder
section 48.193(1)(a)(Mnless Plaintiff’'s actions arise out Defendant’dsrademark enforcement
activities in the StateSeePl.’s Reply2. Defendant, howevecpnflates thestatutory inquiry in
United Bullywith the Court’s constitutionalanalysis Specifically,United Bullyheld that in the
context of a trademark nanfringement actionthe due process requirementsiot the statutory
framework—require a court to focus on a defendant’s enforcement activities within the forum
state. United Bully 2011 WL 1322857@t*12. Indeed, with respect tbe statutoryprong of the
jurisdictional inquiry, the Courtn United Bully did not assess the defendant’s enforcement
activities, but rather determined thhe Court lackedpecific personal jurisdiction because the
defendant did not engage in a general course of business activity in Florida for its ngecunia
benefit. See United Bully2011 WL 13228570 at *6The issue of whether Defendant engaged in
business activity foits pecuniary benefis notoneraisedhere, and the Court’s analysis regarding
due process requirements, while similamisginct from its statutory analysisSeeMelgarejo v.
Pycsa Panama, S.A637 F. App’'x 852, 859 (11th Cir. 2013) (notingthhe analyses under the
Due Process Clause and the Florida lang statutaredistinct inquiries).As such United Bully

is of little import in assessing Florida’s loagm statute.
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Accordingly, thebetter coursef conductis to apply the languagef the statute itself,
which requires that Plaintiff’'s cause of action “aris[e] from” Defendant’s bgsiventuresFla.
Stat. § 48.193(1)(a)(1).In Hinkle, the Eleventh Circuit clarified thahere must be &direct
affiliation, nexus, or substantial connection” betweserplaintiffs cause of action and the
defendant’s business activitydinkle, 2019 WL 2233644t *4 (internal citations and quotations
omitted) In so doing, the Eleventh Circuit hdldat athough defendastsold, promoted and
serviced aircrafts in Florida, plaintifiead not demonstratethat their causes of action for
negligence or breach of contract arose out of defendants’ activitisrida Id. at *3. TheCourt
noted that defendantsontacts with the state wewarelatedo plaintiffs’ causes of actioand as
such the requisite nexus could not be establisked.

The same is true here.None of the activities Plaintiff highlightsDefendant’s
subsidiaris, call centers, employees, or the availability of its products and senviE&srida—
demonstrate that Plaintiff's nenfringement claims arise from Defendant’ssitate activities.
Bristol-Myers Squibb Co. v. Superior Court of California, San Francisca C87 S. Ct. 1773
1781 (2017)(noting that for specific jurisdiction “a defendant’'s general connections with the
forum are not enough.”). Nor is there any reason to think tmaticderation of these activities in

the aggregate, as the Court madters the analysis in any meaningful wahere is simply little

3 Plaintiff's argument with respect to the statutory requirements uedgors 48.193(1)(a)(li narrowly
tailoredto Defendant’s business presence in the State of Flandal@snot include Defendant’s alleged
enforcement activities in Florida (on which Plaintiff relies for its duegss argumentSeg ECF No. 19

at 6-7]. Nonetheless, the Court notes that idetg Defendant’s cease and desist letters in the the statutory
inquiry would not suffice to demonstrate that Plaintiff's claifasse out of"two cease and desist letters
sent to unrelated parties in 2006 and 2017. Moreover, the mailing of ceasei snigttiers, without more,
does not suffice to show Defendant engaged in a business venture in FE@@RC3, Inc. v. BiebeNo.
12-CIV-193-J37, 2012 WL 4207457, at *5 (M.D. Fla. Sept. 18, 20t&)ecting plaintiff's argument that

its declaratory judgment clainegose oubf a cease and desist lette§imilarly, Defendant’s phone call
threatening to sue Plaintiff, without more, does not constitute “[o]peratomglucting, engaging in, or
carrying on a business or business ventur¢his state,” as required under the statute. Fla. Stat. §
48.193(1)(a)(1).
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in Plaintiff’'s evidence to suggestat Plaintiff's declaratory judgement action is substantially
connected t@efendant’dusiness presenaethis State Defendant’s acts of owning call centers,
employing personnelhaving subsidiariesand providing services in Florida do not, in the
jurisdictional sense, relate in any material way to the trademark righistlatthe center of
Plaintiff' s declaratory judgment clasn

A finding of specific personal jurisdiction where Defendant’s conduct has no demaastrabl
nexus to Plaintiff's claimas herewould result in a holding that functionally nullifies the
distinction between specific and general jurisdiciiothe District In addition, doing sevould
“effectively raise from the dead the ‘sliding scale’ approach to specific ictitsal rejectedy the
Supreme Court iBristol-Myers Squibb Co. v. Superior Court of California, San Franciscq Cty.
137 S. Ct. 1773 (2017) Hinkle, 2019 WL 223364t *4. No matter how involved Defendant
may be in the State of Florida, because Plaintiff has not articulated a “diileatian, nexus, or
substantial connection” between that involvement and its causes of actioncspesifiiction
pursuant to section 48.193(1)(a)(1) is not proper.

Where the requirements of Florida’s lorgrm statute are not met, the Court need not
address whether application of the statute would comply with the constitutioegbrocess
requirements Hinkle, 2019 WL 223364t *4.

B. Jurisdictional Discovery

In its Opposition,Plaintiff requestsan opportunity to conduct jurisdictional discovery to
determine whether general personal jurisdicagists Pl.’'s Opp. 14. As a perfunctory matter,
the incidentatmanneiin whichPlaintiff's discovery request is madeprocedurally improperSee
Hinkle, 2019 WL 2233644t *4 (affirming the district court’s denial of plaintiff's jurisdictional

discovery request where plaintiff requested discovery as an alternative taathtengy of
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defendants’ motion to dismiss). Nonetheless, even on the nidaitstiff has failed to identyfa
genuine factual dispute that would warrant jurisdictional discov@egPeruyero v. Airbus S.A.S.
83 F. Supp. 3d 1283, 1290 (S.D. Fla. 2014dting thereis “no genuine dispute on a material
jurisdictional fact to warrant jurisdictional discoverypefendanis not incorporated in Florida
and its principle place of busingssn TennesseeColombo Decl. { 3-4Moreover Plaintiff has
profferedno evidence to suggest “exceptional circumstanges/exist here to establish general
jurisdiction underDaimler. SeeDaimler, 571 U.S. at 139.Accordingly, Plaintiffs alternative
request for jurisdictional discoveryBENIED.

CONCLUSION

For the foregoing reasonBefendant Asurion, LLC’s Dispositive Motion to Dismiss or
Transfer for Lack of Personal Jurisdiction [ECF No. 16]JGRANTED and ths case is
DISMISSED. The Clerk of the Court is instructed @. OSE the casand any pending motions

areDENIED ASMOOT.
DONE AND ORDERED in Fort Lauderdale, Florida, this 28ay ofJune 2019.
RODOLFO RUIZ
UNITED STATESDISTRICT JUDGE
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