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UNITED STATESDISTRICT COURT
SOUTHERN DISTRICT OF FLORIDA

CASE NO. 09-23494-CI1V-HUCK/BANDSTRA
OLEM SHOE CORP.,

Plaintiff / Counter-Defendant,
V.

WASHINGTON SHOE CO.,

Defendant Counter-Plaintiff.

ORDER ON CROSS-MOTIONS FOR SUMMARY JUDGMENT
This matter is before the Court on the parties’ cross-motions for summary
judgment. Defendant/Counter-Plaintiff Wasgion Shoe Co. (“Washington Shoe”) seeks

summary judgment in its favor for (1) copyright infringement of three copyrights known as
“Zebra Supreme” (Registration No. WA01007893, VA 1-432-334), “Rose Zebra Supreme”
(Registration No. VAu988-278)and “Ditsy Dots” (Registration No. VAu756-950, VA 1-420-
043); and (2) trade dress infringement for theegristered trade dresses for Zebra Supreme and
Ditsy Dots. D.E. #250. Plaintiff/Counter-Def@ant Olem Shoe Corp. (“Olem Shoe”) seeks
summary judgment in its favor on the entirety of the claimsamnuhterclaims at issue in this
action including (1) non-infringemeninter alia, of the aforemenbned copyrights Zebra
Supreme, Rose Zebra Supremed ®itsy Dots; and (2non-infringement of the trade dresses for
Zebra Supreme and Ditsy Dots. D.E. #254.nc8ithe parties’ cross-motions for summary
judgment present significantly overlapping issubs, Court will analyze the motions in tandem
and decide whether, as to each argument raighdy party is entitled to judgment as a matter of
law. For the reasons discussed below,Glourt takes the following actions herein:

(1) GRANTS summary judgment in favaf Washington Shoe and DENIES

summary judgment with respect to Ol&hoe on the copyright infringement

! After the parties’ cross motions for summargigment were filed, the registration for Rose
Zebra Supreme was re-openegudlication date was added, ahe design re-registered as a
published design with registration number VA'92-044 with an effective date of August 9,
2007. SeeD.E. #381 and #390.
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claims addressed herein, except witspect to the new invalidity issues
asserted against the Rose Zebraprme copyright in Olem Shoe’s
affirmative defenses filed ddovember 11, 2011 [D.E. #385];

(2) DENIES summary judgment with respaéatWashington Shoe and GRANTS
summary judgment in favor of Olemh& on the trade dress infringement
and false designation of origataims addressed herein;

(3) DENIES summary judgment with respaéatWashington Shoe and GRANTS
summary judgment in favor of Ole®hoe on the “willful” copyright and
trade dress infringementatins addressed herein; and

(4) DENIES summary judgment with respéctWashington Shoe and GRANTS
summary judgment in favor of Olem Shoe on the unfair competition claims

addressed herein.

|. Background?

Olem Shoe and Washington Shoe both selnew’'s boots. This case is about two of
Washington Shoe’s boots calleditfy Dots” and “Zebra Supremeand whether Olem Shoe is
infringing upon the patterned designs on the facgioh boots with its own boots. As the names
suggest, Ditsy Dots boots arevered in a polka-dotted design and Zebra Supreme boots have a
design resembling a zebra’s blaakd white-striped skin. Beloare illustrative and undisputed
photographs of Washington Shodxstsy Dots boots against @h Shoe’s Dots boots (D.E.
#354, Exhs. 5 and 11) and Washington Shoels@8upreme boots against Olem Shoe’s Zebra
boots (D.E. #354, Exhs. 4 and 16):

2 Facts disputed by the parties are indicated @s $woughout this sectionThe Court notes that
in reviewing the cross-motions for summarggment it views the edence and all factual
inferences drawn therefrom in the light shéavorable to theon-moving party.

®This case also concerns the copyright for Réetera Supreme from which Zebra Supreme is
allegedly derived. Washington Shoe claims tmgtiafringement of Zebra Supreme is also an
infringement of Rose Zebra Supreme. D.E. #250-1.



On October 29, 2009, Washington Shoe’s celisent Olem Shoe a cease and desist
letter indicating that four Oler8hoe boot designs infringe arp Washington Shoe’s copyrighted
Ditsy Dots design and violate its trade dress rigftse letter includes small pictures of each of
the allegedly infringing boots. It does notlude any identifying information for Washington
Shoe’s Ditsy Dots copyright regjration or a samplef the allegedly infinging work. D.E. #250-

5, Exh. #9. After a response from Olem Sha&snsel seeking more information, Washington
Shoe’s counsel sent a follow up letter on Nuober 9, 2009 to Olem Shoe’s counsel providing
the Ditsy Dots copyright registration on Form VA. The form indicates that the “Ditsy Dots”
copyright was registered to Washington Shioeler registration number VAu-756-950 with an
effective date of August 9, 2007. The copyright was for “[a]rtwork desigpdied to useful
articles.” Id. A copy of the work deposited with tHénited States Copyright Office was not
provided. On November 16, 2009, Olem Shoe filed igtant action for a judgment declaring,
among other things, that Washington Shoe’s\Did®ts copyright is iwalid, not infringed by
Olem Shoe or not enforceable andtths trade dress rights are moiforceable or unprotectable.
D.E. #1.

On January 7, 2010, Washington Shoe’s counsel sent Olem Shoe a second cease and

desist letter alleging that Olem Shoe wasimging the copyright and trade dress for another
design: “ZEBRA SUPREME BOOTS.” This letter includes one small picture of the allegedly
infringing boot. It does not include any iddying information for Washington Shoe’s Zebra
Supreme copyright registration arsample of the allegedlyfimging work. D.E. #250-5, Exh.

#9. One day later, on January 8, 2010, Washinghare $led an applicatn to register a work
entitled “Zebra Supreme — Olem,” and this maduirgo a Certificate of Registration effective
January 8, 2010. On January 15, 2010, Washin§tore counterclaimed in this matter for



copyright and trade dress infringement regagdioth the Ditsy Dots @nZebra Supreme designs

as well as unfair competition with regard tolbdesigns. D.E. #12. As an exhibit, Washington
Shoe included a picture of the Zebra Suprenstgdeand indicated that the copyright registration
was pending in the copyright office. D.E. #1® its amended counterclaim dated February 11,
2010, Washington Shoe includélde copyright registration fo*Zebra Supreme — Olem” on
Form VA. D.E. #18. The form indicates th@ebra Supreme — Olem” was registered to
Washington Shoe under registration number VAu-1-007-893 with an effective date of January 8,
2010. The copyright was for “2d artworkd.

Thereafter, Olem Shoe filed a motion to dissrWashington Shoe’s counterclaims. Olem
Shoe had asserted that Wasgjton Shoe’s copyrights protect grthe two-dimensional drawings
filed the copyright office, not the three-dimensional boots. ThetGound on April 2, 2010
that while the utilitarian funatns of Washington Shoe’s boaee not protected, the designs on
the face of the boots, to the extémey have aesthetic value, atayible for copyright protection.
The Court also found that Washington Shoe had failed to sufficiently allege secondary meaning,
a necessary element of its trade dress infringémi@ims, and granted/ashington Shoe leave
to amend, which it took. D.E. #47 and #54.

On March 11, 2010, Washington Shoe filed iattial motion for summary judgment
limited only to its copyright infringement claimD.E. #29. In response to this motion, Olem
Shoe disputed the validity of Whington Shoe’s copyright regisins. D.E. #56. Olem Shoe
alleged that Washington Shoe submitted inaceurafiormation on these registrations thereby
barring Washington Shoe’s claifar copyright infringement.Seel7 U.S.C. 8§ 411(a) & (b)(1)
(indicating that registration is a pre-requisite &aclaim for copyright infringement). On May 1,
2010, Olem Shoe requested leavehis Court to submit questions the Register of Copyrights
(the “Register”) for its advisory opinion regardilVashington Shoe’s alleged misrepresentations
pursuant to the statutory mechamiset forth in 17 U.S.C. § 41)(B). The Court agreed to
submit questions to the Registam September 3, 2010. D.E. #167 and #168he allegedly
inaccurate information that the Court found to be phoper subject of a request to the Register

*SeeCourt’s Order on Motion for Issuance®équest to Register of Copyrigh®em Shoe
Corp. v. Washington Shoe C2010 WL 3505100, (S.D. Fla. Seft 2010) and Request to the
Register of Copyrights Pursoteto 17 U.S.C. § 411(b)(2Rocket Entry # 168 09-23494-ClV,
(S.D. Fla. Sept. 3, 2010).



concerned the registrations’ chaterization of the Ditsy Dotand Zebra Supreme designs as
unpublished and its characterization of Zera Supreme design as non-derivative.

On October 14, 2010, the Court reesl the Register'advisory opiniorwith respect to
its questions. D.E. #209. The Register indicalbed if it had known ofhe allegedly inaccurate
information on the Ditsy Dots’ application, it wallhave nonetheless regisdrthis work. With
regard to the Zebra Supreme design, the Regssé¢ed that had it confirmed the alleged pre-
registration retail sales of Zeb&upreme boots, it would have reéd registration of that work
as “unpublished” because retail sales generalhstitute publication. However, pursuant to its
general practices, the Register indicated ithabuld have corresponded with Washington Shoe
and that “[c]orrection of such inaccurate infation would then allowor registration of the
work as a published work.” The Register atsated that had it known that Zebra Supreme was
created by altering a previously-registered Washington Shoe work called Rose Zebra Supreme
(Registration number VAu 988-278), as allegedyould have refused regration of that work
as “non-derivative.” While the Register indied that Washington Shoe would have a similar
opportunity for amendment on thisig, it indicated that if the aandment included only certain
evidence, it would have nonetheless refused retjmtraf a “deriative” Zebra Supreme work.

After receiving the Registeradvisory opinion, the parties &gd to confer and seek the
Register’'s further advice and the Court sthythe case. D.E. #214. On November 10, 2010,
Washington Shoe proceeded to file correctivepementary copyright gestrations for both the
Ditsy Dots and Zebra Supreme designsD.E. #218. The Register subsequently granted the
supplementary registrations for both desigi®E. #224. The supplementary registration for
Ditsy Dots on Form CA indicates that the “BitBots” copyright was registered to Washington
Shoe under registration numbéAu-756-950 in 2007. The supplemtary registration number
is VA 1-420-043 with an effectesdate of supplementary regation of November 22, 2010. A
note indicates that due to onlindesain 2006, the status of Dit§ots’ registration is changed to
“‘published.” D.E. #224-1. The supplementaegistration for Zebr&upreme-Olem on Form
CA indicates that the “Zebra Supreme-Olenopygright was registeredith Washington Shoe

under registration number VAu 1-007-893 in 201Ilhe supplementary registration number is

> Olem Shoe disputed tex partenature of Washington Shoesrrective registrations and the
propriety of filing corrective regisations to address the issuesediby the Register’'s Response.



VA 1-423-334 with an effective date of supmlentary registration of November 16, 2010.
Rose Zebra Supreme was exjhicexcluded from Zebra SuprenseSupplementary registration.
Id. After the filing of cross-motions for summarnydgment that are the subjaxftthis order, the
Register re-opened the regisiva for Rose Zebra Supremeajded a publication date, and re-
registered it as a published design with redistnanumber VA 1-792-044 with an effective date
of August 9, 2007. See D.E. #381 and #390.

In light of these supplementary regisimas, Washington Shoe moved for and was
granted leave to amend its counterclaims. BZ33. Pursuant to a Court order and in light of
the amended pleadings, the parties filed ¢h@ss-motions for summary judgment at issue
herein® Responses and replies to these motions for summary judgment have been filed and the

motions are ripe for adjudication.

[I. Analysis
A. Standard of Review
Summary judgment is proper only wheree tmoving party “shows that there is no
genuine dispute as to any material fact andntiowant is entitled to judgment as a matter of
law.” Fed. R. Civ. P. 56(a). The purpose ofmsoary judgment is "to pierce the pleadings and
assess the proof in order to see whethere is a genuineeed for trial."Matsushita Elec. Indus.
Co. v. Zenith Radio Corp475 U.S. 574, 587(1986)oting Fed. R. Civ. P. 56 advisory
committee's note). I€elotex Corp. v. Catretthe Court held that summary judgment should be
entered only against
a party who fails to make a showing sufficient to establish the existence of an element
essential to that party's cas@d on which that party will beéine burden of mof at trial.
In such a situation, there can be 'no genussele as to any material fact,’ since a
complete failure of proof concerning assential element of the non-moving party's case
necessarily renders all other facts immaterial. The moving party is 'entitled to judgment
as a matter of law' because the non-moving party has failed to make a sufficient showing

® The parties had previously filehree other summary judgmenbtions not described above.
D.E. #135, #143 and #144.



on an essential element of the case witheeisp which she has the burden of proof.

Celotex Corp. v. Catretd77 U.S. 317, 322-23(1986).

To prevail, the moving party must do oneta things: (1) show that the non-moving
party has no evidence to suppostéase, or (2) present "affirmatievidence demonstrating that
the non-moving party will be unabte prove its case at trialUnited States v. Four Parcels of
Real Property 941 F.2d 1428, 1437-38 (11th Cir. 1991) (en baWouyng v. City of Augusta.
Ga, 59 F.3d 1160, 1170 (11th Cir. 1995).making this determinain, the court must view the
evidence and all reasonable ifeces therefrom in the ligimost favorable to the non-moving
party. Witter v. Delta Air Lines, In¢.138 F.3d 1366, 1369 (11th r(1i998) (citations and
guotations omitted).

If the moving party successfully discharges this initial burden, the burden shifts to the
non-moving party to establish, by going beyonel pteadings, that theie a genuine disputas
to facts material to thnon-moving party’s cas&oung 59 F.3d at 1170. The non-moving party
must do more than rely solely on its pleadingsl simply show that there is some metaphysical
doubt as to the material factatsushita 475 U.S. at 586-87. A genuidépute of material fact
does not exist unless there is sufficient evidéagering the non-movingarty for a reasonable
jury to return a verdict in its favoAnderson v. Liberty Lobby. Inél77 U.S. 242, 249 (1986);
Ritch v. Robinson-Humphrey Cd42 F.3d 1391, 1393 (11th Cir. 1998EOC v. Amegol10
F.3d 135, 143(1st Cir. 1997)hornton v. E.I. Du Pont De Nemours and Co.,,|82. F.3d 284,
288 (11th Cir. 1994). A dmute is "genuine” if theecord taken as a wheoktould lead a rational
trier of fact to find for the non-moving partillen v. Tyson Food421 F.3d 642, 646 (11th Cir.
1997). A dispute is "material" it is a legal element of theasn under applicable substantive
law which might affect the outcome of the ca&aderson 477 U.S. at 248Allen, 121 F.3d at
646.

A mere "scintilla" of evidence in favor dhe non-moving party, or evidence that is
merely colorable or not significantly prdbee is not enough to meet this burddmderson477
U.S. at 252 See alsaMayfield v. Patterson Pump Cadl0l1 F.3d 1371, 1376 (11th Cir. 1996)

"In 2010, Rule 56 (a) was amended to replace thd tssue” with the wad “dispute” since the

latter word “better reflects the focus of@mmary judgment determination.” The advisory
committee noted, however, that the changenassubstantive and that the “standard for

granting summary judgment remains unchanged.” Fed. R. Civ. P. 56 advisory committee's note.



(conclusory allegations and mecture cannot be the badm denying summary judgment).
Where a reasonable fact finder ynalraw more than one inferea from the facts, and that
inference creates a general issfienaterial fact, then the court should refuse to grant summary
judgment."Barfield v. Brierton 883 F.2d 923, 933-34 (11th Cir. 1989).

Under these standards, courts have "rebulgranted summary judgment in copyright
cases where it is clear that thaiptiff cannot make out the elements of the claim" of copyright
infringement. Siskind v. Newton-Johrl987 U.S. Dist. LEXIS4084, 1987 WL 11701 at *4
(S.D.N.Y. May 22, 1987). The Eleventh Circuit Hescognized that ‘non-infringement may be
determined as a matter of law on a motion fansary judgment, either because the similarity
between two works concerns only non-copyrightabéenents of the plaintiff's work, or because
no reasonable jury, properly insttad, could find that the two works are substantially similar.™
(internal citations omitted).Oravec v. Sunny Isles Luxury Ventures, 827 F.3d 1218 (1
Cir. 2008). Other courts hawaso specifically apmved the use of summary judgment to find
infringement as a matter of lawSee e.g., Knickerbocker Top.CInc. v. Genie Toys Inc491
F.Supp. 526, 528, 211 U.S.P.Q. 461 (D.C. Mo. 1980), ckerguson v. National Broadcasting
Co, 584 F.2d 111 (5th Cir. 1978Rogers v. Koon960 F.2d 301, 22 U.S.P.Q.2d 1492 (2nd Cir.
1992); Silver Ring Splint Cov. Digisplint, Inc, 543 F. Supp.2d 509 (W.D. Va. 200&xpress,
LLC v. Fetish Group, Inc424 F. Supp.2d 1211 (C.D. Cal. 2006).

B. Registration as a Precondition for an Infringement Action

Before reaching the substantive questionvbiether Washington Shoe has established
copyright infringement as a matter of law, it mfistt be established # Washington Shoe has
registered its copyright in accordance with the Copyright Act as a precondition to this
infringement action.Seel7 U.S.C. § 411(a) (“[N]o civil actiofor infringement of the copyright
in any United States work shall be institutedilyseregistration or regtration of the copyright
claim has been made in accordance with this™jitldt is undisputed that the Register recently
granted supplementary registratidios both of the previously registered Ditsy Dots and Zebra
Supreme designs in the aftermath of challerigea Olem Shoe that Olem Shoe claimed would
cause the Register to refuse or cancel registratibis also undisputed that, after the filing of
cross-motions for summary judgmehat are the subject of thisdar, the Registae-opened the
registration for Rose Zebra Suprenadded a publication date, amdregistered it as a published



design with registration numb&fA 1-792-044 with an effective date of August 9, 2007. See
D.E. #381 #390. Such registrations create a prpsamthat the copyrightasre valid. 17 U.S.C.
410(c) (“In any judicial proceedings the certificatiea registration made before or within five
years after first publication of the work shall constitute prima facie evidence of the validity of the
copyright and of the factstated in the certificate”)ylontgomery v. Nogal68 F.3d 1282, 1289
(11" Cir. 1999). Such presumption thereby shifes iurden to Olem Shoe to provide invalidity.
Original Appalachian Artworksinc. v. Toy Loft, In¢.683 F.2d 821 (IACir. 1982) (production
of certificate of copyright registration shifts the thein of proof to defendaid prove invalidity).
In its motion for summary judgment and in rssponse to Washington Shoe’s motion for
summary judgment, Olem Shoe challengds three of Washington Shoe’s copyright
registrations at issue itnis case. Thereby, Olem Shospilites Washington Shoe’s ability to
proceed on its infringement counterclaims for failireegister its copyght claim in accordance
with the applicablerequirements of the Copyright Att. As discussed above, Olem Shoe
previously made similar challenggrior to the supplementary retgzations which resulted in the
Court seeking an advisory opinion from the Regi$t@his resulted in Washington Shoe
submitting supplementary registrations to curedisiects found in its original registrations.

To assess whether Washington Shoe propedistered its copyrighf one must look to
Section 411(b) which gliies Section 411(a):

(1) A certificate of registttégon satisfies the requiremisnof this section and
section 412 regardless of whether tleetificate contains any inaccurate
information, unless—

(A) the inaccurate information was included on the application for copyright
registration with knowledge &t it was inaccurate; and

(B) the inaccuracy dhe information, if knownyould have caused the
Register of Copyrights tefuse registration.

(2) In any case in which inaccurate infaation described under paragraph (1) is
alleged, the court shall request the Regist Copyrights t@dvise the court
whether the inaccurate informationkifiown, would have caused the Register
of Copyrights to refuse registratioh7 U.S.C. § 411(b).

8 As indicated in this Court’s Order on Motion fgsuance of Request to gister of Copyrights,
Olem Shoe Corp. v. Washington Shoe 2010 WL 3505100 at *1 n.1, (S.D. Fla. Sept. 3,
2010), the registration requirement of Sectiot(4) applies to allapyright infringement
claims, including counterclaims.

° See suprdootnote 3.



To the extent Olem Shoe alleges thatstWagton Shoe included inaccurate information
in its supplementary registratiotisat it knew was inaccurate, th@ourt is obligated to request
that the Register advise it as to whetheritlaecurate information, if known, would have caused
the Register to refuse registratibhThe Register, however, hadvised the Court that where the
Court “concludes that the basadlegations are unsupported by dagts, the [Clourt would be
free to refrain from issuing requedb the Register.” D.E. #2090 the extent th Register has
already offered clear guidance on how it woulshdia a matter in issue, the Court similarly
believes it may refrain from re-issuing digptive or self-ewient questions.

First, with respect to the Zebra Sapre supplementary registration (Va 1-432-334,
effective November 16, 2010), Olem Shoe argtie# Washington Shoe failed to disclose
information that would have caused the Regittecancel the Zebra Supreme registration. In
submitting the supplementary registration, Olem Shoe asserts that Washington Shoe did not
inform the Copyright Office that Zebra Supres pre-existing work, Rose Zebra Supreme was
itself a derivative work, derived from anothéfashington Shoe design. As evidence, Olem
Shoe cites the testimony of Roel Salonga, Wagbn Shoe Art Director, who claimed to have
designed Zebra Supreme by modify his own prior version of such designs. Based on this
evidence, Olem Shoe claims that Washington Sha obligated to disclose Salonga’s earlier
versions as a pre-existjrwork for Zebra Supreme to the R&tgr. By only disclosing the final
version of the Rose Zebra Supreme desigra gge-existing work, Olem Shoe claims that
Washington Shoe included inaccurate infaiiora in its application. Olem Shoe, however,
provided no evidence that the figsrior version was in the publdomain or was registered or
sold. A rule requiring copyrighdpplicants to disclosall drafts or unfinieed versions of their
design or product would be unreasonable andecessary to accomplish the goals of the
Copyright Act. Indeed, thedpyright Compendium Il at 8§ 626.01(edicates that a statement
of a pre-existing material for a derivative workist required “unless a Bstantial amount of the

material incorporated in the derivative workisthe public domain ohas been registered or

°This Court previously analyzesibsection (b)(2) at lengthge suprdootnote 3), which to this
Court’s knowledge has beenedkin only one other caseAs explained in the Court’s decision,
if a party to an infringement action allegbat inaccurate information on a registration was
included knowingly and that knowledge of thisonmation would have resulted in refusal of
registration, then the statute ra@gs a court to submit a requéstthe Register of Copyrights.

10



published previously.” The cases cited by Olghoe for the proposition that Washington Shoe
was required to disclose prioradits of the Zebra Supreme design are all distinguishable as they
involve previously registered or published pgeasting works or works in the public domain.
See Russ Berrie & Co., Ine. Jerry Elsner Co., Inc482 F. Supp. 980, 988 (S.D.N.Y. 1980)
(public domain);Vogue Ring Creations v. Hardma#l0 F. Supp. 609, 615 (D.R.l.) (published
work); GB Marketing USA Inc. v. Gerolsteiner Brunnen GmbH & @82 F. Supp. 763, 774-75
(W.D.N.Y. 1991) (published work)zarner v. Sawgrass Mills Limited Partnership994 WL
829978, at *8 (D. Minn. Dec. 22, 1994). Therefdiee Court finds that Washington Shoe’s
statement that Rose Zebra Supreme was thepelexisting work for Zebra Supreme was not
inaccurate as no evidence provided by Olem Shdgciently supports this allegation. As a
result, it would not warrant a request to thegReer or otherwise dturb Washington Shoe’s
ability to proceed in this action.

Second, Olem Shoe alleges misrepresamtaton the Rose Zebra Supreme registration
(VAu 988-278, effective May 21, 2009). Olem Stavgues that Washington Shoe was required
to disclose Salonga’s prior draft this design as a pre-existimgrk. For the reasons discussed
above, Salonga’s draft designnet a pre-existing work that Washington Shoe was required to
disclose and thus not disclosing such wortt dot cause an inaccuracy that would warrant a
request to the Register or otherwise disturb Wegtbin Shoe’s ability to proceed in this action.

Third, Olem Shoe alleges that Washington Shoe misrepresented the Rose Zebra Supreme
work as “unpublished” on the registration evrough it had been kb and therefore was
“published,” prior to the date afegistration. While the Rosebra Supreme certificate of
registration filed in this action does not st#tat the work is unpublished, the pre-fix “VAu”
signifies an unpublished work which implies thas #pplication failed to dclose that the work
was previously published. Theertificate of registration teached to Washington Shoe’s
counterclaim clearly indicatean effective date of May 212009 and has such a pre-fix.
Interestingly, the copy of the application fogigration that Washington Shoe claims to have
used to apply for registrationedrly states that Rose Zebrapfeme had been published as of
April 20, 2007. Olem Shoe charadtes this copy as al&ght of hand” sayinghat “[t]here is
no evidence that this application was ever suleahitir what deposit was submitted with it.” It
conjectures that the Register did not use suglicgtion as the basis for registration since such
application would have led the Register to ségi a published, ratherath an unpublished, work.

11



However, it has not offered any evidence to supip®adonjecture. Nonetheless, if Olem Shoe is
correct factually, its argument here regardeng inaccuracy in publication status is nearly
identical to one of its previowmguments for which this Court soughe advice of the Register.
Under the earlier argument, that was witlspect to Zebra Supreme, this Court “inquired
whether the Register would haxefused registration for Zeb&upreme-Olem if she had known
that, although Washington Shoe characterizedwbrk as unpublished, Washington Shoe . . .
sold the Zebra-Supreme Olem boots in retadres before submitting the application for
registration.” D.E. #209. In response, tRegister stated “the Office would follow its
established practice and correspond withapplicant regarding sh information.” 1d. While

the “Office would have refused to registerciaim to copyright inZebra-Supreme-Olem as
unpublished, in the course of corresponding wiitb applicant the Office could annotate or
amend the application to indicate the work ladeed been published on the date of the first
retail sales (internal citation omitted).fd. “Correction of such inaccurate information would
then allow for registration of éhwork as a published workfd. This is precisely what occurred
with the Zebra Supreme registration. While Begister already providethis guidance in the
Zebra Supreme context, which would suggesinailar outcome in the Rose Zebra Supreme
context, the Court felt it wouldonetheless be prudent to as& farties whether they thought it
would be necessary for Washingt8hoe to correct this registi@n in order for this action to
proceed. D.E. #367. At a heay on October 21, 2011, Olem Shoemunsel argued that, in
spite of this precedent, the Register might refeggstration entirely based on the inaccuracy in
publication status and that itowld be necessary for Washington Shoe to correct it. D.E. #387.
He stated, “I agree with the Court that theyldogo back to the copyright office and try to
correct that, and if they correct it within time, then finéd. Washington Shoe thereby took the
necessary steps to notify the Register of the imacguand seek to have it corrected. As a result,
the registration for Rose Zebra Supreme waspened, a publication date was added, and the
design re-registered as a pubkd design with registrationumber VA 1-792-044 with an
effective date of August 9, 200BeeD.E. #381 and #390. Since thegier did notefuse the
registration of Rose Zebra Supremwith full knowledge of the puiglation status inaccuracy, it
would be duplicative and causmnecessary delay to seek avnadvisory opinion from the
Register on this same issue. Thus, eveWdshington Shoe’s pplication contained an
inaccuracy, the Court finds that Olem Shoe hassalleged any inaccurate information that, if

12



known, would have caused the Registo refuse registration ddose Zebra Supreme. Thus,
such alleged inaccuracy does not disturb Washingtme'’s ability to proceeuh this action.

Finally, Olem Shoe alleges inaccurac@s the Ditsy Dots registration (VAu 756-950,
effective August 9, 2007) and supplementarystgtion (Va 1-420-043, effective November 22,
2010). Olem Shoe asserts thag tlegistrations for this designiled to disclose pre-existing
material and, therefore, improperly did not seaisteation of this work aa derivative work. In
support, Olem Shoe points to hedVashington Shoe sold “depigg dots,” the'standard polka-
dot design existing in the public domain,” arehled documents thabh®wv earlier Washington
Shoe boot patterns similar or identical to thestaged Ditsy Dots design, some also bearing the
name “Ditsy Dots” and another entitled “Sprinkfedn light of the supplementary registration
recently issued by the Register for Ditsy Dot®IShoe is effectively contending, with respect
to patterns depicting dots atlte standard polka-dot designisting in the public domain, that
the Register did not have knowledge of such desidnsessence, if the Register knew of such
designs, it would have refused r&tgation. Even treating this ajjed failure to disclose as an
inaccuracy included on the applicatidrit would strain credulity tsuggest that the Register did
not have knowledge that other patterns depictints are sold in the miatplace and that all
polka-dots, in the broadest sensee derived from the standapwlka-dot that ispart of the
public domain. Since we infer such knowledgetbea part of the Regier, we believe its
willingness to approve the registration in spite of such knowledge is a clear indication that such
disclosure was not material toethegistration’s validityln light of the factthat the Register has
now granted the registration of this copyrigitice and, in correspondence with Washington
Shoe, has clearly stated the defects it ¥edre consequential (D.E254-3), it would cause
unnecessary delay to seek a new advisory opin@n fhe Register on this issue. With respect

' This Court notes that Section 411(b),itaface, only pertains to “inaccurate
information . . .includedon the application for copyright resgjiation” (emphasis added). Olem
Shoe does not allege, much less offer evident@snnstance, that inaccurate information was
included on Washington Shoe’s application.tifea, Olem Shoe alleges that required
information was excluded which thereby made registration of this astkon-derivative”
inaccurate. This claim is thus distinguishdioten their claim with respect to Zebra Supreme
where they alleged that inaccurate informati@s affirmatively disclosed. While the Court
could dispose of this claim based on Olem Shtalgre to allege and prove an inaccuracy on
the face of the application, it ot necessary to do so where we can infer knowledge on the part
of the Register that would not have cauexiRegister to refuse such registration.
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to the sealed documents, it is unclear whethese boot designs were sold, i.e. published;
although the design summariesthe record indicat “Sample Request” or “Sample Sending
Dates,” suggesting, although far from conclusivestablishing, retail sale. D.E. #79-2. As
indicated above, so lores Washington Shoe’s prior bootsdgs were not registered, published
or in the public domain, it was not required tedibse this material as a “pre-existing work” for
purposes of registerg a derivative work.SeeCopyright Compendim Il § 626.01(a). Since
Olem Shoe has not established that any of tlue poot designs were resjered, published or in
the public domain, no pre-existing work fd@itsy Dots was required to be disclosed.
Accordingly, the Court finds thAt/ashington Shoe’s alleged failuresdisclose in this instance
would not warrant a request toetliRegister or otherwise disbuWashington Shoe’s ability to

proceed in this action.

C. Copyright Infringement

To establish copyright infngement, Washington Shoe mysove “(1) ownership of a
valid copyright, and (2) copying of constituenemrlents of the work that are originalBaby
Buddies, Inc. v. Toys “R” US, Inc611 F.3d 1308, 1315 ({1Cir. 2010) ¢iting Feist
Publications, Inc. v. Rural Tel. Serv. C499 U.S. 340, 361 (1991)). Oleanoe asserts that the
undisputed facts show that Wasfiton Shoe has failed to esligh either element and that non-
infringement of the three copyrights at issi®uld be found as a matter of law. Washington
Shoe asserts, on the other hatidt the undisputed facts shdhat it has met its burden to
establish both elements of copyright infringemamd that such infringement should be found as

a matter of law.

1. Ownership of Valid Copyright

Ownership of a valid copyright comprisesot@lements: originality and compliance with
the Copyright Act’s statutory formalitieBateman v. Mneumongikc., 79 F.3d 1532, 1541
(11th Cir. 1996) (“To satisfy Feist’s first prorg plaintiff must prove that the work . . . is
original and that the plaintiff coplied with applicable statutofgrmalities.” (internal quotations

omitted)). In addition to the alleged inaccuradesussed in the prior section, Olem Shoe has
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challenged Washington Shoe’s Zebra Supreme and Ditsy“Bogsyrights based on both (1)

lack of originality and (2) non-compliance wittagitory formalities. Under the Copyright Act,
as discussed above, registratisprima facie evidence of thalidity of the copyright, which

shifts the burden to the defendamtshow invalidity. In light othe copyright registrations for
Zebra Supreme, Rose Zebra Supreme and Ditsy, dnich are presumed valid, Olem Shoe has
the burden to demonstrate that Washington Sheeiks are unoriginal or did not comply with
the applicable statutory formalitieSee Montgomeryi68 F.3d at 1289 (finding that defendant
had burden to demonstrate work’s unorigiyatitie to the registration’s presumption of

validity); 4-13 Nimmer on Copyright 8 13.01 (statithgit a copyright regisdtion certificate is
prima facie evidence of the satisfaction of statutory formalities). Olem Shoe also makes a third
argument with regard to the Dit®pots copyright only:it argues that Washington Shoe is not the

owner of this design as a work for hire.

a) Originality

For purposes of copyright law, originalityneans only that the wk was independently
created by the author (as opposed to copied &thver works), and that it possesses at least some
minimal degree of creativity."Feist 499 U.S. at 345. Olem Shoe’s arguments with respect to
Ditsy Dots and Zebra Supreme are each consideredn. The Court doessot consider herein
the new issues that Olem Shoe has raised iegpect to Rose Zebra Supreme in its affirmative
defenses filed on November 11, 2011 [D.E. #385].

First, Olem Shoe argues that the Ditsy Dotsigie does not rise to the level of originality
required for copyright protection. It assertattipolka-dots are a generic design in the public
domain for which no copyright prettion is available. Olemh®e does not dispute that Ditsy

Dots’ author independently created the desigthat is, from her own mind as opposed to

12 0lem Shoe only challenges in its motfon summary judgment Rose Zebra Supreme’s
validity on the bases already discussed in the pusvsection. However, Olem Shoe has raised
new issues with respect to Rose Zebra Suprems affirmative defenses filed on November 11,
2011, specifically relating to orilgality and compliance with hCopyright Act’s statutory
formalities [D.E. #385]. Afmdicated in the Order datétbvember 30, 2011 [D.E. #395], the
parties may supplement their motions for sumnjpagigment with respect to the new issues
raised in Olem Shoe’s affirmative defensehich this Court has not yet addressed.
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copying from another work Rather, Olem Shoe argues that ttesign is insufficiently creative
because polka dots are a generic, commonplace, public domain design.

Copyright law requires only minimal level of creativity.Feist 499 U.S. at 345 (“[T]he
requisite level of creativity is extremely low;ava slight amount will suffice.”) However, of
potential relevance to this action, “familiar dyots or designs” as well as “coloring” are not
subject to copyright. 37 C.F.R. § 202.1. The Ditsy Dots design consists of a distinct
arrangement of big dots and small dét&n addition, it is readily gparent that Olem Shoe uses
proportionately equivalent big dots and smallsdtitat are the same as those arranged by
Washington Sho& Washington Shoe’s copyright regiion deposit for Ditg Dots contains
photographs of such designs with both all whitess@md with multi-color dots. D.E. 287-2.

The Court is not persuaded by Olem Shaaguments that the Ditsy Dots design is
insufficiently original. Olem Shoe relies doyal Printex, Inc. v. Unicolors, IndNo. CV 07-
05395-VBK, 2009 U.S. Dist. LEXIS 60375 (C.D. CallyJ8, 2009) for that notion that “[p]olka-
dots (regardless of size) are a familiar andege design and design element in the public
domain, for which no copyright proteati is available.” D.E. #254. IRoyal Printex, Inc.,
2009 U.S. Dist. LEXIS 60375, at *10, a district doimund only that a daisy flower design with
a polka dot background was not original beeatlse flower portion of the design was not
independently created by the claimant and polka dots were “generic” and “seemingly
identical” to “background polka-dsit in a separately copyrightedesign. This suggests that

such polka-dot design, like the flower design, was not independently created. The Bayslin

13 Although, as discussed below, Olem Shoe disptitat Ditsy Dots’ author was a Washington
Shoe employee at the time of tlverk’s creation and, hence, arguhat it is not a “work made
for hire.”

14 We analyze this arrangement from the pecsive of an average lay observer in the
“substantial similarity” seton of this opinion herein.

15 According to Washington Shoe, the Ditsy Daésign consists of vertical lines of circular
dots alternating between small dots (5 millimeters in diameter) and big dots (7 millimeters in
diameter) and horizontal and diagonal lines ofidar dots spaced 16 and 19 millimeters apatrt.
D.E. #371-1. While these measurementshased on an Olem boot acquired by Washington
Shoe, the Court presumes that Washington Stade'ged dimensions apply equally to its Ditsy
Dots design given that Washiogt Shoe claims that Olem Sh®eéesign copies its design’s
exact “dot size, spacing, andsttibution.” While Olem Shoe obsves that the parties did not
jointly take such measurements, it does ritgracontrary evidence with respect to such
measurements. D.E. #375.
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Printex did not analyze any artistic elements oé §holka dot background or explain why the
background was “generic.” Furthermore, the cadigtnot find, as Olem Shoe suggests, that all
polka-dots (regardless of size) are, by their matgeneric. Certainly, éhcourt did not address
how the arrangement of the polka-dots would bear on such an&@ysiBrince Group, Inc. v.
MTS Products 967 F. Supp. 121, 125 (S.D.N.Y. 1997Dlem Shoe also relies ddherry
Manufacturing Co., Inc. v. Towel King of Florida, In@53 F.2d 1565, 1568-1569 (11th Cir.
1985)* Donald v. Zack Meyer's T.V. Sales and Send@s F.2d 1027, 1030 (&Cir. 1970) and
Kate Aspen, Inc. v. Fashioncraft-Excello, In870 F. Supp. 2d 1333, 1338 (N.D.Ga. 2005) for
the notion that “any modification of the polka-dots. must be regardeas trivial, and simply
too insignificant to warrant a finding of origiiity for purposes of copyright protection.” In
these cases, the works at issue embodied oialtvariations on aarly identified public
domain or copyrighted works—iBherry,a beach towel design with lgnsubtle changes to the
dimensions of the beach, trees and watanfthe design in the public domain,liwnald, a form
agreement that was striking strikingly simitar form agreements published in numerous form
books, many of which are themselves copyrighted, akia Aspenwedding favors with only
slight size and proximity reductions from tleos the public domain. These variations were
found to be insufficiently originab warrant copyght protection.

By contrast, in a more analogous case ¢oitistant case, a court found a polka-dot design
met the level of creatiwtand originality requiretby Copyright law. IrPrince Group, Inc,,967
F. Supp. at 125a district court found that a polka-dtdbric pattern, “Mega Dot,” met the
threshold of creativity and, hence, originality required for a valid copyright. The court found that
the polka dots at issue were rparfect circles, but rather wengegularly shaped and shaded
around the perimeter. Even if the dots on thein evere insufficiently creative, the court found

that the arrangement of the dots confeiiee required creativity/originality:

® The Court notes that later Eleventh Circtibpinion suggests th&eists very low threshold

for originality overruledSherrys originality test. Montgomery v. Nogal68 F.3d 1282, 1291
n.12 (11th Cir. 1999) Eeistresolved a possible tension in quecedent regarding the test for
establishing originality.Compare Sherry Mfg. Co. v. Towel King of Fla., Ji&3 F.2d 1565,
1568 (11th Cir. 1985) (noting than order to qualify for a sepate copyrightthe derivative

work must contain somgubstantial and not merely trivial, origadity’ (emphasis added)), with
Original Appalachian Artworks, Inc. v. The Toy Loft, Ir684 F.2d 821, 824-25 (11th Cir. 1982)
(discussing theminimaldegree of originality necessaryr foopyright protection’ (emphasis
added)).”)
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the decision to place thmolka dots in imperfect ancbnflicting diagonal lines at

varying distances from each other giving the appearance of randomness,

distinguishes this arrangement from thgularity of the geneci polka-dot design;

thus, establishing a sufficient level @kativity for copyright validity.

967 F. Supp. at 125. Here, thetslon the Ditsy Dots designemot shaded and, for the most
part, are not irregularly-shape&eeD.E. # 234-1 (Third Amended @Gwplaint); various exhibits
to D.E. # 354 (Parties’ Undispd Photographs). The irregutass in dot-shape, which occur
toward the bottom and sole of the Ditsy Dots beatgly derive from # process of stretching a
two-dimensional design over a terdimensional boot, and, indeelis is the pasion taken by
Olem Shoe. Because the utilitarian aspecthefboot, as opposed tatiatic decision-making,
create the irregularities in dotagbe, these shape irregularitEnnot form a basis for copyright
protection'’ On the other hand, the pactlar arrangement of diffen¢ sized dots at varying
distances along vertical and horizdnpdanes, like the arrangement Rrince Group, is an
artistic decision that distinguish Ditsy Dots from generic ga dots — it is not merely a
uniform change in dimension, size or proximitpm some specifically identifiable polka-dot
pattern that separately exists. Olem Shoe’s fatloidentify such a separately existing pattern,
as opposed to identifying numerous different patigis strong evidence tfe notion that it did
not exist before Washington Shoe created Washington Shoe’s polkdot design therefore
satisfies the low standard of copyright creativit@f. Folio Impressions, Inc. v. Byer C&37
F.2d 759, 765 (2d Cir. 1991) (finding that artisticiden to place roses in straight rows was
sufficiently original to warrant copyright prot&en for that arrangement of roses on a fabric
design).

Olem Shoe’s expert opinion does not aceeah issue of fact regarding the design’s
originality. Olem Shoe’s expestates that the Ditsy Dots design is not sufficiently creative and
original because the difference in size between the alternating dots in the design is “very slight”
and unnoticeable to “an ordinary observer,” and because polka-dot patterns in the public domain
contain dots ofvarying sizes.SeeD.E. # 252-1 at | 6 (GoldapereDlaration). Olem’s expert
attaches compiled photographs of clothing atmbes with polka-dot prns in support.

7 As explained in the Court’s Order GrantingFart and Denying in Part Motion to Dismiss
(D.E. # 47), only the aesthetic, @gposed to utilitarian value, of the designs are eligible for
copyright protection.
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However, Olem Shoe does not point to a paldic polka-dot pattern ithe public domain or
subject to copyright that Ditspots copied and, without more, cannot carry its burden to show
lack of originality. By contrst, Washington Shoe can pointite own copyrighted design to
show Olem Shoe’s design already had a sepavastence. The idea dhe polka-dot can be
expressed in an infinite number of particitad forms and Ditsy Dits represents one such
particularized form. By contrast, inSherryand Kate Aspenparticular public domain designs
were identified allowing the court to clearlsee that the two works portrayed the same
particularized expression. IRonald existing form agreements were identified allowing the
court to clearly see that the copyrighted formgiaage had similarly been expressed by others in
the same fashion. The undisputed facts arethieaDitsy Dots design was independently created
and the Court finds that the dgsis particular, artistic arrangeent of dots meets the level of
creativity and originality requoed for copyright protection.

Second, Olem Shoe claims that Zebrapi@me lacks the retpite creativity and
originality required for a derivateswork. Olem Shoe’s expertsasts that zebra-stripe patterns
are generic and in the public domain. Howewasrwith the Ditsy Dots claim, Olem Shoe does
not point to a particular zebrérpe pattern in the public domafrom which the Zebra Supreme
design was copied. This statemh, without more, is thus inficient to establish lack of
originality.!® See Sherry753 F.2d at1568-1569 (11th Cir. 1985%ndKate Aspen370 F. Supp.
2d at1338 (N.D.Ga. 2005%ee alsoPrince Group, InG. 967 F. Supp. at 125 (“There must be

more than Defendants’ meager claim to supparirnkalidity of the Plaitiff’'s copyright.”).

18 The statement of Olem Shoespert that Zebra Supremeinsufficiently original as
compared to the previous drafisthe design is also misplateAs discussed above, only pre-
existing works that are registergoublished or in the public domaare considered for purposes
of establishing the originajitof a derivative work.

19 Note that a later EleventBircuit opinion suggests thBeists very low threshold for
originality overruledSherrys originality test. Montgomery v. Nogal68 F.3d 1282, 1291 n.12
(11th Cir. 1999) (Feistresolved a possible tension in quecedent regarding the test for
establishing originality.Compare Sherry Mfg. Co. v. Towel King of Fla., Ji&3 F.2d 1565,
1568 (11th Cir. 1985) (noting than order to qualify for a sepate copyrightthe derivative
work must contain somgubstantial and not merely trivial, origadity’ (emphasis added)), with
Original Appalachian Artworks, Inc. v. The Toy Loft, Ir684 F.2d 821, 824-25 (11th Cir. 1982)
(discussing theminimaldegree of originality necessaryr foopyright protection’ (emphasis
added)).”)

19



With regard to Zebra Supreme as a derivaatiork based on Rogebra Supreme, Olem
Shoe also argues that the additional mattain®d on its supplementary registration is
insufficient to confer originality.See Montgomeryl68 F.3d at 1291 n.12I(‘ order to qualify
for a separate copyright as ariglative or collective work, the aitional matter injected in a
prior work . . . must constitute more than a mmal contribution.” (internal quotations omitted)).
The supplementary registration provides thatribes material included in Zebra Supreme, as

compared to Rose Zebra Supreme, is, as follows:

1- Roses from Rose Zebra Supreme are removed.
2- Silver lining appearing on Zebra Supreme is added.
3- Orientation and scale of the backgroupattern are different; specifically,
Zebra Supreme contains about 80%tlué zebra stripe design from Rose
Zebra Supreme due to the chamgscale and orientation.
4- Rose Zebra Supreme has a whiteKgaound, whereas Zebra Supreme does
not have any white but is a xof grey, black, and silver.
5- The two designs have a different artisibok and feel overall. Rose Zebra
Supreme has a high-end playful fegd Zebra Supreme has a rock-and-roll
vibe.
The Register reviewed and accepted this supplementary registration with this additional material.
Olem Shoe wholly fails to satisfy its burdenagercome the presumption of validity, and hence
originality, conferred by theupplementary registration. Ole®hoe relies primarily on the
Register's earlier statements regarding Zebupreme in its advisory opinion to the Court’s
certified questions and its correspondence Withshington Shoe regarding the supplementary
registration. For instance, Olem Shoe citesht® Register’'s observatiadhat removal of rose
designs and addition or removal of a silverrmithat simply follows the contours of black
stripes were not additional material sufficiaiot create original authorship. Whatever the
Register’'s earlier comments redmg Zebra Supreme, it engabgm subsequerntorrespondence
with Washington Shoe regarding this workdagranted the supplemeny registration. If
anything, the Register's corfandence with Washington Shoegarding the Zebra Supreme
supplementary registration shows that the Regesdesfully considerednd, then, accepted the
originality of this derivative work. In an e-mhaegarding Washington®e’s applications for
supplementary registration the Register askedatiitional information to show that (1) the
silver striping does not merely lfow the contours of the blan}sic] stripes and (2) that the

preexisting black stripes werartistically altered to conform to the L-shape of the boot.
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Washington Shoe responded with a detailedhorandum providing such information and, very
soon thereafter, the Register issuld supplementary registratiorseeD.E. # 254-1-3. Olem
Shoe’s citations to statements of the Registgarding this work, mangf which were taken out
of context, do not demonstrateathZzebra Supreme is not entitleml protection as a derivative
work. In addition, Olem Shoe argues that gdmange in the background color from white in
Rose Zebra Supreme to gray in ZeBrgoreme is insufficiently originalSee37 C.F.R. § 202.1
(stating that coloring is not subject to copyright protection).is Hngument is without merit
because Zebra Supreme seeks to protect the patpamticular arrangement of colors, shapes
and flowers, not color aloneSee Feist499 U.S. at 348 (holding thathoices ago selection
and arrangement” so long as they are madkependently and with a minimal degree of

creativity are sufficiently original tavarrant copyright protection).

b) Compliance with Statutory Formalities

In addition, Olem Shoe assettsat Washington Shoe’s ragjiations for the Ditsy Dots
and Zebra Supreme designs do not comply \lign Copyright Act’'s requirement regarding
deposit copiesSeel7 U.S.C. § 408(b) (requiring that thegistration deposit include, depending
on the circumstances, one or two complete copies of the Work)deposit copy, in this case,
refers to a complete copy ofettbest edition of the work deptesl with the Copyright Office.
See 17 U.S.C. 8 407. Olem Shargues that the photographstbé boots included as part of
both the Ditsy Dots and Zebra Supreme depositsod@epict the entire boot—that is, all facets
and sides of the boot and pair of boots— dmehce, are not proper “complete copies.” In
support, Olem Shoe cites the statutory debnitof “copies,” as sontlkeing “from which the
work can be perceived, reproduced, or othewcommunicated.” The Court finds that Olem
Shoe’s argument on this point is legally inadtg to overcome the statutory presumption of
compliance with requisite formalities, which inhere in both Ditsy Dots and Zebra Supreme as a
result of their registration.

Olem Shoe also argues that the boots inpthetographs deposited as copies vary from

the Washington Shoe boots currently sold and¢céeare not proper copies. The Court is unable

20 As indicated above, the Coulves not consider herein thennissues that Olem Shoe has
raised with respect to Rose Zebra Supremtsiaffirmative defenses filed on November 11,
2011 [D.E. #385].
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to discern from the evidence that Olem Slodges [D.E. 268-8 and 268-3he variances that
Olem Shoe is purportedly identifying. As su€iem Shoe has not satisfied its burden to show
the invalidity ofWashington Shoe’s copyrights.

Olem Shoe also argues that Washingtbone3 Ditsy Dots registration impermissibly
reconstructed this work by submitting photographshe Ditsy Dots boots to the Register in
2009. It is undisputed, however, that the Regikist the original photographs deposited as
copies with the Ditsy Dots regjration and requested new copiilesn Washington Shoe. This
situation is entirely distinguigtible from the factual circumstegs of the cases relied upon by
Olem Shoe. These cases involve copyright érsldvho did not memotiae and register their
original work and later attempmteo use a copy of the workareated from memory, instead of
the original, to obtain copyrightegistration. Under these ainnstances, courts have held
invalid copyright registrations that did nde&posit copies of ehoriginal work. See e.g., Kodadek
v. MTV Networks, In¢.152 F.3d 1209 (9th Cir. 1998) (fimdj that drawings made without
reference to the original butather, based on thetist’s memory, are not proper copies for
purposes of obtaining a valid ceiddite of copyright registrationjColes v. Wonder283 F.3d
798 (6th Cir. 2002) (finding tha later recording of a song pradd solely from the artist’s
memory was not a valid copy of the work for purposes of the copyright in the original song).
The instant factual situation is entirely differentherefore, the Court finds that Olem Shoe’s
argument about the improper reconstruction efBitsy Dots design does not affect Washington

Shoe’s ability to proceedn its Ditsy Dots copyrightegistration in this action.

c) Ditsy Dots as a Work Made For Hire

Finally, with respect to Ditsy Dots only, OleBhoe argues that Washington Shoe is not
the author of Ditsy Dots as a “work made fiare” because the individual who Washington Shoe
originally named as the author of Ditsy Dalsssica Stetson, was rehployed by Washington
Shoe at the time of the desigwriation. Alternatively, Olem Shaggues that Ditsy Dots is not
a “work made for hire” because Diane Bennett, who Washington Shoe later named as the true
author of Ditsy Dots, did not state that shethored the design within the scope of her
employment at Washington Shoe. D.E. #290. Twart rejects both arguments. Under the
Copyright Act, a “work made for hire” igter alia, “a work prepared bgn employee within the
scope of his or her empiment.” 17 U.S.C. § 101. The Comni Act further instructs that “the
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employer or other person for whom the work \waspared is considerdde author for purposes

of this title.” 17 U.S.C. 801(b). While Washington ShoeAst Director, Rel Salonga, had
stated in an affidavit that Stetson, as a Wagbn Shoe employee, began the creation of the
Ditsy Dots design in 2005 and finished the design in or around May 2005 (D.E. #79), Salonga, in
a later affidavit, retracted thigatement. D.E. #165. In addition, Washington Shoe corrected the
record by submitting affidavits from Stetson and another former Washington Shoe employee,
Diane Bennett, indicating that Salonga had been mistakerMs. Bennett's ffidavit states that

she created the Ditsy Dots design while she graployed at Washingt@hoe. D.E. #166. Ms.
Stetson’s affidavit supports thisemise. D.E. #143-1. She ssthat she created hundreds of
designs while at Washington Shoe and cannot alwegal each design off the top of her head.

Id. She also states that she was confidentthieaDitsy Dots design wageated at Washington
Shoe.ld. Since Olem Shoe provides no evidenceetout the evidence provided by Washington
Shoe that Ms. Bennett and not Ms. Stetson teasauthor of Ditsy Dots, there is no genuine
dispute of material fact on e¢hissue of authorship. Mareer, since Diane Bennett was
employed by Washington Shoe as a designer, itfigglent that her creation of the Ditsy Dots
design while employed by Washington Shoe wathin the scope of her employment for
purposes of the “work made for hire” doctrine.

Accordingly, with respect to the first qang of the copyright infringement analysis,
Washington Shoe’s copyrights for Ditsy Dot#ebra Supreme and Rose Zebra Supreme are
validly owned except to the extent that Olem Sassgerts that Rose Zebra Supreme is invalid for
the reasons set forth in Olem Shoe’s newrrafiitive defenses, which this Court has not yet

addressed.

2. Copying of Constituent Elements thie Work that are Original

With respect to the secongrong of the copyright infringement analysis, both
Washington Shoe and Olem Shoeve for summary judgmentWashington Shoe must prove
Olem Shoe copied constituent elemeoitshe works that are originalSeeBaby Buddiest11
F.3d at1315 (11 Cir. 2010). Since direct evidence efpying is rare, Washington Shoe can

LIn an order dated April 29, 2011, the Coursézhon its ruling at a hearing that same day,
struck portions of both Stets@and Bennett’s affidavits. Natlisathe Court does not consider
the stricken portions of these affidavitsruling upon summary judgment. D.E. #314.
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come forward with indirect evidenag copying in one of two waysld. Washington Shoe can
show that Olem Shoe had accégsits copyrighted works and that Olem Shoe’s works are
“substantially similar” to the copyrighted workd.eigh v. Warner Bros. Inc212 F.3d 1210,
1214 (11th Cir. 2000). Or, if Véhington Shoe cannot establatcess, it can establish copying
by showing that its copyrighted works and thegale infringing works are “strikingly similar.”
Corwin v. Walt Disney Cp475 F.3d 1239, 1253 (11th Cir. 2007j.Washington Shoe makes
either showing, the burden shifts to Olem Shoe to prove that its works were not copies, but
independent creatior{seeHerzog v. Castle Rock Entertainmeh®3 F.3d 1241, 1249 (11Cir.
1999)) or copied from a common sourcedCalhoun v. Lillenas Publishing298 F.3d 1228,
1233 (11th Cir. 2002) (quotingelle v. Gibb741 F.2d 896, 901 (7th Cir. 1984) (“two works may
be identical in every detail, but, if . . . botvorks were copied from common source in the
public domain, then there is no infringement”)jo prove non-infringement, on the other hand,
Olem Shoe must show that the similaritietween the works concern only non-copyrightable
elements of Washington Shoe’s works, or timteasonable jury, properiystructed, could find
that the works are substantially simil&8eeOraveg 527 F.3d 1218 (1Cir. 2008).

Since Washington Shoe has not set forthatliexidence of copwyig, the Court considers
whether Washington Shoe has established accessuasthntial similarityvith respect to each
of Ditsy Dots, Zebra Supreme and Rose Zebuareme and whether Olem Shoe has rebutted
access and established non-substantial similarigroven independent creation or the existence
of a common source. Since the works concepydghtable elements, as described below, the
Court does not consider further whether the similarities between the works only concern non-

copyrightable elements.

a) Access

Access is defined as a “reasonable opputy” to view the work in questionCorwin v.
Walt Disney Cq 475 F.3d 1239, 1253 (11th Cir. 2007). Phaintiff may prove access by
demonstrating either that the infringed work hasrbwidely disseminated so that it is reasonable
to infer that the defendant heard or saw thengid work, or that it is reasonable to infer from a
particular chain of events that the defemdgained access to the copyrighted workd&ssin v.
Island Def Jam Music Groy®4-22320-CIV-HUCK, 2005 U.Dist LEXIS 43862, at * 15-16
(S.D. Fla. August 8, 2005) (citirgBKCO Music, Inc. v. Harrisongs Music, Ltd22 F.2d 988,
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998 (2d Cir. 1983)see also Dream Custom Homes, Inc. v. Modern Day Constr.,7Th8.F.
Supp. 2d 1288, 1302 (M.D. Fla. 2011) (“Access maynberred by . . . evidence that the work
was widely disseminated”). The YL Circuit has said that ffeasonable opportunity does not
encompass any bare possibility in the senseahgthing is possible . . . . Access may not be
inferred through mere spectia or conjecture. . . . There stube a reasonable possibility of
viewing plaintiff's work-not a bare possibility.Herzog v. Castle Rock Entertainmeh®3 F.3d
1241, 1250 (11th Cir. 1999) (internal citationsited). The “plaintiff bears the burden of
presenting significant, affirmative and probatievidence to support the claim of access.”
Lassin, 2005 U.S. Dist LEXK3862 at * 16.

In support of access, Washington Shoe argni@saccess can be inferred based on the
widespread distribution of ZebBupreme and Ditsy Dots to wiesklers and retailers and their
display at trade shows attendbg Olem Shoe. Washingtorh& offers the testimony of its
president and owner that Dit®ots boots “were first sold in 2007 and displayed at major trade
shows including the World Shoe + Accessories Show. held in Las Vegas.” Decl. of R.
Moehring, D.E. # 250-5 at { 5. In addition, &wing testifies thatDitsy Dots and Zebra
Supreme have been a huge commercial succelfisgsat national retadrs such as Target
stores” and Zebra Supreme boots have beemlade in Target stores “for years.”ld.
Washington Shoe’s Statementldhdisputed MateriaFacts (D.E. #250-2) atudes a screenshot
from Google maps showing over one hundred Tdaogettions in Florida. Washington Shoe also
points to the record statements of Olem Sh@perations Gener&lanager, Julio Acostaee
Decl. of Julio Acosta, D.E. # 59. Acosta taesf that as an Olem Shoe representative he
attended the above-referenced Las Vegas tshde in February and August of 2007 and in
subsequent years butaththe Olem Shoe booth and Wasjion Shoe booth were in different
hotels “several miles away.” B. # 59 at { 23. He also tifies that he did not know of
Washington Shoe’s existence in Z00r in subsequent ges prior to this dipute. Finally, he
testifies that no one in the coampy knew about Washington Shoe’s Target sales. Shahin Rezaie,
Olem Shoe’s Director of Purchasing, similadgclared in a sworn sahent that he attended

several such trade shows in Las Vegas andnwaaware of Washington Shoe’s existence prior
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to this dispute. D.E. # 249-1 at § 2, 4. Ol8hoe does not set fordmy other facts disputing
access beyond these stateméhts.

While the parties have not directed the Court to any Clrcuit cases equating
widespread distribution with access nor has @uairt identified any such cases, two district
courts in Florida have taken the view thatess may be inferred from wide disseminatiSee
Dream Custom Homes, Inc. v. Modern Day Constr., €3 F. Supp. 2d at 1302 ahdssin,
2005 U.S. Dist LEXI83862 at * 16. Other courts haatso taken this view.SeeMoyna, LLC
v. Victoria’s Secret Direct New York, LL.2003 WL 21983032 (S.D.M. Aug. 19, 2003) and
ABKCO Music, Inc. v. Harrisongs Music, Ltd722 F.2d 988, 998 (2d Cir. 1983). Moyng
access was established by virtue of wide dissatiun where copyrighted handbags were widely
disseminated and available at a New York accessatiow and placed in stores in New York,
throughout the country and oversealloyna, 2003 WL 21983032 at * 5. It was held that
Plaintiff need not prove that defendant phydiycabssessed the copyrighted work because wide
dissemination established accebl$. Given that Ditsy Dots and Zebra Supreme boots were sold
nationwide at stores such dsrget and could have beenewied at trade shows that both
companies attended, Washington Shoe has shioatnOlem Shoe employees had a reasonable
opportunity to view the boots, wiher or not they actulgl viewed them. Such evidence of wide
dissemination is significant, affirmative and probative evidence and represents a reasonable, and
not just a bare, possibility théte work was observed. The laotities that Olem Shoe relies
upon to dispute access are distinguishabéeabse they do not involve cases of wide
dissemination.SeeBurgin v. Lahaye2010 WL 3817709, at *1 (11th ICi2010) (no suggestion
of wide dissemination where final manuscriperely submitted to a writing competition);
Lassin, 2005 U.S. Dist LEXK3862 at * 17 (no wide dissemination where song merely aired on
pirate radio stations in South Florida that were not FCC licensed and there was a limited
distribution of compact discs t@cord industry personnel). céordingly, the Court finds as a

matter of law that Olem Shoe had “asg&to Washington Shoe’s designs.

22 In support of its argument that it did not haeess to Washington Shoe’s works, Olem Shoe
refers to its “independerteation” argument, stating that isdussed with and received a sample
of a polka dot and zebra skin designs from €s@suppliers independently. This is not an
argument regarding “access,” which requires omgasonable opportunity toew. We discuss
independent creation separately herein.
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b) Substantial Similarit’

“To determine whether an allegedly infringing work is substantially similar to a
copyrighted work, we ask whether an averageolaserver would recognize the alleged copy as
having been appropriated frotine copyrighted work.Baby Buddies, Inc. v. Toys “R” Us Inc.
611 F.3d 1308, 1315 (11th Cir. 2010). Olem Shoesttat it is Washington Shoe’s “burden to
show precisely which elements it contends @neected.” D.E. # 254 at 8. While Olem Shoe
misstates Washington Shoe’s burden, it is tra When evaluating the substantial similarity
between the two works, the Court must be ftlreo compare “only those elements of the
copyrighted work that are actlalsubject to copyright protéion—that is, the elements of
original expression in thcopyrighted work.”"Baby Buddies, Inc611 F.3d at 1316. In this case,
the protectable elements of Ditsy Dots and AeBupreme are limited only to the conceptually
severable patterned designs on the face of thes lamot not any utilitarrafunctions of the boots
themselves. Instances where the patterns a@tdidtin the manufacturg process by stretching
such pattern over the shape of boot are not considerguhrt of the patteed designs. In the
below analysis, the Court only focuses on Wiagttn Shoe’s particularopyrighted polka-dot
and zebra-skin patteris.

In comparing undisputed photographs of SMagton Shoe’s Ditsy Dots design (D.E.
354, Exhs. 5-8) against Olem Shoe’s dotsigie (D.E. 354, Exhs. 11-14, 27-34), we compare
each design from the perspective of an avetagebserver from four €fierent angles: front
view, back view, toe pointing left and toe pongfiright. Two illustrative examples of the toe
pointing left view arencluded directly belowD.E. #354, Exhs. 5 and 11):

23 Washington Shoe urges the Cotorfind striking similarity, wich requires a higher burden of

proof than substantial similarity. While this @bobelieves that the patterned designs on the face

of the boots are indeedi&ingly similar, we need not reachis conclusion as a matter of law.

Where access is established as a matter of law, as we find herein, a claimant need only prove the
more lenient standard etibstantial similarity.

24 In conducting such analysis, the Court rebiashe undisputed photographs on the record of

the Ditsy Dots and Zebra Supreme boots as age{Dlem Shoe’s alleged copies taken in the
presence of all counsel on June 23, 2011. D.E. #354.
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Such comparisons, from any angle, clearlesd three distinct figerns that are common

to both company’s boot designs. On the vertatahe, evenly spaced big dots and small dots
alternate in a consistent pattern from top to bott@n. the horizontal plane, two rows of evenly
spaced big dots alternate with two rows of evenly spaced small dots. The big and small dots in
each set of such rows on the horizontal plane, howeliso have an internal vertical pattern: the
first dot in the second such rowptaced in the middle of the firttvo dots in the first such row
and so on and so forth. Last, on the diagonalepltmo big dots consistently alternate with two
small dots. To the naked eyeappears that Olem Shoe usespartionately equivalent big dots
and small dots that are the same as thosehys®¥dashington Shoe. While Olem Shoe’s expert,
Goldaper, identifies as differences “non-circulelongated dots” towardéie bottom of Olem
Shoe’s boots that do not appeaMifashington Shoe’s boots, sheirmdfies these differences as
“the result of manufacturing proce$ D.E. 252-1 at f 13. Suchstbrtions are noa part of the
copyrighted pattern and therefore are not relet@rthis analysis. Indek no features of Olem
Shoe’s dots pattern areaognizably distinguishable from Wasgton Shoe’s Ditsy Dots pattern.
Since Washington Shoe’s copyright protects theiqdar ways in which its polka-dot pattern
has been expresseske Baby Buddies, In®11 F.3d at 1318, and since Olem Shoe’s pattern
uses the same particularized eegwion, this Court finds, as a matter of law, that an average lay
observer would recognize thddeged copy as having been appriated from the copyrighted

work. Thus, we find that Washington Shoe has ibseburden to show that the two designs are
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substantially similar while Olem Shoe has not itseburden to show that the two designs are not
substantially similaf?

In comparing undisputed photographs of Wagton Shoe’s Zebra Supreme design (D.E.
#354, Exhs. 1-4 and 9-10) against Olem &haebra design (D.E. #354, Exhs. 17-26), we
similarly compare each design from the perfigecof an average yaobserver from four
different angles: front view, back view, toe piing left and toe pointing right. Two illustrative

examples of the toe pointingght view are included directlyelow (D.E. #354, Exhs. 4 and 16):

Such comparisons, from any angle, simylarkveal distinct piéerns common to both
company’s boot designs. From the toe pointigftrview, both show a black triangular shape at
the top of the boot resembling an arrowheacdhiing left. Moving vertically down the boot
below the arrowhead, both show a series of alternating black and white wavy lines of different
thicknesses. Continuing to move down verticéllys series of lines leads into a wavy elliptical
shape in the center of the boot. Immediately beltvere is another seried alternating black
and white wavy lines of different thicknessesmmediately below these lines is a black
diamond-shaped object enclosingtrer ellipse. Immediately below the diamond shape, a final
series of wavy lines follow vertically down tinreaching the toe of the boot. While the white

%The Court notes that there are infinite waysstpress a polka-dot pparn. Had Olem Shoe
made any distinguishing variatiots Washington Shoe’s patterthe Court would be prevented
from finding substantial similarity. Olem Shdeowever, appears to use Washington Shoe’s
precise pattern. Thé%Circuit described this point as follew “had appellant simply used the
idea presented by the photo, there would not baea infringing copying. But here Koons used
the identical expression of the ididw@at Rogers created . . . Rogers v. Koon®960 F.2d 301,

308 (29 Cir. 1992).
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space is replaced with gold and the number oéslims slightly different in some of the
photographs, the distinguishing characteristiaghefpattern such as the arrowhead, diamond and
ellipse are distinct and common to each from fitont and toe pointing right views. From the
other three views, other distinpatterns are also common both designs while no distinct
patterns appear in one but not the other. Ci#toe’s expert, Goldapddentifies the following

as differences in the two patterns: “thicker stripes” in the Olem Shoe pattern, a “different
arrangement of stripes” in the Olem Shoe patend stripes “missing entirely” from the Olem
Shoe pattern. D.E. 252-1 at { Nanetheless, she does not speaify identify where the stripes
are thicker, what arrangements are differentwbich stripes are missing. To the extent any
such differences exist, they do not appear tdifferences in the patterbut merely differences
caused by the manufacturing process based onzbeokthe boot or where the pattern begins.
She also identifies the use of a solid blamkerlay strap on the Olem Shoe boot where
Washington Shoe uses a zebr#tgyza and different buckles. B. 252-1 at  12. As discussed
earlier, such differences in color utilitarian function do nobear on the protected design.
Accordingly, this Court finds that an averagg observer would recoge the alleged copy as
having been appropriated frometieopyrighted work. Thus, wiend that Washington Shoe has
met its burden to show, as a matter of law, thattwo designs are subatially similar while
Olem Shoe has not met its burden to show tleatwio designs are not substantially similar.

With respect to Rose Zebra Supreme, Wagion Shoe argues that infringement of the
derivative work, Zebra Supreme, is also necdygsan infringement of the parent work, Rose
Zebra Supreme, because the right to prepare ahdrae the preparation of derivative works is
one of the six exclusive copyrights. 17 U.S§CL06(2). Olem Shoen the other hand, argues
that Rose Zebra Supreme cannot be considefedgad without a separate showing of the two
elements of copyright infringeme discussed above with respéot Rose Zebra Supreme: a
valid copyright and copying. Olei®@hoe relies on a differentd®n of the Copyright Act for
the proposition that “[tjhe copyright in suchdarivative] work is independent of, and does not
affect or enlarge the scope..of any copyright prection in the preexisig material” and “does
not imply any exclusive right ithe pre-existing material.”)Seel7 U.S.C. § 103(b).

While the parties have not directed the Court to an{ Clrcuit cases equating
infringement of a derivative work to infringemeof a parent work, the Court believes that

Washington Shoe’s reading of the statig the more plausle interpretation.See Montgomery
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v. Noga, 168 F.3d 1282294 (11th Cir. 1999) (By downldang derivative work “VPIC 4.3”
and incorporating it as a utility on certain dist® defendants infringedetplaintiff's registered
copyright in the parent work “VPIC 2.9a”). Thegyright Act states thdfalnyone who violates
any of the exclusive rights of the copyrightrev as provided by sections 106 through 118 . . . is
an infringer of the copyright . . . .". 17 U.S.&501(a). Since neither g disputes that Zebra
Supreme is a derivative work &¥ose Zebra Supreme, unless Olem Shoe prevails on its newly
asserted defenses, it follows that the Couiitigling that Olem Shoe copied the protectable
elements of Zebra Supreme is also a findireg thlem Shoe improperlviolated Washington
Shoe’s exclusive right to prepare works dedi®m Rose Zebra Supreme guaranteed by section
106(2). Olem Shoe’s reliance on section 103¢ktherefore misplaced. Accordingly, we find
that an infringement of the deative work, Zebra Supreme, issalnecessarily an infringement
of the parent work, Rose Zebra Supreme ik&®&ebra Supreme is found to be valid. As
discussed above, while the Court finds that tiggsteation for Rose Zebra Supreme is presumed
valid, Olem Shoe has raised new issues wipeet to Rose Zebra Supreme’s validity in its
affirmative defenses filed on November 11, 2(QIE. #385] that the Qurt does not presently
address.

For the reasons discussed above, Washingtoe Bas sustained its burden to show, as a
matter of law, both elements of copyright infyement with respect to Ditsy Dots and Zebra
Supreme which raises a presumption of copyi8ge, e.g.Calhoun v. Lillenas Publishing98
F.3d 1228, 1232 (1Cir. 2002). To the extent Rosel#a Supreme is found to be valid, the
Court similarly finds that Rose Zebra Suprempressumed to have been copied. The burden thus
shifts to Olem Shoe to prove that its wonkgre not copies, but ttzer were independent

creations or had a common source.

c) Independent Creation and Common Source
Olem Shoe has raised the issues of inddeet creation and conan source to rebut a
finding of copyright infringement.That is, with respect to indendent creationt argues that
notwithstanding the similarities between the v&pr®lem Shoe createt$s polka dot and zebra-
stripe designs independenthofn Washington Shoe’s copyrigiit designs. D.E. 254. Shahin
Rezaie, the Director of Publitan of Olem Shoe, testified thhe independently sought out and
received polka-dot and zebra-skin samples faosnindependent Chinese supplier that formed the
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basis of Olem Shoe’s polka-dot and zelkm-gesigns. D.E. 246-1, pp. 19-20. In a sworn
declaration, Julio Acosta, the @eral Manager of Olem Shoestéied that when Olem Shoe
received the samples from the Chinese supplieswvas unaware of any copyright protection
existing in such designs or boots, and belietrexddesigns to be in the public domain and not
subject to protection.” D.E. 251-1. The Condtes that such evidea does not constitute
independent creation, but merely creation franseparate source. Olem Shoe provides no
evidence that both Washington Shoe and Ohoe used the same common sour@ee
Calhoun 298 F.3d at1233. Moreover, Olem Shoe pravide evidence that such source was not
a copyrighted Washington Shoe dgsibut rather only states a lackknowledge with respect to
the copyrighted naturef such sample.Cf. Calhoun 298 F.3d 1228 (defendant stated in an
affidavit that he independenttyreated the song “Emmanuel” hatut the use of any pre-existing
material as a basis for the song). Olem Shas failed to provide evidence of independent
creation or a common source aaccordingly has failed, as a matter of law, to overcome the
presumption of copying.

Therefore, summary judgmeint favor of Washington Shoand against Olem Shoe on
the copyright infringement claims with respea Ditsy Dots, Zebra Supreme and Rose Zebra
Supreme is warranted, except to the extent@eain Shoe asserts that Rose Zebra Supreme is
invalid for the reasons set forih Olem Shoe’s new affirmativdefenses. As indicated in the
Order dated November 30, 2011 [D.E. #395], paeties may supplement their motions for
summary judgment with respect to the new issues raised in Olem Shoe’s affirmative defenses,

which this Court has not yet addressed.

D. Trade Dress Infringement and False Designation of Origin

Washington Shoe next clainisat Olem Shoe is liable fdrade dress infringement and
false designation of originSee843(a) of the Lanham Acf,7 U.S.C. 81125(a). Washington
Shoe asks the Court to grant summary judgnments favor for trade dress infringement of
Washington Shoe’s unregisteré@de dresses for Zebra Supeeand Ditsy Dots. “The term
‘trade dress’ refers to the appearance of a miodien that appearance used to identify the
producer.”Dippin’ Dots, Inc. v. Frosty Bites Distrib., LL.G69 F.3d 1197, 1202 (fLir. 2004).
“Trade dress involves the total image of a produnt may include featuresich as size, shape,
color, texture, graphics, or evegrarticular sale techniques.”ld. We have already noted that
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Zebra Supreme and Ditsy Dots “are unquestionakmples of product design trade dress; it is
the designs on the boots themselves, rait frackaging, which are at issueJlem Shoe Corp.

v. Washington Shoe C&010 WL 3505100, (S.D. Fla. Sept. 3, 20%0)In the case of a product
design trade dres¥yal-Mart Storesheld that a trade dresspsotectable only on a showing of
secondary meaning because designs are notemthe distinctive and will invariably serve
purposes other than source identificatidral-Mart Stores, Inc. v. Samara Bros., 829 U.S.

205, 212-213 and 216. Secondary meaning exiseawin the minds of the public, the primary
significance of a [trade dresd to identify the source of ¢hproduct rather than the product
itself.” Wal-Mart Stores, Inc.529 U.S. at 211(quotingnwood Laboratories, Inc. v. Ives
Laboratories, Inc.456 U.S. 844, 851, n.11 (1982)). Washington Shoe, as the producer of Zebra
Supreme and Ditsy Dots, bears the burdenhoiwéng that its trade dresses have secondary
meaning and are therefore distinctive Wal-Mart Stores, Inc.529 U.S. at 210 (“Nothing in
843(a) explicitly requires a productr show that its trade dressdsstinctive, but courts have
universally imposed that requiremt€). Indeed, in an analogowsntext, the Eleventh Circuit

has held that “[p]laintiff has the burden of sustaining a high degree of proof in establishing a
secondary meaning for a descriptive térmnvestacorp Inc. v,Arabian Investment Banking
Corporation (Investcorp)931 F.2d 1519, 1525 (11th Cir. 1991). In addition, Washington Shoe
bears the burden of showing that “the @ddly infringing feature is not ‘functionalsee
843(a)(a)(3), and is likely toause confusion with the produot which protection is soughgéee
843(a)(1)(A), 15 U.S.C. § 1125(a)(1)(A).Wal-Mart Stores, Inc.529 U.S. at 210. Since all

%6 As a result, in this case, Washington Shoede dress protection would only extend
marginally beyond its copyright protectiondther non-functional features of the boots not
covered by the copyrights.

2" \Washington Shoe claims thathas established an unreted presumption of secondary
meaning,” D.E. #273, by proving “exact copying,” D#50. While this Court is competent to
find substantial similarity as a matter of lawdymparing the patternatksigns of the two boots
from the perspective of an average lay obsewerare not competetu find exact copying nor
“striking similarity,” which are questionsf fact requimg expert testimonySee, e.gTesta v.
Janssen492 F. Supp. 198, 203 (W.D. Penn. 1980)x(&rt testimony is not required to
establish ‘substantial similarity.” However, whamplaintiff seeks to . .establish that two works
are ‘strikingly similar,” such testimony is rege.”). Washington Shoe does not provide expert
testimony on exact copying. Moreover, the Elath Circuit has decled to adopt a rule
whereby intentional copying would elimindtee need for proof of secondary meanimByooks
Shoe Mfg. Co. v. Suave Shoe Corji6 F.2d 854, 859-860 ({ Tir. 1983).

33



three elements are necessary for a findingtrafle dress infringement, any one could be
characterized as a threshol@ee Epic Metal Corp. v. Soulier@9 F.3d 1034, 1039 (T1Cir.
1996).

This Court has already foundatihthe patterned designs on the face of the boots are not
functional. See Olem Shoe Coy2010 WL 3505100 at *3. Aibugh this Court has already
found substantial similarity in the copyrighfringement context between the patterned designs,
which would suggest a likélood of confusion, Washingto®hoe must prove secondary
meaning in order to establishlikelihood of confusion in the trade dress infringement context.
Wal-Mart Stores, Inc529 U.S. at 210 (“*without distinctivess the trade dress would not ‘cause
confusion . . . as to the origisponsorship, or approval of [the] gogdss the section requires.”).

In other words, if a member of the public wdbulot identify Ditsy Dots or Zebra Supreme boots
with Washington Shoe (or one it brands), they would not lm®nfused by even identical boots
sold by another company.

As this Court has noted, “[a] plaintiff attgting to bring a claim for violation of an
unregistered product design tradeesk faces a difficult task.” Habersham Plantation
Corporation v. Investment Partnership, L,.2011 U.S. Dist. LEXISL00726 at *21 (S.D. Fla.
Sept. 8, 2011). *“Establishing secondary meaning is best accomplished by surveys or other
guantitative evidence (internal citations omitted)d. “While survey evidence isn’t required to
prove secondary meaning, ‘appeals courts havethatdsurvey evidence ‘is the most direct and
persuasive evidence’ to establish secondary meanind.” quoting Sugar Busters LLC v.
Brennan 177 F.3d 258, 269 (5Cir. 1999).

In the absence of consumer survey evideooerts consider foufactors to determine
whether a particular trade dress has acquiggtandary meaning: (1) The length and manner of
its use; (2) the nature and exteof advertising and promotion; (3) the efforts made by the
plaintiff to promote a conscious connectiortliie public's mind between the trade dress and the
plaintiff's ... business; and (4) the extentwtbich the public actually ehtifies the trade dress
with the plaintiff's products. Sdevestacorp931 F.2d at 152%5ee alsdnights Armament Co.

v. Optical Sys. Tech., In®54 F.3d 1179 (fACir. 2011). The most important of these factors is
the fourth which speaks directly to theesffiveness of the firdhree factors. Seldabersham
Plantation Corporation2011 U.S. Dist. LEXIS 100724t *25 (“courts haveepeatedly pointed
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out that ‘the dispositive factor is not thextent of the promotional efforts, but their
effectiveness.”).

The Eleventh Circuit has held that the &xice of secondary meaning is a question of
fact. Coach House Restaurant, Inc. v. Coach and Six Restau@svsF.2d 1551, 1560 (11th
Cir. 1991), citingAloe Creme Laboratoriesnc. v.Milsan, Inc, 423 F.2d 845, 849 (5th Cir.) ("A
claim of secondary meaning presents a questidaadf’), cert. denied, 398 U.S. 928, 90 S. Ct.
1818, 26 L. Ed. 2d 90, reh'g denied, 400 U.S. 856, 91 S. Ct. 23, 27 L. Ed. 2d 95 (1970).
Accordingly, the Court must determine whethesoteing the issue of secondary meaning in this
case requires the resolutionaogenuine factual disputiwvestacorp931 F.2d at 1524.

To establish secondary meagj Washington Shoe relies almost exclusively on the
affidavit of Karl Moehring, its Chief Financidfficer and owner. Adressing the length and
manner of the trade dress’ usdr, Moehring states that Ditsy Bowas “first sold in 2007” and
Zebra Supreme has been available “for yeardZ. R73-4, 7. Addressirthe nature and extent
of advertising and promotion for Washingt Shoe's trade dresses, he statdsy alia, that
Washington Shoe spent “subdiahamounts of monein advertising and marketing campaigns
directed at the American public to familiarizestth with Ditsy Dots and Zebra Supreme.” D.E.
Id. 8. Addressing the efforts oha by Washington Shoe to promote a conscious connection in
the public's mind between the trade dress and Wgsin Shoe's business, he states that there
has been a “long history of mating . . . Ditsy Dots . . under the Western Chief Women®
brand nameld. 9. As Olem Shoe points out, Mr. Mogly also states that Washington Shoe
permits Target to sell the Ditsy Dot bedunder Target’s Merona brand namgl’’ at 24, and
that the Zebra Supreme boots have imprinentifying Target as thesource. D.E. #268-6.
Olem Shoe argues that these actions are incomssith Washington Shoe’s efforts to create a
public association between the designs and Wgstm Shoe. Addressing the extent to which the
public actually identifies the trade dress wille Washington Shoe’s products, Mr. Moehring
identifies two emails where retailers cdmgent Washington Shoe on the success of its
“Western Chief Ditsy Dots” brand and, in one, customers ask for the boots by hrfig2-23.

Mr. Moehring did not address any associatioZelhra Supreme with one of Washington Shoe’s
brands and noted that Washington Shdle Zebra Supreme only through Targéd. at 112.
Olem Shoe urges the Court to rule as a mattéaw that Washington Shoe has failed in

its evidentiary burden to esia@h secondary meaning and, theref that Washington Shoe's
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trade dress claim fails. Olenn&e stresses that Washingtdm& has not conducted a consumer
survey to demonstrate secondary meaning aaidMin. Moehring’s testimony demonstrates that
Washington Shoe took actions inconsisteith a protectable trade dre8die agree with Olem
Shoe that Washington Shoe has failed teemits evidentiary burden. Most significantly,
Washington Shoe failed to produce meanihgnd competent evidence to support the
effectiveness of its promotional efforts. Wamgjton Shoe failed to pwide survey or other
guantitative evidenceesHabersham Plantation Corporatio@011 U.S. Dist. LEXIS 100726 at
*24. Furthermore, Mr. Moehring's affidavitloes not establish the “connection in the
consumer’s mind between [Washington Shoe] anctlagned trade dress” (internal citations
omitted). Id. See also Vital Pharms.,dnv. Am. Body Bldg. Prods., LLE11 F. Supp. 2d 1303,
1312 ("I cannot accept the testimony of only two widlials as sufficient evidence of secondary
meaning."); Gulf Coast Commer. Corp. v. Gordon River Hotel A26Q6 U.S. Dist. LEXIS
30492 at *35 (holding that the "many" declarations submitted awtdf were insufficient to
overcome plaintiff's high burden of proof oéc®ndary meaning). Rather, Mr. Moehring's
testimony only identifies #h emails of two retaileysas opposed to consumers, to establish the
public’s association of Ditsy Dotsith Washington Shoe’s brand. thng aside the fact that the
statements of such consumers as conveyed brsethiders are inadmissibleearsay, there is no
evidence as to the context of the statementshow many consumers made such statements.
That Washington Shoe does not have more comgnevidence to show adl identification is

the best evidence of its absence. With resfme@ebra Supreme, he presented no associative
evidence. Even considered in the light mosbfable to Washington Shoe, such evidence is not
legally sufficient to establish that the public adtyiidentifies the Zebra Supreme and Ditsy Dots
trade dresses with Washington Skoeits brands). Without st evidence establishing actual
identification, no properly instaied jury could find secondamneaning. Since a finding of
secondary meaning is an essdrglament to Washington Shodtsde dress infringement claim
and Washington Shoe has failed to meet its bigiden of proof, summagydgment in favor of
Olem Shoe and against Washing&me on this issue is warranfed.

28 Olem Shoe also claims that Mr. Moehririgstimony and exhibits constitute inadmissible
hearsay, and unsupported, self-serving statements. D.E. #290.

29 Washington Shoe alternativalyges the Court to find tradeeds infringement on the basis of
“secondary meaning in the making.” We declio@ddress this theory because there is no
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E. Willful Copyright and Trade Dress Infringement

Washington Shoe next claims that summaggment that Olem Shoe willfully infringed
Washington Shoe’s copgfits and trade dress rights is appiaterbecause Olem Shoe received
cease and desist letters makingnthaware that its continued sale, shipping and distribution of
the infringing designs constituted copyrightdatrade dress infringeent. D.E. #250. The
parties do not cite to any Eleventh Circuit easior has the Court identified any such cases
establishing the standard for willfulness in caglit and trade dress infringement cases. Some
courts have applied the following rule whichetl&ourt adopts: “whether the defendant had
knowledge that [its] conduct represented infrimgat or perhaps recklessly disregarded the
possibility.” SeeKepner-Tregoe, Inc. v. Vrogmi86 F.3d 283, 288 (2d Cir.1999) (copyrights);
Koon Chun Hing Kee Soy & Sauce Factdryd. v. Star Mark Management, In@Q007 WL
74304 at *11 (E.D.N.Y. Jan. 8, 2007) (Lanham Act/Trademarks).

While caution must be exercised in grantsugnmary judgment when state of mind is an
issue, the summary judgment rteould be rendered sterile” if thmere existence @ n issue as
to state of mind wouldutomatically defeat an otherwise valid motiblmra Beverages, Inc. v.
Perrier Group of America, Inc269 F.3d 114, 125 (2d Cir.2001). \&fe the defendant offers no
probative evidence raising a genuine issuematfterial fact regarding willfulness, summary
judgment is appropriat&see Fendi Adele S.R.L. v. BurliogtCoat Factory Warehouse Coyrp.
689 F. Supp. 2d 585, 600-601 (S.D.N.Y. 2010), rasheel on reconsideration, (Mar. 23, 2010)
(internal citations omitted).

Here, Washington Shoe effectively argues thatwledge of alleged infringement in a
cease and desist letter constitutes knowledge ahg&@ment. However, the cases it relies on in

support of this notion are distinguishable fronstbase. In each, defendant’'s knowledge of

precedent for it in the Eleventh Circuitcdaeach of the Federal Circuit arfti ircuit has
rejected it. See Cicena Ltd. and Cicena Inc. v. Gohia Telecommunications Group, 900 F.2d
1546 &Fed. Cir. 1990);Black & Decker MfgoCv. Ever-Ready Appliance Mfg. C684 F.2d

546 (8" Cir. 1982) To our knowledge, only the N&wrk district courts have endorsed it and
the Federal Circuit opined that “the Second Giréufaced with the qu&ion, would reject the
doctrine of secondary meaning in the makin@itena Ltd. and Cicena In®00 F.2d at 1550.
In any event, there is insufficient evidencehis case that the proggof acquiring secondary
meaning is ongoing.
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infringement, whether or not informed by a eeasd desist letter, was supported by compelling
evidence to suggest that such defendantdcaol reasonably and igood faith have believed
that there was no infringemer&eeColumbia Pictures Television v. Krypton Broadcasting of
Birmingham, Inc. 106 F.3d 284, 293 {9Cir. 1997),rev'd on other grounddy Feltner v.
Columbia Pictures Television, Inc523 U.S. 340 (1998) (defendaotntinued to broadcast
copyrighted television shows in spite of krledge that the license agreement permitting
defendant to do so had been terminat&i)man v. Ageel57 F.3d 708, 711 {9Cir. 1998)
(defendant continued to produce and market copyrighted records inofpgiteowledge that
ownership of the copyright was unclear arsdoérmission may not have been authorized):.S.
Import, Corp. v. Chenson Enterprises, In@68 F.2d 250, 252-253 (2Cir. 1992) (defendant
continued to sell copyrighted haradjs in spite of knowledge that is$torney had sent a letter
that defendant would ceas@ed desist from doing sofetaped.Com, Inc. v. Cangenii88 F.
Supp. 2d 398, 402-403 (S.D.N.Y. 2002) (defendantembgoburce code in spite of a prominent
copyright notice); Castle Rock Entertainment v. Carol Pub. Group, 1885 F. Supp. 260, 267
(S.D.N.Y. 1997) (defendant continued to publisid distribute a Seinfeld Aptitude Test in spite
of a prominent copyright noticeMicrosoft Corp. v. Atek 3000 Computer, In2008 WL
2884761 (E.D.N.Y. 2008) (defendant, through defadtnitted allegations of infringement and
default supported a finding of willfulnesszanon U.S.A. Inc. v. Tiger Wholesa® U.S.P.Q.2d
(BNA) 1698 (defendant had actual knowledge ttieg “Canomatic” cameras it was selling
infringed upon Canon’s trademarlgplls-Royce PLC v. Rolls-Royce USA, 1688 F. Supp. 2d
150 (E.D.N.Y. 2010) (defendant dhactual knowledge that the 6R-Royce USA” trademark it
was using infringed upon Rolls-Royce PLC’s trademarkgndi Adele S.R.L689 F. Supp. 2d
585, 600-601 (S.D.N.Y 2010), amended on recanmsiibn, (Mar. 23, 2010) (defendant had
actual knowledge it was violating an injunction agasele of counterfeits). In the instant
case, by contrast, there wasdence suggesting that Olenh¢& could reasonably and in good
faith have believed that there was no infringementt, the cease and d&Sietters neglected to
include important information relating to the valydof the copyrights. As described in the
background section, this included failures to pdevicopies of the deposits of the allegedly
infringed works and identifying information fdhe copyright registration. In fact, problems
with the registrations led Washington Shoe to need supplamgerggistrations. That such

supplementary registrations were necessaryprigof that Olem Shoe’s dispute over the
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allegations in the cease and desist letters s@sonable and in good faith in spite of the ultimate
outcome® Moreover, Olem Shoe canceled shipiseand stopped selling the designs on the
force of Washington Shoe’s assent in the abundance of cautioBeeD.E. #59 19 and 18. In
addition, Olem Shoe employees stated that theéyot see any copyright notices on the samples
from which they produced the infringing design®.E. #249-1). Professor Nimmer has stated
that “one who has been notified that his asctdconstitutes copyright infringement, but who
reasonably and in good faith kmles the contrary, is not ilful' for these purposes.”
RCA/Ariola International, Inc. v. Thomas & Grayston €845 F.2d 773 (8Cir. 1988) (quoting

M. Nimmer and D. Nimmer, Nimmer on Copght 8 14.04[B][3] (1987)). Since the cease and
desist letters do not offer probaievidence raising a genuine issue of material fact that Olem
Shoe knew that its conduct constituted copyright infringement or recklessly disregarded the
possibly, the Court finds that summary judgmeéntfavor of Olem Shoe on this issue is

appropriate.

F. Unfair Competition

In Count Il of its Amended Counterclairiyashington Shoe allegghat Olem Shoe’s
“actions in violation of the tramark and copyrights statutes ariolations of Florida’'s and
Washington’'s Deceptive and Unfair Trade Rices Act(s).” D.E. # 234. Washington Shoe
incorporates by reference the paragraphs icataplaint supporting copight and trade dress
infringement and alleges further that such “actions were unfair and deceptive in violation of the
state laws noted above and under the common l&iv.”

Olem Shoe asks that this claim be dismdssath prejudice. Insofar as the claim is
predicated on trade dress infringement, Olem S{s#s that the claim be dismissed for the same
reasons that the trade dress infringement claieff itsils. Insofar as the claim is predicated on
copyright infringement, Olem Shaesks that the Court find thatich claims are pre-empted by
the Copyright Act.Seel7 U.S.C. 301 (. . . all legal or equila rights that arequivalent to any
of the exclusive rights within thgeneral scope of copyright as specified by Section 106 in works

30 While Washington Shoe also cites sales data revealing “willful sales” that it was only able to
obtain through subpoena ducesums, any such sales would radiier the outcome of this

analysis where Olem Shoe reasonably and i dgaith believed its actions did not constitute
infringement.
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of authorship that are fixed in a tangible dnan of expression and come within the subject
matter of copyright as specified by section 0@l 103 . . . are governed exclusively by this
title.”).

Since we have already found in favor ©lem Shoe on the issue of trade dress
infringement, the alleged actionsviolation of the trademark staes cannot be a predicate for a
finding of state law unfair competition.

On the issue of preemption, the Eleventh dirbas explained that state law cause of
action is preempted by the Copyright Act if two edets are present. HRirs[tlhe court must
determine ‘whether the rights at issue fall wittive 'subject matter of copyright' set forth in
sections 102 and 10Ponald Frederick Evans & Assocs., Inc. v. Continental Homes, 7188.
F.2d 897, 914 (11 Cir. 1986) (internal citations omittedSecond, “whether the rights at issue
are 'equivalent to' the exclusivights of ection 106.” Id.

In this case, the first prong is clearly satisfied because the registered copyrights for the
two patterned designs on the face of Washingture®oots form the basis of the rights at issue
in this matter. These designs are clearly wittihhe subject matter of copyright set forth in
sections 102 and 103.

The second prong, that such rights must hevedent to the excluge rights of Section
106, is also satisfied. The protect that Washington Shoe seekghwiespect to its copyrighted
patterned designs, derives directly from threehef exclusive rights that Washington Shoe has
under Section 106: the right “to reproduce the cgbyed work in copies” (and thereby exclude
others from doing so), the riglto prepare derivative works bad upon the copyrighted work”
(and thereby exclude others from doing so) aral rilght “to distribute copies . . . of the
copyrighted work to the public bgale or other transfer of eership” (and thereby exclude
others from doing so). 17 8.C. 106. By contrast, iDonald Frederick Evans & Associates
the case Washington Shoe relies on, the urdampetition claims involved allegations of
misrepresentations about Evans' model homashattid not fall within the subject matter of
copyright. SeeDonald Frederick Evans & Associate&35 F.2d at 914. T is not the case
here. Courts have found that complaints methg unfair competition claims on copyright
violations are preempted by the Copyright A8ee, e.g., Kodadek v. MTV Networks,,|082
F.3d 1209, 1212-1213 9Cir. 1998) (“Kodadek’s complaint expressly bases his unfair
competition claim on rights granted by the Coglgt Act . . . Kodadek’s unfair competition
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claim is preempted”). Since Washington Shamsplaint expressly sas its state law unfair
competition claims on actions in violation of the copyrights statutes (except to the extent they are
based on the trademark statutes as discussed)ab@dashington Shoe’s claim is equivalent to
the three exclusive rights notedowe that are protected by theléeal copyright laws. While
both Florida’s and Washington’s unfair competition [¥ware significantly broader than the
Copyright Act and are not thentges pre-empted, Washington Shoe’s specific claims in this
case are preempted.

Accordingly, we grant summary judgmem favor of Olem Shoe and against

Washington Shoe on the igsaf unfair competition.

I11.Conclusion

For all of the foregoingeasons, the Court takes flosdowing actions herein:

(2) GRANTS summary judgment in favaf Washington Shoe and DENIES
summary judgment with respect to Ol&hoe on the copyright infringement
claims addressed herein, except witkpect to the new invalidity issues
asserted against the Rose Zebrapr8me copyright in Olem Shoe’s
affirmative defenses filed ddovember 11, 2011 [D.E. #385];

(2) DENIES summary judgment with respéctWashington Shoe and GRANTS
summary judgment in favor of Olemh& on the trade dress infringement
and false designation of origataims addressed herein;

3) DENIES summary judgment with respaéatWashington Shoe and GRANTS
summary judgment in favor of Ole®hoe on the “willful” copyright and
trade dress infringement atas addressed herein; and

4) DENIES summary judgment with respaéatWashington Shoe and GRANTS
summary judgment in favor of Olem Shoe on the unfair competition claims

addressed herein.

# Unfair competition law in Florida prohibits “[u]nfair methods of competition, unconscionable
acts or practices, and unfair or deceptive aciactices in the conduct of any trade or
commerce.” Fla. Stat. § 501.204. Unfair cotitmn law in Washington similarly prohibits
“[u]nfair methods of competition ahunfair or deceptive acts orgmtices in the conduct of any
trade or commerce.” Rev. Code Wash. (ARCW) § 19.86.020
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Having resolved the liability issues, except fioe new invalidity issues asserted against
the Rose Zebra Supreme copyright in Olem Shatirmative defenses filed on November 11,
2011 [D.E. #385], the case will proceed to trialyooh those new invalidity issues and the issue
of damages.

DONE in Chambers, Miami, Florida this 1st day of December, 2011.

W ”’f
Faul C. Huck
UnitedState<District Judge

Copies furnished to:
Counsel of Record
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