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 1 (Court was called to order.)

 2 THE COURT:  Good morning, everybody.  Welcome, be

 3 seated.  I know we're early, but is everybody her e?

 4 MR. POWERS:  We are, Your Honor.

 5 THE COURT:  All right, so this is Motorola versus

 6 Apple.

 7 Do you need their appearances, again, Judy?

 8 MR. MULLINS:  Edward Mullins of Astigarrage Davis  --

 9 THE COURT:  No, we don't need them.  That will sa ve

10 us 15 minutes right there.

11 Okay.  So we're -- well, first of all, have you

12 resolved the issue relating to the emergency moti on to compel?

13 MR. POWERS:  Not fully, Your Honor, the parties h ave

14 met and conferred.  Our suggestion to the Court i s that we

15 allow that process to continue over the next few days.  We

16 expect it to be productive.  Our hope, obviously,  is that we

17 will be able to withdraw the motion if the witnes ses are made

18 available and that process is continuing, we thin k in a

19 productive way.

20 THE COURT:  Okay.  So just hold off on that for n ow?

21 MR. POWERS:  Correct.

22 THE COURT:  Okay.  All right.  So the next one is

23 Motorola's motion to amend the procedural schedul e to serve

24 supplemental invalidity contentions.

25 MR. POWERS:  Before we begin that, Your Honor, on e
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 1 quick housekeeping matter related to yesterday, i f we could.

 2 THE COURT:  Yes.

 3 MR. POWERS:  We have a flash drive that has -- th ere

 4 was numerous binders that were given to you yeste rday that are

 5 bulky, but useful obviously, in hard copy.  Some of those that

 6 were presented were videos or animations.  We hav e a flash

 7 drive that has all of the information presented t o you

 8 yesterday, including the animation and videos tha t don't

 9 appear obviously, in the hard copy.  Could we han d that up?

10 THE COURT:  Sure.

11 Do you want the opportunity to do the same thing,

12 Mr. Verhoeven?

13 MR. VERHOEVEN:  We could do that as well, Your Ho nor,

14 I don't have it right here but we could deliver t hat to the

15 court, we'd also request a copy of whatever it is  that

16 Mr. Powers has on that flash drive for our record s as well.

17 MR. POWERS:  Of course.

18 THE COURT:  Okay.  All right.  So let me hear -- yes?

19 MR. POWERS:  Who do you wish to go first, Your Ho nor?

20 THE COURT:  Well, it's their motion so I assume

21 they're going to go first.  Unless you're going t o tell me

22 that I agree and don't need to say anything.

23 MR. POWERS:  In that case, they should go first.

24 THE COURT:  Okay.

25 MR. SEARCY:  Good morning, Your Honor.  Marshall
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 1 Searcy for Motorola, let me give you a roadmap of  what I'll be

 2 covering during my oral argument today.

 3 First, I'll begin with the issue of prejudice.

 4 Namely, the fact that there is a lack of prejudic e.  No

 5 prejudice to Apple if our motion is granted.  And  there will

 6 be extreme prejudice to Motorola and the process,  the Court

 7 and the jury, if Motorola isn't allowed to supple ment its

 8 references in this case, the prior art invalidity  contention. 

 9 Next, I'll discuss efficiency.  Amending the

10 procedural schedule is the most efficient way to deal with the

11 issues that are raised by these new prior art ref erences.

12 Third, I'll get into Motorola's diligence.

13 Specifically I'll contrast Motorola's diligence i n trying to

14 supplement its invalidity contentions with Apple' s own claim,

15 carefully-worded statement about its lack of know ledge that it

16 didn't know anything about the references involve d here.

17 And before I begin with that, though, there is a

18 housekeeping issue that relates directly to this motion.

19 Apple has dropped its '646 and '116 patents.  Tho se

20 are the display space patents so we didn't hear a  tutorial

21 about them yesterday and the issues that are rais ed in the

22 motion to amend the procedural schedule are now m ooted about

23 that, those are the issues that related to plug a nd play and

24 the representations made at the prior tutorial.  Those are now

25 moot in light of them dropping the patents.
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 1 So what we're down to now, Your Honor, are two se ts

 2 of references.  One is the Neonode reference, the  publication,

 3 and the phone.  And those are items that Mr. Verh oeven showed

 4 you yesterday during the tutorial.  And the other  is the '185

 5 patent, that goes to set-top box issues.  And tha t's a patent

 6 owned by a company called Rovi.

 7 So Your Honor, now turning to the issue of prejud ice,

 8 and we are talking about these two sets of refere nces, Apple

 9 isn't prejudiced by us supplementing our invalidi ty

10 contentions to include those two references.

11 A deposition of Neonode is currently, tentatively

12 scheduled for March 19.  So Apple will have the o pportunity to

13 ask questions about that reference.  To get disco very.  And to

14 seek the information that they claim to be lookin g for.

15 Apple subpoenaed the company Rovi on January 23,

16 2012.  That was attached as Exhibit R to the repl y in this

17 case.  And in that subpoena, Apple specifically a sks Rovi

18 about the '185 patent that we're seeking to suppl ement our

19 invalidity contentions with.

20 So they've had the opportunity and will have --

21 THE COURT:  The subpoena or they actually spoke t o

22 them?

23 MR. SEARCY:  They've subpoenaed them.  It's my

24 understanding --

25 THE COURT:  They took a deposition or they -- I m ean,
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 1 --

 2 MR. SEARCY:  That they are currently in negotiati ons

 3 for a deposition with Rovi.

 4 THE COURT:  Okay.

 5 MR. SEARCY:  That they have been meeting and

 6 conferring with counsel for Rovi on that.

 7 THE COURT:  Okay.

 8 MR. SEARCY:  And I believe that they are currentl y

 9 seeking to take a deposition of Rovi pursuant to that

10 subpoena.

11 THE COURT:  Okay.

12 MR. SEARCY:  Okay.  So Apple has had and will hav e

13 the opportunity to take discovery with regard to these

14 supplemental references.  And that opportunity to  take

15 discovery will be even more present now that the Court has

16 agreed to extend the discovery schedule and the p arties have

17 agreed to that.

18 So they'll have the opportunity to get the discov ery

19 that they say they couldn't otherwise get on thes e references.

20 So they can't show prejudice.

21 On the other hand, as we saw yesterday during the

22 tutorial, these are very important references, ve ry important

23 pieces of prior art that go to the validity of th e patents

24 that Apple has raised here.

25 And certainly the video, the Neonode phone that w e
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 1 showed you yesterday, that's something that a jur y should be

 2 allowed to see.  That's something that the Court should be

 3 allowed to consider in determining the issues in this case.

 4 So there will be a prejudice to Motorola, prejudi ce to the

 5 jury and even to the Court in not being able to c onsider all

 6 of the prior art that is critical to the patents that are

 7 being considered in this case.

 8 On balance, the prejudice falls far in favor of

 9 Motorola.  Motorola would be extremely prejudiced  if the

10 schedule is not amended.

11 Now I want to talk to you about efficiency, becau se

12 that's another reason why these references, the N eonode and

13 the '185 patent references that I've been describ ing,

14 shouldn't be excluded.

15 These references raises issues -- they raise issu es

16 that will have to be tried.  That will have to be  considered

17 by a court.  They might be considered in the seco nd

18 litigation, should Apple decide to raise these sa me patents in

19 the second litigation that's currently before the  Court.

20 It might be considered in a separate action for

21 declaratory relief that might be necessary if the se references

22 are excluded.  But somehow, these prior art issue s, these

23 important issues that relate to these patents hav e to be

24 decided.

25 The most efficient place to decide that, Your Hon or,
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 1 is here, in front of this Court, where these issu es will be

 2 tried to a jury, and where they can all be consid ered and

 3 where they'll, as we've discussed, will have been  complete

 4 discovery on that.

 5 So it makes sense to get rid of these issues, to

 6 resolve these issues now.

 7 Now turning to the issue of diligence.  In their

 8 opposition, Apple says two things.  First they sa y that we

 9 should have known about these Neonode references.   Yet at the

10 same time they say, in very carefully worded stat ements, turn

11 to page 3, turn to page 4 of their opposition, th ey make

12 statements like, there was no evidence that Apple  had been in

13 possession of Juels or Neonode prior to the June 20, 2011

14 deadline for invalidity contentions.

15 They say on page 4, Motorola points to no evidenc e

16 that anyone at Apple was aware of those reference s during the

17 relevant time frame.

18 THE COURT:  What does that mean?  They're not say ing

19 nobody at Apple knew about it, they're saying you  haven't

20 produced any evidence yet that anybody at Apple k new about it.

21 MR. SEARCY:  It's very carefully worded, Your Hon or.

22 And the reason why it's carefully worded is becau se it flies

23 in the face of a lot of things we know.  We know that they

24 were in litigation with Samsung in the Dutch Cour t and that's

25 where the Neonode reference appeared and that's w here the
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 1 Dutch court held that this Neonode reference may invalidate

 2 the slide-to-unlock patent.

 3 We know from discovery that was taken recently th at

 4 Apple submitted what's called an "information dis closure

 5 statement."  That was submitted in connection wit h the '849

 6 slide-to-unlock patent application.  And in it, R obert Beyer,

 7 who is an attorney for Apple, included a referenc e to a

 8 Neonode manual and included that, with that a cit ation to a

 9 website, ebookspdf.com, gadget/2818/neonode N1m m anual.

10 So all of this is to show that if there's a -- so rt

11 of harkening back to the point of prejudice, if t here's

12 prejudice here, it's because Apple didn't produce  something

13 that they knew or should have known about and tha t was, in

14 fact, requested for production.

15 But it also goes, Your Honor, to the issue of

16 Motorola's own prejudice.  You know, even assumin g, even

17 taking Apple's statements in their brief at face value, that

18 there's no evidence that they knew about it.  Try ing to

19 indicate to the Court that they didn't know about  it, it

20 certainly wouldn't be fair to expect that Motorol a would

21 somehow know about it.

22 And that goes to one of the issues, one of the po ints

23 that's raised in the Amerson case.  When you're talking about

24 a search for prior art, Your Honor, you're talkin g about a

25 worldwide search, looking for prior art, the refe rences to
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 1 patents that are brought up in patent litigation.

 2 And certainly if you look to the disclosures that

 3 were provided in this case, Your Honor, they're d iligently

 4 provided.  They contain analysis, they contain cl aim charts,

 5 they're extensive, and in light of that with Appl e saying they

 6 don't know about this Neonode reference, they cer tainly can't

 7 claim that we weren't diligent, considering our p osition, in

 8 us not knowing about it.

 9 As to the issue of the '185 patent, that's the Ro vi

10 patent that goes to set-top box issues, if you lo ok to the

11 face of the Rovi patent, that patent actually was  filed after

12 the three Apple interactive programming guide pat ents that are

13 at issue in this case.  And part, earlier I descr ibed the '185

14 patent, it's the set-top box that's actually an i nteractive

15 programming like that.

16 So someone looking at that information, the face of

17 the patent, and we saw the -- how the face of pat ents looked

18 yesterday at the tutorial, with the filing date o n it.  You

19 wouldn't know from the face of it that that was p rior art.

20 It's only afterwards when we actually dug into th e

21 file history, that's all the documents that went back and

22 forth between the PTO, you know, a file about tha t thick, that

23 we found this declaration from the inventors clai ming that

24 they had invented the inventions in the Rovi pate nt first.

25 And thus should have priority over these Apple pa tents.
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 1 So we were diligent in locating it.  Diligent in

 2 finding it and now we've brought it to the Court' s attention

 3 so that it can be tried in this case.  So that al l of the

 4 issues can be decided, as they should be on these  patents.

 5 So in sum, Your Honor, there's no prejudice to Ap ple.

 6 We've acted diligently.  The most efficient way t o deal with

 7 this prior art, to deal with these issues is to d eal with them

 8 before this Court and have a full and fair hearin g on these

 9 issues in front of the jury.

10 THE COURT:  And the only disruption, if any, woul d be

11 that one deposition is already scheduled for the 19th and the

12 other one is in the works and there's no other de lays that

13 this would cause.

14 MR. SEARCY:  That's correct, Your Honor, because the

15 subpoena, the other one that I referenced, that s ubpoena was

16 issued back in January.  So that is in the works.

17 THE COURT:  Okay.

18 MR. SEARCY:  Thank you, Your Honor.

19 THE COURT:  All right.  Who's going to make the

20 preparation on behalf of Apple?

21 MR. POWERS:  I will, Your Honor.

22 THE COURT:  All right.  Mr. Powers.

23 MR. POWERS:  The starting place obviously, in any

24 motion, is to consider who has the burden of proo f and what it

25 is.  The burden of proof in this case, under all the case law
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 1 is clear.  It is on Motorola.  And the initial bu rden is to

 2 establish diligence -- not generally, but specifi cally with

 3 respect to the items that Motorola seeks to add.

 4 So let's --

 5 THE COURT:  Let me go back to the beginning, beca use

 6 in their first motion in front of Judge Ungaro, t hey suggest

 7 that when the validity contentions were first sch eduled, that

 8 there was an understanding that those were prelim inary.  And

 9 it seems -- they seem to, in the motion, that all  the parties

10 had kind of moved forward with that assumption un til Judge

11 Ungaro said no, I didn't say that they were preli minary and

12 I'm not extending my deadline.

13 So were there any discussions between or among th e

14 lawyers concerning whether these were preliminary  or final

15 invalidity contentions?

16 MR. POWERS:  I don't believe so, Your Honor.  And  I

17 think what Motorola said was a slightly different  version of

18 what you said.

19 THE COURT:  Okay.

20 MR. POWERS:  I think what Motorola said was not t hat

21 the parties had an explicit understanding which t hey shared

22 with each other that they were preliminary, but t hat both

23 sides put caveats into their contentions saying t he word

24 "preliminary" and saying we hope to have the righ t to amend

25 them.
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 1 THE COURT:  Okay.

 2 MR. POWERS:  So, and that difference, I think is an

 3 important difference.  It's not as if both of us were

 4 operating under that assumption.  I'm not aware o f any

 5 communications of the sort that you described.

 6 THE COURT:  Okay.

 7 MR. POWERS:  And the fact, the mere fact that a

 8 lawyer puts into, whether it's us or them, a stat ement that

 9 it's preliminary, we have the right to add, doesn 't change the

10 fact that it is or is not preliminary based on th e Court's

11 rules.

12 And in this case, Judge Ungaro's rule, I think in

13 fairness, was fairly clear it was not preliminary  and Judge

14 Ungaro thought there was no ambiguity about that question.

15 To the extent that there's an argument that the

16 parties had explicitly or sub silentio interprete d that order

17 in a way and operated under that understanding, I  don't think

18 that's fair.

19 Back to the burden of proof, the Southern Grout case

20 in the Eleventh Circuit and all the other cases i n other

21 courts that have similar rules and similar proces ses make

22 quite clear it is Motorola that bears the burden of proof on

23 this issue.

24 That's not an accidental thing.  The reason for t his

25 sequence of events that is laid out in patent cas es is that
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 1 every statement -- and I was one of the people wh o wrote the

 2 local rules for the Northern District of Californ ia.  There's

 3 a very conscious sequence of events that take pla ce because

 4 subsequent events use prior events.  And everythi ng -- and the

 5 parties make decisions based on what happens prev iously.

 6 And that sequence, if upset, goes directly to the

 7 prejudice question.  There is, in fact -- I don't  want to jump

 8 to the prejudice issue yet because that's a separ ate question

 9 of burden of proof -- but the prejudice is inhere nt in the

10 sequence.  The logic of the sequence of the event s that take

11 place in terms of contentions and then Markman hearings and

12 expert reports and all of that is because people rely on

13 what's said in those positions in making decision s for

14 subsequent actions.

15 So the prejudice isn't just that we have to go ta ke

16 another deposition.  We're all big boys and girls , we can go

17 take another deposition.  That's not the prejudic e.  The

18 prejudice is the logic inherent in the way the sy stem is set

19 up by which everyone does rely on what's said bef ore.  That's

20 really the prejudice issue.

21 But let's move back to the burden of proof.  The

22 burden of proof under all the case law is that Mo torola has to

23 show it was diligent.  Let's start with Neonode.  Neonode is

24 the prime reference that they wanted to show you and it's one

25 they showed you yesterday.
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 1 Let's talk a little bit about what Neonode is fir st

 2 so we know what we're talking about, and then I w ant to talk

 3 about the lack of diligence.

 4 They showed you a video.  What they didn't show y ou

 5 is that video was dated 2007.  Two years after th e

 6 application.  The video's irrelevant.  It's not p rior art.

 7 What they showed you was a 2007 video.  Meaningle ss.

 8 Now, what they also say they want to get into

 9 evidence is a device, a physical Neonode device.  If that

10 device was not sold in the United States prior to  --

11 THE COURT:  What is the date of --

12 MR. POWERS:  December 2005 is the prior date --

13 THE COURT:  Is the Apple --

14 MR. POWERS:  Is the Apple date.

15 THE COURT:  12/05.

16 MR. POWERS:  The filing date of the '849 patent.

17 THE COURT:  When did Neonode get their patent?

18 Wasn't it like in 2002?

19 MR. POWERS:  Well, no, no, no.  We don't know the

20 answer to that question but there is -- what we k now is the

21 video that they showed you, is 2007, two years la ter.  What we

22 know is that the --

23 MS. HO:  Isn't Neonode suing Apple now?

24 MR. POWERS:  No.  Not that I'm aware of.

25 THE COURT:  Okay.
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 1 MR. POWERS:  There's three things they're trying to

 2 get into evidence.  Let's talk about this specifi cally because

 3 Neonode isn't just a thing in the air.  There's t hree specific

 4 things.  One's the video.  That's 2007, two years  late,

 5 doesn't matter.

 6 Second is a physical device, a physical Neonode

 7 phone.  Now, a physical Neonode phone under the r ules is prior

 8 art only if it was sold in the United States more  than a year

 9 before 2005.

10 Well, there's zero evidence of that and I, based on

11 what I've seen, I don't think it was.  Now, maybe  they have

12 evidence of that.  If so, they haven't showed it to us.  But

13 the physical device is not prior art either.  Obv iously, it's

14 undated.  We don't know what the date of that dev ice is.  But

15 there are very specific rules under Section 102 a bout what

16 constitutes prior art.

17 If you sell something in Finland, that may very w ell

18 not be prior art in the United States.  And there 's highly

19 specific rules that they have not even attempted to satisfy as

20 to whether any of this is prior art.

21 The third reference, the third piece of Neonode i s a

22 user's guide.  The user's guide that they submitt ed with their

23 request is completely undated.  So we have no ide a whether

24 that's prior art.

25 So at the moment they've submitted to you three
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 1 things which they seek to add as prior art, as to  which there

 2 is zero foundation that any of it is prior art at  all.  Which

 3 sort of sends the prejudice argument out the wind ow until they

 4 can actually prove its prior art.  And showing yo u a 2007

 5 video doesn't even come close.

 6 But the diligence argument is worse than that.  T he

 7 diligence argument in this case is -- is amazing.   The first

 8 thing you do, when you're a defendant on a patent , and a

 9 patent is asserted against you, the very first th ing you do

10 after reading the patent, is you read its file hi story.  Any

11 patent litigator knows that.

12 You read the file history and you read the file

13 history for a variety of reasons.  One of which i s to look for

14 prior art.

15 In the file history of the '849 patent in suit in

16 this case, our patent lawyer disclosed a Neonode user guide.

17 So their idea or their argument that they couldn' t have found

18 it assumes they didn't do the first thing that an y competent

19 patent litigator does, which is read the file his tory of the

20 very patent that's asserted against you.

21 Had they read that, they would have said, oh,

22 Neonode, all right, let's go find out what we kno w about

23 Neonode.  That's what diligent patent litigators do.

24 If you see something cited as prior art or potent ial

25 prior art, you go find out more about it.
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 1 They obviously didn't do that.  So whatever else they

 2 did in ginning up these thousands of pages of thi ngs that they

 3 gave to the Court, that's not diligence as to Neo node.  As to

 4 Neonode, all they had to do was read the very fil e history of

 5 the patent that was asserted against them.  Now, to say that

 6 that satisfies a diligence requirement means ther e is no

 7 diligence requirement.  Yet that is the requireme nt

 8 jurisdictionally on this motion.

 9 And I completely understand the pragmatism that

10 underlies the Court's comments yesterday and toda y.

11 But at some point, at some point a line has to be

12 drawn.  We can't just keep throwing things in ove r the transom

13 at the very end of the case after all sorts of de cisions have

14 been made, after all sorts of processes occurred on something

15 so basic.  This isn't something where they had to  go search in

16 an obscure database that wasn't available until r ecently.  All

17 they had to do was do the first thing that any co mpetent

18 patent litigator does.

19 And they didn't.  And that isn't diligence.  That

20 doesn't justify upsetting a carefully crafted sch edule that

21 would prejudice Apple because of the carefully cr afted

22 schedule.

23 THE COURT:  So I'm going to grant or deny their

24 motion, and in the United States or at least in t he Southern

25 District of Florida, you're going to, let's say, go for it,
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 1 you're going to win, okay.  And there's this liti gation in

 2 other countries, okay.  And they're going to win because

 3 they're going to show that Neonode had its patent  in 19 --

 4 2002 and it's prior art and the lawyers raise it in that case,

 5 so now you're going to have inconsistent verdicts  in different

 6 countries.  You know, I mean, isn't --

 7 MR. POWERS:  I understand Your Honor's point.

 8 THE COURT:  I mean a trial, like the -- ultimatel y a

 9 search for the truth about what really happened h ere?  Why --

10 MR. POWERS:  A trial is certainly a search for th e

11 truth.

12 There's two strands to the point Your Honor's ask ing.

13 One strand is that the rules are different in dif ferent

14 countries.  What is prior art in the United State s and what is

15 not prior art in the United States, the rules are  different in

16 other jurisdictions.

17 So you heard yesterday a reference to Neonode bei ng

18 the basis for a preliminary possible recommendati on in

19 validity, Neonode is a European company.

20 So perhaps things that aren't prior art in the Un ited

21 States which has territorial limits on certain as pects of

22 prior art don't apply in a European court based o n a European

23 product.  I don't know the rules there for that p articular

24 jurisdiction on that particular issue.  But the f act of

25 inconsistent results, was resulting from inconsis tent or
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 1 different rules --

 2 THE COURT:  Yeah, but I don't have any control to

 3 change the rules of Sweden or Germany or the Neth erlands,

 4 okay.

 5 MR. POWERS:  Understood.

 6 THE COURT:  I do have control to make sure that

 7 whatever decision is made in our courts is based upon all the

 8 facts that are available within reason, so that w e don't have

 9 inconsistent -- I mean, our world is getting smal ler and I

10 can't imagine Apple wants to, you know, win in on e country and

11 lose in another -- I don't know why they want to be going

12 around the world -- I don't know, maybe the lawye rs do, but I

13 can't imagine Apple and Motorola want to have a h undred

14 litigations.  

15 I'm sure at some point they want to know who's ri ght

16 about this and who's wrong and let's move on.  An d to have,

17 you know, some procedural issue that doesn't real ly resolve

18 who's right and wrong, okay, I just don't know th at that

19 serves anybody's interest.

20 MR. POWERS:  I hear your point, Your Honor, and t hat

21 is the pragmatism I was referring to earlier.  An d certainly

22 there is a lot of common sense appeal to a pragma tic approach.

23 My point was that as -- as you noted in your last

24 comment, within reason.  There is a point at whic h pragmatism

25 has to bend to process.
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 1 THE COURT:  Right.

 2 MR. POWERS:  Process does matter.

 3 THE COURT:  So what are you going to have to do i f I

 4 grant their motion, that you wouldn't have had to  do if I deny

 5 it?

 6 MR. POWERS:  If you grant their motion, the disco very

 7 is going to be far beyond what was just discussed  in terms of

 8 a deposition or two.

 9 THE COURT:  Okay.

10 MR. POWERS:  So for example, if the '185 patent c omes

11 in, we'll have to go depose those inventors.  The re's a -- the

12 amount of discovery required -- let's be clear wh at the issue

13 was that they're now going to claim.

14 On the '185 patent as he admitted, the '185 paten t on

15 its face isn't prior art.  They're going to have to try to

16 prove based on what those inventors actually did.   That, in

17 fact, the '185 invention was made sufficiently ea rlier, and

18 there's a whole body of law about burdens of proo f and

19 corroboration, that type of analysis is an incred ibly

20 fact-intensive analysis.

21 We're talking many depositions, we're talking man y --

22 extensive document reviews.  Probably another exp ert to deal

23 with that issue because it's a separate question.

24 So all of that hasn't been done because no one kn ew

25 it needed to be done.
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 1 And that's not just a single deposition of somebo dy,

 2 to ask them what they did.  That's a very intensi ve analysis.

 3 When you're swearing behind a date, the procedura l rules on

 4 corroborating an attempt to get behind your effec tive filing

 5 date require a very exacting analysis of the evid ence and a

 6 very exacting analysis -- not just depositions of  the

 7 inventors because the inventors can't corroborate  the earlier

 8 invention.

 9 The rule is, and it makes sense, the rule is that  if

10 an inventor is trying to say I actually get an ea rlier date

11 than that effective date that's shown on the pate nt, that

12 requires corroboration by someone other than an i nventor.

13 Because otherwise the inventor could just say it.   And there's

14 --

15 THE COURT:  Is that when the inventor is one of t he

16 parties, though?

17 MR. POWERS:  No, no --

18 THE COURT:  Even when he's not the party.

19 MR. POWERS:  On '185, all inventors are going to be

20 third parties.  So we're talking about deposition s of all the

21 inventors and anybody that gets put up as a third  party

22 corroborator and anybody that even -- that isn't put up as a

23 third party corroborator because they may put up person one

24 who will attempt to corroborate but persons two, three and

25 four were also working with that team and their t estimony may
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 1 be quite different.

 2 So that is just a mare's nest of stuff.  Not a si ngle

 3 deposition.  Not even --

 4 THE COURT:  What's a "mare's nest"?

 5 MR. POWERS:  It's a mess.

 6 THE COURT:  I looked up genericize.  That is a wo rd.

 7 So you're one for one.  So what is that, M-A-R-E?

 8 MR. POWERS:  M-A-R-E.

 9 THE COURT:  Like a horse's nest.

10 MR. POWERS:  Exactly.  It's a mess.

11 THE COURT:  A mare's nest.  Never heard of that.  I'm

12 going to look that up.  Go ahead.

13 MR. POWERS:  So the amount of discovery and -- it 's

14 not just one round of discovery.  That is a big c omplicated

15 question.  That is not resolvable by going to tal k to one

16 person.

17 Now, Neonode, all sorts of discovery has to happe n

18 about whether something was sold or not sold.  I mean, you

19 can't just walk into a court with a physical devi ce and say

20 here it is.  Section 102 says there's elaborate s pecific rules

21 about whether that thing is prior art or not.  Th at thing is

22 prior art only under very specific conditions so we have to go

23 establish that.

24 THE COURT:  Tell me what -- wasn't the Neonode

25 brought up in some other litigation involving App le?
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 1 MR. POWERS:  My understanding is that the Neonode

 2 reference --

 3 THE COURT:  Right.

 4 MR. POWERS:  Was raised in a European litigation.

 5 THE COURT:  Involving Apple.

 6 MR. POWERS:  Involving Apple.

 7 THE COURT:  Okay.  I know you're not there, but A pple

 8 was there.

 9 MR. POWERS:  Apple was there.

10 THE COURT:  So wouldn't they be doing, the same

11 things you say have to be done, wouldn't that hav e been done

12 in that case?

13 MR. POWERS:  Well, I don't know but probably not

14 because that's in Europe.  And the rules are diff erent.  You

15 don't have to show sales in the United States in Europe to

16 make it prior art.  I'm fairly confident of that.

17 THE COURT:  Do they have depositions in Europe?

18 MR. POWERS:  I don't know -- I believe that

19 litigation was in the Hague, and the Hague, there  typically

20 are no depositions.  So the rules are quite diffe rent.  You

21 don't really get discovery.  That -- it's based o n a paper

22 record, typically.  I've done two trials in the H ague and we

23 had no discovery at all.

24 And so the idea that this has all been done and w e

25 can wrap it up in a bow and move it over here, th at is not
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 1 true.

 2 THE COURT:  Okay.

 3 MR. POWERS:  Not only because they don't really h ave

 4 discovery there, but also because the issues are different.

 5 What's prior art there isn't prior art here.  And  so different

 6 things have to be proved.

 7 And so all of that becomes a substantial -- and w e're

 8 talking about -- we have a summary judgment date in this case

 9 of May 18 and an October trial date and we're tal king about

10 opening up two large, new questions that aren't g oing to get

11 resolved with a single deposition sometime in the  next --

12 THE COURT:  How long do you think that's going to

13 take?

14 MR. POWERS:  I don't know.  The short answer is, I

15 don't know, because you have to do the first wave  of discovery

16 and see what that produces.  I do know that the ' 185 discovery

17 alone, even if it's third parties and third parti es scattered

18 all over who knows where, that's at least a month  just to go

19 find them and do it.  And third parties are obvio usly harder

20 to arrange in a very prompt time.

21 And sometimes they're hard to find.  So we have n o

22 idea.  That process has just started.

23 There's initial discussions about the Rovi

24 deposition, that's true.  That's not in connectio n with this

25 case.  That was in connection with case number tw o, as I
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 1 understand it.

 2 But, that's just the first step.

 3 And then the question is all of that -- and I do

 4 appreciate Your Honor's point that there's a tens ion between

 5 process and substance and merit.  I appreciate th at

 6 completely.  I get that.

 7 We're up against the very end of a schedule.  I m ean,

 8 literally, summary judgment's in May.  Expert rep orts being

 9 created as we speak.  All of that would be thrown  out if we go

10 down this path.  All of it, because there's no wa y we can

11 complete this process under that schedule.  Zero chance.

12 And then the question is, why would we turn that

13 completely upside down when the requester was so obviously not

14 satisfying the diligence requirement the cases im pose?  All

15 they had to do was read the file history.  That's  it.

16 And so obviously it's Your Honor's decision, but if

17 we were six months from trial, I would see the po int.  Six

18 months from summary judgment, rather.  Or somethi ng where

19 there was --

20 THE COURT:  I think we are six months from trial.

21 MR. POWERS:  Yes, we are six months from trial.

22 THE COURT:  Seven months from trial.  Your vocabu lary

23 is better than your math.

24 MR. POWERS:  Okay.  Okay.  But we are in the mids t of

25 right now doing all the expert reports, having th e SJ process.
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 1 None of that would then be able to go forward.

 2 THE COURT:  Okay.

 3 MR. POWERS:  And it just -- it doesn't make sense  to

 4 me, obviously it's your decision, it doesn't make  sense to me

 5 to break all of that in a situation where the dil igence

 6 requirement that is required is so obviously blat antly not

 7 met.

 8 THE COURT:  Okay.  All right.  Thank you.

 9 I'll give you a chance for a brief response.

10 MR. SEARCY:  Thank you, Your Honor.

11 So, Your Honor, first of all we heard a discussio n

12 from Mr. Powers about how you have to rely on wha t's been said

13 before.  And here, we're relying on Apple to prov ide us with

14 discovery on things that they knew about.  We're relying on

15 what they said to us and they didn't provide us w ith the

16 discovery that they were supposed to provide.

17 So when you talk about the burden of proof and yo u

18 talk about diligence, that's where you start.  Wh en you talk

19 about reliance on what's been said before, Apple didn't

20 provide what they were supposed to provide.

21 In discussing the Neonode reference, his second

22 point, what Mr. Powers did is he actually attacke d the merits

23 of the reference.  He claimed that the phone wasn 't sold in

24 the U.S.  He ignored the fact that the Neonode re ference

25 itself is a prior publication, which is prior art .  And then
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 1 he said well, there's no evidence that the phone is sold in

 2 the U.S.

 3 Well, these are infringement -- or these are

 4 invalidity contentions, Your Honor.  That's why y ou have

 5 discovery.  You go, you ask the questions of the folks at

 6 Neonode and you find out what attempts they made to sell that

 7 phone in the U.S.  You find out what happened wit h the

 8 reference.  That's why you have the discovery, th at's why you

 9 have the contentions, to get these things out the re so that

10 everybody can do it.  That's the process that's t aking place

11 right now.

12 As to his third point, and this one was maybe the

13 most interesting, he admitted to you that Apple k new about a

14 Neonode reference and submitted it in its file hi story on the

15 application for the slide-to-unlock patent.  And obviously if

16 Apple's attorney knew about this, and knew about -- in the

17 file history and Apple knew about it, then they s hould have

18 submitted this reference to us in discovery, they  didn't do

19 that until we asked for it once we found out abou t the Dutch

20 litigation.

21 And obviously, if Apple knew about this Neonode

22 reference, Your Honor, they can't really be preju diced now by

23 having to litigate it.  So what he's admitted to you, it

24 basically takes away any of their arguments of pr ejudice.  But

25 he raised some other issues and we'll get to that  in a second.
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 1 Your Honor, you raised the issue of inconsistent

 2 judgments and Apple doesn't have an answer for th at.  In fact,

 3 we know that Apple is seeking right now a prelimi nary

 4 injunction on this slide-to-unlock patent against  another

 5 party, Samsung, in the Northern District of Calif ornia.

 6 So these issues are going to be out there.  And t here

 7 needs to be a chance for consistent judgments and  for the

 8 opportunity for the Court in this case, for the j ury in this

 9 case to hear all the facts.  To get to the bottom  of the

10 issues.  And that's what we're seeking to do here .

11 With the issue of discovery, Your Honor, first of

12 all, Mr. Powers told you something that was incor rect.  I

13 think it was a mistake on his part.  He told you that Rovi had

14 been subpoenaed in a different case.  Again, Exhi bit R to our

15 reply brief is a subpoena that was issued by Appl e on January

16 23, by Weil Gotshal, the Weil Gotshal firm, and i ncluded on

17 the service list is Mr. Powers, that's on page 2 of Exhibit R,

18 if the Court wishes to look at that.

19 THE COURT:  And that was in a 2010 case, not the 2012

20 case.

21 MR. SEARCY:  No, Your Honor, that was in this cas e.

22 THE COURT:  The 2010 case.

23 MR. SEARCY:  That's right.

24 THE COURT:  Okay.

25 MR. SEARCY:  And Your Honor, with regard to the
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 1 discovery that Apple claims that they need, we di dn't hear any

 2 specifics.  We heard a lot of -- of a parade of h orribles and

 3 other things that might potential -- that the exp ert schedule

 4 will have to change.  There might have to be a ne w expert.

 5 But we didn't hear any specifics because what we' re talking

 6 about here are two depositions that are scheduled  to take

 7 place and where they'll have the opportunity ask these

 8 questions concerning the prior art.

 9 And if from that Apple decides that they need to take

10 additional depositions, they'll have the opportun ity to do

11 that.  That certainly doesn't require changing th e expert's

12 schedule.

13 But in addition to that, maybe even more importan tly,

14 Mr. Powers was talking about the '185 patent, and  with that

15 patent, that's the patent to Rovi, he said that t hey'd have to

16 show that the inventors came up with the idea fir st, that

17 there would be intensive documents that would hav e to be

18 reviewed for that.

19 Well, Your Honor, that's all our problem.  We're the

20 ones, as Motorola, who have to show that this is prior art.

21 Who would have to show that this '185 patent whic h has a

22 filing date after these three Apple patents, shou ld actually

23 be considered to be prior art.

24 So we'd have to make that showing.  The burden is  on

25 us.  Not on Apple.  That's a burden that, if we c hoose to, we
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 1 can take on and we'll get it done within the disc overy period.

 2 So the burden again, is on us.  There's no prejud ice to Apple

 3 here.  There's extreme prejudice to Motorola and to getting

 4 all the facts of the case decided.

 5 Your Honor, in the end, the procedural schedule

 6 should be amended and these few references should  be allowed

 7 to be supplemented in Motorola's invalidity conte ntions.

 8 Thank you.

 9 THE COURT:  All right.  Thank you.  All right, I' ll

10 take this matter under advisement, I'll get the o rder out in

11 the next couple of days.  

12 Yes?

13 MR. POWERS:  Your Honor, may I have just 30 secon ds

14 to respond to one new point that he had made?

15 THE COURT:  Okay.

16 MR. POWERS:  Just 30 seconds.  First, counsel is

17 right that Rovi was served in this case, I was wr ong about

18 that.

19 THE COURT:  Okay.

20 MR. POWERS:  But counsel said twice that we didn' t

21 give them the discovery on these references.  And  that's just

22 not true.  Because he's insinuating and this is p art of his

23 argument about we had carefully worded declaratio ns, et

24 cetera, they put in two declarations which could have

25 satisfied their diligence requirement.  They spok e to none of
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 1 it.  They had two.  An original and a reply.

 2 Our point in our declaration was the prior art in  the

 3 Netherlands, the Hague case, which is now what th ey're seeking

 4 to add, was not cited, as we understand it, until  an August 3

 5 prior art filing.

 6 So their argument was, we should have produced it  to

 7 them before June 20 which is the deadline for the  prior art

 8 contentions.  Our point is, we didn't have it bef ore June 20

 9 because it wasn't cited in the Netherlands until August 3.

10 The one thing we did have which was what we submi tted

11 in the patent office, we did produce to them.  So  they could

12 have either read that as part of reading the file  history

13 which every patent litigator does, or reading wha t we produced

14 to them.  Apparently they did neither.

15 Thank you.

16 THE COURT:  All right.  Thank you.

17 So I'm going to take this matter under advisement ,

18 I'll get the order out in the next couple days.  You all are

19 going to let me know in the next couple of days i f the other

20 emergency motion to compel needs my attention.

21 Are there any other matters we can take up this

22 morning?

23 MR. POWERS:  Not from us, Your Honor.

24 MR. VERHOEVEN:  No, Your Honor.

25 THE COURT:  Okay.  Thank you.  We'll be in recess  on
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 1 this case, then.  All right.

 2 (Court recessed at 10:29 a.m.)

 3
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