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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF FLORIDA

Case No. 14-ClV-22652-BLOOM/Valle
ROTHSCHILD STORAGE RETRIEVAL
INNOVATIONS, LLC,
a Florida limited liability company,
Plaintiff/Counter-Defendant,

V.

SONY MOBILE COMMUNICATIONS (USA) INC.,
a Delaware corporation,

Defendant/Counter-Plaintiff.
/

ORDER ON DEFENDANT'S MOTION TO TRANSFER

This cause is before the Court on Defenddorty Mobile Communications (USA) Inc.’s
Motion to Transfer pursuant to 28 U.S.€.1404(a) (“Motion”), EE No. [30], filed on
November 10, 2014, which seeks transfer of this maithe United States District Court for the
Northern District of California. On DecembB, 2014, Plaintiff Rothschild Storage Retrieval
Innovations, LLC (“Plaintiff”) filed its Respoms ECF No. [42], and Defendant Sony Mobile
Communications (USA) Inc. (‘hy Mobile”) filed its Repy, ECF No. [44], on December 15,

2014. The Court has reviewedethlotion, all supporting and opposifiings, and the record in
this case, and is otherwise fully advised as to the premises. For the reasons that follow, the
Motion is granted.

I. BACKGROUND

On July 3, 2014, Plaintiff acquired U.S. Rdt&lo. 8,437,797 (“the '797 Patent”), titled
“Wireless Image Distribution System and MethodseePatent Assignment, ECF No. [30-14].

On July 16, 2014, a mere two weeks after thieemias acquisition, Plaintiff commenced this
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action alleging infringement of the ‘797 Patdytvirtue of Sony Mobile’s continued “making,
using, selling, offering to sell, and/or importingdrthe United States products that embody or
practice the apparatus and/or heat covered by one or more claims of the ‘797 Patent . . . .”
SeeCompl.,, ECF No. [1] at 1 11, 15. Th#egedly infringing funtionalities which are
contained within Android devices such as Seryperia Z1S and Xperia TL smartphones (the
“Accused Products”), include “sharing a groap photos based on thegeographic location
within their ‘Locations’ albumto another mobile device.”ld. at  15. Plaintiff is a Florida
limited liability company organized and existing undee laws of the State of Florida with its
principal place of business locatedBay Harbor Islands, Florida.SeeCompl., ECF No. [1] at
91 1. Sony Mobile is a Delawaoerporation licensed to do businesghe State of Florida with
its principal placef business in Atlanta, Georgi#d. at § 2. According to the Complaint, venue
is proper in the Southern District of Hid& because Sony Mobile “has committed acts of
infringement in this District giving rise to th&ction and does businesstiis District, including
making sales and/or providing service and suppottiheir respective customers in this District.”
Id. at T 8.

Simultaneously with the filing of this action,d#tiff filed six additional lawsuits in this
District against various techragly companies operating in the&obile phone industry claiming

infringement of the ‘797 Patent thugh similar and/or tated functionalities. Plaintiff has

! The seven related cases, including #ction (listed first), are:

1. Rothschild Storage Retrieval Innowats, LLC v. Sony Mobile Communications
(USA) Inc, 1:14-cv-22652-BB (Sony Cass;

2. Rothschild Storage Retrieval Innovatioh$,C v. Samsung Electronics Co., Ltd., et
al., Case No. 1:14-cv-22653-CMASamsung Casg

3. Rothschild Storage Retrieval Innovations, LLC v. LG Electronics, Inc., ,eCase
No. 1:14-cv-22654-DPG (G Casé);
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sought consolidation of thesetians for claim construction purpes, alleging that all involve
common questions of law and facGeeMot. to Consolidate, ECNo. [28]. In the instant
Motion, Sony Mobile seeks to traesfthis matter to thBlorthern District ofCalifornia, asserting
that this alternative veie is “overwhelmingly [] more conmeent,” and statig in support that
(1) Sony Mobile’'s relevant wnesses are located in Caliica, (2) numerous third-party
witnesses are also in California, and (3) Riis ties to the form are weak at bestSeeMot.,
ECF No. [30] In fact, similar motions have been filgd five of the six dber actions in this
District seeking to transfer their respectivé@ms to the Northern District of Californfa.

II. LEGAL STANDARD

The transfer statute, 28 U.S.C. § 1404 (a)ictvlembodies a codification and revision of
the forum non conveniendoctrine, seéiper Aircraft Co. v. Reynoi54 U.S. 235, 253 (1981),
provides that “[flor the convenience of parties anth@sses, in the interest justice, a district
court may transfer any civil actioto any other districor division whereit might have been
brought.” “Section 1404(a) reflectm increased desire to have federal civil suits tried in the
federal system at the place called for in theipaldr case by considerahs of convenience and
justice.” Van Dusen v. BarraciB76 U.S. 612, 616 (1964). The statgrants broad discretion to

the district court. See Osgood v. Disc. Auto Parts, L1981 F. Supp. 2d 1259, 1263 (S.D. Fla.

4. Rothschild Storage Retrieval Innovats, LLC v. HTC Corporation, et alCase No.
1:14-cv-22655-KMW (HTC Casé);

5. Rothschild Storage Retrieval Inragions, LLC v. Nokia CorporatigrCase No. 1:14-
cv-22657-DPG (Nokia Cas®);

6. Rothschild Storage Retrievdhnovations, LLC v. Apple IncCase No. 1:14-cv-
22658-MGC (Apple Cas®; and

7. Rothschild Storage Retrieval Innoiats, LLC v. Motorola Mobility LLCCase No.
1:14-cv-22659-RNS {lotorola Casé).

2 Motions to transfer have been filed in tBamsung Cas€&CF No. [43],LG Case ECF No.
[39], HTC Case ECF No. [20],Apple CaseECF No. [16], andMotorola Case ECF No. [35].
Thus, only theNokia Caseadefendants have not sought transfer.
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2013) (stating that the “standard for transfer ur8U.S.C. § 1404(a) leaves much to the broad
discretion of the trial court”) (citation omittedjee also Piper Aircraftd54 U.S. at 253 (noting
that “[d]istrict courts were given more discretito transfer under 8§ 14G)(than they had to
dismiss on grounds dbrum non conveniefis (citation omitted); Motorola Mobility, Inc. v.
Microsoft Corp, 804 F. Supp. 2d 1271, 1275 (S.D. Fla. 2Q¥Ihe Court has lwad discretion

in determining whether these facs suggest that transfer ippgopriate.”). The party seeking
transfer bears the burden of demonstrating entittembnte Ricoh Corp.870 F.2d 570, 573
(11th Cir. 1989) (“[I]n the usual motion forainsfer under section 1404(ahe burden is on the
movant to establish that the suggelstorum is more convenient.”).

In determining the appropriateness of #fen, courts employ &vo-step process.See
Osgood 981 F. Supp. 2d at 1263 (citiddpbate v. Wells Fargo Bank, Nat. As09-62047—Civ,
2010 WL 3446878, at *4 (S.D. Fla. Aug. 31, 201®decision Fitness Eqpi, Inc. v. Nautilus,
Inc., No. 07-61298-CIV-COOKE, 2008 WL 2262052, %4t (S.D. Fla. May 30, 2008) (citing
Thermal Techs., Inc. v. Dade Serv. Corp82 F. Supp. 2d 1373, 1376 (S.D. Fla. 2003);
Jewelmasters, Inc. v. May Dep’t Stqr840 F. Supp. 893, 894-95 (S.D. Fla. 1993) (citunt’l
Grain Co. v. The Barge FBL-58864 U.S. 19 (1960))). First, thstrict court is tasked with
determining whether the action cddiave been pursued in the vemnoievhich transfer is sought.
See Osgoqd81 F. Supp. 2d at 1263 (citiddpbate 2010 WL 3446878, at *4). Second, “courts
assess whether convenience and the interest afgustquire transfer to the requested forum.”
Id. (citation omitted). In analyzing this sew prong, the Court applies several factors:

(1) the convenience of the witnesses; (2) the location of relevant
documents and the relative easeaofess to sources of proof; (3)
the convenience of the parties; (4¥ locus of operative facts; (5)
the availability of process toompel the attendance of unwilling

witnesses; (6) the relative means of the parties; (7) a forum’s
familiarity with the governinglaw; (8) the weight accorded a



plaintiff's choice of forum; and (Yyial efficiency and the interests
of justice, based on the totality of the circumstances.

Motorola Mobility, 804 F. Supp. 2d at 1275-76 (quotiktgterlogic, Inc. v. Copier Solutions,
Inc., 185 F. Supp. 2d 1292, 1299 (S.D. Fla. 2002) and ciMaguel v. Convergys Corp430
F.3d 1132, 1135 n.1 (11th Cir. 2005)). Traditionadlyplaintiff's choice of forum is accorded
considerable deferenci, re Ricoh 870 F. 2d at 573 (citinGulf Oil Corp. v. Gilbert 330 U.S.
501, 508 (1947)), and, “[u]ltimately, transfer camly be granted where the balance of
convenience of the parties@tigly favors the defendant.Steifel Labs., Inc. v. Galderma Laps.
Inc., 588 F. Supp. 2d 1336, 1339 (S.D. Fla. 2008) (cRafinson v. Giarmarco & Bill, P.C74
F.3d 253, 260 (11th Cir. 1996)). With regardtie first prong, an aan “might have been
brought” in any court that haslgect-matter jurisdiction, where mae is proper, and where the
defendant is amenable to process issuing out of the transferee ddimtdmere Corp. v.
Remington Prods., Inc617 F. Supp. 8, 10 (S.D. Fla. 1985y 15 C. Wright, A. Miller and
E. Cooper, Federal PracticecaProcedure § 3845 (1976)).

. DISCUSSION

The parties do not dispute that this matmrght have been brought” in the Northern
District of California ad the Court concursSeeMot., ECF No. [30] at 9; Resp., ECF No. [42]
at 6. Accordingly, the Court’'s examinatiorcéses on the second inquiry: whether convenience
and the interest of justice suppdransfer. As noted, in detaining this, the Court weighs
several factorsSee Motorola Mobility804 F. Supp. 2d at 1275-76 (citation omitted).

A. Convenience of the Parties, Witnesses, and Availability of Process

Sony Mobile first contends that the conwamie of the parties and withesses weighs
heavily in favor of transfer. Although Sony Mobile is headquared in Atlanta, Georgia, a

venue significantly closer to this District théme Northern District of California, see Lazzardi



Decl., ECF No. [30-1] at 1 4, its additional faids in San Diego and San Mateo, California, are
primarily responsible for its mobile operations and related software developn@=d. idgl
Hilding Decl., ECF No. [30-2] at T 4. Ind#ethe Atlanta headquarteriserves only as an
administrative facility, merely providing markegj and other administrative functions necessary
to the operation of the compangeelLazardi Decl., ECF No. [30-1dt 1 4. Details surrounding
the integration of the camera and photo albuncfionality in the Accsed Products is created
and developed through Sony Mobile’s Applications and Service Development group, which is
comprised of a fourteen-member team ledasolely in San Mateo, CaliforniaSeeHilding
Decl., ECF No. [30-2] at 11 5-7. l&r key witnesses are also located in the Northern District of
California. Sony Mobile’s Headf Platform Software, Sphen Lee, an individual with
knowledge of how the Accused Protiioperate within networkgcluding the nature of photo
sharing across devices, is located in San MaSseHilding Decl., ECF No[30-2] at 9.

On the other hand, besides the corporatentfiaitself and the mventor of the ‘797
Patent, very few witnesses are located in Bisrict, and those refemeed by Plaintiff do not
appear to be directly related to the ultimateesstinfringement. Plaintiff stresses that it will be
incredibly inconvenient for its tavcorporate executives to testify California due to personal
issues that need not be dissad here. While the Court is sympathetic to the circumstances
creating this inconvenience, th@ourt is not persuaded that the convenience of these two
witnesses weighs in favor of denying transfdPlaintiff points to two corporate executives,
including the inventor, who will be offered to tig to the value of the ‘797 Patent and damages,
as well as testifying to Plaintiff's “buséiss dealings and othkcensing issues.”SeeECF No.

[42] at 20. These witnesses, ilgharguably relevant téhe certain issues in the case, do not

appear to be relevant to the acdimses contained in the ComplainSee Microspherix LLC v.



Biocompatibles, In¢.No. 9:11-CV-80813-KMM, 2012 WL 243764, at *3 (S.D. Fla. Jan. 25,
2012) (noting that the Court does not simpljytéhe number of witnesses on each side, but
rather, “the witnesses’ actuhowledge relative to the instadispute, and the location and
convenience of the witnesses are [the] impurteonsiderations wdn evaluating whether
transfer is justified”) (citations omitted). Thubgeir presence in the current forum is accorded
little weight. Moreover, the fact that additional Sony Mobile withesses may be located in
Atlanta or, alternatively, Raleigh-Durham, Noarolina, provides littlesupport for the denial

of transfer. The individuals responsibler fthe development and creation of the Accused
Products, and, therefore, those with the stn&knowledge of the allegedly infringing
functionalities, reside in Nthern California.

Additionally, potential third-pdy witnesses can be found in the transferee district, yet
another fact supporting transfer. The AccuBedducts are based on Google, Inc.’s Android
operating system, and, therefothe allegedly infringing funatinalities rely onthe Android
software for many featuresSeeHilding Decl., ECF No. [30-2] aff 8. Google, Inc. and its
related witnesses are located Mountain View, California, inthe Northern District of
California. See id. This Court has noted that “[tjhe comience of non-party withesses is an
important, if not the most important, factordetermining whether a rtion for transfer should
be granted.” Cellularvision Tech. & Telecommunications, L.P. v. Cellco P’sNip. 06-60666-
ClV, 2006 WL 2871858, at *3 (S.Ckla. Sept. 12, 2006) (citinileterlogic, Inc. v. Copier
Solutions, Ing. 185 F. Supp. 2d 1292, 1301 (S.D. Fla. 2002))oreover, potentially helpful

academics and other individuals with knowledge gieirig to the prior art reside in Northern



California® The issuance of subpoenas and power fiorem these witnesses’ attendance at trial
is vested in the Northern District of Califoa. This District lacks that authority.

In a case very analogous to the one attbarHonorable Judge Donald M. Middlebrooks
recently found that a related plaintiff’s limited nuenlof in-forum witneses would not preclude
transfer where a substantial pon of defendant’'s witnesses melocated in the Northern
District of California. See Rothschild Digital Media movations, LLC v. Sony Computer
Entertainment America LLCNo. 14-cv-22134-MIDDLEBROOKSECF No. [22] (S.D. Fla.
Aug. 28, 2014¥. Similarly, here, this factor weigteavily in favor of transfer.

B. Access to Sources of Proof, Locus@perative Facts, and Plaintiff's Choice

Undoubtedly, and contrary to Plaintiff's agsens, the bulk of evidence regarding the
Accused Products exists in Northern Californihere the products were created. However,

given the ease with which documents may be transmitted in the 21st Century, courts regularly

® Plaintiff cites towWi-Lan USA, Inc. v. Alcatel-Lucent USA InNo. 12-23568-CIV, 2013 WL
358385, at *4 (S.D. Fla. Jan. 29, 2013) for the blaupkeposition that this Court has held that
“[tlhe most important third-payt withesses are the inventors and the attorneys.” Ostensibly,
Plaintiff's citation in this regal is intended to assign greagjsificance to the presence of the
original prosecuting attorneys Bouthern Florida. Yet, as perged, Plaintiff's quotation is
disingenuous. The Court Wi-Landid not hold that inventors and attorneys @maysthe most
important third party witnesses, but rather, urtterfactual circumstancesesented therein, and
because the defendant had failed to present angsges who would be assisted by transfer, the
convenience factor didot favor transfer.See id. Absent additional authority supporting this
proposition, the Court respectfully declinesaimcord the residence die original prosecuting
attorneys the weight Plaintiff desires. Furthere, Plaintiff has failed to identify how the
prosecuting attorneys will be of extraoraig significance in this matter.

* In an attempt to discount Judge Middlebrooks’ findings Rathschild Digital Media
Innovations Plaintiff contends that the “roles are resed,” as Plaintiff has identified several
key witnesses and Sony Mobile has “sparinglgntified any witnesses with knowledge of
infringement and damages located ie thorthern District of California.”SeeResp., ECF No.
[42] at 7-8. The Court disagrees. As noteahySMobile has identified numerous witnesses in
the Northern District of Califgria that directly relate to the issue of infringement, whereas
Plaintiff has only identified a few individualsiamely, the inventorral original prosecuting
attorneys, whose relation to the gtis of infringement remains unclear.
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determine the location of relevant documents to be of little weigbé, e.g., Microspherix LL.C
2012 WL 243764, at *3 (“In a world with fax machines, copy machines, email, overnight
shipping, and mobile phones thean scan and send docunggnthe physical location of
documents is irrelevant.”). There&grthis factor remains neutral.

Typically, “[t]he plaintiff's choice of forum should not bedurbed unless it is clearly
outweighed by other considerationsRobinson 74 F.3d at 260 (citation omitted). However,
“where the operative facts undgirig the cause of action did netcur within the forum chosen
by the Plaintiff, the choice of forum is entitled to less consideratiolVi-LAN USA, Inc. v.
Apple Inc, No. 12-CV-24318-KMM, 2013 WL 1343535, at {8.D. Fla. Apr. 2, 2013) (quoting
Motorola Mobility, 804 F. Supp. 2d at 1276)In patent infringementases, the bulk of the
relevant evidence usually comes from the accused infringer. Consequently, the place where the
defendant’s documents are kept weigh$awor of transfer tdhat location.” In re Genentech,
Inc., 566 F.3d 1338, 1345 (Fed. Cir. 2009) (quofiel Bros. v. World Wide Lines, Inei25 F.
Supp. 2d 325, 330 (E.D.N.Y. 2006)). Further, varidisdrict courts haveletermined that the
“center of gravity” for a patent infringemenase is “where the aceed product was designed
and developed.’See, e.g., Motorol&obility, Inc, 804 F. Supp. 2d at 1276 (citiigace-Wilco,

Inc. v. Symantec CorpNo. 08-80877, 2009 WL 455432, at *2-3 (S.D. Fla. Feb. 23, 2009)
(collecting cases)).

Interestingly, Plaintiff does naddress Sony Mobike “center of graity” argument, but
rather merely tries to distinguishe cited cases on factual bas@sy distinguishing elements of
the cited cases do not ohteé the indisputable fact that no espof the design or development of
the Accused Products occurred in the Southesiribi of Florida. As the Accused Products

were developed in California, the operative facts of this litigation and this matter’s “center of



gravity” is located there, mal, accordingly, Plaintiff's choice of forum is entitled to less
deference. As noted by Judgddlebrooks, “where theventor of the pat&-in-suit resides in
Florida, the recent creation of Plaintiff as anitgrsolely to license the patent and enforce the
patent in litigation here does not carry weighE€ée Rothschild Digital Media Innovatigriso.
14-cv-22134-MIDDLEBROOKS, EE No. [22], at *7 (citingIn re Microsoft Corp. 630 F.3d
1361, 1365 (Fed. Cir. 2011)). Therefore, Plaintiffice of forum is not entitled to substantial
deference. Based upon these facts, the Court finds that these factors heavily favor transfer to the
Northern District of California, desgitPlaintiff's initial choice of forum.
C. The Relative Means of the Parties
At first blush, the relative means of the fes’ factor appears to weigh in favor of
retaining the action as Sony Mobile a large corporate entityne Plaintiff is not. However,
Plaintiff and related entities oved and operated by the ‘797 Patemventor have filed over
twenty separate lawsuits in districts other thiails one, demonstrating a willingness to litigate
patents elsewhereSeeWynne Decl., ECF No. [30-3] &ff 15-17. Thus, this factor only
marginally supports a del of transfer.
D. Public Interest Factors ad the Interests of Justice
The final pertinent factor requires the Cotw examine, based on the totality of the
circumstances, trial efficiency and the interests of justice, as well as several other public interest
factors including,
the administrative difficulties dwing from court congestion; the
local interest in having localizedontroversies ecided at home;
the interest in having the trial ofdaversity case in a forum that is
at home with the law that must gomethe action; the avoidance of
unnecessary problems in conflict lafvs, or in theapplication of

foreign law; and the unfairness in burdening citizens in an
unrelated forum with jury duty.
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Trace-Wilcg 2009 WL 455432, at *2 (quotingiper Aircraft 102 S. Ct. at 241 n.6). An
examination of these interests does not substignfevor either position and, therefore, these
factors remain neutral ithe Court’s analysis.

Plaintiff implores the Court to impart gresagnificance to maintaining this action here, in
Plaintiff's home forum. Howevegs previously discussed, otheahPlaintiff’'s incorporation in
the State of Florida and very recent acquisitiothefpatent at issue, this matter does not present
a case where Florida has a substantial interése burden imposed upon the Northern District
of California’s citizens is light, given that the California district has a substantial interest in
adjudicating controversies invohg a corporation employing hundsedf California residents.
Further, the issue is governed bydeal law and jurisdiction of the federal courts is not based on
diversity. Thus, no problems related to the goveyhaw are raised by theatisfer of this matter
to the Northern District of California. Ultimatglthe public interest factors and the interests of
justice favor transfer. The centaf the alleged infringement, leged parties, and the community
with the most interest in the matternst the Southern District of FloridaSee Trace-Wilg,
2009 WL 455432, at *4 (finding that transfer wduerve the interests of justice where the
center of the accused activity occurrén the transferee districtlsee generally ShadeFX
Canopies, Inc. v. Country Lane Gazebos, LN©. 13-80239-ClIV, 2013 WL 9827411, at *3
(S.D. Fla. June 14, 2013) (citing 15 Wright, Mill& Cooper, Federal Practice and Procedure:
Jurisdiction and Related Matge8 3854 at 246-47 (3d ed. 2007a (fiumber of federal courts
have considered this factor decisive—eighing the other atutory factors”)).

E. Other Considerations

Lastly, Plaintiff asserts that the pendencytloé seven related actions in this District

creates practical problems with transfer, rendering a possible scenario where two different courts
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adjudicate the matter. The Federal Circuit hasesdt that “the existence of multiple lawsuits
involving the same issues ‘isp@ramount consideration when deteing whether a transfer is
in the interest of justice.”In re Vicor Corp, 493 F. App’x 59, 61 (€d. Cir. 2012) (quotintn re
Volkswagen of Am., Inc566 F.3d 1349, 1351 (Fed. Cir. 2009owever, this consideration is
not nearly as prominent given thact that defendants in all bahe of the cases pending before
this Court have moved foransfer on similar grounds.See supraat 3 n.2. Moreover,
“multidistrict litigation procedures exist to mitige inefficiencies in this type of situatidonin re
Apple, Inc, 581 F. App’x 886, 889 (e Cir. 2014) (citingin re EMC Corp, 677 F.3d 1351,
1360 (Fed. Cir. 2012) (“Common pretrissues of claim constriien and pateninvalidity may
also be adjudicated together through the misltidt litigation procedures of 28 U.S.C. §
1407.”). For these reasons, the Court also finds that post-claim-construction transfer will not
increase judicial efficiency.

V. CONCLUSION

Balancing the aforementioned elements, tlmr€finds that transfer to the Northern
District of California is warramd. The alternative forum is not only an appropriate forum, but
significantly more approjpate given the fact #t the core of actiwt surrounding the design,
development, and production tife Accused Products occurred therPlaintiff's ties to this
forum are tenuous; it does not conduct businesseificitum, but was merely formed in order to
license and litigate the patent at issue, which was acquired a mere two weeks prior to

commencing this action. On the other hand,Nloethern District of Chfornia has significant

> Additionally, the claim constriion process may be conducted a rolling basis, that is, a
presiding court may “revisit[] and alter[] its impeetation of the claim terms as its understanding
of the technology evolves.Pressure Products Med. Supplies, Inc. v. Greatbatch 588 F.3d
1308, 1316 (Fed. Cir. 2010) (quotimyizer, Inc. v. Teva Pharm., USA, Ind29 F.3d 1364,
1377 (Fed. Cir. 2005)). Therefore, construction efc¢laims is best resolved by a single court.
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ties to the Accused Products and can otherwise be deemed the “center of gravity” for this patent
infringement action.

Accordingly, Defendant Sony Mobile Commaations (USA) Inc.’s Motion to Transfer
Pursuant to 28 U.S.C. § 1404(&CF No. [30] is GRANTED. The Clerk is directed to
TRANSFER this case to the United States District @Gdar the Northern District of California.

Upon transfer, the Clerk sh&@lLOSE this case.

DONE AND ORDERED in Fort Lauderdale, Florida, ith14th day of January, 2015.

BETH BLOOM
UNITED STATES DISTRICT JUDGE

Copies to:
Counsel of Record
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