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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF FLORIDA
Palm Beach Division

STEVEN A. S ILVERS, an individual,

Plaintiffs,
v.
CASE NO. 05-80387-CIV -
GOOGLE INC., a Delaware corporation, ~ :—1
Defendant. (RyskampNyg_x&ic) G ©
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oxm O
GOOGLE INC., a Delaware corporation, ;_f:,,?' rlo \
Counterclaimant, Yoy -o
v. e =
BACER AN
STEVEN A. SILVERS, an individual; STELOR xR
PRODUCTIONS, INC., a Delaware corporation;

Ja

STELOR PRODUCTIONS, LLC; a business

Entity of unknown form; and STEVEN ESRIG,
An individual,

Counterdefendants.

SILVERS’ MOTION TO DISMISS STELOR’S
AMENDED CROSS-CLAIM AND SUPPORTING MEMORANDUM

Plaintiff, Steven A. Silvers (“Silvers”), moves to dismiss the amended cross-claim

brought by counter-defendant, Stelor Productions, LLC (“Stelor”) pursuant to Rule 12, Federal

Rules of Civil Procedure. As in its original cross-claim, Stelor is still trying to smuggle into this
federal trademark infringement action completely unrelated state law contract claims against
Silvers under the pretext of a federal declaratory judgment claim, which confers no original
jurisdiction in this Court. Stelor is now trying to confuse the Court by mixing these contract
claims against Silvers in with a counterclaim against Google for trademark infringement (a claim

that merely duplicates Silvers’ pending claim against Google). This procedural ploy does not

change the claim equation or the test for supplemental jurisdiction, which requires that the facts
and issues raised by Stelor’s contract claims against Silvers be closely related to the facts and &
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issues that will determine the outcome of Silvers’ federal trademark infringement claim against
Google — the original claim in this action. The amended cross-claim still fails that test.

Furthermore, this maneuvering does not alter the fact that there is a first-filed state court
action pending that precludes Stelor from asserting these contract claims here. Silvers filed a
declaratory and breach of contract action against Stelor in Florida state court on September 6,
2005 seeking a determination that the contract between the two has been terminated, and that
Stelor’s continued use, post-termination, of Silvers’ trademarks is unauthorized. Three days later
on September 9, Stelor filed this cross-claim against Silvers alleging the same breach of contract
claims, which are now by virtue of the amendment the mirror image of the claim Silvers brought
against Stelor in state court. Therefore, even if supplemental jurisdiction might attach, the Court
should dismiss the cross-claim under the long established rule that the first-filed action proceeds
and the subsequent action be dismissed, or at least stayed.

In Merrill Lynch, Pierce, Fenner & Smith v. Haya’u,1 the Eleventh Circuit held that in the
absence of compelling circumstances, the court initially seized of a controversy should be the
one to decide the case, whether competing courts are state and federal courts with concurrent
jurisdiction. The court reasoned that the “continued vitality and independence of concurrent
judicial systems require our sensitive considerations of ongoing proceedings in state court, and
that federalism concerns require that a federal court “tread lightly” when a state proceeding is
already underway.” Id. at 1173-74.

Likewise, the Florida Supreme Court has adopted the principal that:

“Where a state and federal court have concurrent jurisdiction over the same

parties or privies and the same subject-matter, the tribunal where jurisdiction first

attaches retains it exclusively and will be left to determine the controversy and to

fully perform and exhaust its jurisdiction and to decide every issue or question
properly arising in the case. This jurisdiction continues until the judgment

' 675 F.2d. 1169 (11" Cir. 1982).
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rendered in the first action is satisfied, and extends to proceedings which are
ancillary or incidental to the action first brought.”

Wade v. Clower, 114 So. 548 (Fla. 1927).  See also Malloy v. Gunster, Yoakley, Valdes-
Fauli & Stewart, P.A., 850 So0.2d 578, 581 (Fla. 2d DCA 2003)(“When a state and federal court
have concurrent jurisdiction over the same parties and the same subject matter, the court in
which jurisdiction first attached should determine the controversy and decide every issue
properly raise in the case before it.”); Cypress Gardens Condominium Assoc., Inc. v. Mieli, 804
So0.2d 407, 408 (Fla. 4th DCA 2001)(reversing trial court for staying state court case in light of
subsequent filed federal court case because state action was filed first and involved matters of
state law, including interpretation of contractual terms.); Sunshine State Service Corp. v. Dove
Investments of Hillsborough, 468 So.2d 281 (Fla. 5th DCA 1985)(case that is initiated first has
authority to deal with the action.)

It makes no sense whatsoever to have two proceedings on the exact same issues. The
cross-claim, which is entirely unrelated to the main case brought by Silvers against Google,
should be dismissed and asserted in the pending breach of contract action filed against Stelor by
Silvers in Florida Circuit Court.

L
BACKGROUND

Silvers is the owner of the name “Googles” which he has used as a trademark for over
twenty years in connection with goods and services directed to children’s education and
entertainment.  Silvers registered the “Googles” trademark with the United States Patent and
Trademark Office in 1997, and by virtue of its long use the trademark has now achieved
incontestable status.  Silvers also owns and has registered the Internet domain name

“googles.com,” which he has used since 1997 for his “Googles” Website.
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In 2002, Silvers licensed the use of his “Googles” trademark to Stelor Productions, Inc.
under a written License Agreement.’ See Exhibit A. The License Agreement gave Stelor the
limited right to commercially develop the “Googles” trademark and Silvers’ related intellectual
property. The licensing relationship with Stelor, unfortunately, did not fare well because Stelor
simply ignored most of its contractual obligations and has done little over the past three years
other than spend investor money to fund the lifestyle of its principals.

On January 13, 2005, after three years of Stelor’s non-compliance, Silvers terminated the
License Agreement. See Exhibit B. Stelor immediately sought to negotiate a reinstatement, and
hoping to salvage the project, Silvers agreed to withdraw his January 13 termination letter under
a Settlement Agreement that required Stelor, among other things, to cure its prior breaches under
the License Agreement.’ Silvers retained the right to reinstate the termination if Stelor did not
cure its breaches or perform its other obligations imposed by the Settlement Agreement.

Consistent with its prior conduct Stelor failed to cure the breaches or perform under the
Settlement Agreement. Therefore, on April 27, 2005 Silvers reinstated the January 13
termination, and reminded Stelor in writing of its post-termination obligations, including
providing to Silvers an inventory of licensed products. See Exhibit C. Stelor performed none of
those post-termination obligations.

On May 5, 2005 Stelor filed a breach of contract claim against Silvers in the district
court alleging wrongful termination and requesting the court to enjoin Silvers from terminating
the License Agreement (the “License Agreement Action”). On May 27, 2005 Silvers moved to
dismiss the License Agreement Action because Stelor failed to list the residence of each of its
members on the face of the Complaint as required to establish diversity jurisdiction. In response

to Silvers’ motion, Stelor filed the sworn declaration of Steve A. Esrig, Stelor’s President, in

% Stelor Productions, Inc. has apparently assigned its rights under the License Agreement (if any) to the cross-
claimant, Stelor Productions, LLC.
* The Settlement Agreement also settled a pending federal court action between the parties.
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which he stated that none of Stelor’s members reside in Florida. Esrig listed the residence of
each member but would not identify any member by name.* Stelor then went on to vigorously
fight the motion to dismiss claiming over and over that diversity exits.

On August 9, 2005 Judge Hurley dismissed the License Agreement Action for lack of
subject matter jurisdiction but gave Stelor until August 29, 2005 to amend its Complaint and file
evidence to support subject matter jurisdiction. Stelor declined the Court’s invitation to file an
amended complaint and instead filed a “response” to the dismissal Order sheepishly admitting
that in fact diversity does not exist. >

Silvers’ State Court Action Against Stelor

On September 6, just a few days after License Agreement Action was dismissed, Silvers
filed a breach of contract action against Stelor in Florida Circuit Court for Stelor’s failure to
perform its post-termination obligations, and seeking to enjoin Stelor from representing itself as
Silvers’ licensee and using his intellectual property. See Exhibit D. Silvers has filed a Motion
For Temporary Injunction and requested an evidentiary hearing. Stelor has not yet filed a
response to the Complaint.

This Trademark Infringement Action Against Google, Inc.

On May 5, 2005, a week after Stelor was terminated, Silvers filed this action against
Google, Inc. (“Google™) for trademark infringement arising from the “reverse confusion” caused
by Google’s adoption and use of a mark almost identical to Silvers’ senior “Googles” mark. The

central issue in this case is whether under the Lanham Act, 15 U.S.C. § 1051 et seq., Google’s

* This was not the first time Stelor mislead the Court by concealing information. In an attempt to mislead the Court
about the validity of its business, Esrig filed a long list of purported “sub-licensees” it had engaged, but refused to
identity any by name. We now know there are no sub-licensees.

* Prior to the dismissal, on July 5, 2005 the district court denied Stelor’s request for preliminary injunctive relief
holding that Stelor’s only remedy for wrongful termination of the License Agreement is money damages; Stelor is
not legally entitled to require Silvers to continue to license his property or to perform under the License Agreement
or related Settlement Agreement.
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use of the “Google” mark for children’s goods and services violates Silvers’ superior and
exclusive rights to use virtually the same mark for the same goods and services. Silvers also
challenges the validity of Google’s original federal trademark registration because it was
fraudulently obtained.

Google’s Counterclaim

In response to the trademark infringement claim, Google filed a trademark infringement
counterclaim against Silvers alleging that Silvers’ use of his “Googles” mark in connection with
an alleged “search engine” violates its trademark rights.® Google also filed a counterclaim
against Stelor as Silvers’ licensee, who up until then was not a party to this action. Google may
not have known at the time it filed the counterclaim that Silvers had terminated Stelor’s license.
The factual allegations against Stelor, however, relate to Stelor’s conduct prior to termination of
the License Agreement and are not affected in any way by the fact that Stelor has since been
terminated.

Stelor’s Cross-Claim

On September 9, three days after Silvers filed the state court action, Stelor filed in this
action a cross-claim against Silvers asserting basically the same breach of contract claims Judge
Hurley dismissed for lack of subject matter jurisdiction, i.e. seeking to reinstate the License
Agreement based on Silvers’ alleged wrongful termination. But here, Stelor seeks to assert these
claims under the federal Declaratory Judgment Act. The cross-claim alleges no other basis for

original subject matter jurisdiction.

% Silvers is unaware that his mark is being used in connection with a search engine, nor has he consented to such use.
6
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IL.
STELOR’S CROSS-CLAIM SHOULD BE DISMISSED

A. There Is No Original Subject Matter Jurisdiction
Stelor’s alleged claim under the Declaratory Judgment Act, 28 U.S.C. §2201, et seq.,
does not provide the Court with subject matter jurisdiction. It is hornbook law that a claim under
the Act must independently satisfy the subject matter jurisdiction requirements for an action to
be brought in federal court. As put by the Eleventh Circuit:
. . . [Tlhe Declaratory Judgment Act does not, of itself, confer
jurisdiction upon the federal courts; a suit brought under the Act
must state some independent source of jurisdiction, such as the
existence of diversity or the presentation of a federal question.
Borden v. Katzman, 881 F.2d 1035, 1037 (11™ Cir. 1989) (citing Skelly Oil Co. v. Phillips Co.,
339 U.S. 667 (1950)). See also, Kunkler v. Fort Lauderdale Housing Authority, 764 F. Supp
171, 175 (S.D. Fla. 1991) (Act can provide a procedural remedy if, and only if, the court has
jurisdiction from another source).
Stelor’s willful blindness in attempting to premise jurisdiction on the Act is eerily
familiar. In the prior action before Judge Hurley, now dismissed, Stelor matter-of-factly alleged

diversity of citizenship without disclosing the citizenship of its LLC members, and, when called

on it, sheepishly conceded diversity did not exist.’

B. The Cross-Claim Is Not Sufficiently Related To Support
Supplemental Jurisdiction

The Court should decline to exercise supplemental jurisdiction because Stelor’s state law
breach of contract cross-claim against Silvers has no legal or factual connection to any part of the

trademark infringement action against Google. Further, the legal and factual questions unique to

7 Stelor had previously filed a sworn declaration from Steven A. Esrig, falsely stating that diversity existed. Stelor
Productions is a small closely held company with a handful of shareholders or members; the citizenship of each
could have been easily determined. We suspect that when Stelor lost the injunction and realized it had credibility
issues with the Court, it went to great lengths to “discover” that diversity was in fact lacking so that the case would
be dismissed.
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Stelor’s state law cross-claim against Silvers, if allowed to be brought here, will smother the
federal trademark claim with a thick layer of non-relevant issues, witnesses and evidence that
will undoubtedly distract or confuse the jury, and extend the trial.

) There is No Sufficient Nexus To The Main Claim

There is no question that original jurisdiction is lacking, thus, jurisdiction over Stelor’s
cross-claim necessarily depends on supplemental jurisdiction. 28 U.S.C. §1367(a) restricts
supplemental jurisdiction to . . .claims that are so related to claims in the action within . . .[the
court’s] original jurisdiction that they form part of the case or controversy under Article III of the
United States Constitution.” Here, the Court’s original jurisdiction is conferred by the federal
trademark statute, 15 U.S.C. §1051, ef seq.

Section 1367(c) goes on to define circumstances in which a district court may decline to
exercise its supplemental jurisdiction. The statute therefore contemplates a two-tiered analysis.
The first step is to determine whether the claim comes within the Court’s power because it is so
related to the original action. If so, the second step requires a determination whether that power
should be declined.

To decide whether Stelor’s cross-claim against Silvers is part of the same case or
controversy as Silvers’ federal trademark action against Google, the Court must consider
whether Stelor’s cross-claim derives from “a nucleus of operative facts common to” the federal
trademark claim and if they are such that it would ordinarily be expected to try them all in one
Judicial proceeding. See United Mine Workers v. Gibbs, 383 U.S. 715, 86 S.Ct. 1130 (1966). In
other words, is the state law claim sufficiently related to the jurisdictionally sufficient claim that
it is the “same case or controversy?” See Hudson v. Delta Air Lines, Inc., 90 F.3d 451, 455 (11"
Cir. 1996)(court should consider whether claims arise from the same facts, or involve similar

occurrences, witnesses or evidence); Harry Winston, Inc. v. Kerr, 72 F. Supp.2d 263, 264
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(S.D.N.Y. 1999)(district court should consider, among other factors, the circumstances of the
particular case, the nature of the state law claims, the character of the governing state law, and
the relationship between the state and federal claims.)

This means that Stelor’s breach of contract cross-claim against Silvers must be “so
related” to Silvers’ trademark infringement claim against Google that it arises from the same
operative facts or forms part of the infringement claim. Simply stated, the facts that will
determine whether Google has infringed Silvers’ mark must also determine if Silvers wrongfully
terminated the License Agreement.

Stelor’s cross-claim fails the test. The facts that would support — or defeat — the cross-
claim are not even remotely related to the facts that will determine whether Google has infringed
Silvers’ trademark rights or resolve the trademark infringement counterclaim. The main
trademark infringement claim and counterclaim will narrowly focus on these “likelihood of
confusion” issues: (1) type of marks; (2) similarity of the marks; (3) similarity of goods and
services; (4) identity of marketing channels and consumers; (5) similarity of advertising; (6) the
party’s intent; and (7) actual confusion. See Conagra v. Singleton, 743 F.2d 1508 (11" Cir.
1984).  Silvers infringement claim also raises legal and factual issues regarding whether
Google’s original trademark registration was fraudulently obtained.  Thus, the core of the
trademark infringement claims — the only claims that arise under federal law — will be resolved
by a comparison of the trademarks, confusion evidence, and the trademark owners’ conduct in
adopting, using, and registering the marks.

The resolution of the cross-claim, on the other hand, is governed by the contractual
language of the License Agreement and will involve factual determinations regarding Stelor’s
performance as Silvers’ licensee, including whether Stelor: (1) failed to place on all licensed

products the phrase “created by Steven A. Silvers;” (2) failed to pay Silvers royalties; (3) failed
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to collect revenue from the sale of Licensed Products; (4) diverted revenue to another entity; (5)
failed to provide certified royalty statements; (6) failed to provide to Silvers samples of all
licensed products, and all promotional and advertising materials associated with those products;
(7) failed to include appropriate legal notices with the licensed products; (8) failed to maintain
the requisite level of quality for the licensed products; (9) failed to maintain Silvers’ intellectual
property rights; (10) engaged in the unauthorized creation of characters and use of the “Googles”
name; (11) failed to allow Silvers to audit its books and records; (12) failed to provide Silvers
with stock options; (13) failed to commercial develop the property; (14) used the license to
defraud investors of millions of dollars; and (15) failed to perform under a related consulting
agreement and settlement agreement. None of these factual issues have any connection to the
trademark infringement claim against Google.

Furthermore, the legal issues involved in the main case differ greatly from those raised in
the cross-claim. The trademark claims assert violations of the Lanham Act, raising questions
regarding trademark registration procedures, and the validity of the parties’ federal trademark
registrations. In contrast, the cross-claim requires application of state contract law to the
interpretation of the provisions in the License Agreement, including Silvers’ limitation of
liability to Stelor, as well as state law regarding the licensor/licensee relationship post-
termination.

When one compares the main federal trademark claims to the cross-claim, it is evident
that the claims do not raise similar legal issues or flow from the same factual situation. Simply
put, the facts needed to prove the cross-claim are vastly different from those needed to prove the
main claim. In fact, evidence showing or disproving whether Silvers’ wrongfully terminated
Stelor will not offer even the slightest insight into whether Google has infringed Silvers’

trademark rights. And, contrary to what Stelor wants the Court to believe, even if Stelor

10
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prevails on its wrongful termination claim, Stelor has no right to pursue this trademark
infringement action against Google. Stelor’s only remedy for wrongful termination is money
damages, not reinstatement of the license. See infra, section 2.

Moreover, inclusion of Stelor’s cross-claim will create havoc at trial. The evidence,
witness testimony, and proof required to resolve Stelor’s cross-claim, and the associated remedy
and damages calculations, would be mixed in with the evidence, witness testimony and proof
needed to resolve the trademark disputes, and the rather complex damages formula applied in
reverse confusion cases. Not only would this distract from the main trademark claim, it would
cause serious juror confusion that would prejudice Silvers’ case against Google.

The legal and factual issues in the trademark infringement action are complex enough for
a jury to determine. Adding unrelated breach of contract claims between Stelor and Silvers will
inject literally dozens of factual issues each with its own evidence for the jury to consider in
additional to the seven-factor likelihood of confusion issues presented by the main trademark
claim. There is no logical relationship between the cross-claim and the main claim; Silvers
should not be expected to try them both in one judicial proceeding. See Gibbs, 383 U.S. at 725,
86 S.Ct. at 1138; See also Hudson v. Delta Air Lines, Inc., 90 F.3d 451, 455 (11th Cir.
1996)(affirming district court’s dismissal of state law breach of contract claim filed with an
ERISA claim because of the lack of nexus between the state and federal causes of action.); Semi-
Tech Litigation LLC v. Bankers Trust Company, 234 F.Supp.2d 297 (S.D. N.Y. 2002)(not
reasonable to try claims against company for Trust Indenture Act and claims against officers of
company for breach of fiduciary duty relating to the indenture in same case.); Singh v. The
George Washington University, 368 F.Supp.2d 58 (D.D.C. 2005)(plaintiff’s discrimination claim

against school for violation of Title III of the ADA had almost no factual overlap with dean of

11
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school’s counterclaim for defamation for statements plaintiff made about him relating to her
dismissal and not sufficiently related to warrant exercise of supplemental jurisdiction.).

2. State Law Issues Dominate The Cross-Claim

Even if the Court were to determine that there is enough of a relationship between the
trademarks claims and Stelor’s breach of contract cross-claim to support supplemental
jurisdiction, under the provisions and reasoning of Section 1367(c), the Court should decline that
jurisdiction.

First, while Stelor’s cross-claim does not raise particularly complex issues of state law, it
involves strictly state law issues and contract interpretation, and presents at least one novel
question. Stelor seeks by way of its cross-claim to be reinstated as licensee and to use Silvers’
intellectual property without his consent. Under current Florida law, a party to a license
agreement is only entitled to damages, not reinstatement by way of injunction, where the license
is allegedly wrongfully terminated. See Airlines Reporting Corp. v. Incentive Int’l Travel, Inc.,
566 So.2d 1377, 1379 (5™ DCA 1990) (no injunctive relief to reinstate cancelled contract,
damages only remedy); Shearson Lehman Hutton, Inc. v. Meyer, 561 So0.2d 1331, 1332 (5™ DCA
1990) (injunctive relief not available to prevent termination of agreement; remedy is damages);
Jacksonville Elec. Auth. v. Beemik Bldrs. & Const., Inc., 487 So0.2d 372 (1* DCA 1986) (no
injunctive relief to prevent cancellation of contract, remedy is damages). What Stelor seeks will
require the court to examine the current case law on this issue, and carve out some sort of novel
exception to this established rule.® Whether the facts and circumstances underlying the

termination entitle Stelor to that exception is best left to the state court to decide.’

8 Stelor’s cross-claim also raises the issue of whether a terminated licensee may continue to use a licensors’
intellectual property after it has been terminated. While federal law has dealt extensively with this issue, (see infra)
in the context of the Lanham Act, we know of no state law cases addressing the issue.

® Likewise, Stelor’s “breach of warranty” claim depends entirely upon construction of the warranty provision
contained in the License Agreement. In an attempt to paint its cross-claim as “related” to the original claim, Stelor

12
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Furthermore, aside from being a distraction, the inclusion of Stelor’s cross-claim in this
case is simply unfair and prejudicial to Silvers. He should be able to have his day in court with
Google without the Stelor sideshow diluting his case. Stelor can readily pursue its state law
claims in state court, where a case is now pending that addresses the very issues Stelor wants
decided here.

C. The Cross-Claim Should Be Asserted In The Pending State Court Action

It makes absolutely no sense to permit Stelor to assert claims in this action that will be
litigated and adjudicated at the same time in the pending state court action, which was the first-
filed action. In fact, Stelor’s claims are so inextricably intertwined with the claims pending in
state court that an adjudication of Silvers’ claims in that action will encompass the claims
asserted by Stelor in its cross-claim. The state action will determine whether Stelor was in
breach of the License Agreement prior to termination, whether Silvers properly terminated
Stelor, and whether Stelor breached its post-termination obligations. Stelor’s defense to this
action is necessarily that Silvers wrongfully terminated the License Agreement, which is the
same claim it asserts here in its cross-claim. The factual issues that will resolve whether Silvers
properly terminated are the very same factual issues that will resolve the outcome of Stelor’s
wrongful termination claim. There is no rational basis to inject this unrelated contract dispute
between Stelor and Silvers into this trademark case that will decide the exceedingly narrow issue
of whether Google has infringed Silvers’ trademark. Whether Stelor breached the License
Agreement or Silvers wrongfully terminated the License Agreement will not resolve one issue in
this pending trademark dispute. In fact, the resolution of Stelor’s contract claims will have zero

affect on the outcome of the main trademark infringement claim. It makes far more sense to

contends that Google’s counterclaim alleges that Google, rather than Silvers, owns Silver’s mark. (Amended Cross-
claim, §71). But Google alleges no such thing, nor could it. Google simply claims the use of Silvers’ mark for
search engine services infringes Google’s mark.

13
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dismiss the cross-claim so that it can be properly asserted and resolved in the Silvers/Stelor
action currently pending in state court.

III.
THE CROSS-CLAIM FAILS TO STATE A CLAIM FOR INJUNCTIVE RELIEF

Stelor acknowledges in its cross-claim that Silvers has terminated the License Agreement
with Stelor. As explained above, while Stelor is free to dispute the termination, its only remedy
under Florida law should the termination be proved wrongful is for money damage:s.10 A court
of equity cannot by injunction or specific performance maintain the licensor-licensee relationship
against the will of the licensor even if termination of the relationship might leave the licensor
legally liable for damages. See Airlines Reporting Corporation v. Incentive Internationale
Travel, Inc., 566 So0.2d 1377, 1379 (Fla. 5™ DCA 1990). Therefore, Stelor’s sole remedy is
limited to money damages if Silvers wrongfully terminated. Stelor has no legal basis for a
mandatory injunction to compel specific performance because injunctive relief is not a proper
remedy for wrongful termination of a license.

Federal courts follow the same principal. For example, in 4A.L.K. Corp. v. Columbia
Pictures Industries, Inc., 440 F.2d 761 (3d Cir. 1971) a movie theatre could not, by injunction,
compel a film distributor to specifically perform under a license agreement for the distribution of
movies. The only remedy - - loss of income from not showing the subject movie - - was
recovery of damages. And in Freeplay Music, Inc. v. Verance Corp., 80 Fed. Appx. 137 (2d Cir.
2003) (unpub.) the court rejected the terminated licensee’s request for injunctive relief to
reinstate the license because the former licensee’s injury could only be redressed with damages.

This is why Judge Hurley rejected Stelor’s request to preliminarily enjoin Silvers from

' To the extent Stelor contends that it is entitled to injunctive relief under the provisions of the Settlement
Agreement, that argument is moot. Stelor’s failure to perform under the Settlement Agreement and Silvers’
reinstatement of the termination of the License Agreement renders the Settlement Agreement null and void, and the
parties are placed back where they were when Stelor was first terminated. That is why the Settlement Agreement
has no remedy provision for breach by either party.

14
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terminating Stelor — its damages can be easily quantified, and thus there is an adequate remedy at

It

law.”" Furthermore, the License Agreement (drafted by Stelor) has an express provision that

limits Stelor’s remedy for any breach by Silvers to a monetary amount equal to the royalties paid

to Silvers during the twelve-month period preceding a breach of contract claim:

A. IN NO EVENT WILL EITHER PARTY BE LIABLE UNDER THIS
AGREEMENT FOR ANY INDIRECT, INCIDENTAL, SPECIAL,
CONSEQUENTIAL OR PUNTIVIE DAMAGES IN CONNECITON WITH OR
ARISING OUT OF THIS AGREEMENT (INCLUDING LOSS OF PROFITS, USE,
DATA, OR OTHER ECONOMIC ADVANTATGE), NO MATTER WHAT
THEROY OF LIAVILITY, EVEN IF THE EXCLUSIVE REMEDIES
PROVIDED FOR IN THIS AGREEMENT FAIL OF THEIR ESSTIAL
PURPOSE AND EVEN IF EITHER PARTY HAS EEN ADVISED OF THE
POSSIBLITY OR PROBABILITY OF SUCH DAMAGES. THE PROVISIONS OF
THIS SECTION “LIMITATION OF LIABILTI” ALLOCATE THE RISKS
UNDER THIS AGREEMENT BETWEEN LICENSOR AND LICENSEE AND
THE PARTIES HAVE RELIED UPON THE LIMITAITONS SET FORTH
HEREIN IN DETERMINING WHETHER TO ENTER INTO THIS AGREEMENT.
(Emphasis provided)

B. EACH PARTY’S LIAIBILITY TO THE OTHER UNDER THIS AGREEMENT
FOR CLAIMS RELATING TO THIS AGREEMENT, WHETHER FOR BREACH
OF CONTRACT OR IN TORT, SHALL BE LIMITED TO THE AGGREGATE

ROYALTY FEES PAID BY LICENSEE TO LICENSEOR DURING THE
TWELVE MONTH PERIOD PRECEDING THE CLAIM.

This clear and unambiguous provision provides Stelor’s exclusive remedy for an action
against Silvers. There is no other provision that entitles Stelor to injunctive relief or any other

remedy other than monetary damages.

" Even though Stelor is a terminated licensee, not a franchisee, this doctrine is consistent with the long line of

Burger King cases from this district, in which the courts routinely reject a terminated franchisee’s attempt, by way
of injunction, to continue using the “Burger King” trademarks while contending the termination was wrongful. In
these cases, the terminated franchisee’s license to use the trademarks cannot be reinstated by way of injunction, and
the sole remedy is damages for the alleged wrongful termination. See Burger King v. Agard, 911 F. Supp. 1499
(S.D. Fla. 1995); Burger King v. Majeed, 805 F. Supp. 994, 1003 (S.D. Fla. 1992); Burger King v. Hall, 770 F.
Supp. 633, 638-39 (S.D. Fla. 1991); Burger King v. Austin, Bus. Fran. Guide CCH 99788 (S.D. Fla. 1990). This is
also consistent with cases where the franchisor seeks to enjoin use of its trademark by a terminated franchisee. In
those cases, the franchisor must show some evidence that the termination was proper to obtain injunctive relief. See
e.g. McDonald’s Corporation v. Robertson, 147 F.3d 1301 (11" Cir. 1998). The “some evidence” standard might
apply if Silvers sought an injunction, but it does not govern Stelor’s remedy should Silvers’ termination of the
license be deemed improper. Stelor’s remedy is limited under both Florida law and the terms of the License
Agreement to money damages; there is no remedy to reinstate the license. Under Florida law a court cannot by
injunction or specific performance maintain the licensor-licensee relationship against the will of the licensor even if
termination of the relationship might leave the licensor legally liable for damages. See Airlines Reporting
Corporation v. Incentive Internationale Travel, Inc., 566 So.2d 1377, 1379 (Fla. 5" DCA 1990). Therefore, Stelor’s
sole remedy is limited to money damages if Silvers wrongfully terminated. This is true even if Stelor continues to
perform under the license — which it has not. Stelor has not performed any of its obligations under the License
Agreement for years.
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This clear and unambiguous provision provides Stelor’s exclusive remedy for an action
against Silvers. There is no other provision that entitles Stelor to injunctive relief or any other
remedy other than monetary damages.

CONCLUSION

Stelor’s cross-claim should be dismissed, and the Silvers/Stelor dispute should proceed in

state court.
Respectfully submitted,
Adam T. Rabin (FL Bar #985635) KOZYAK TROPIN & THROCKMORTON, P.A.
DIMOND KAPLAN & ROTHSTEIN,P.A. Counsel for Plaintiff
525 South Flagler Drive, Suite 200 2525 Ponce de Leon
West Palm Beach, FL 33401 9" Floor
T: 561-671-2110 Coral Gables, Florida 33134

Telep?o e: 305-372-1800
By: £ ((I[‘%

Kenneth R. Hartmann
Florida Bar No. 664286)
Gail A. McQuilkin
Florida Bar No. 969338

CERTIFICATE OF SERVICE
I HEREBY CERTIFY that a true and correct copy of the foregoing has been furnished

N
by E-mail and U.S. mail on this 2 ¢ day of December, 2005 upon:

Jan Douglas Atlas Andrew P. Bridges

Adomo & Yoss, LLP Winston & Strawn, LLP

350 East Las Olas Blvd., Suite 1700 101 California Street, Suite 3900
Fort Lauderdale, FL 33301-4217 San Francisco, CA 94111
E-mail: jatlas@adomo.com E-mail: abridges@winston.com

Kevin C. Kaplan

Burlington Weil Schwiep Kaplan & Blonsky, PA
2699 S. Bayshore Drive, Penthouse A

Miami, FL 33133

E-mail: kkaplan@bwskb.com / Z&%@ Z ( ’ 2

3339/102/260124.1

16

2525 Ponce de Leon, 9th Floor, Miami, Florida 33134 | Phone 305.372.1800 | Fax 305.372.3508 | kttlaw.com



Case 9:05-cv-80387-KLR  Document 51  Entered on FLSD Docket 12/05/2005 Page 17 of 55

Exhibit A



'C,ase-9:05-cv-80387-KLR Document 51  Entered on FLSD Docket 12/05/2005 Page 18 of 55

N

o LICENSE, DISTRIBUTION
AND MANUFACTURING AGREEMENT

This LICENSE DISTRIBUTION AND MA_NUFAC'TURH‘IG AGREEMENT between Steven A.
Silvers and, Stelor-Productions, Inc. is effective as of June 1, 2002 and is entered into by and between

Steven A. Silvers (LICENSQR), an Individual, whose official addrcs is 3741 NE 163™ Street, PME #325,
North Miami Beach, FL 33160 and Stelor Productions, Tnc. (LICENSER), a Delaware corporation with its

| current offices located at; 14701 Moclangblrd Drive, Damcstown Maryland 20874,

“WITNESSETH

WHIEREAS, LICENSOR is the sole and .exclusive owner of the GOOGLES characters identified more
fuJJy in “Schedule A" attached hercto (tha "Lxcsnsed Property”) o

WB]BREAS LICENSOR is the sole zmd cxcluszw: owner of the GOOGLES tradcmarLs identified more
fully in “Schedule A" attached hereto (thc "LICBIISGd Trademarks"):
WHEREAS, LIC'ENSOR hias the power and authonty to grant to LICENSEE the right, pnvﬂcgc and

fivense to use, manufacture, distribute, and sell those types of products that incorparate or are otherwise
based on the Licensed Property as identified in “Schedule A” attached hereto (the "Licensed Products") and

to use the Licensed Trademarls on or in assomanon with such Lxccnscd Products

) WHEREAS, IICENSEE has or will have the abxhty 1o manufacmra, have ma.t_lufacture.d, have sub-
' manufactured, distribute and sell or have sold and distributed the Licensed Products in the Lxcenséd

Territory more clearly defined in Schedule A (the Territory) and to use the Trademeark(s) on or in
association with the mensed Products; : . §

WHEREAS, LICENSEE desires to obtain from LICENSOR an exclusive license to use, ‘manufacture, -
have ‘manufactured and sell Licensed Products in the Terttory end to use the Lxcensed Trademar]:s an ar in

mssociation with the Licensed Products
WHEREAS, LICENSEE has agrecd pursuant o & Iettcr agrccmen’g to act as a consultant for
* LICENSOR; and . .

NOW, THEREI‘ORI) in consideration of the prmmscs and agreements set forth herem the parhes each
mtcndmg to be lcga!l)' bound hcreby, do hcreby agree as follows _ -

T LulCEN bLW:lCAN L

o A LICENSOR hcreby grzmts to LICENSEE, for the Term of this ‘Agreement as. remtcd m
' “Scheduie A attached hereto, the exclusive (even asto LICENSOR), worldmde sub licensable right and
license to use, reproduce, modify, create derivative works of menufacture, have manufactured market,
advertize, sell, distribute, display, perform, and otherwise commercia}iz;e the Licensed Products  and
Licensed Propertes in the Territory. The license includes a license under any and all intellectual property
rights and interests therein, including by way of explanation, products which deal with the creative
characters known as The Googles, Emythmg that contains the letters GOO (in upper or lower case) together
+ with any and all products, which comprise and which will comprise those characters, likenesses, which
_ include Iggle, Oogle, Oggle, Gooroo, Gootian(s), the planet Goa, slides, computer web site(s), membership -
! . lists, clubs, materials, patterns, prototypes, logos, trademarks, service marks, clothing, merchandise,
educaﬁon'al products, marketing -and “promotional dats and tools, packaging.and advertising, modifications
updates and variations, and al! other,itsms associated therewith whether in singular or plural .
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Jo R = LIC.ENSGR I'lﬂ'l'ﬁby grants “to LICENSEE for thE termof thrs A_genmgnf ac T&"ltﬂd o
"Schcdule A” attached hersto, the exclusive (even as to LICENSOR), warldwide, sub licensable right and .
license to use the Licensed Trademarls on or in association with the Licensed Products s well 25 on

packaging, promational, and advertlsmg matcnal associated therewith,

C. LICENSEE shall have the right to sublicense LICENSER's rights under thig
Agreement; provided that any and all such subhcunses shall be subjed! lo the terms and g,Dndmgns of this

Apreement.,
D. " No licenses will be dcemed to have been granted by either party to any ofxts Intellactual

Prope@ Rights, except as otherwise expressly provided inthis Apgreement.

E. LICENSEE agrees to place on all Licensed Products where pract(cablc the phmse
“created by Steven A. 'Sﬂvcrs or ather similar wording. _

IL TERM OF THE AGREEMENT

- This Agraement and the provisions hereof, except as otherwise provided, shall be infull force and
effect commencing on the date of execution by ‘both parties and shall extend for @ Term 85 Tecited in

“Schedu]e A” attached hereto (the "Term"),
. IL._COMPENSATION

A, In conmsideration for the licenses granted Hereunder, LICENSERE, agrees to pay to

LICENSOR, during the Term of this Agresment, a royalty in the amount recited in “Schedule A™ nttached
hereto (the "Royalty") based on LICENSEE's Net Sales of Licensed Products. "Net Sales” shall mean the
gross revenues on a cash basis (i.e., actually collected by TICENSEE but without counting any gross
revenuestwice) excluding shipping zmd handling charpes, sales'taxes, VAT, and other taxes imposed upon
sales jess (i) customery trade discounts, (i) allowances actually shown on the imvoice (except cash
discounts not deductible in the .calculation of Royalty) (if) boua fide retums, charge backs, refunds or
credits (net of all retoms actually made or allowed as supported by memoranda actually issued to the
customers), (iv) sales of remainder inventory. made at less than the total of LICENSEE's actual cost of
goods and actual direct selling casts solely far purposes of hqmdahon or close-out, (v) other uncollactxble '

'BCCOUIILS, (w) cooperative advertising-allowances, (vn) sales cornmmsmns pmd

B, The Royalty owed LICENSOR shall be calculated on a quarterly calendar basis on -
collected funds (the "Royalty Period”) and shall be payable no later than thirty (30) days after the
terminetion of the preceding full calendar guarter, i.e. , commencing on the first (1st) day .of Jinuary; April,
July snd October with the exception of the first and fast calendar quarters which mey be “shart" dependmg

upan the effectlve date of this A greement.

. C—Winlrench Koyalty yTrﬁE‘ﬁI'I:‘ICENSEJTSnMI provide LICENSOR i g wntten
royalty statement in o form ncceptable to Licensor. Such royalty statement shal] be certified ns accumte by
a duly authorzed officer of Licensee, reciting on a country-by-country basis, the stock number, item, units
sold, description, quantity shipped, gross invoice, smount billed to customers less discounts, allowances,.
‘retuins and reportable. sales for' each Licensed Product. Such statements shall be furnished to Licensor
“whether or not any Licensed Products were sald during the Royalty Period. The LLICENSEE hereby

further agrees to provide the LICENSOR with a list of all of it's sub hcensc:ﬂs added during thc -

- current royalty period,

: D. iy LICI‘.NSIJE se.lls ary Ll ensed Products to any party affiliatsd with LICENSEE orin
Co, emy way directly or mdlre”ﬂy related to or under the common control with LICENSEE, .at & prics less than
’ the average weighted price charged to other parfies, the Royalty payable to LICENSOR shall be computed
on the basis of the averaged weighted. price charged 1o other parties if the Licensed Products are not

ultimately resold to unaffiliated third parties.
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e e B e &l payments due hereunder. shall be made in United Stétss.cu;'rency..drawn on.a.United . c o o
States banlz, unless otherwise specified between the parties and may offset or be offset from any other
payments due to LICENSEE under this or any other agreement between-the pﬂrties.

" F. Late puyments shall incur interest at the rate of ONE UERCENT (1%) per month-from

the date such paymants were ongmal]y due.

g

IV. ATUDIT

. A, TLICENSOR shall have the fight, at its own expense, to have a nationally fccog'nized
certified public accounting firm, upon at least thirty (30) days written notice and no more than twice. per
calendar year, ‘to inupect during normal business hours, LICENSEE's baoks and records and all other
dosuments and material in the possession of or under the. caritrol of LICENSEE with respect to the subject
matter of this Agreement at the place or places where such records are norma“y rctzuncd by LICENSEE

B. In the evcntthat such mspecﬂ on reveals.an undcrpayment dxscrcpanqr greater than 5% of
the amount of Royalty owed LICENSOR from what was actually paid, LICENSTE shall have the-

. apportunity to’ conduet.its own audit. ¥ LICENSEE agrees-to the amount, if any, of any discrepancy,
LICENSERE shall pay such discrepancy, plus interest, calculated: at the rate of ONE AND ONE-HALF

{
. PERCENT (1 1/2%) per month. Upon settlement of any underpayment discrepancy, no further audit by
LICENSOR shall be requested that year. That period end date shall represent the new period start date for
future andits for underpayment discrepancies. In the event that such discrepancy is in excess of TEN

- THOUSAND UNITED STATES DOLLARS (§10,000.00), LICENSEE shall also retmburse. LICL'NSDR
for the cost of audmng fees in connechon thercwlth

: c. All books and records relative to LICENSEL's obligations hereunder shall be
maintained and:lcept accessible and available to LICENSOR for inspection for at'least three (3) years after

ihe expiration of the initial or any ‘subsequent term.

D, In the svcnt that an investigation of LICDNSEE’S beoks and recards is made, certain .

confidential and proprietary business information of LICENSEE may necessarily be made avzulablc to the
person or persons conducting such investigation, It is agreed that such confidential and ‘propristary business
information shall be held in confidence by LICENSOR end shall not be used by LICENSOR or disclosed
to any third parLy for a.period of two (2) years from the date of disclasure, or without the prior express
‘wiitten permission of LICENSEE unless required by law, except LICENSOR may not disclose at any
time to any third party any such confidential and proprietary business information whlch are trade secrets
of LICENSER. It is understood and agreed, however, that such information may’ be used by LIC’ENSDR

in an)' proceeding based on LICENSED 5 fmlurc to pay zts actual Royahy obligation.
Y. WARRANTIES AND OBLIGATIONS

A.———.LIC—ENSGLI?rropresents—amd—w-&rmmts that;
. (i) the execution, delwsxy and pez‘formance of this Agre'*ment have beerd duly

authori zed by.all necessary action of LICENSOR ond this Agreement i5 a valid and binding obhgﬂtlon of

TICENSOR, enforceable in accordance with ifs terms: _

(1) the execution, dcllvcry and perfonnancs by LIC‘ENSOR of this Agreement will

not wo]ate or conflict with any applicable U.S. law or regulation, or any order, writ, judgment or decree of
any court or governmental authority to which LICENSOR is subject, or result in s violation, breach af, or

default undcr any comract, lease, ar other agreement bmdmg an LIC'ENSOR,

o NGO LI_CENSOR owas the exciusive rights in and to the Licensed Intellectnal
. : Property, Licensed Trademarks, Licensed Patents and Licensed 'Copyrlght.s
necessary to effectuate the grenting of the Licensing anht'; from the

LICENRSOR to the LICENSEE =5 contemplated herzin,
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-

. — 0v) the Licensed Intellecial Property.snd. Licensed  Trademarks. go.not. .7
:, : infringe the rights, including without limitation, Intellectual Property Rights, of

any third p'arty' and '
(v) except as sef forth in Schedule B attached hereto, LICENSOR has not received

any notice from any third party of any alleged or actual infringement of the Licensed Intellectual Property
or Licensed Trademarks and the Licensed Imtellectual Property and/or Licensed Trmdemarks are not the
subject, and has not been the subject, of any previous or pendmg lmga’uon wﬁh the ex: ccptlu, nf the Ganz

litigation which has been rcso}vcd

B. LICENSEL represents and warrants that:

I 0] the execution, delivery and performance of this Agreement have been duly
authorized by all necessary action of LICENSEE and this Agreement is.a valid and bmdmg obhgﬂﬁcm of

LICENSEI] ‘enforceable in accordancc Wlth its terms;

(i)  the execution, dehvery and performance by LICENSERE of this Agreement will

not violate or conflict with any applicable U.S. law ormgulaﬁon or any order, writ, juidgment or decree of
eny court or govermmental authority to which LICENSEE ix subject, or result in e violation, breach of, or

defsult under any contracl, lease, or other agreement binding on LICENSEE, and

it will use its commercially rcasonablc efforts to promote, market, sell and

- (iit)
distribute the Licensed Products, _
C Disclatmer of Warranties. EXCEPT ASEXPRESSLY PROVIDED ABOVE, NEITHER

. PARTY MAICES ANY WARRANTIES OR REPRESENTATIONS OF ANY KIND, EITHER EXPRESS
} OR IMPLIED, REGARDING THIS AGREEMENT AS TO ANY MATTER INCLUDING, BUT NOT .
o LIMITED TO IMPLIED WARRANTIES OF IVIEIRCHANTABEHY OR FI'I'NESS FOR A

PARTICULAR PURPOSE,

D LICENSEE shall be séle]y responsible far the manufacture, production, sale and
distribution of the Licensed Praducts or to have such Licensed Products manufactured, produccd sold Emd

distributed, and wil) bearail related costs associated therethh

VI NO’I‘ICE.J,_QUALI'I'Y CON‘I‘ROL AND SAMI’LI‘.S

A, The Licensed Products, as weII ag all promououal pacl\.agmg and advertising material
rﬂlauve thereto, shall include all appropnate legal notices, : .

B_. - The Licensed Products shall be of a-high quality which is at Jenst equal to co'mpa'mble '
products manufactured and marketed by LICENSEE and i conformity with a standard sample provided

by LICENSEL,

C. Pnor to the commencement of manufacturc and sale of the Licensed Produc;ts

" LICENSEE shall submit to LICENSOR for his input, at.no cost to LICENSOR, a reasonable number of
sumples of all Licensed Products which LICENSEE mtends to manufacture and sell and of all promohonal

and advertising matenal associated therewith,

" VIL NOTICES AND PAYMENT

A, Any notice required to be given pursuant to this Agreement shall be in writing and
delivered personally to the other designated party at the above-stated address or mailed by certified or.
registered mail, return receipt rcquested or delivered by a recognized national ovemnight courier service,

‘B Either party may change the addrass to which nofice or payment is to be seni by written
natice to the other in accordance vnth the. prowsmns of this paragraph, '
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J VIH, INTELLECTUAL PROPERTY PROTECTION

A LICENSOR hereby grants LICENSEE all nghL, power and interest 1o seak, obtain and
‘maintain all Intellectual Property Rights associated with the Licensed Intellectual Propérty and Licensed
Trademarks, Licensed Copyrights and any other Inteliectual Property Rights granted herein, LICENSOR -
further aprees to assist LXCENSEE as may be required to apply for and obtain recordation of and from ’
time to time enforce, maintain and defend such Inteliectual Property Rights. LICENSOR hereby grants
LICENSEE an irrevocable power of attorney for the initial and any subsequent terms of this Agreement to
act for and an LICENSOR’s behalf and instead of LICENSOR, at LICENSER's expense, to execute and
file any such document(s) and to do all other lawfully permitted acts to further the purposes of the
foregoing with the same legal force-and effect as if executed by LICENSOR.

B. = LICENSOR hall retnin all rights, title and interest in the Licensed Intellectual Propcrty
and Licensed Trademarks and any modifications thereto based solely on such Licensed Intellectusl

Property. LICENSEE acknowledges LICENSOR's exclusive rights in the Licensed Intellectaal Property
and, further, acknowledges that the Licensed Intellectual Property and/or the Licensed Trademarics rights
are unigue and ariginal to LICENSOR and that LICENSOR is the owner thereof. LICENSEE shall not,
at-any fime during or after the effective Term of the Apreement, dispute or contest, directly or indirectly,
LICENSOR's exclusive right and title to the Lxccnsed Intellectua! Property and/or the Licensed

Trademar cs(s) or the validity thereof.

C. LICENSEE ngrees that its use of the Licensed Intellectual Property and/or thc Licensed
Trademarks(s) inures to the benefit of LICENSOR and that the LICENSER shall not scquire any rights in
the Licensed Intellectun) Property ﬂnd/or the Licensed Tr&demarlrs(s) except for the license granted herein,

J D. LICIINSOR shall Tetain .all rights, tlﬂe and inte re.st in and to- the Licensed Intellectual
’Propertles The LICENSOR owns the exclusive rights to the Licensed Intellectual Property, LICENSOR:
hiereby waives and releases LICENSEE from any and &ll current or future claims or causes of actions by
third patties, whether known or unkmown, arising out of or relating to sucl Licensed Intellectual Properties
including, but not limited to, any claim that Licensed Products violate, infringe on or misappropriate any of -

LICENSQR’s Intellectual Property Rights,

E. Each party shall execute all papers, testify on all matters, and otherwise cooperate in
every way necessary and desirable to effect any of the provisionsunder this Section (Intellsctual Property
Protection). The party requesting such shall reimburse the other party for the expenses incurred as a result

- of such cooperation. The parties agree to talce any actions or prepare of.execute any documents reasonably
requested by the other party, Furthermore, during the term of this agreement, LICENSOR shall not
initiate or maintain any relationship or conversations with LICENSEE’S current or prospective

chcnts—vmdorranyEnmpmmamomhIpmﬁrthmcdm@rmm@mwﬂwpnurmferw
written rcquesl by LICENSEE. .

L. TERMINATION

N o
Right to Terminats on Notice, This Agresment may be terminated by either party upon

sixty (60)(days written notice to the other party in the event of a breach of a material provision of thig
Agreemeninby the other party, provided that, during the sixty (60) dnys peridd, the breaching party fails to

i cure such bréﬁk
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B, LICENSEE shall have the fight to terminate this Agrenmsm atany time on thifty (30)
T days writien nofice to LICENSOR. In such event, all moneys paid to LICENSOR shail be desmed non-
’ refundable and LICENSEE': obhgatlon to pay any unpaid royalfies shall be accelerated and shall become

immediately due and payable,

C. Additionally, if, afier five years of the initial intellectual property license, there are three
congecutive years during which royalty payments to LICENSOR are less than ane hundred thousand
doliars (5100,000.00), LICENSOR has the option to cancel this Agresment in accordance wﬁ_h Secﬂon X

TERMINATION, Para. A
K. POST TERMINA TION RIGHTS

A. Not Jess than thirty (30) days prior to the expiration of this Agreement or uﬁmgdjatg]y
upan termination thereof, LICENSEE shall provide LICENSOR -with a comp] ete t‘chedule, of all
inventory of Licensed Products then on hand or on order (the "Inventory"). . .

B. .. Upon expiration or termination of this Agreement, LICENSEE s'hall be cntzﬂed for an
additional pe.nod of sbx (6) months, to continue to sell such Inventory. Such sales shall be made subject to
all of the provisions of this Agreement and to an sccounting for and the payment of a Royalty theredn.
Such accounting and payment shall be due and paid within thirty (30) days of the quarterly calendar cited

" as the period basis for royalty calculation. LICENSEE shall have the right to continue the use of the
name(s) associate with the products and articles that encompass this Agreement for so long as LICENSEE
is actively selling its inventory of arficles and products, At the conclusion of LICENSEE’S efforts in this
regard, LICENSEE ngrees to discontinue the use of names, trademarks, signs, advertising and anything
else that might make it oppear that the TICENSETE is still handling ‘the ﬂrhcles and products of

.LICEN‘%OR.

C. ‘Upon the expiration or termination of this Agreement, all of the license rights of

5 LICENSEE under this Agresment shall forthwith terminate and immediately revert to LICENSOR mnd

} LICENSEE, except as-detailed above in Section (B) of the “Post Temmination Rights” Section, shall

' immediately discontinue all use of the Llcensed Property and the like, at no cost whatsoever to
LICENSOR.

D. Upon termination of this Agreemcnt for any reuson whatsoever, LICENSEE agrees 10
immedi utely return to LICENSOR &ll material relating to the Licensed Intellectual Property. Furthermore,
upon termination or expiration of this Agreément, LICENSEE Agress to 1mmedxatc]y inforim all of it’s sub

licensees regarding the said termination or expiration of ﬂus Agreement.
XL INFRINGEMENTS

Al Durmg the Term of this Apreement and any and ‘alf opnon/renewal periods, LICDNSEE
shall have the sole right, in its discretion and at its e,{pense to take any snd all actions against third persons .

to protect the Intellectual Property Rights- 1censed in tlu., A;zreemcnt
B. Upon request by ‘either party to thc other, the other party shall execute oll papers, testify

on al) matters, and otherwise cooperate in every way neces ssary and desirable for the prosecution of any.
such lawsuit, Bach party shall reimburse the other party for the expenses incurréd as a result of such.

cooperation,

NI INDEMNITY

Al LICENSEE agrees to indemnify and hold harmless LICENSOR, its agents, heirs,
assigns and representatives, against all costs, expenses and losses (including reasonable attornsys' fees and
costs) incurred through claims of third pafheP against LICENSOR based on product liability but sAclualng
any claims based solely upon the use”of the Licensed Inteliectual Propnrt) or Licensed Trademarks by

LICEMSEE in d.CCOTdEIlG“ thh the terms of this Agreement. .
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‘B
incurred tﬁrough claims of third parties against LICENSEE based on or arising from (i) any infringement,
misappropriation or other related action involving the Licensed Intellectual Property .or Licensed
Trademarks; or (ii) any breach of LICENSOR’s obligations, reprsssntations, warranties or duties under

this agresment,

Cc With respect to any claims falfing within the scope of the foregoing indemnifications: (i)

each party.a.gracu promptly to nonfy the other of and keep the other fully advised with tespect 10 such

claims and the progress of any suits in which the other party is not participating; (ii) each party.shall have
the right to assume, al it sole expense, the defense of & claim or suit made or fled against the other party;

(iii) each party shall have the right to participate, &t its sole expense, in any suit instituted against it;-and
(1v) a party assuming the defense of a claim or suit against the other party shall not settle such olaim or suit

without the prior written approval of the other party, which approval shall not be unraasonabiy withheld or

delayed.
XL TIMITATION OF LIABILITY,

A IN NO EVENT WILL EITHER PARTY BE LIABLE UNDER THIS AGREEMENT
FOR ANY INDIRECT, INCIDENTAL, SPECIAL, CONSEQUENTIAL OR PUNITTVE DAMAGES IN
CONNECTION WITH OR ARISING OUT OF THIS AGREEMENT (INCLUDING L.OSS OF PROFITS,
USE, DATA, OR OTHER ECONOMIC ADVANTAGE), NO MATTER WHAT THEORY OF
LIABILITY, EVEN IF THE EXCLUSIVE REMEDIES PROVIDED FOR IN THIS AGREEMENT FAIL

- OF THEIR "‘ESSEN'JE'IAL PURPOSE AND EVEN IF EITHER PARTY HAS BEEN ADVISED OF THE
POSSIBILITY OR PROBABILITY OF SUCH DAMAGES. THE PROVISIONS OF THIS SECTION

“LMTATIGN OF LIABILITY" ALLOCATE THE RISKS UNDER THIS AGREEMENT BETWEEN

LICENSOR AND LICENSEE AND THE PARTIES HAVE RELIED UPON THE LIMITATIONS SET
- FORTI—I HEREIN B\TDE'IERMINII\TG WHETHER TO ENTER INTO THIS AGREEMENT :

EACH PARTY'S LIABILITY TO THE OTHER UNDER THIS AGREEMENT FOR -

"B.
CLAIMS RELATING TO THIS AGREEMENT, WHETHER FOR BREACH QOF CONTRACT OR IN
TORT, SHALL BE LIMITED TO THE AGGREGATE ROYALTY FEES PAID BY LICENSEE TO

_ LICEI\,TS OR DURING THE TWELVE MONTH PERIOD PRECEDING THE CLAIM.

' XTV. INSURANCE -

LICENSEE shall, throughout the Term of this Agreement, obtain and maintain at its own cost and

e-}:pcm;e from a qualified insurance company licensed to do business as required.by state and federal law(s)
standard Product Liability Insurance naming LICENSOR as an additionally named insured. Such policy

shall provide-protection against any and all claims, demands and causes of action arising out of any defects

or fajlure to perform, alleged or otherwise, of Lhe Licensed Products or auy material used in connection
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— weenn-B, e LICENSOR agrees to.indemnify-and hald harmless LICENSER, - its officers, dh;ector-s,----
' agents and employess, sgainst ali.costs, expenses and losses (including reasonable attorneys' fees and costs)

“

4

4

therewith—er-any—use-thereaf-—The—amount-of coverage-shalt-be-ns—specitfied - SchedmteAattached————

hereto. LICENSEE agrees to furnish LICENSOR » certificate of insurance cvidencing sume within ninety
(90) days after issuance of same, and, in no event, shall LICENSEE manufacture, distibute or sell the

* Licensed Products prior to receipt by LICENSOR of such evidence of insurance,

XY, TORCE MAJEURE

LICENSEE shall not be liable for any failure of performance hereunder due to causes beyond its
reasonable control, including but not limited to acts of God, fire, ex cplosion, vandalism, strikes, lockouts,
work stoppages, other labor difficulties, supplier failures, storm or other similar catastrophes, any law,
order, regulation, direstion, action or request of the state, Jozal or federal government or of any government
agency, commission, court, bureau, corporation or other instrumentality of any one-or more of such
governments, or of any civil or military authority, national emergencies, insurrections, riots, or wars.
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B A. This Agreement shall be poverned in sccordance with the Jaws of the State of Florids without
ragard to its principles of conflicts of laws, .

B. All disputes under this Agresment shall be resolved by the courts of the State of Florida
including the United States District Court for Florida and the parties all consent to the jurisdiction of such
courts, agree to accept service of process by mail, and hereby waive any jurisdictional or venue defenses

othervi se available to it
XV, AGERREMENT BINDIN_ G ON &‘UC‘CESSORS

The provisions of the Agreement shall be binding upon and shall inure to the benafit of the partl es
hereto, their heirs, admipjsh'ntors, successors and assigns, :

AVIL WAIVER

No waiver by either party of any default shalf be deamcd s 3 warver of pn or or subsaquem defanlt .

of the same or othcr provisions Df this Agreement.

. YIX. SEVERABILITY

If any term, clause or provision hereof is held invalid or unenforceable by a court of competent

* jurisdiction, such invalidity shall not affect the validity or aperation of any other term, clause or provision
and such invalid term, clause or provision shall be deemed to be severed from the A greement.

XX, NO JOINT VENTURE

Nothing contained harcm shall constitute this arra.ngcmcm to be employment a joint venture or.a
parmgrshlp : , .
XXKL_ASSIGNABILITY

.. Neither party '‘may assipn by any act or operﬂtun of law the rights and obhgaﬂons of this
Agreement unless in connection with a transfer of substantially all of the assets of LICENSEE and/or with
the consent of LICENSOR, which shall not be unressonably withheld or delayed. By way of example and
not limitation, LICENSEE may freely mssign its rights and obligations under this Agreement to Stelor

‘_ Producfions, Ing,
3L INTEGRA'I‘I_ON

- This-Agreement-constittes-the-enttre-understanding-ef the-partes—and-revokes-and-supersedes-all
prior agreements between the parfies, including any option agreements which may have been entered into
between the parties, and.is intended as- a final expression of their Agreement, It shall not be modified or -
amended except in writing signed by the parties hereto and specifically referring to this Agreement. This -
Agreement shall take precedence over any other documents which may be in conflict with said Agreement.

XXIIL. RATIFICATION

The LICENSOR hereby agrees to the transfer of this License from the LICENSEE (The Aurora Collection,
Inc.) to Stelor Productions, Inc. as contemplated by the Asset & Purchase Agreement, dated May 1%, 2002,

and xecuted . betwesn the . above mentioned parties
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T— WI'I’NESS WHEREOF the partles hercto mtendmg to br: Ieaaﬂy bound hereby, hav:: cﬂch
caused o be affixed hereto its or hissher hand and seal the day indicated, _

STELOR PRODUCTIONS, INC. -

By:. L’MA/M

STEVEN A. SILVERS

/
Steven A. Sifvers : ' Printed Name:
Title: -Owner/LICEN»OR o Title:
/;;2,  Dated:

Dated: S /0 ¢
77

Received Ten Thousand Dollar si ghing bonﬁs.(ﬂ.‘ 10,000.00)

Ml CHA EL LUM

f}\\II,OTARY PUBLIC STATF OF MARYLAND
y Commission Expiras April 1,.2003

) / ‘f./@.zl
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" LICENSED INTE LLECTUAL PROPERTY

The following Licensed Intellectual Property forms part of thls Agresment. A License under any and all
intell ectual property rights and interests therein, including by way of explanation, products which deal with
a creative character lnown as Googles, anythmg that contains the letters GOO (in upper or lower case),
together with any and all products, which comprise and which will comprise those characters, likenesses,
which include Iggle, Oogle, Oggle, Gooroo, Gootian(s), the Planet Goo, slides, computer web site(s),
membership lists, clubs, materials, patterns, prototypes, logos, trademaks  service marks, clothing,
merchandise, cducaﬁonal products, marketing and promotional data and tools, packazing and advertising,

modifi GﬂthIlS updates and varietions, and sl other items assocmtcd therewith whether in shigular or plural

LICL'NSED 'I’RADEMARKS

The following Licensed Trademaris form part of this. Agreement: (i) “The Googles™ (word and design)
Trademarks in International Class Code (016) of the U.5.P.T.0. and the co-existent Trademarks Agreement
with Ganz, Inc. of Canada in International Class Code (028) of the U7.5.P.T.0,, which is hereto attached and
- made a part of this “Schedule A” document, (ii) “Oogle”, (iii) “Iggle”, (iv) “Oggle”, (v) “GooRoo™, (vi)
“Planet, Goo”, (vii) “GoaMu”, (viif) “GooToons™, (1x) “GooSmff”, (x) “GooKids”, (xi) “GooStors” and
(i) any other trademarks, whether registered, pending or future or common law, used in connection with
the Licensed Property, including ., but not limited to, any trademark incorporating the phrase “Goo™

currently in existence,

LICENSED PRODUCTS

Voo - The following Licensed Products form part of this Apresment; all products which comprise the likenesses,

stories, ideas, concepts, or designs of the Licensed Property, inciuding without limitation, stuffed toy
figorines, videos, stickers, t-shirts or other clothing items, slides, movies, cartoons, books (comic and
otherwise), posters, playing, trading and collector cards, CDs, cassette tapes, DVDs, TV programs, motion
pictures, all other forms of communication and publication, programs computer Web sxte(s) membc:rship

lists 'lnd clubs,.and any.other products ......

DERIVATIVES

A Derivative as defined in this agreement shall mean & product or service that is utilized by the LICENSEE
and develaped.by a party other thed the LICENSOR but is used in conjunction with licensed products,
-articles nnd /or services, It can be 2 product or service produced by the LICENSEE or & third party -
(inventor, sub licensee etg,) that in its use enhances the value of the Googles Universe but does not have a
conflict-with-an-already-existing-Geegles-product-ides-or-coneeptas-outlined-irthis-agreement—J-muy-not—
- possess the “Googles” or “GOQ" in it’s name and would therefore fall under the LICENSOR'S exclusive
ownership u5 defined in the amended agreement but can be used in conjunction with the “Goo” Umverse by

the LICENSEE;
TERRITORY

The following countries shall constimte the Territory: Global/W orldwide rights.
TTT‘RM

ik This Agrsement sha.ll commence on the dats execuied below by both parties and shall be for a thmy (30)
o year term.  This Agreement shall sutomatically renew for one additional ten (10) year term on the same
terms and conditions provided for herein (“Renewal Term™). Upon ex piration of the first Renewal Term of
1en (10) years, this Agreement shall automatically renew for & second ten (10)year extended Term on the
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-..same.terms and conditions provided for.herein; unless LICENSQR-provides written-notics-of its intention- /4
to not to ranew this Agreement within one hundred eighty (180) days prior to expiration of the Renewal

Term
ROY/{LTY RATE

St

LLCIJNSEE shall pay the following royalty rate:; (1 ) S5IX PERCENT (6%) of Net Sales of -
Licensed Products that are based solely on the Licensed Intelfectunl Property and (i i) THREE PERCENT

(3%) of Met Sales of Licensed Products that are based solely on Derivative Products and (i1i) In the case of
Sub Licenses royafties will be TEN PERCENT (10%) of Net sales after subtracting licensing costs and

royalties paid to third parties only.

PRODUCT LIABIITY INSURANCE

- Minimum Product Lmblhty Insurance shall be Two Million U.S. dollars (§2, 000,000,00) combimned smg[e
limit for each smglc oceltrence for bodlly injury and/or for property damage. -

S vecessyon | M |
Wﬂs A Sum | £

gﬂ (LLM -eu‘th_‘F o‘-D \H»( Q_ec,.j('a\ { L( Lf"’ffoi/" & ” 7/

{' ¢ U}’L 0{{:4[- 7L(ch GG It
o Hu LLW/JWJ’ ¥ A f J .

SL)L&” G0 ’/Lb !/Urf ._//\.ae.\m‘} C\jﬁj—w
[’U‘l LL&)—' )ng [7 &Q“FS*JM/{W{ L '. .

S

. MICHAEL LUM - |
L NOTAPY PUBLIC STATE OF MARVLARND .
j . My Commission Expires Aprll 1, 2003 |

5 6/9'2
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LAW OFFiCES .

K TROPIN & THROCKMORTON,; P.A.

+ 9TH FLOOR

Kozve
2525 PONRCE DE LEON
Coral GABLES, FLDRIDA 331546037

TELERHONE (305) 372-1800

Gall A, MCOUILKIN
TELECORIER (305) 37 2-3508

pDIRECT BIlal (305} 377-0DE56
pem@icttlsw.com

| Vla Federal Express
AWB# 7914-4506-9106

Jarmary 13, 2005

Steven A, Ferig ,
Stelar Productions, Inc.

© 14701 Mockingbirt Drive
Damestown, Maryland 20874

Re:  Sitvers/Stelor License Agreement

Dear M. Eariw
b Asp you know we represent Steven Siltvers, Licensor under the License, Distribrtion and
Mamifactiring Agremnant dated Jume 1, 2002 (“License Agraememt”) and party to the Letter

Agreement dated Fone 1, 2002 (“Letter Aoreemen ’) On November 12, 2004 we served notice an
Stelor that it was in brea.ch of several material prowsmns afboth the L1cs:nse Avreemsni and Letter

- Agreemeni a copy of whlch s attached

.+ Pursuant to pamgmph l(c) of the Lcttar AgTaament and paragraph TX-A of ‘the Ticenge
Agreement, this serves as notice that WIr. Silvers Is exercising his option to terminate the License
Agreement for Stelor’s failure to cure its breach ofthe Letter Agreemeni ‘within thlrt_y (3 0) days, and

'brcach of the License Agreement wﬂ:hm sixty (60) days.

Pursuant to paragraph }L of the Lmense Agreement Stelor must m:mechmely provide Mr,
Silvers with a complete schedule of all inventory of Licensed Products on hand or on.arder. Stelor |
. hae s (6) months to comtinue to sell this Inventory in accordance ‘with the License Agreement’ So
- long as Stelor is actively selling its mventary of Licensed Products, it may contimue the use of the
Licensed Intellectual Property associated with the inventory for this period. Outside the scope ofits
 efforts to sell its inyentory-of Licensed Products, Stelor mmst immediately cease use of the Licensed
Imteﬂectual Property, including names, tradermarks, signs, advertising and anything else that might .
* make it appear that it is still handling the articles and products of M. Silver. - Further, Stelor must™ -
return to Mr, Silvers all material relating to the Licensed Intellectual Prop erty and mform its sub-

hcens=as of the tarmma,uon of the Llcense Agreement.

. Bedause the LIGBDBB Azreumen’c is: tsm:mated Stelor may not proceed to Ieprasent the
interests of Mr, Silvers in TTAB Opposition Proceedmg No. 21161251, TTAB Cancellation.
Proceadmg Ne. 92043496 the domain dispute against Goo:,le pendmcr ber_ore the Naucmal
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Steven A Bsrig -
Page2

articipate 10 TTAB Cancellation proceeding No. 92043737, And, because
terminated, the actionpending'infadaral digtrict cort is now moot. Thius,
¢ notices in these procesdings. ' Co

Arbitration Forom, orp
the License Agre ernent 18
- we will file the appropriat
shat s relations
throughout the BIXC:

and would 1ike very much £o keep

hip did not work out,
off petiod. .

Our client regrets
month invertory gell-

' {he relationship armicable

Sincerek

Steven A. Sflvers
Taurence Hefter .
Yamo A. Rubinstein |
~william Borchard

pdgsg7l
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Law OFFICES | )
Kozyak TROPIN & THROCKMORTON, P.A.
2525 -PONCE DE LEON « &TH FLOOR

Coral GABLES, FLORIDA Z3134~-6D37

" GAIL A, MCOUILKIN ' ' : _
‘DIRECT DIAL (30OS) 377-DES6 ‘ . TELERHONE (305) 37 2-1800
’ ! ' TELECORIER (305) 378-3508

-gam@ktiisw.com

Via Federal Express
AWB# 7929-0844~5480

April 27, 2005

Steven A. Esrig
Stelor Productions, Inc.

. 14701 Mockmgblrd Drive
Darnestown, Marylzmd 20874

Re: Sﬂvers/Stelor Llcense Avreamant

Dear Mr. Esrig:

" OnNovemiber li, 2004, we served notice on Stelor that it was in breach of several material -

provisions of both the License Apgreement and Letter Agreement, a copy of which is attached.
Because Stelor did not cure those breaches, on January 13, 2005 we served on Stelor a notice of

' teunmatlon of the L1cense Agraement a COpy.A of ‘which is atta,ched

o On J anuary 28 ZOOS Stalor and Sﬂvers antered mto 2 Setﬂament Agreement in which - -
Silvers agreed 1o wﬂhdraw hls motice of termination prowdad Stelor perform 1ts obhga.tlons under

the Settlament Agreement Stelor hovvever has:

fzuled ’ro provrde Sﬂveru with it mterests in Stelor LLC under paragraph 9

failed to pay Sllvers monthly mstallmeu’cs on 1oyalty advances-on the first of every
month under paragraph 10 (a) . - ‘

- failed to pay on April 1, 2005 the monthly advance on royalties required bji Silver
to maintain his insurance coverage through the Aurora Collection under paragraph

10 (b)
failed to-co operate in the audit of the booke and records of Stelor under paragraph.
14; and _

failed to provrde Silvers samples of LlCBDSBd Products that are bemg offered for

/ o ~ sale undar paravraph 15.

Furthermore, although,Stelor has provided a written statement that it is not offerinig any



Entered on FLSD Docket 12/05/2005 Page 34 of 55

: Case'9:05-'cv-'80387-KLR Document 51

Page2

: Furthermore, although Stelor has provided a ‘written statement that it is not offering any
products for sale, and no royaltles due, that statement has proven to be falge,

Gtelor continues to be in breach of the License Agresment as outlined in our Jetter of
November 12, 2004, This is to provide notice to you that due to Stelor’s faihire to perform its

obligations under the Settlement Agreement, and failure to cure the breaches under the License -
Agreement, Silvers is reinstating his DOtIGB of tcrmmatlon of the Licensge Agreement effective

immediately.

Pursuaut %6 paragraph X of the License Agreement Stelor must immediately provide Sitvers

with a complete schedule of all inventory of Licensed Products on hand or on order. Stelor has six -
' (6) months to contimué to sell this Inventory, if any, in accordance with the Ticense Agreement, So
lorig as Stelor is actively selling it inventory of Licensed Products, it may continue the use of the
Licensed Intellectnal Property associated with the inventory for this period, Outsidethe scope of its

efforts to sell its inventory of Licensed Products, Stelor must Jmmedlately cease use of the Licensed -
Intellectual Property, inclnding mames, trademarks, signs, advertising, web site, and anything else
that might malce it appear that it is still handling the articles and products relating to the Googles IP.
Further, Stelor must return to Silvers all material relating to the Licensed Intellectual Property and

mform its sub-licensees and those selling Googles related. merchandlse of the termm_atlon of the :

/. License Agreement
Because the License Agreement is now termmated S‘celor ey noi represent Sllv ers mterest

i any legal pro ceechnDr o1 acmon

rail A, McQuﬂlﬁi_n

¢ Steven-A. Silvers'
Laurence Hefler
Kevin Kaplan

251939.1
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