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DI GI TAL ENVOY,  I NC. ,  

Pl ai nt i f f ,  

O R D E R 

Thi s mat t er  i s now bef or e t he cour t  on t he pl ai nt i f f ' s 

emer gency mot i on f or  expedi t ed di scover y [ Doc .  No .  3- 1]  and t he 

def endant ' s mot i on t o di smi ss or  t r ansf er  [ Doc .  Nos .  6- i ,  6- 2] .  

Fact ual  Backgr ound 

Di gi t al  Envoy,  I nc .  ( ' Di gi t al  Envoy" )  and Googi e,  I nc .  

( " Googl e" )  ar e par t i es t o t wo separ at e cont r act s :  ( 1)  a non-  

di scl osur e agr eement  dat ed November  29,  2000 ( " NDA" ) ,  at t ached as 

Ex .  A.  t o Def . ' s Mot .  t o Di smi ss or  Tr ansf er ;  and ( 2)  a l i cense 

agr eement  dat ed November  30,  2000,  and amended on December  21,  2000 

and Jul y 17,  2001 ( " l i cense agr eement " ) ,  at t ached as Ex .  B .  t o 

Def . ' s Mot .  t o Di smi ss or  Tr ansf er .  The NDA was ent er ed i n or der  

t o pr ot ect  t he conf i dent i al  i nf or mat i on di scl osed by each par t y 

dur i ng negot i at i ons .  The l i cense agr eement  t he par t i es ul t i mat el y 

ent er ed i nt o gi ves Googl e a l i mi t ed,  non- excl usi ve r i ght  t o use 

Di gi t al  Envoy' s t echnol ogy,  whi ch enabl es t he det er mi nat i on of  t he 
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Bot h t he NDA and t he l i cense agr eement  cont ai n f or um sel ect i on 

cl auses .  Speci f i cal l y,  t he NDA pr ovi des,  " The excl usi ve venue f or  

any di sput e r el at i ng t o t hi s Agr eement  shal l  be i n t he st at e or  

f eder al  cour t s wi t hi n Sant a Cl ar a Count y,  Cal i f or ni a . "  1H 14 .  

Li kewi se,  t he l i cense agr eement  pr ovi des,  " Any l awsui t  r egar di ng 

t hi s Agr eement  shal l  be f i l ed i n t he st at e or  f eder al  cour t s i n 

Sant a Cl ar a Count y,  Cal i f or ni a . "  § 12 .  

l l i qi t al  Envoy f i l ed t hi s act i on on Mar ch 29,  2604,  al l egi ng 

cl ai ms agai nst  Googl e f or  mi sappr opr i at i on of  t r ade secr et s,  unf ai r  

compet i t i on,  and unj ust  enr i chment .  Jur i sdi ct i on i s pr emi sed on 

di ver si t y of  ci t i zenshi p .  Essent i al l y,  Di gi t al  Envoy cont ends t hat  

Googl e i s usi ng i t s t echnol ogy beyond t he scope of  t he l i cense 

agr eement ,  by appl yi ng i t  i n ar eas out si de of  t he sear ch busi ness 

and by shar i ng i t  wi t h t hi r d par t i es .  Googl e,  however ,  mai nt ai ns 

t hat  i t s act i vi t i es ar e whol l y wi t hi n t he scope of  t he agr eement . '  

Legal  Anal ysi s 

I .  The def endant ' s mot i on t o di smi ss or  t r ansf er  

The cour t  f i r st  consi der s Googl e' s mot i on t o di smi ss f or  l ack 

o£ venue pur suant  t o Feder al  Rul e of  Ci vi l  Pr ocedur e 12( b) ( 3)  or ,  

I n f act ,  on Apr i l  16,  2009,  Googl e f i l ed an act i on agai nst  
Di gi t al  Envoy i n t he Uni t ed St at es Di st r i ct  Cour t  f or  t he Nor t her n 
Di st r i ct  of  Cal i f or ni a,  sec- ki ng,  i nt er  al i a,  a decl ar at or y j udgment  
t hat  i t  has not  used Di gi t al  Envoy' s t echnol ogy beyond t he scope of  
t he l i cense agr eement .  
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i n t he al t er nat i ve,  t o t r ansf er  pur suant  t o 28 U. S . C.  § 1904! a) ,  

based on appl i cat i on of  t he f or um sel ect i on cl ause i n t he l i cense 

agr eement  = At  t he out set ,  Di gi t al  Envoy ur ges t hat  Googl e' s Rul e 

12( b) ( 3)  mot i on i s pr ocedur al l y i mpr oper ,  as 28 U . S . C.  § 1404( x)  

or di nar i l y cont r ol s a par t y' s r equest  t o appl y a cont r act ual  f or um-

sel ect i on cl ause .  The cour t  agr ees .  

Googl e ci t es Li acon v .  Under wr i t er s at  Ll oyd'  s,  London f or  t he 

pr oposi t i on t hat  Rul e 12( b) ( 3)  i s a pr oper  vehi cl e f or  di sposi ng of  

cases wher e venue i s l acki ng due t o t he appl i cat i on of  a f or um 

sel ect i on cl ause .  148 c^ . 3d 1285 ( 11t h Ci r .  1998) .  I t  i s t r ue t hat  

t he El event h Ci r cui t  i n Li pcon hel d t hat  " mot i ons t o di smi ss upon 

t he basi s of  choi ce- of - f or um and choi ce- of - l aw cl auses ar e pr oper l y 

br ought  pur suant  t o Fed . R. Ci v . P .  12( b) ( 3)  as mot i ons t o di smi ss f or  

i mpr oper  venue . "  I d .  at  1290 .  However ,  t hat  case concer ned an 

i nt er nat i onal  agr eement  i n whi ch Engl and was sel ect ed as t he sol e 

f or um f or  di sput es .  I d .  Thus,  whi l e not i ng t hat  " 28 U. S . C.  y 

1409( x)  .  .  .  cont r ol s t he r equest  of  a par t y i n a di ver si t y sui t  

t o gi ve ef f ect  t o a cont r act ual  f or um- sel ect i on.  cl ause by 

t r ansf er r i ng t he act i on, "  i d.  ( ci t i ng St ewar t  Or a . ,  I nc .  v .  Ri coh 

Googi e ar gues i n t he al t er nat i ve t hat  t hi s act i on i s 
i mpr oper l y vcnueci  based on appl i cat i on of  t he f or um sel ect i on 
cl ause i n t he NDA.  The cour t  need not  r each t hi s i ssue,  as i t  
concl udes t hat  t he f or um sel ect i on cl ause i n t he l i cense agr eement  
r equi r es a t r ansf er  of  t hi s act i on .  
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Cor p . ,  487 U. S.  22,  32,  108 S .  Ct .  2239,  2295 ( 1988) ) ,  t he Li pcon 

cour t  f ound t hat  § 1409 ( a)  coul d not  appl y because t he case 

i nvol ved a f or um sel ect i on cl ause r equi r i ng l i t i gat i on i n anot her  

count r y .  I d .  Rul e 12( b) ( 3)  was t her ef or e appl i ed .  

I n cases si nce Li pcon ,  cour t s i n t he El event h Ci r cui t  have 

gener al l y assumed t hat  i t s r ul e appl i es onl y wher e t r ansf er  i s 

i mpossi bl e because t he f or um sel ect i on cl ause r equi r es l i t i gat i on 

i n a f or ei gn count r y .  See,  e . g . ,  Hol l i s v .  Fl or i da St at e Uni v . ,  

259 F . 3d 1295,  1300 n . 5 ( 11t h Ci r .  2001)  ( i ndi cat i ng t hat  t he 

Li pcon cour t  hel d t hat  " mot i ons t o di smi ss upon t he basi s of  

choi ce- of - f or um and choi ce- of - l aw cl auses [ t hat  pur por t edl y r equi r e 

l i t i gat i on i n anot her  count r y]  ar e pr oper l y br ought  pur suant  t o 

Fed . R. Ci v . P .  12( b)  ( 3)  as mot i ons t o di smi ss f or  i mpr oper  venue" )  

( emphasi s added)  ( al t er at i on i n or i gi nal )  ;  Thomas v .  Rehab .  Ser vs .  

of  Col umbus,  I nc . ,  45 F .  Supp . 2d 1375,  1378 ( M.  D.  Ga .  1999)  

( st at i ng t hat  wher e t r ansf er  t o anot her  f eder al  f or um i s 

appr opr i at e,  t he pr oper  r emedy i n enf or ci ng a f or um sel ect i on 

cl ause i s t o t r ansf er  t he case,  and,  accor di ngl y,  t r eat i ng a 

12( b) ( 3)  mot i on as a mot i on t o t r ansf er  pur suant  t o § 1404( a) ) .  

See al so Webst er  v .  Royal  Car i bbean Cr ui ses,  Lt d . ,  124 F .  Supp . 2d 

1317,  1320 ( S .  D.  Fl a .  2000)  ( r est at i ng ant i  appl yi ng t he Li pcon r ul e 

wher e t he f or um.  sel ect i on cl ause sel ect ed anot her  count r y as t he 
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pr oper  f or um f or  di sput es)  ;  Wai  v .  Rai nbow Hol di ngs ,  2009 WL 

993169,  at  *5 ( S .  C.  Fl a .  Feb .  23,  2004)  ( same) .  

I ndeed,  Googl e has not  ci t ed,  and t hi s cour t  has not  f ound,  

any case l aw wi t hi n t hi s ci r cui t  i ndi cat i ng t hat  t he Li gcon r ul e 

ext ends t o act i ons i n whi ch t r ansf er  t o t he pr oper  f or um i s 

pr act i cabl e .  Accor di ngl y,  t he cour t  concl udes t hat  t he appr opr i at e 

pr ocedur al  mechani sm f or  enf or ci ng t he f or um sel ect i on cl ause i n 

t hi s i nst ance i s 28 U . S. C.  § 1909( x) ,  Gooql e' s mot i on t o di smi ss 

i s,  t her ef or e,  DENI ED;  and t he cour t  wi l l  pr oceed t o consi der  

Gooql e' s mot i on,  i n t he al t er nat i ve t o t r ansf er  t hi s act i on pur suant  

t o § 1404( x) .  

The det er mi nat i on of  whet her  t o enf or ce a f or um sel ect i on 

cl ause i n a di ver si t y act i on i s gover ned by f eder al  l aw,  

speci f i cal l y 28 U . S. C .  § i 909( a) .  St ewar t  Or a . ,  487 U . S .  at  32,  

108 S .  Ct .  at  2245 .  The val i di t y of  a f or um sel ect i on cl ause i s 

det er mi ned under  t he usual  r ul es gover ni ng t he enf or cement  of  

cont r act s i n gener al .  P G S Bus .  Machs . ,  I nc .  v .  Canon USA,  I nc . ,  

331 F . 3d 804,  807 ( 11t h Ci r .  2003) .  I n t he i nst ant  case,  Di gi t al  

Envoy does not  cont est  t he val i di t y of  t he f or um sel ect i on cl ause 

but ,  r at her ,  ar gues t hat  t he f or um sel ect i on cl ause i s i nappl i cabl e 

because i t  does not  encompass t he cl ai ms asser t ed i n t hi s act i on .  

I t  i s cl ear  t hat  a cont r act ual  f or um sel ect i on cl ause may 

appl y t o cl ai ms soundi ng i n t or t  as wel l  as t hose soundi ng i n 
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cont r act .  See,  e . g . ,  St ewar t  Cr a . ,  I nc .  v .  Ri coh Cor gi ,  810 F . 2d 

1066,  1070 ( l l t h Ci r .  1987)  ( en banc)  ( hol di ng t hat  t he f or um 

sel ect i on cl ause at  i ssue encompassed bot h cont r act  and t or t  

cl ai ms) ,  af f ' d and r emanded on ot her  gr ounds ,  987 U . S .  22,  108 S .  

Ct .  2239 ( 1988) .  See al so Ter r a I nt ' 1,  i nc .  v .  Mi ssi ssi ppi  Chem.  

Cor p . ,  119 ' r ' . 3d 638,  693- 95 ( 8t h Ci r .  1997)  ( concl udi ng t hat  t he 

f or um sel ect i on cl ause at  i ssue encompassed t he pl ai nt i f f ' s t or t  

cl ai ms)  ;  McNai r  v .  Monsant o Co . ,  279 F .  Supp . 2d 1290,  1307- 08 ( M.  D.  

Ga .  2003)  ( same)  Smi t h v .  Pr of ' 1 Cl ai ms,  I nc . ,  19 F.  Supp . 2d 1276,  

1281- 82 ( M.  D.  Al a .  1998)  ( same) .  Whet her  t or t  cl ai ms ar e gover ned 

by f or um sel ect i on pr ovi si ons depends upon t he i nt ent i on of  t he 

par t i es as r ef l ect ed by t he wor di ng of  t he par t i cul ar  cl auses and 

t he f act s of  each case .  See Ter r a I nt ' 1 ,  119 F . 3d at  693;  McNai r ,  

279 F .  Supp . 2d at  1307 .  

As i ndi cat ed pr evi ousl y,  t he f or um sel ect i on cl ause at  i ssue 

i n t hi s case pr ovi des t hat  " [ a] ny l awsui t  r egar di ng t hi s Agr eement  

shal l  be f i l ed i n t he st at e or  f eder al  cour t s i n Sant a Cl ar a 

Count y,  Cal i f or ni a . "  Li cense Agr eement  § 12 .  Gcogi e ar gues t hat  

t he cl ai ms asser t ed i t  t hi s act i on cer t ai nl y " r egar d"  t he l i cense 

agr eement ,  as t hey ar e al l  pr emi sed on al l egat i ons t hat  Googl e' s 

cur r ent  use of  Di gi t al  Envoy' s t echnol ogy goes beyond t he scope of  

t he agr eement .  Di gi t al  Envoy ar gues,  however ,  t hat  i t s cl ai ms do 

not  concer n t he l i cense agr eement  because t he cent r al  i ssue i s not  
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Googl e' s per f or mance under  t he agr eement  but ,  r at her ,  i t s al l eged 

t or t i ous and ext r a- cont r act ual  use of  Di gi t al  Envoy' s t echnol ogy i n 

ar eas i n whi ch i t  does r ot  have a l i cense .  

Mor e speci f i cal l y,  Di gi t al  Envoy cont ends t hat  t hi s act i on i s 

not  gover ned by t he f or um sel ect i on cl ause because t he t or t  cl ai ms 

i t  asser t s ar e i ndependent  of  t he l i cense agr eement  and woul d exi st  

even i f  t her e wer e no agr eement  bet ween t he par t i es .  Thi s ar gument  

i s mi sgui ded .  Whi l e Di gi t al  Envoy mi ght  asser t  t he same cl ai ms 

agai nst  Googl e i n t he absence of  a cont r act ual  agr eement  bet ween 

t he par t i es,  t he f act  r emai ns t hat  i n t hi s i nst ance,  t her e i s an 

agr eement ;  and one of  t he cent r al  i ssues i n t hi s case- - i f  not  t he 

cent r al  i ssue i n t hi s case- - i s whet her  t hat  agr eement  ext ends t o 

Googl e' s cur r ent  use of  Di gi t al  Envoy' s t echnol ogy .  

Mor eover ,  t he f or um sel ect i on cl ause i n t he l i cense agr eement  

i s not  l i mi t ed,  as Di gi t al  Envoy seems t o suggest ,  t o cl ai ms t hat  

ar e dependent  upon t he agr eement  or  t o t hose t hat  al l ege br each of  

t he agr eement .  Rat her ,  i t  encompasses " [ a] ny l awsui t  r egar di ng 

t hi s Agr eement . "  Li cense Agr eement  § 12 .  Di gi t al  Envoy' s cl ai ms 

i n t hi s case cl ear l y " r egar d"  t he l i cense agr eement ,  as t hey r egar d 

al l eged act i vi t i es t hat  may or  may not  be cover ed by t he agr eement  

and,  i ndeed,  t hey wi l l  al most  cer t ai nl y f ai l  i f  Googl e' s use of  i t s 

t echnol ogy i s f ound t o be wi t hi n t he scope of  t he agr eement .  See 

al so St ewar t  Cr a . ,  810 F. 2d at  1070 ! hol di ng t hat  a f or um sel ect i on 
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cl ause encompassi ng any " case or  cont r over sy ar i si ng under  or  i n 

connect i on wi t h t hi s Agr eement "  i ncl uded " al l  causes of  act i on 

ar i si ng di r ect l y or  i ndi r ect l y f r om t he busi ness r el at i onshi p 

evi denced by t he cont r act " ) ;  Bul l ar d v .  Capi t al  One .  F . S . B. ,  288 F.  

Supp . 2d 1256,  1258 ( N. D.  ci a .  2003)  ( st at i ng,  i n t he cont ext  of  

i nt er pr et i ng an ar bi t r at i on cl ause,  " The l anguage i n t hi s case,  

al l owi ng ar bi t r at i on of  ` any l egal  cl ai m .  .  .  r egar di ng your  

account , '  i s br oad .  Usi ng or di nar y Engl i sh and cont r act  

i nt er pr et at i on pr i nci pl es,  I  r ead t hi s cl ause as a ver y br oad 

gr ant ,  encompassi ng al l  act i ons r el at i ng t o,  der i vi ng f r om,  and 

under  t he account  or  Agr eement  gover ni ng t he account .  The 

agr eement  does not  l i mi t  t he scope of  ar bi t r at i on i n any way ;  

ar bi t r at i on i s not .  r est r i ct ed t o br each of  cont r act  cl ai ms or  any 

ot her  cl ass of  cl ai m. " )  ;  Cusar o v .  Kl ei n ,  196 F .  Supp . 2d 1007,  1011 

( C, D.  Cal .  2002)  ( not i ng t hat  t he pl ai nt i f f ' s cl ai ms had been 

t r ansf er r ed t o t hat  cour t  because t he par t i es ent er ed i nt o an 

agr eement  wi t h a f or um sel ect i on cl ause encompassi ng " any 

cont r over si es r egar di ng t hi s Agr eement "  and consi der at i on of  t he 

cl ai ms woul d r equi r e bot h i nt er pr et at i on of  t he agr eement  and a 

det er mi nat i on as t o whet her  i t  had been r epudi at ed) .  

Ther ef or e,  t he cour t  concl udes t hat  Di gi t al  Envoy' s cl ai ms ar e 

gover ned by t he f or um sel ect i on cl ause i n t he l i cense agr eement .  

Thi s does not  end t he mat t er ,  however ,  as t he appl i cat i on of  a 
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val i d f or um sel ect i on cl ause i s not  di sposi t i ve i n consi der i ng a 

mot i on t o t r ansf er  under  § 1904( a) .  See St ewar t  Or a . ,  487 U . S .  at  

31,  108 S .  Ct .  at  2295 .  Rat her ,  i n such i nst ances,  " t he opponent  

bear s t he bur den of  per suadi ng t he cour t  t hat  t he cont r act ual  f or um 

i s suf f i ci ent l y i nconveni ent  t o j ust i f y r et ent i on of  t he di sput e . "  

I n r e Ri coh Cor ms . ,  870 F . 2d 570,  573 ( 11t h Ci r .  19E9) .  Di gi t al  

Envoy has made no at t empt  t o do so and t hus has not  car r i ed i t s 

bur den .  Accor di ngl y,  Googl e' s mot i on t o t r ansf er  i s GRANTED.  

I I .  The pl ai nt i f f ' s emer gency mot i on f or  expedi t ed di scover y 

Because t he cour t  det er mi nes t hat  t hi s act i on must  be 

t r ansf er r ed pur suant  t o 28 U. S. C.  § 1409( a) ,  i t  does not  r ul e on 

t he pl ai nt i f f ' s pendi ng mot i on f or  expedi t ed di scover y .  

Concl usi on 

For  t he f or egoi ng r easons,  t he cour t  her eby :  

( 1)  DENI ES t he def endant ' s mot i on t o di smi ss [ Doc .  No .  6- i j ;  

( 2)  GRANTS t he def endant ' s mot i on t o t r ansf er  [ DOC .  No .  6- 2] ;  

and 

( 3)  DI RECTS t he cl er k t o t r ansf er  t hi s act i on t o t he Uni t ed 

St at es Di st r i ct  Cour t  f or  t he Nor t her n Di st r i ct  of  Cal i f or ni a .  

SO ORDERED,  t hi s -  day May,  2004 .  

ENTERED «' "  POCKET ~HAFLES A.  PANNE ~ JR.  
Uni t ed St at es Di st r i ct  Judge 

MAY 2 5 2004 
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