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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF GEORGIA
ATLANTA DIVISION

U.S. PHARMACEUTICAL
CORPORATION,

Plaintiff,

V. CIVIL ACTION FILE
NO. 1:09-CV-2050-TWT

BRECKENRIDGE
PHARMACEUTICAL, INC., et al.,

Defendants.

ORDER

This is an action for trade dress infringement. It is before the Court on the
Defendants’ Motions to Dismiss [Doc. 91]. For the reasons set forth below, the
Court GRANTS the Defendant Runsdorfi4otion to Dismiss and DENIES the
Defendants’ Joint Motion to Dismiss.

|. Background

The Plaintiff, U.S. Pharmaceutical @aration (“USPC”), sells vitamin and
mineral supplements. Since May 2006, USRRaE€ sold vitamin supplements under the
TANDEM OB trademark. These supplen®are designed to provide nutrition to
women throughout pregnancy and duringpbstnatal period. Products sold under

the TANDEM OB mark have an elongatedliwgirical shape that is half-blue and
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half-pink. The words “Tandem OB” areipied on the blue half of the capsule.
Further, two blue bands encircle the phmif of the capsule. The word “US” is
printed multiple times on these bluenbls. The appearance of these capsules
constitutes the TANDEM OB trade dress.

USPC also sells a product designeddtieve allergy symptoms under the
NOREL SR trademark. Products sold undes thark have a triangular shape that is
white on one side and yelloon the other. The lettet&lS” are printed on one side
of the tablet. The appearce of these tablets constésithe NOREL SR trade dress.
USPC claims it has spent thousands of dollars promoting the TANDEM OB and
NOREL SR products.

Defendant Breckenridge Pharmaceutidaic. (“Breckenridge”) also sells
allergy medications and nutritional supplensembefendant Laurence Runsdorfis the
president of BreckenridgeBreckenridge markets a prenatal supplement under the
VINATE IC name. VINATE IC products haven elongated, cylindrical shape that
Is half-blue and half-pink. The letter “B” is printed on the blue portion of VINATE
IC capsules. Breckenridggso sells a product designed to relieve allergy symptoms
under the TRITAL SR name. The TRITAR product has a triangular shape and is

yellow in color.
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USPC filed this action against f@edants Breckenridge and Runsdorf,
asserting claims for trade dress infringatender 8§ 43 of the Lanham Act, as well
as state law claims for unfair competitiaigceptive trade pracgs, and trade dress
dilution. Seel5 U.S.C. 88 1054t seq.; O.C.G.A. 88 10-1-376t seq.; O.C.G.A. §
23-2-55; 0.C.G.A. 810-1-451(b). USPC claims that the Defendants’ VINATE IC and
TRITAL SR products confuse the publig imitating the TANDEM OB and NOREL
SR trade dresses. In pemse, Defendant Runsdorf has filed a Motion to Dismiss for
Lack of Personal Jurisdiction [Doc. 9].uRsdorf asserts that he did not participate
in the design, nor was he aware of the shape or color of either the VINATE IC or
TRITAL SR supplements. Thus, Runstdargues that he had no contacts with
Georgia sufficient to establish personal jurisdiction over him.

Breckenridge and Runsdorf have afded a Joint Motion to Dismiss for
Failure to State a Claim [Doc. 10]. kheir motion, the Defendants note the
distinctions between the trade dressesheir products and the trade dresses of
products marketed by USPC. The Defendangsie that these distinctions make it

implausible that the public would confuse their products for those sold by USPC.
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Il. Legal Standards

A. Motion to Dismiss for Lack of Personal Jurisdiction

"In the context of a motion to dismisg fack of personal jurisdiction in which
no evidentiary hearing is held, the plaihbears the burden of establishing a prima

facie case of jurisdiction over the movanbnresident defendant.” Morris v. SSE,

Inc., 843 F.2d 489, 492 (11th Cir. 1988). Thaipliff establishes a prima facie case
by presenting “enough evidence to withstamaadion for directed verdict.” Madara

v. Hall, 916 F.2d 1510, 1514 (11th Cir. 199@ party presents enough evidence to
withstand a motion for directed verdict pytting forth "substantial evidence . . . of
such quality and weight that reasonabid &ir-minded persons in the exercise of

impartial judgment might reach different cdugions . . ."_Walker v. NationsBank of

Florida 53 F.3d 1548, 1554 (11th Cir. 1995). The facts presented in the plaintiff's

complaint are taken as true to the extdhey are uncontroverted. Foxworthy v.

Custom Tees, Inc879 F. Supp. 1200, 1207 n.10 (N®a. 1995). If, however, the

defendant submits affidavits challenging #legations in the complaint, the burden
shifts back to the plaintiff to prode evidence supporting jurisdiction. Diamond

Crystal Brands, Inc. v. Food Movers Intern., Jr893 F.3d 1249, 1257 (£Cir.

2010); Meier v. Sun Int'| Hotels, Ltd288 F.3d 1264, 1269 (11th Cir. 2002). If the

plaintiff's complaint and supporting evideramnflict with the defendant's affidavits,
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the court must construe all reasonablergriees in favor of the plaintiff. Madq/@16
F.2d at 1514.

B. Motion to Dismiss for Failure to State a Claim

A complaint should be dismissed under Rule 12(b)(6) only where it appears that

the facts alleged falil to state a “plausibtlaim for relief. _Ashcroft v. Igball29 S.

Ct. 1937, 1949 (2009); Fed. R. Civ. P. 126h. A complaint may survive a motion
to dismiss for failure to state a claitmpwever, even if it is “improbable” that a
plaintiff would be able to prove those faceven if the possibility of recovery is

extremely “remote and unlikely Bell Atlantic Corp. v. Twombly550 U.S. 544, 556

(2007) (citations and quotations omitted).ruiing on a motion to dismiss, the court
must accept factual allegations as true @mktrue them in the light most favorable

to the plaintiff. _SeeQuality Foods de Centro Amea, S.A. v. Latin American

Agribusiness Dev. Corp., S.A711 F.2d 989, 994-95 (11th Cir. 1983). Generally,

notice pleading is all that is reged for a valid complaint, _Sdembard’s, Inc. v.

Prince Mfg., Inc, 753 F.2d 974, 975 (11th Cir. 1985), cert. den#ett U.S. 1082

(1986). Under notice pleading, the plaintifed only give the dendant fair notice

of the plaintiff's claim and th grounds upon which it rests. Jedckson v. Pardys

551 U.S. 89, 93 (2007) (citinBwombly, 550 U.S. at 555).
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[1l. Discussion

A. Runsdorf’'s Motion to Dismiss for Lack of Personal Jurisdiction

The Defendant Runsdorf moves to dismiss the Plaintiff's claims against him
under Rule 12(b)(2) because he is not suldgepersonal jurisdiction in Georgia. To

determine whether a nonresident defendant is subject to personal jurisdiction, the

court must perform a two-part analysis. Diamond Crystal Brands, Inc. v. Food

Movers Intern., In.593 F.3d 1249, 1257-58 (11th CG3010). First, the court must

determine whether the exercise of personal jurisdiction is proper under the state’s
long-arm statute._Id.Next, the court must deteime whether there are sufficient
“minimum contacts” with the forum state satisfy the Due Process Clause of the

Fourteenth Amendment.__|dInternational Shoe Cov. Washington Office of

Unemployment Comp. and Placeme326 U.S. 310 (1945).
The Georgia long-arm statute provides, in pertinent part:
A court of this state may exercise personal jurisdiction over any
nonresident or his or her executor or administrator, as to a cause of
action arising from any of the actsmissions, ownership, use, or
possession enumerated in this Caglgisn, in the same manner as if he
or she were a resident of the state, if in person or through an agent, he
or she (1) Transacts any business within the state;
0O.C.G.A. 8§ 9-10-91. The Georgia Suprenmuf® has held that this portion of the
long-arm statute does not extend to th&imam extent permitted by procedural due

process._lnnovative Clinical & Consultigervs., LLC v. First Nat. Bank of Ames
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279 Ga. 672, 675 (2005). “Instead, the long-arm statute must be read literally.”

Diamond Crystal Brand$93 F.3d at 1259. “Accordinglsubsection (1) long-arm

jurisdiction in Georgia expressly deperasthe actual transion of business-the
doing of some act or consummation of saragsaction-by the defendant in the state.”
Id. at 1260. Then, Federal due procesgires a showing of “minimum contacts”
sufficient to ensure thdimaintenance of the suit does not offend traditional notions

of fair play and substanti@hstice.” International She&26 U.S. at 316; Diamond

Crystal Brands593 F.3d at 1261. Thus, a defendastibject to personal jurisdiction

in a forum only where he hdfair warning” that he may be haled into court there.

Shaffer v. Heitner433 U.S. 186, 218 (1977). “This ‘fair warning’ requirement is

satisfied if the defendant has ‘purposefuiyected’ his activities at residents of the
forum, and the litigation results from allegeglimes that ‘arise out of or relate to’

those activities.” _Licciardello v. Lovelad$44 F.3d 1280, 1284 (11th Cir. 2008)

(citations omitted).

USPC argues that Runsdorf has sudiiticontacts with Georgia because he
“intentionally sought to injure a Geoggdomiciliary.” (Pl.’s Memo. in Opp’n to
Def.’s Mot. to Dismiss, at 7.) USPC noteat “rather than targeting Runsdorf in his
capacity as a corporate offic#ine paragraphs from USPC’s Complaint. . . allege that

Runsdorf himself personally participatedtartious acts manifesting themselves in
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Georgia.” (Pl.’'s Memao. in Opp’n to Def.’s Mot. to Dismiss, at 10.) The Plaintiff
contends that by intentionally copyitkpPC’s TANDEM OB and NOREL SR trade
dresses, “Runsdorf himself personally participated in tortious acts manifesting
themselves in Georgia and that haleenaged USPC in Georgia.” (id.

In support of its argument, the Ri&ff cites Licciardello v. Lovelady544 F.3d

1280 (11th Cir. 2008). In_Licciardelldhe Eleventh Circuit held that personal
jurisdiction was proper where the defendammitted an intentional tort against
[the plaintiffl-using [the plaintiff's] trademarked name and his picture on a website
accessible in Florida.” Icht 1287. The court reasonedttBuch allegations “satisfy
Calder’seffects test for personalrjadiction—the commission of antentional tort,
expressly aimed at a specific individuatire forum whose effects were suffered in
the forum.” Id.at 1288 (emphasis added). Importayitheg court noted that “[t]he use
was not negligent, but intentional.”_lat 1287.

While the allegations in USPC’s complf standing alone, might be sufficient
to establish personal jurisdiction under LicciardeRoinsdorf has challenged those
allegations in a personal dedfion. Runsdorf’s declaration states that he has never
dealt with any Georgia entity relation to the subject rttar of this suit, nor was he
aware of the shape or color of TANDEOB or NOREL SR before this suit

commenced. (Runsdorf Decl. Y 5-7.) @&igputing the Plaintiff's allegations,
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Runsdorf has shifted the burden backUSPC to produce evidence supporting
jurisdiction. Meier 288 F.3d at 1269.USPC must offer “substantial evidence . . . of
such quality and weight that reasonabie &air-minded persons in the exercise of
impartial judgment might reach difient conclusions . . ." Walkeb3 F.3d at 1554.

Here, the Plaintiff has failed to gutuce such evidenceIn response to
Runsdorf's motion to dismiss, USP{etl a declaration by Allison Krebs-Bensch,
Vice President of USPC. (Krebs-BensobdD) The Krebs-Besth declaration does
not contradict any of the statements mag&unsdorf in his declaration. Only once
does the Krebs-Bensch Declaration eventioarRunsdorf, merely stating that after
investigation, USPC “diszvered” that Breckenridge was offering VINATE IC and
TRITAL SR “at the directiof Laurence Runsdorf.”_(Iét 2-3.) This assertion does
little more than restate the allegations incbmplaint. Furtheiif is not based on the
personal knowledge of Ms. Krebs-Bensch.

To exercise personal jurisdiction over a corporation’s officer acting in his
official capacity, the officer’s personal conduct must establish minimum contacts with

the forum state._ Girard v. Wejs$60 Ga. App. 295, 2981981) (no personal

'USPC argues that for the purposes ofation to dismiss for lack of personal
jurisdiction, “the facts alleged in the plaintiff's complaint are taken as true to the
extent they are uncontroverted.” (Pl.’s MenmOpp’'n to Def.’s Mot. to Dismiss, at
4.) As discussed above, howevie Plaintiff's allegationare not uncontroverted.
Runsdorf has disputed the Plaintiffegations in his personal declaration.
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jurisdiction over corporate officer where corporation transacted business within forum
state but officer had no contacts with foratate). It is not enough that a defendant
is an officer of a corporation thdbes business in the forum state.; 82eAT&T

Mobility LLC v. C&C Global Enters., LLC No. 1:06-CV-2733-TWT, 2007 WL

2001736, at *3 (N.D. Ga. July 3, 2007) (holding corporate officer defendant not
subject to personal jurisdiction where pléf did not present “substantial evidence”

that defendant had connemis with forum state). He, Runsdorf's declaration
disputes that he took any action purposefully directed at Georgia. Regardless of
Breckenridge’s contacts with the forun§SBC must provide substantial evidence that
Runsdorf himself engaged iconduct related to Geoggi“such that he should

reasonably anticipate beingléd into court there.” Wid-Wide Volkswagen Corp.

v. Woodson 444 U.S. 286, 287 (1980). Wereertough for USPC to allege that
Runsdorf “directed” Breckenridge’s sales activifiegsersonal jurisdiction over
corporate officers would be coextensiwah that of their corporate employers
wherever those officers “diresd” corporate business. Théscontrary to the holding

of Girard 160 Ga. App. at 298 (declining to exercise personal jurisdiction over

’As noted above, this assertion is based on the personal knowledge of Ms.
Krebs-Bensch. Indeed, in its reply te thefendants’ joint motion to dismiss, USPC
claims merely that the infringing conductsvat the likely discretion of Runsdorf.”
(Pl.’s Br. In Opp’n to Defs.’ Jt. Mot. to Dismiss, at 2.)
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defendant officer where corporation lmathimum contacts with forum but defendant
officer did nothing “to avail himself of therivilege of doing business in Georgia.”).
For this reason, Ms. Krebs-Bensch’s aseartinat she “discovered” that Runsdorf had
directed Breckenridge’s activities is noffstient to establish personal jurisdiction
over Runsdorf.

Finally, the Plaintiff's reliance on Licciardells misplaced. Here, in contrast
to Licciardellg USPC has not provided substahg@dence showing that Runsdorf

did anything to intentionally lmen a Georgia resident. Skiciardellg 544 F.3d at

1288 (finding personal jurisdiction where defendant’s actions were intentional and
“expressly aimed at a specific individua the forum.”). Indeed, Runsdorf’s
uncontradicted declaration states thahhd no knowledge of the shape or color of
either VINATE IC or TRITAL SR. In_Licciardellothe defendant purposefully
directed his conduct toward the forum statelbgntionally targeting a resident of that
state._ld. By contrast, USPC has not produced substantial evidence that Runsdorf’s
conduct was intentionally airdeat USPC or that Runsddiad contact with Georgia
such that he should anticigabeing haled into court treer The Plaintiff's theory
amounts to an assertion that Breckenrjdgeintentionally opying USPC'’s trade
dresses, has minimum contawtgh Georgia under_Licciardello As president of

Breckenridge, “directing” its activities, USP&ntends that Runsdorf shares these
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contacts. Runsdorf’'s declaration allegeswever, that he, unlike the defendant in
Licciardello (and unlike Breckenridgelid not intentionally copy USPC'’s trade
dresses. The Plaintiff has not producedssantial evidence to the contrary. Thus,
Runsdorf has not transacted business ior@a and does not have minimum contacts
with Georgia sufficient to satisfy the D&eocess Clause. For this reason, personal
jurisdiction over Runsdorf is improper.

B. Defendants’ Motion to Dismiss for Failure to State a Claim

Both Defendants Runsdorf and Breckdge move to dismiss the Plaintiff's
complaint under Rule 12(b)(6) for failute state a claim upon which relief can be
granted.

1. Lanham Act

The Defendants move to dismiss the Plaintiff's Lanham Act claims. To

establish a claim for trade dress infringernender § 43(a) of the Lanham Act, 15

U.S.C. § 1125(a), the plaintiff must provedarelements. Bauer Lamp Co. v. Shaffer

941 F.2d 1165, 1170 (11th Cir. 199 H)rst, the plaintiff must show “that the product
is distinctive or has devabed a secondary meaning; second, that the features in
guestion are nonfunctional and third, ttked resemblance between the two products

is confusingly similar.” 1d(citing AmBrit, Inc. v. Kraft, Inc, 812 F. 2d 1531, 1536

(11th Cir. 1986)). The Defendants do nohtend that the NOREL SR or TANDEM

T:\ORDERS\09\U.S. Pharmaceutical\mtdjtwt.wpd -12-



OB trade dresses are functional. Thing Court will analyze the first and third
elements.

The Defendants first contend tithe NOREL SR and TANDEM OB trade
dresses have not acquired a secondmeaning. “Secondary meaning ‘is the
connection in the consumer’s mind beem the mark and the product’s producer,

whether that producer is known or unknown,”  (duoting AmBrit, 812 F.2d at

1536). Whether secondary meaning exista tuestion of fact.__Conagra, Inc. v.

Singleton 743 F.2d 1508, 1513 (11th Cir. 1984) (citindgplkswagenwerk

Aktiengesellschaft v. Rickardt92 F.2d 474, 477-78 (5th Cir. 1974)). Factors to

consider in determining whether a tradessrhas secondary meaning include “(1) the
length and manner of its ug@) the nature and extent afivertising and promotion;

(3) the efforts made by the plaintiff to promote a conscious connection in the public’s
mind between the name and the plaintiffteduct or business; and (4) the extent to
which the public actually identifies the namigh the plaintiff's product or venture.”

Id. (citing Brooks Shoe Mfg., Ina.. Suave Shoe Cor 16 F.2d 854, 860 (11th Cir.

1983)). Further, in the Eleventh Circuiproof of intentonal copying is probative

evidence on the secondary meaning issue.” Brooks Shoe Mg F.2d at 860.

Here, the Plaintiff has pled sufficiefacts to support a finding of secondary

meaning. USPC allegakat it has used the TANDEM OB and NOREL SR trade
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dresses continuously and exclusively. (@arfi 10.) Further, USPC claims it has
spent thousands of dollars promotinggteducts and their appearance. )(I&s a
result, “[tlhe purchasing public has cotoeassociate the TANDEM OB and NOREL
SR trade dresses with Plaintiff and Ptdils trade dresses have achieved significant
secondary meaning.” (Id} 11.) Finally, USPC alleges that the Defendants have
intentionally copied the TANDEM OBnd NOREL SR trade dresses. {11.19, 23.)
Although the Defendants point out thptoof of intentional copying is not
“dispositive,” this factor is indeeplobative of the existence of secondary meaning.

Brooks Shoe Mfq.716 F.2d at 860. The Plaintiff hithus alleged facts sufficient to

support a finding of secondary meaning with respect to each factor cited above.
Although the Plaintiff may ultimately be unable to prove these facts, for purposes of

a motion to dismiss, the Court must acdéetse allegations as true. Quality Foods

de Centro Americar11 F.2d at 994-95. For thesasons, the Plaintiff's allegations

are sufficient to estabhsthat the TANDEM OB an8lOREL SR trade dresses have
achieved secondary meaning.

Next, the Defendants contend thereadikelihood of confusion between their
products and those sold by Breckenridfjakelihood of confusion for purposes of
8 43(a) of the Lanham Act is determineddmalysis of a number of factors, including:

(1) the strength of the plaintiff's mark; e similarity between the plaintiff's mark
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and the allegedly infringing mark; (3) thewsiarity between the products and services
offered by the plaintiff and defendant; (4etkimilarity of the sales methods, i.e.,
retail outlets or customers; (5) the damty of advertising methods; (6) the
defendant's intent, e.g., does the defahdé@pe to gain competitive advantage by
associating his product with the plaffis established mark; and (7) the most
persuasive factor on likely confusiompi®of of actual confusion.” Conagi&3 F.2d

at 1514. Like the secondary meaning imgulikelihood of confusion is a question

of fact. Original AppalachiaArtworks, Inc. v. Toy Loft, Inc.684 F.2d 821, 832

(11th Cir. 1982). For this reason, courts are hesitant to resolve the likelihood of

confusion question on a motion to dismiss. Bealean Golf, LLC v. Google In¢552

F. Supp. 2d 752, 769 (N.D. Ill. 2008) (noting “likelihood of confusion’ is a fact-
specific inquiry best left for decision after discovery.”).

In this case, USPC has allegeatts sufficient to establish likelihood of
confusion. USPC alleges that the Defants’ products are “directly competitive”
with its own products. (Coph. § 14.) FurtherUSPC asserts that the Defendants
acted with an “intentional, and willful ient to mislead, deceive, and confuse the
public.” (Id. 1 23.) USPC alleges that “Def#ants are using confusingly similar
imitations of Plaintif’'s TANDEM OBand NOREL SR trade dresses.” (1d17.)

Finally, the Plaintiff asserts & “Defendants’ conduct . .has created and will
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continue to create a likelihood of confusion . ..” ({d22) (emphasis added).

Although the Plaintiff may ultimately be uiple to prove these claims, for purposes
of a motion to dismiss under Rule 12(b)(#) Plaintiff's allegations are true as a
matter of law.

The Defendants argue that the presenpadfcular markings on the Plaintiff's
products prevents confusion. Specificatlye Defendants note that the letters “US”
are printed on both TANDEM OB and NORER products. Those letters do not
appear on the Defendants'opiucts. Further, the Defenata point out that unlike
VINATE IC, two blue rings encircle ANDEM OB capsules. Similarly, NOREL SR
tablets are half-white and half-yellow; eteas the Defendants’ TRITAL SR tablets
are yellow throughout. The Defendantgjament thus focuses exclusively on the
similarity factor of the confusion analysis. The distinctions noted by the Defendants,
however, do not prohibit a finding of simildesign, much less preclude a finding of
likelihood of confusion as a matter of law. Qe®aBrit, 812 F.2d at 1540 (“[U]se of
distinguishing word marks does not . . . pueld a finding of similarity of design.”).
The Plaintiff has alleged that its products are competitive with those of the
Defendants, that the Defendaihtave intentionally copidte Plaintiff's trade dresses,
that the appearance of the Defendantsdpcts is confusingly similar, and, most

importantly for the confusion analysis, that theradsial confusion as to the origin
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of the Defendants’ products. Thus, theiRtiff has pled facts supporting likelihood
of confusion. Because the Plaintiff hafficiently pled secondary meaning and
likelihood of confusion, the Plaintiffkanham Act claim should not be dismissed.

2. Unfair Competition

The Defendants move to dismiss the Plaintiff’'s claim for unfair competition
because the Plaintiff has failed to pleactlikood of confusion. Claims for unfair
competition require a showing of intdntdeceive. O.C.G.A. § 23-2-55. Here, the
Plaintiff alleges that the “Defendant©rduct demonstrates abaith, intentional,
and willful intent to mislead, deceive, acmihfuse the public.{Compl. T 23.) These
allegations, along with thoseentioned above, are sufficient to support the Plaintiff's
claim under O.C.G.A. 8§ 23-2-55. For this reason, the Plaintiff's unfair competition
claim should not be dismissed.

3. Deceptive Trade Practices

Similarly, the Defendants move to dim$ the Plaintiff's state law claim for
deceptive trade practicegdause the Plaintiff has failed to plead likelihood of
confusion. Georgia’s Uniform Deceptivealle Practices Act requires a showing of

likelihood of confusion._Board of Regents v. Buzas Baseball, 1i6. F. Supp. 2d

1338, 1350-51 (N.D. Ga. 2001). As discussdove, however, the Plaintiff has
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sufficiently pled likelihood of confusionFor this reason, the Plaintiff's deceptive
trade practices claim should not be dismissed.

4. Plaintiff’'s Dilution Claim

Finally, the Defendants move to dismiss the Plaintiff's trade dress dilution

claim because USPC's trade skés not registered. Citiidjedrich v. Miller & Meier

& Associates, Architects & Planners, In254 Ga. 734 (1985), the Defendants argue

that registration is a prerequisite fdaims under O.C.G.A. § 10-1-451. Because the
NOREL SR and TANDEM OB trade dresses not registered, the Defendants argue

that USPC cannot maintain aach for dilution. In_Diedrichthe court noted that

“registration of [alogo] as a service mankrademark is a prerequisite to relief under
0.C.G.A. 88 10-450 and 451.” |dt 736._Diedrichhowever, addressed an action for
trademarkinfringement under O.C.G.A. 8§ 451(a), notattemark dilution under §

451(b). Id.at 734. Indeed, the language from Diedditbd by the Defendants is not

surprising given that § 451(a) specifically limactions to “owngs] of a trademark
or service mark registered under this part.” O.C.G.A. 8 10-1-451(a).

USPC, however, has asserted a trade diggson claim under 8§ 451(b).
Unlike § 451(a), which provides a cause of action for infringement, 8 451(b) does not

explicitly require rgistration. _Se®.C.G.A. § 10-1-451(b). In Giant Mart Corp. v.

Giant Discount Foods, Inc247 Ga. 775 (1981), the Georgia Supreme Court
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construed an identically worded predecessatute to 8§ 451(b). In doing so, the court
held that 8 106-115, the predecessorustato 8§ 451(b), “provides protection to
unregistered as well as registered trade names which have been exclusively
appropriated.” _Id.at 686 (emphasis added). While noting that actions for
infringement require registiian, the court distinguished those actions from dilution
claims under 8§ 451(b). l@t 685 (noting that underguecessor statute to 8 451(b)
“any entity using a registered or unregisteirade name may seek to have subsequent
use by another of the same or similar &'@dme enjoined” where there is likelihood
of dilution of quality of trade name).

Here, the Plaintiff seeks relief und&d51(b). Unlike § 451(a), 8 451(b) does
not expressly require registrati. Further, in Giant Marthe Georgia Supreme Court
distinguished the registration prerequisites for infringement actions from those of
dilution actions. _Id. While infringement claims requ that the mark at issue be
registered, dilution claims do not. ForeHie reasons, the Ri&if's trade dress
dilution claim should not be dismissed.

IV. Conclusion

For the reasons set forth aboWlee Court GRANTS Laurence Runsdorf's

Motion to Dismiss [Doc. 9] The Court DENIES Bre@nridge Pharmaceutical, Inc.

and Runsdorf's Joint Motion to Dismiss [Doc. 10].
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SO ORDERED, this 16 day of September, 2010.

/s/IThomas W. Thrash
THOMAS W. THRASH, JR.
United States District Judge
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