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INTHE UNITED STATESDISTRICT COURT
FOR THE NORTHERN DISTRICT OF GEORGIA
ATLANTA DIVISION

CAPITAL SECURITY SYSTEMS,
INC.,

Plaintiff,
V. 1:14-cv-1516-WSD

NCR CORPORATION, SUNTRUST
BANKS, INC., and SUNTRUST
BANK,

Defendants.

OPINION AND ORDER

This matter is before the Court on k#if Capital Security Systems, Inc.’s
(“Capsec”) Motion to Strike [181].
. BACKGROUND

Capsec moves to strike certain invayidarguments and factual information
relied upon in NCR’s Motion for Summadypdgment [162], arguing that the
arguments and information wemet timely disclosed.

On May 19, 2014, Capsec filed this action for patent infringement against

Defendants NCR Corporahd“NCR”), SunTrust Baks, Inc., and SunTrust
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Bank! The Patents-in-Sditelate to advanced tumated teller machines
(“ATM”) that automate the process fdispensing cash in exchange for deposited
checks. NCR sells ATMs to financialstitutions. Capsec claims certain of
NCR’s ATM models infringets patents.

On August 10, 2014, the Court issutdscheduling ordgf2] (“Scheduling
Order”). The Scheduling Order regedl NCR to provide, on or before
August 29, 2014, its invalidity contentions and responses to Capsec’s infringement
contentions. (Scheduling Order at 2)n August 29, 2014, NCR served its
Invalidity Contentions [181.3], and, on February 2046R served its Amended
Invalidity Contentions [181.4]. The Amended Invalidity Contentions allege that
each of the Patents-in-Suit is invalid over @nenore of four references, either by
anticipation or in combination with one ore of at least 8 other references for
each patent. Each of tbharts in NCR’s AmendeahValidity Contentions maps a
primary reference to the claim elememntsl anaps secondary references to certain
claim elements, and includes language rstgtinat it would have been obvious to

combine the primary reference witreteecondary refereas. The Amended

! The parties agreed to stay theeagainst SunTrust. ([47], [54]).

2 United States Patent Nos. 5,8%4 (the “625 Patent”); 7,653,600 (the
“600 Patent”); 7,991,696 lie ““696 Patent”); and 8,121,948 (the “948 Patent”)
(collectively, “Patents-in-Suit”).



Invalidity Contentions did not identify specific obviousness combinations or
motivations to combine specific groups of references.

The Scheduling Order also requirdCR to serve, on or before
April 1, 2015, its initial expert report dnvalidity. (Scheduling Order at 5). On
April 1, 2015, NCR served the Expert et of Anthony J. Stanners Regarding
the Invalidity of Capital Security Systemgclis Patents-in-Suit (U.S. Patent Nos.
5,897,625; 7,653,600;991,696; and 8,121,948181.5] (the “Initial Stanners
Report”). The Initial Stanners Report idigied five primary references that NCR
contends anticipate or render obvious the nitgjof the claimsof the Patents-in-
Suit. These references are JohnstoacRiSwinton, Sharman, and AT&T 5675.
(Seeid.). For each of these five referencte Initial Stanners Report analyzed
two-reference obviousness combinations vigtirteen other refences. (See, e,g.
id. at 67-79)

On June 28, 2016, the Court issuedissm constructiomrder [133], [134]

(“Claim Construction Order”). A primary claim consuction issue before the

3 On January 26, 2015, NCR served its Supplemental Initial Disclosures

[181.6]. On June 15, 2015, fadiscovery closed. ([94] at 4).



Court was the meanirgf the “valid” terms® During claim construction, NCR’s
position was that the “valid” term$&suld be construed to require some

authentication of the signature. NCR proposed the following construction: “a
cursive signature confirmed asing the authentic signatuof a qualified user.”
([46.1] at 11). The Coudonstrued the “valid” terms as “a cursive signature
determined to be a signature with characteristics consistent with the cursive
signature of a qualified es.” ([134] at 2).

On September 28, 2016, NCR smahits Second Amended Invalidity
Contentions [181.7] and ti®&upplemental Stanners Report of Anthony J. Stanners
Regarding the Invalidity of Capital SecurlBystems, Inc.’s Patents-In-Suit (U.S.
Patent Nos. 5,897,625; 7,653,600%],696; and 8,121,9%48.81.8] (the
“Supplemental Stanners Report”). &Becond Amended Invalidity Contentions
included six new prior art referenceselerc, Campbell, Chug, Moore, Dbéhle,
and Graef (collectivelythe “New References”)The Supplemental Stanners

Report also included the NeReferences. Th8upplemental Stanners Report, like

the Initial Stanners Report, set forth ob\soass combinations consisting of one of
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the five primary references with a siaglecondary referenc&he Supplemental
Stanners Report also stated:

It is my opinion that Claim 15 dhe ‘625 Patent is invalid for

obviousness in view of U.S. Patent No. 5,673,333 (Johnston), or for

obviousness over Johnston in viewooie or more of Nohl, Anisimov,

DiMauro, Houle, Sharnmg Riach, Graf, LeCle; Campbell, Chuang,

Moore, Dohle, Graef, SwintoiGrabtree, Hain, and/or Milne.

(Id. at A-1-1).

On October 28, 2016, Capsec sertlezl Rebuttal Expert Report of
Dr. Chandrajit Bajaj, Ph.[Regarding Validity of U.S. Patent Nos. 5,897,625;
7,653,600; 7,991,696; and 8,121,948 [181.9] (the “BRgport”). The Bajaj
Report argued that certain referenchkntified by NCR are not prior art and
identify claim limitations not disclosed the cited referencesl'he Bajaj Report
also argued that Stanners failecctmduct a proper obviousness analysis.

On November 7, 2016, NCR served its Reply Expert Report of
Anthony J. Stanners Regarding the InvalidifyCapital Security System, Inc.’s
Patents-In-Suit (U.S. Patent Nos. 5,825,67,653,600; 7,99896; and 8,121,948)
[181.10] (the “Stanners Reply Report”yhe majority of the Stanners Reply
Report sets forth specific combinationspoior art referencethat allegedly render

the claims obvious. The follang combinations were disclosed for the first time

in the Stanners Reply Report:



e Claim 15 of the '625 Patent

. Sharman in view of Cr#étee, Hain, and DiMauro;
. Sharman in view of Craétee, Hain, and LeClerc;
. Sharman in view of @btree, Hain, and Campbell;
. Sharman in view of @btree, Hain, and Ddhle;
. Sharman in view of @ef, Hain, and DiMauro;
. Sharman in view of @ef, Hain, and LeClerc;
. Sharman in view dgraef, Hain, and Campbell;
. Sharman in view diraef, Hain, and Do6hle;
. AT&T 5675 in view of Hain and DiMauro;
10. AT&T 5675 in view ofHain and LeClerc;
11. AT&T 5675 in view ofHain and Campbell;
12. AT&T 5675 in view of Hain and Ddhle

Co~NoO U, WNPE

e Claims 1-2, 6-8 of the '600 Patent; Claims 1, 2, 6, 9 of the '696 Patent; and
Claims 1-3, 7-9 of the '948 Patent

1. Sharman in view of Johnston and DiMauro

2. Sharman in view of Johnston, DiMauro, and Anisimov

3. Sharman in view of JohnstdniMauro, Anisimov and Franklin
4. Sharman in view of Jobkton, LeClerc, and Anisimov

5. Sharman in view of JohnstdreClerc, Anisimov and Franklin

6. Sharman in view of Johnston, Campbell, and Anisimov

7. Sharman in view of Johnston, Campbell, Anisimov and Franklin
8. Sharman in view of Jobton, Dohle, and Anisimov

9. Sharman in view of Johnstonohle, Anisimov and Franklin

10. Sharman in view of Johios, LeClerc, and Houle

11. Sharman in view of JohnstdreClerc, Houle and Franklin

12. Sharman in view of Johios, Campbell, and Houle

13. Sharman in view of Johnstd@ampbell, Houle and Franklin
14. Sharman in view of Johnston, D6hle, and Houle

15. Sharman in view of Johnston, D6hle, Houle and Franklin
16. Sharman in view of Campbell and DiMauro

17. Sharman in view of Carbpll, DiMauro, and Anisimov

18. Sharman in view of CampbdDjMauro, Anisimov and Franklin
19. Sharman in view of Carbpll, LeClerc, and Anisimov

20. Sharman in view of CampbédleClerc, Anisimov and Franklin



21.
22.
23.
24.
25.
26.
27.
28.
29.
30.
31.
32.
33.
34.
35.
36.
37.
38.
39.
40.
41.
42.
43.
44.
45.
46.
47.
48.
49.
50.
51.
52.
53.
54.
55.
56.
S57.
58.

Sharman in view of Campbell and Anisimov

Sharman in view of Carbpll, Anisimov, and Franklin

Sharman in view of Campbell, D6hle, and Anisimov

Sharman in view of CampbdDghle, Anisimov and Franklin
Sharman in view of Carbpll, LeClerc, and Houle

Sharman in view of CampbdleClerc, Houle, and Franklin
Sharman in view of Campbell and Houle

Sharman in view of Campbell, Houle, and Franklin

Sharman in view of Campbell, D6hle, and Houle

Sharman in view of Campbdlgphle, and Houle and Franklin
AT&T 5675 in view of Johnston and DiMauro

AT&T 5675 in view of Johnston, DiMauro, and Anisimov

AT&T 5675 in view of Johnston, DiMauro, Anisimov and Franklin
AT&T 5675 in view of Johrien, LeClerc, and Anisimov

AT&T 5675 in view of Johnsto,eClerc, Anisimov and Franklin
AT&T 5675 in view of Johnston, Campbell, and Anisimov
AT&T 5675 in view of Johnston, Campbell, Anisimov and Franklin
AT&T 5675 in view of Johnston, DOhle, and Anisimov

AT&T 5675 in view of Johnstomy6hle, Anisimov and Franklin
AT&T 5675 in view of Johrien, LeClerc, and Houle

AT&T 5675 in view of Johnston, LeClerc, Houle and Franklin
AT&T 5675 in view of Johnston, Campbell, and Houle

AT&T 5675 in view of Johnston, Campbell, Houle and Franklin
AT&T 5675 in view of Johnston, Déhle, and Houle

AT&T 5675 in view of Johnston, D6hle, Houle and Franklin
AT&T 5675 in view ofCampbell and DiMauro

AT&T 5675 in view of Camplie DiMauro, and Anisimov

AT&T 5675 in view of CampbelDiMauro, Anisimov. and Franklin
AT&T 5675 in view of Carmbell, LeClerc, and Anisimov

AT&T 5675 in view of Campbell,eClerc, Anisimov, and Franklin
AT&T 5675 in view of Campbell and Anisimov

AT&T 5675 in view of Campbell, Anisimov, and Franklin

AT&T 5675 in view of Cambell, D6hle, and Anisimov

AT&T 5675 in view of CampbelDdhle, Anisimov, and Franklin
AT&T 5675 in view of Cambell, LeClerc, and Houle

AT&T 5675 in view of Campbell,eClerc, Houle, and Franklin
AT&T 5675 in view ofCampbell and Houle

AT&T 5675 in view of Carmbell, Houle, and Franklin

v



59. AT&T 5675 in view of Cenpbell, Déhle, and Houle

On January 13, 2017, NCR filed its Motion for Summary Judgment of

Invalidity [162] (“Motion for Summary ddgment”). Included with it is the

Declaration of Anthony J. Stanners in Support of Defendants’ Motion for

Summary Judgment of Invaitg [162.45] (the “StannerBeclaration”). The

Stanners Declaration includes the followowmnbinations of prior art references

first disclosed in the Stanners Reply Report:

Claim 15 of the '625 Patent

1. Sharman in view dflain, Crabtree, and DiMauro
2. AT&T 5675 in viewof Hain and DiMauro

Claims 1-2, 7, and 8 of the '600 Patesntd claims 1-3, 8, and 9 of the '948
Patent

1. AT&T 5675 in view ofJohnston and DiMauro
2. AT&T 5675 in view ofCampbell and DiMauro
3. Sharman in view of Johnston and DiMauro
4. Sharman in view of Campbell and DiMauro

Claim 6 of the '600 Patent, claims 1,&)d 9 of the '696 Patent, and claim 7
of the '948 Patent

1. AT&T 5675 in view of Johnston, DiMauro, and Anisimov
2. AT&T 5675 in view of Carmpbell, DiMauro, and Anisimov
3. Sharman in view of Jokton, DiMauro, and Anisimov

4. Sharman in view of @apbell, DiMauro, and Anisimov

Claim 2 of the '696 Patent

1. AT&T 5675 in view of JohnstoiMauro, Anisimov and Franklin
2. AT&T 5675 in view of CampbelDiMauro, Anisimov and Franklin
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3. Sharman in view of JohnstddiMauro, Anisimov and Franklin
4. Sharman in view of CampbeDiMauro, Anisimov and Franklin

NCR also submitted the Declarationdvid Peter Gege Elwin [162.27]
(the “Elwin Declaration”). NCR submittiethe Elwin Declaration to authenticate
certain documents relating to the AT&® % reference, to establish the documents
as business records under Fed. R. BBO3(6), and to establish that certain
documents and the AT&T 5675fegence are prior art. ®&In was not identified in
NCR’s Initial Disclosures or its Supplemehiiaitial Disclosures as a witness or a
person with knowledge.

On March 10, 2017, Capsec filed its Muwtito Strike. Capsec contends that
NCR’s late disclosure of obviousness camaltions, prior art references, and fact
witness Elwin violates Rules 26(a) and ¢¢}he Federal Rules of Civil Procedure,
Local Rule 26.1, Local PateRiles 4.3 and 4.5, and tBeurt's Scheduling Order.
Capsec argues NCR'’s conduct is notifiest or harmless, and thus, under
Rule 37(c)(1) of the Federal Rules@ivil Procedure, the late-disclosed
information should be stricken from NCRinvalidity contentions, expert reports,
and Motion for Summary Judgment. Capseso akeeks attorneys’ fees incurred as
a result of NCR’s untimely disclosures.

NCR contends its new prior art refeces are justified under Local Patent

Rule 4.5(c), which allows a party tomalement its invalidity contentions with



additional disclosures in liglaf a claim construction rulgn NCR claims it timely
disclosed the obviousness combinationswvhich its Motion for Summary
Judgment relies, arguing that its previalisclosures “reasonably” specified the
combinations. NCR further argues Gap was not prejudiced by any late
disclosure. NCR concludes by arguingttthe Elwin Declaration was submitted
in accordance with the Federal Rule<ofil Procedure, and that any late
disclosure was harmless.

1. DISCUSSION

A. Leqgal Standard on a Motion to Strike

A party is required to disclose dmerable information and the names of
individuals likely to have discoverabilgformation that the party may use to
support its claims or defenses. FedCR.. P. 26(a). A party is required to
supplement incomplete Rule 26(a) disclosuréed. R. Civ. P. 26(e)(1). A party
that fails to comply with Rule 26(a) ¢&) is precluded from using the undisclosed
witness or information “to supply evidemon a motion . . . unless the failure was
substantially justified or is harmless.” &c&R. Civ. P. 37(c)(1). The burden of
establishing that a failure to disclose vgastantially justified or is harmless rests

on the non-disclosing party. Mitchell v. Ford Motor C18 F. App’x 821, 825

(11th Cir. 2009).

10



B. Disclosure of the New References

Capsec contends that NCR’s disclosoiréhe New References is untimely.
The Court agrees.

Local Patent Rule 4.5(c) providesany amendment or modification of the
Disclosures or Responses which a partieles are required in light of a [sic]
either a claim construction ruling by t@®urt or a modification of an opposing
party’s Disclosure or Responskall be made within thirt{80) days of service of
such ruling, Disclosure or Response.” L.P.R. 4.5(c), ND@@R claims it had a
good-faith belief that the Court’s ChaiConstruction Order required the New
References.

Regarding the “valid” terms, NCRg@ues that the Court’s construction
required it to amend its invalidity conteans. On November 7, 2015, and before
the Markmarhearing, NCR originally propes the following construction: “a
cursive signature confirmed bging the authentic signa€uof a qualified user.”
([46.1] at 11). The Coudonstrued the “valid” terms as “a cursive signature
determined to be a signature with characteristics consistent with the cursive
signature of a qualified user([134] at 2). NCR claim#his construction required

it to add the LeClerc, Campbell, ChuaiMpore, and Dohle references because

11



they teach, for example, “reading and verification of cursive signatures by
comparison to the user’s sigoee.” ([189] at 4).

NCR'’s stated reason for adding these prior art references is not credible.
The plain language of NCR’s proposashstruction of the “valid” terms
contemplated a comparisonatursive signature todhuser’s signature. NCR
argued in its claim construction brief that one of ordinary skill in the art would
have understood that validating a signatacuires comparing the signature on the
check to a known signature. (S68] at 12 (ECF Pagiti@an)). At the_Markman
hearing, NCR argued that validation “meaonsne way to compare the signature on
the check to some known signaturel[,]” and “I don’t know how you detect check
fraud unless you are looking at the sigmnatand making sure that it is the
signature of the person that it purport®&from, or at least trying.” ([132] at
134:4-20). Against this backdrop, RG rationale for adding its prior art
references because they are requirethbyCourt’s Claim Construction Order is
discredited by the fact that NCR totile position, well before the Markman
hearing, that validation required comparisdithe cursive signature to the user’s
authentic signature.

NCR next argues that it was requireditsclose the Graef reference based

on the Court’s construction t&¢ashed.” Before the Markmdrearing, NCR

12



proposed that the term “castidoe construed as to “pvid[e] cash in exchange for
a check or money order and assuming thethakthe check is invalid.” ([46.1] at
27). NCR emphasized at the Markntegaring that “[a]ll we are trying to get
across is that the money that you arpa$#ting, the checiou are depositing,
when you get the money out, it has talbe money from the check, not the money
from your account.” ([132] at 171-72)'he Court, consistent with NCR’s
Markmanhearing presentation, construa@shed” as requiring that the ATM
“provide[] cash, during a single ATM session, up to the amount of the instrument
presented.” ([133] at 34-35). The Conadted that the addition of “assum|e] the
risk that the check is invalid” waanother means to communicate the same
concept as above—that the cash corresptmt®e instrument presented, rather
than being derived from pre-existing funds.” @t.35). The Court found NCR’s
proposed language cumbersome and cesgary in light of the Court’s
construction, and rejected it, but iaut rejecting NCR'’s interpretation of
“cashed.” (Id).

NCR argues now that the Graef refeerenecessary because the Court did
not adopt its proposed construction that blank “assum(e] the risk that the check
is invalid.” This argument is disingenumuThe Court effectively adopted NCR'’s

proposed construction, albeit in abbeged form. NCR’sAmended Invalidity

13



Contentions also undermine its stated rationale, becausadidiGf®t contend any
of the references it cited for checksbang disclosed an “assuming the risk”
limitation. (Sed181.4] at 37-97). Indeed,@R’s claim charts and check cashing
references do not address or discloge‘#ssuming the risk” limitation at all,
supporting that NCR’s check cashinderences have nothing to do with the
risk-assumption limitation.

NCR simply does not provide any plausible basis upon which it could claim
to have “believe[d]” itdfNew References were requdran light of the Claim
Construction Order. It is clear the M&eferences were relevant to NCR’s
invalidity claims before the Court’s &im Construction Order, and NCR’s late
disclosure of the New References wasjustified. Capsec’s Motion to Strike the
New References is granted.

C. Disclosure of Obviousness Combinations

Local Patent Rule 4.3 provides that a “party opposing a claim of patent
infringement . . . shall serve on all partiessDisclosure of Invalidity Contentions,
at the time specified in &se rules, which shall contathe following information:”

(2) For each item of prior art dissked, whether each item of prior art

anticipates each assadtclaim or renders it obvious. If the disclosing

party contends that a combinationiteins of prior art makes a claim

obvious, each such combination, dhd motivation to combine such
items, shall be identified.

14



L.P.R. 4.3(a)(2), NDGa. Capsec claims that, untibtenners Reply Report, NCR
withheld the specific obviousness conddions on which its Motion for Summary
Judgment now relies. Capseaints these disclosures weate and improper.
NCR argues (1) it reasonably specifted obviousness combinations upon which
it relies within the time it allowed, and (2) Capselid not suffer any prejudice
as a result of the ta disclosures.

1. Whether NCR Timely Disclosklts Obviousness Combinations

NCR first argues that it disclosed its obviousness combinations in NCR’s
Second Amended Invaliditgontentions. NCR does not identify where in its
Second Amended Invalidit§ontentions “each suadombination, and the
motivation to combine such items” is peesed. It claims, instead, that its
invalidity disclosures “riied on a small set of priany references, and a few
buckets of secondary references, each cgpanding to one or more features
missing from the primary references.” ([1&2]12 (emphasis in original)). NCR
relies on cases from the Northern Dista€California to support its argument
that, when judging the sufficiency of a pastinvalidity discloswes, a court should
look to whether the disclosures,dantext, “reasonably specif[y] the

combination[s]” asserted. (ldt 13 (citing Avago Techs. Gen. IP PTE Ltd. v. Elan

15



Microelectronics Corp.No. 04-cv-5385-HRL, 2007 WR51818, at *4 (N.D. Cal.

Mar. 28, 2007))).

NCR’s argument is unpersuasive, hesmit implicitly substitutes the plain
language of the Local Patent Rules of tha@urt with the local patent rules of the
Northern District of California. Our Leal Patent Rules required NCR to identify,
for its claim that a combination ofipr art items renders a claim obviousath
such combination, and the motivation to combinecuitems.” L.P.R. 4.3(a)(2)
(emphasis added). The Northern Dettof California only requires “an
identification of any combinations pfior art showing obwusness.” L.P.R.
3-3(b), NDCaF This Court’s Local Patent Rul&quire the disclosing party to

include very specific information.'ChemFree Corp. v. J. Walter, In250 F.R.D.

570, 573 (N.D. Ga. 2007). “THeules were adopted order to ‘facilitate the
speedy, fair and efficient resdilon of patent disputes.” ldquoting L.P.R.

1.2(a)). “This purpose is undermined wiparties are permitted to make initial

° The Court notes that “decisions oétNorthern District of California, on

whose local patent rules this District's#d patent rules are based, are persuasive
authority on issues concerning this Distedbcal patent rules.” Bayer Healthcare
Pharms., Inc. v. River's Edge Pharms., LIN®. 1:11-cv-1634-HLM, 2015 WL
11142427, at *5 (N.D. Ga. May 21, 201®jting McKesson Info Solutions LLC

v. Epic Sys. Corp.242 F.R.D. 689, 695 n.1 (N.Ga. 2007)). The language of
this Court’s Local Patent Rule 4.3(a)(®ifers from the corresponding rule in the
Northern District of California becauseetdrafters of this Court’'s Local Patent
Rules intended a differentjore specific requirement.

16



‘place holder’ disclosures regarding imigement or invalidit, then make[]
substantial changes or additions to those contentions immediately prior to or after
the close of fact discovery.” Id.
The Court finds NCR failed to complyith the plain language of Local
Patent Rule 4.3(a)(2) byilag to disclose, until its @inners Reply Report, “each

[] combination” it claimed renderetie Patents-in-Suit obvious. Seactiv Corp.

v. Multisorb Techs., IngNo. 10 C 461, 2013 WL 2384249, at *1 (N.D. IlI.

May 29, 2013) (under substantially similar local rule, granting motion to strike
portions of plaintiff's expert report where the report contained new invalidity
arguments by relying on combinations anetions of prior art not disclosed
previously in its invalidity contentiofs Even if the Court found that NCR
“reasonably specified” the combinatioatsissue, NCR failed to identify the
motivation to combine each such combioatof prior art, as required under Local
Patent Rule 4.3(a)(2).

In addition, Federal Rule of Civilrocedure 26(a)(2)(B) requires that an
expert disclose a complete statement bbpinions that the expert will express and
the bases and reasons for those opinions. FEediv. P. 26(a)(2)(B). Local Patent
Rule 7.3 provides that the supplementaind expert reports is presumptively

prejudicial and “shall not be allowed ustea) the tendering party shows cause that

17



the amendment or supplementation couldreasonably have been made earlier
and b) all reasonable steps are madmnteliorate the prejudice to the responding
party.” L.P.R. 7.3, NDGa:A [reply] expert reporis not the proper ‘place for
presenting new arguments, unless presgritiose arguments is substantially

justified and causes no prejadi’”” STS Software SysLtd. v. Witness Sys., In¢.

No. CIV.A. 1:04-CV-2111-, 2008 WL 660325, at *2 (N.D. Ga. Mar. 6, 2008)

(quoting Baldwin Graphic Sys. Inc. v. Siebert, |ido. 03-7713, 2005 WL

1300763, at *2 (N.D. lll Feb. 22, 2005)NCR’s new obviousness combinations,
disclosed for the first time in its StanmedReply Report, are untimely and improper

for this additional reasoh’

° NCR also argues that Capsec’seatipns are untimely. NCR does not

provide any binding authority to suppdg argument, and the Court rejects it.

! In an apparent attempt to show thiatlate disclosuiewere substantially
justified, NCR argues that its Stann&sply Report was necessary to remedy
confusion that arose from DBajaj's Rebuttal Report. It argues that Mr. Stanners
simply “chose from examples from amotig obviousness combinations already
disclosed in his earlier reports.” ([188]12). As explained above, the 71
previously-undisclosed obviousness conaliions in the Stanners Reply Report
were not disclosed in Mr. Stanners’s pms reports, and were not disclosed at all
by NCR until the Stanners Reply Report. NCR fails to identify how the addition of
71 previously-undisclosed obviousness combinations “responds to confusion
created by Dr. Bajaj’'s Rebuttal Report.”

18



2. Whether NCR’s Late Didasures Prejudiced Capsec

NCR next argues that, even if itsdosure of obviousness combinations
was late, “Capsec’s motion to strikbould fail because Capsec has shown no
prejudice.” ([189] at 12). That is not tkesst. NCR has the burden to show that a
failure to disclose wasubstantially justifiear is harmless. Seditchell,

318 F. App’x at 825. NCR argues thatthe extent Capsec needed to respond to
the Stanners Reply Report, it could hawme so in Dr. Bajaj’'s declaration in
support of Capsec’s Motion for Summalydgment. NCR argues that any
remaining harm is of Capsec’s own nrakiincluding because it waited several
months to object to NCR’s Stanners Reply Report and declined to depose Mr,
Stanners regarding the new combinatibasause it doubted it “could have cured
all of the prejudice by simply taking a deposition.”

NCR’s arguments are unpersuasiVéiis Court’s Local Patent Rules
“require the disclosing party to inclugtery specific information.”_ChemFre250
F.R.D. at 573. “The Rules weadopted in order to ‘fdtate the speedy, fair and
efficient resolution of patent disputes.”_I@uoting L.P.R. 1.2(a)). “[l]nvalidity
contentions serve a function far mamgortant than the mere identity and
disclosure of potentially relevaatidence: they explain exactipw the opposing

party will use that evidence tovalidate the patents.” Idemphasis in original).
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NCR’s arguments that Capsec coulddaesponded to the new obviousness
combinations in Dr. Bajaj's declaratioor, that it could have mitigated any
prejudice by deposing Mr. Stanners, are unpersuasive and fail to recognize the
purposes of the Local Rules NCR was obkgkto follow. “If the Court were to
accept [NCR’s] prejudice arguant, parties would alwayse permitted to explain
their invalidity contentions at the elenth hour” whenever the opposing party had
an opportunity to file a declaration iesponse to a summary judgment motion or

to depose an expert. SEbemfree Corp. v. J. Walter, In&No. 1:04-cv-3711-JTC,

2008 WL 4845129, at *5 (N.D. Ga. Aug. 2008). Capsec’s Motion to Strike is
granted with respect to NCR®w obviousness combinations.

D. Elwin Declaration

Capsec next moves to strike the Eiideclaration, arguing that Elwin was
never identified as a witness, as regdiby Rule 26(a)(1)(A)(i) of the Federal
Rules of Civil Procedure. Rai26(a)(1)(A)(i) proviles that a party must provide to
other parties “the name . . . of eantividual likely to have discoverable
information . . . that the disclosingnmhamay use to support its claims or
defenses .. ..” Fed. Riv. P. 26(a)(1)(A)(i). Whkn a party fails to provide

information as required by Rule 26(a) oy, (e party is not allowed to use that
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information or that witness to supplyidence at trial, unless the failure was
substantially justified or was harmlesSed. R. Civ. P. 37(c)(1).

NCR asserts that the primary poase of Elwin’s Declaration is to
authenticate certain business recordgirgao the AT&T 5675 ATM, and that
these business records were producddiglitigation over two years ago by both
NCR and Capsec. Capsec points out EHain not only authenticates documents,
but also states that certain documentsevipublicly available,” “published,” or
“created” as of certain dates, gmubvides other opinions irrelevant to
authentication. Capsec argues it wagymticed by NCR'’s failure to disclose
Elwin as a witness, because it did notdnan opportunity to depose him regarding
his knowledge about the documents at isdtiargues that Capsec’s knowledge of
the documents does not cure the harm cabgediCR’s failure to disclose Elwin.

The Court finds that opinions offere@dthe Elwin Declaration that relate
exclusively to the authentication of business records relating to the AT&T 5675
ATM are harmless. Capsec does not apfeaontest the fastwithin the Elwin
Declaration and has known of the documeatsrenced in it for years. There does
not appear to be any actual dispute rdipg the authenticity of the documents.
The Court finds, however, thag the extent the Elwin Declaration offers facts and

opinions beyond mere authentication of these business records, the Declaration is
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prejudicial, including because Capsec didimte an opportunity to depose Elwin
regarding these opinions. Specifically, the Court strikes Elwin’s statements that
certain documents were “publicly availalil“published,” or “created” on certain
dates, that the AT&T 5675 AWl was on sale or in public use in the United States
by certain dates, that certain documentd products reflect the functionality and
operation of the 5675 ATM bgertain dates, that certain products provide the
interface through which applications commmicate with the Document Processing
Module, and that certain documents sholesar offers for da. ([162.27] 1 5-7,
9-20, 24, 26§.

E. Attorneys’ Fees

Finally, Capsec seeks attorneysés it incurred as a result of NCR’s
untimely disclosures. Rule 37(c)(1)thie Federal Rules of Civil Procedure
provides that, “in addition to or stead of” the sanction of striking
untimely-disclosed witnesses or inforneatj “the court, on motion and after giving

an opportunity to be heard: (A) mayder payment of the reasonable expenses,

8 In an attempt to cure the prejadicaused, NCR (1) offers to allow Capsec

now to depose Elwin; and (2) submitSecond Declaration of David Konkolics,
which contains substantially similar statents as the Elwin Declaration. The
Court does not find either of these proposaiseptable. The Court will not, at this
very late stage in the litigan, and particularly in ght of the fact that NCR’s
Motion for Summary Judgment has bdelty briefed, dlow a reopening of
discovery or additional declaratiotsbe submitted.
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including attorney’dees, caused by the failure[.]” &eR. Civ. P. 37(c)(1)(A).
The Court, in its discretion, declinesorder payment of attorneys’ fees.
1. CONCLUSION

For the foregoing reasons,

IT ISHEREBY ORDERED that Plaintiff Capital 8curity Systems, Inc.’s
Motion to Strike [181] iISSRANTED IN PART andDENIED IN PART.
Capsec’s Motion iSRANTED, and the Court strikes)1the LeClerc, Campbell,
Chuang, Moore, Dohle, and Graef refames in NCR’s Supplemental Stanners
Report, Stanners Reply Report, Stani@eslaration, and Motion for Summary
Judgment of Invalidity; (2) thewvalidity arguments based on obviousness
combinations first disclosed in the Bteers Reply Report from that report, the
Stanners Declaration, and the Motion Summary Judgment of Invalidity; and
(3) the portions of the Elwin Declarati, and the Motion for Summary Judgment
of Invalidity sections relying upon it, mhich Elwin states that certain documents
were “publicly available,” “published,” dicreated” on certain dates, that the
AT&T 5675 ATM was on sale or in publigse in the United States by certain
dates, that certain documents and preslteflect the functionality and operation
of the 5675 ATM by certain dates, tltartain products provide the interface

through which applications communicatéh the Document Processing Module,
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and that certain documents show sales or offers for sdleé2.97] 11 5-7, 9-20,

24, 26). Capsec’s Motion BENIED with respect to (1) the remainder of the

Elwin Declaration; and (2) Capsec’s request for attorneys’ fees.

SO ORDERED this 31st day of May, 2017.

Witkane b. M

WILLIAM S. DU

FEY. JR.

UNITED STATES DISTRICT JUDGE
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