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INTHE UNITED STATESDISTRICT COURT
FOR THE NORTHERN DISTRICT OF GEORGIA
ATLANTA DIVISION

CATHEDRAL ART METAL CO.,
Plaintiff,
V.

DIVINITY BOUTIQUE, LLC and
NICOLE BRAYDEN GIFTS, LLC,

Defendants.

1:18-cv-141-WSD

OPINION AND ORDER

This matter is before the Court Baintiff Cathedral Art Metal Co.’s

(“Plaintiff” or “Cathedral Art”) Motion for Preliminary Injunction [13] (the

“Motion”).
l. BACKGROUND

A. ProceduraHistory

On January 10, 2018, Plaintiff fdea Complaint [1] and a Motion for

Temporary Restraining Order [2] (“TRO Mon”) seeking to preclude Defendants

Divinity Boutique, LLC, and Nicol@rayden Gifts, LLC (collectively,

“Defendants”), from Selling goods bearing Ptaiff's AMAZING WOMAN
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trademark and/or associated trade dre¢l2] at 1). On January 12, 2018, the
Court conducted a hearing on the TROtiM, during whichall parties were
represented by counsel. ([26] (TranscriptPn January 12, 2018, the Court issued
an order denying Plaintiff's TRO Motionniling that Plaintiff had then failed to
demonstrate a substantial likelihood of succeeding on their trademark or trade
dress claims. The Courttsen accelerated scheddide filing and briefing of
Plaintiff’'s motion for preliminary injunction. ([11]).

Plaintiff filed a Motion for Preliminarynjunction [13] on January 16, 2018,
providing additional evidence supportingtitademark and trade dress claims.
Defendants filed a Responselpposition to the Motion [23] and Plaintiff filed a
Reply [27]} On January 24, 2018, the Court conducted a hearing on the Motion.
([31], [34] (Transcript)).During the hearing, Leo A. Tcay, President of Plaintiff
Cathedral Art, and Keith Schwartz, keging Member of Defendant Nicole
Brayden Gifts, LLC (“Nicole Brayden”), tesigfd. ([23-4] at 12, [14-2] at 1). The
Court allowed the parties to submit pbearing written memoranda. ([35-1],

[37]).

! Because several of the documentsghgies submitted in support of their

briefs contain confidentiand sensitive information, éparties filed motions for
leave to file matters under seal [16], [28hd [39]. Having naewed the contents
of the documents the parties seek to,gbal Court finds they contain confidential
and sensitive information, and the Cogirants the parties’ motions.



B. Fact$

In 2017, Plaintiff Cathedral Art gaiired the Abbey Press Trade Marketing
Division (“Abbey Press”) of St. Menad Archabbey, an Indiana nonprofit
corporation. ([28-3] (AsgdPurchase Agreement)X.he acquisition included
Abbey Press’s products and trademarkseel#o those products, except for the
ABBEY PRESS mark. (Icat 1 1(b)).

1. Abbey Press’s “Amazing Woman” Products

The Abbey Press produdasquired by Cathedral Art included homeware
and giftware products (e.g. pie plate,gntravel mug, cutting board, spoon rest,
cross, plate) known as the “Amazing Wan” collection. ([28-3 at 13-19
(Schedule 1(b)(i) and 29 (Schedule 12Abbey Press began selling a product
bearing an “Amazing Woman” paise at least as early2308. ([13-2] at 2, 4).
Abbey Press’s “Annual catalog thru J@08” included a pie plate with a poem
entitled “Recipe For An Amazing Woman.”_(lat 4). Abbey Press continued to
sell products with “Amazing Woman” sriptions up until its acquisition by

Cathedral Art. ([13-2 (Christmas 20Q&talog), [27-11] (Annual Catalog thru

2 The Court draws facts from the Vieed Complaint [1], the parties’
submissions on both the Motion for TRO and Motion for Preliminary Injunction,
and the testimony and exhibits admittedidgithe preliminary injunction hearing.



July 2009), [27-12] (Spring 2009 Catalpfd7-13] (Annual Ctalog thru July
2010), [27-14] (Spring 2010 Catalog), [27-15] (Annual Catalog thru July 2011),
[27-16] (Spring 2011 Catalog), [27-17] (Annual Catalog thru July 2012), [27-18]
(Spring 2012 Catalog), [27-19] (Annual Clathru July 2013), [27-20] (Spring
2013 Catalog), [27-21] (Annual Cataltdgu July 2014), [27-22] (June-
December 2014 Catalog), [27-23] (Anh@atalog January-December 2015),
[27-24] (Annual Catalog January-Bamber 2016), [27-25] (Annual Catalog
January-December 2017)).

Beginning with the original pie pte with a “Recipe for An Amazing
Woman” poem, Abbey Pss developed an entire collection of “Amazing
Woman” products, including soup mugsagpies, cutting boards, spoon rests,
trinket dishes, crosses, cookbook holdersg and coaster sets, travel mugs, and
prayer cards. ([27-25]). Atleaas$ early as 2010, Abbey Press identified
products bearing the “Amazing Womapfirase as part of a collection of
“Amazing Woman” products. ([27-13] 8). In 2011, Abbey Press employed a
banner-like use of “Amazing Woman” identify its collection of “Amazing
Woman” products in its catalog. BY)16, Abbey Press even identified products

that did not bear the “Amazing Womaplhrase as “Amazing Woman” products.



([27-24] at 5 (“Amazing Woman” Figur@); [27-25] at 4 (“Amazing Woman”
Rustic Plaque)).

After the acquisition, Cathedral Arbotinued to sell products from the
“Amazing Woman” collection, including its catalogues identifying the
“Amazing Woman” collection with aAmazing Woman banner on pages with
Amazing Woman products. Cathedral addédM” symbol next to the phrase
“Amazing Woman” in their 2018 catalod[6-1] at 11-16). The “Amazing
Woman” product line was a “lead” productdifior Abbey Press, and continues to
be so for Cathedral Art. ([7-1] (Obted Aff.) at 110). 2017 sales of the
AMAZING WOMAN product exceede|JJli]. ([14-2] (Tracey Decl.) at
1 21).

Plaintiff submitted six declarationsoim industry buyers to show that
those who purchased “Amazing Woman” products identify the AMAZING
WOMAN mark with Abbey Prss. ([27-3] Anderson [¢; [27-4] Bauersachs
Decl.; [27-5] Falzone Decl[27-6] Hernandez Decl[27-7] Prickett Decl.; [27-

8] Wagner Decl.}. The six declarations conta@ssentially the same statement

3 The Court overrules Defendants’ @bijions [36] to these exhibits as

untimely and inadmissible. Plaintiff fdeunsworn statements from all of these
declarants, except Ms. Prickett, with m®tion for preliminary injunction. The
declarations offered as evidence befitwe preliminary injunction hearing are



identifying Abbey Press as the source of “Amazing Woman” products:

| knew, and certainly it was known the industry, that Abbey Press
was for many years the exclusive provider of the “Amazing Woman”
line of products. | knew that the products originated from Abbey
Press because they bore the nammaaing Woman.” So, if I, for
example, ordered the “AmaziMjoman” coffee mug, | understood
that | was ordering an Abbey Prggsduct. The name was displayed
in a unique, handwritten script. It was known in the industry that the
“Amazing Woman” products originatl from Abbey Press. | am not
aware of any other party that deaor provided “Amazing Woman”
products.

See, e.qg[27-3] at § 3.

2. Defendants’ “Amazing Woman” Products

Defendantzompete in the homewares ayittware marketplace with
Cathedral Art.Both parties sell at trade shows, in catalogs, and on the Internet.
([7-1] at 1 16).

In 2016, Keith Schwartz, Presideartd Managing Member of Nicole
Brayden LLC and President of Divini§outique LLC, became aware that

Abbey Press “was shutting down its tradeibess.” ([23-4] (Schwartz Decl.) at

substantially the same as the unsworrestaints Plaintiff filed with its Motion.
Defendants had ample notice and an ofyputy to respond. The Court will
consider them._Sdeevi Strauss & Co. v.#rise Int'l Trading, In¢51 F.3d 982,
985 (11th Cir.1995) (“At the preliminary umction stage, a district court may rely
on affidavits and hearsay materials whwould not be admissible evidence for a
permanent injunction . . . .”).




7, Tr*at 3, 59). Nicole Brayden soughtitaroduce its own line of products
“which would have been competitivaith Abbey Press goods that Nicole
Brayden believed were iog) discontinued, including the goods bearing the
phrase “Amazing Woman.”_(lét § 8; Tr. at 59)In a December 7, 2016, email,
Mr. Schwartz told his employees:
We are looking at doing a linealled AMAZING WOMAN. It is
based off of the Abbey Press Poamd product line of the same
name. Please read belowmdasend me back comments and
suggested edits if you have anBelow is the abbey press version
on a cutting board.
([24] at 2). Mr. Schwader’s email included a phograph of an Abbey Press
cutting board with the “Recipe F&n Amazing Woman” poem._(1jl. Mr.
Schwartz drafted a modified “Ree@p-or An Amazing Woman” poem and
supervised the creation of artwdde Defendants’ cutting board. (ldt 2-6).
Mr. Schwartz approved the artwork, stati “I think it is a really great piece of
art and will accomplish our goal of piiding the market with a replacement.”
(Id. at 9).

Abbey Press received news that Defants were developing their own

line of “Amazing Woman” products. ([23}at 2). On January 4, 2017, Greg

“Tr.” refers to the Transcript dhe Preliminary Injunction Hearing [34].



Tate, the General Manageir Abbey Press, emailédr. Schwartz expressing

concern. (Id. Mr. Tate stated:
| am certain you are aware thiae Abbey Press Trade (Wholesale)
Division will be closing Jun&0, 2017, however, we are still
actively promoting and selling o&imazing Woman line until then.
We are currently in serious disssion with a buyer who will be
assuming ownership of that produioe after June 30. So, be
aware, there is and will be soaree keeping watch over the Abbey
Press product line to ensure it is not being infringed upon.
It is not in anyone’s best intest to actively pursue another
company'’s product concepts. Itnigal to the industry that each
company be unique in their owwvay and respect the niche each
company provides.

([23-3] at 2).

After this email Defendants continued thesffort to develop
“replacement” “Amazing Woman” prodts and, as a selt, Defendants
developed an entire collection of “AmaziWgpoman” products. ([1-3] at 2, 4-6).
Defendants advertised their “Amazing Wan” items in their 2018 catalog. ([1-
3] at 2, 4-6). Defendants also rketed those items at the January 2018
International Gift Home Furnishing Markeeld in Atlanta (the “Atlanta Gift
Mart”). Defendants marketed items dianito those offered by Abbey Press and

Cathedral, including a pie plate witlfRecipe For An Amazing Woman” poem,

mugs, cutting boards, and spoon rests.
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Cogburn Decl., Dkt. 6-1 at Ex. C Compl., Dkt. 1 at Ex. C

At the Atlanta Gift Mart, Defendastdisplayed their “Amazing Woman”
collection in their showroom in a maer similar to Cathedral’s showroom

display:



Barbara Olmsted, National Salsanager & Product Coordinator for
Cathedral Art, states thgb]n January 112018, several buyers [at the Atlanta
Gift Mart] expressed confusion abouettiRecipe for An Amazing Woman’ poem
that appears on both Cathedral Art’s prodactd Defendants’ prodige” ([7-1] at
1 19). Olmsted further states thatdiayer from Seventh Avenue came into
Cathedral Art's showroom, looked at CatredArt’'s products, and then asked me,
“Didn’t we just see something like this?”_(Jd.When Kelly Harding, a Cathedral
Art employee, sent an e-mail to Samariaary of Collective Goods, a customer,
asking what company came to mind wiasked about the product line “Recipe for

An Amazing Woman,” Ms. Parry respondedwuld say originally Abbey Press.
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| know Divinity Boutique has got a similar line now too. Is that what you're
referring too?” ([14-2] at 1 22, Tr. at 41-42).

C. Plaintiff's Motion for Preliminary Injunction

Plaintiff asserts it has a commiaw trademark in AMAZING WOMAN
and a protectable trade dress (diztyl AMAZING WOMAN trademark with a
“Recipe for an Amazing Woman” poemplaintiff claims Defendants are
infringing on its AMAZING WOMAN trademark and trade dress by selling
“Amazing Woman” products that are confusingly similar to Plaintiff’'s products.
Plaintiff further claims that Defendatunauthorized use of the AMAZING
WOMAN trademark and trade dressrigparably harming its brand and
valuable customer goodwill. Plaintiff seeks to enjoin Defendants from “selling
products bearing Plaintiff's AMAZINGVOMAN trademark and/or associated
trade dress, including products thatbthe word markAMAZING WOMAN”
and products that bear a Recipe Ppeamely — “Recipe for an Amazing
Woman” in conjunction with a stylizepresentation of the AMAZING WOMAN
trademark. ([13-1] at 12).

Defendants argue that Plaintiff doeot have a protectable AMAZING
WOMAN trademark or trade dress and thatcustomer confusion exists or is

likely to exist given that it includes Nicole Brayden logo on its “Amazing

11



Woman” products. Defendants further assert thamjanction would severely
impact Nicole Brayden'2018 sales efforts, wouldgelt in Nicole Brayden
having to incur significant costs to reprint its catalogs, and would undermine its
customer relationships.

The parties both are planning tdhéit “Amazing Woman” products at
the Las Vegas Winter Market, scheduledégin on January 28, 2018. (Tr. at
106-07).
[I. DISCUSSION

A. Leqgal Standard

The grant or denial of a preliminaryjumction rests in the discretion of the

Court. Sierra Club v. Georgia Power Cb80 F.3d 1309, 131a{th Cir. 1999).

To be eligible for a preliminary injunction a movant must show: (1) a substantial
likelihood of prevailing on the merits; (#)at Plaintiff will suffer irreparable

injury if the relief is not granted; (3) thdte threatened injury outweighs the harm
the relief would inflict on th@pposing party; and (4) theitgranted, the injunction

would not be adverse to the publitarest. Fed. R. Civ. P. 65; sBehiavo ex rel.

Schindler v. Schiava403 F.3d 1223, 1225-26 (11th Cir. 2005); Parker v. State Bd.

of Pardons and Parole?75 F.3d 1032, 1034-35 (11th Cir. 2001); Baker v.

Buckeye Cellulose Corp856 F.2d 167, 169 (11thi1CiLl995). Preliminary

12



injunctive relief is a drastic and extraordry remedy which should not be granted

unless the movant can clearly establish eddhe four elements. Four Seasons

Hotels and Resorts, B.V. Consorcio Barr, S.A320 F.3d 1205, 1210 (11th Cir.

2003).

B. Analysis

1. Plaintiff's Likelihood of Prewviiing on Its Claim of Trademark
Infringement

The Court finds that Plaintiff demainated a substantial likelihood of
succeeding on its trademark claim. dsiablish trademark infringement under
Section 43(a) of the Lanham Act, Plafhbears the burden of demonstrating “(1)
that it had trademark rights in the markname at issue and (2) that the other party
had adopted a mark or name that wasstimae, or confusingly similar to its mark,

such that consumers were likely tmnéuse the two.”_Lone Star Steakhouse &

Saloon, Inc. v. Longhorn Steaks, Int06 F.3d 355, 358 (11th Cir. 1997).

a. Plaintiff's Trademark Rights

The Court finds that Plaintiff is sutasitially likely to succeed in showing
that it has enforceable rights irethFAMAZING WOMAN” mark. Although
Plaintiff does not hold a registeredMAZING WOMAN trademark, the Eleventh
Circuit has recognized “the use of another’s unregisteedcommon law,

trademark can constitute a violation®#43(a) where the alleged unregistered

13



trademarks used by the plaintiff are so asged with its good#hat the use of the
same or similar marks by another compaagstitutes a false representation that

its goods came from the samaurce.”_Tana v. Dantanna®ll1 F.3d 767, 772-74

(11th Cir. 2010), citing Conagra, Inc. v. Singlet@d3 F.2d 1508, 1512-13 (11th

Cir. 1984) (internal quotaties and citations omittedyHowever, only those marks
that are capable of distinguishingetbwner’s goods from those of othars,, that
are sufficiently ‘distinctive,are eligible for federal ggstration or protection as

common law marks under the Lamh#\ct.” Tana, 611 F.3 at 778iting

15 U.S.C. § 1052(e), (f); Two Pesdsc. v. Taco Cabana, In&05 U.S. 763, 768,

112 S.Ct. 2753, 2757, 120 L.Ed.2d 615 (19€)ach House Resinc. v. Coach

& Six Rests., InG.934 F.2d 1551, 1559 (11th Cir. 1991).

The evidence presented to the Galmows that the phrase “Amazing
Woman” functions as a trademark #bbbey Press. “A trademark’s primary
function is to signify origin to pential customers and competitors.”

Thoroughbred Legends, LL€ The Walt Disney CoNo. 1:07-CV-1275-BBM,

2008 WL 616253, *5 (N.D. Ga. Feb. 12008) (citing_Leigh v. Warner Brq212

F.3d 1210, 1216-17 (11th Cir. 2000) (“Tradeiks . . . answer the question ‘Who
made it?’ rather than ‘Wha it?"”). To acquire commn law rights, a party must

show that (1) it is the prior user thfe unregistered mark and (2) it acquired a

14



protectable interest in the mark becausentlaek is either inherently distinctive or

has acquired distinctiveness through absdary meaning. Investacorp, Inc. v.

Arabian Inv. Banking Corp. (Investcorp) E,©31 F.2d 1519, 1522-23 (11th Cir.

1991). “[A] business does not automaticallytain rights in a mark by using it. A
business will obtain rights in a mark upon first use only if the mark is ‘inherently
distinctive.’” If the mark is not inherentljistinctive, a business may obtain rights
in the mark when it atias a secondary meaningld.

The Court finds that the AMAZIG WOMAN mark as used by Abbey
Press, and now Cathedral Art, is inhehedistinctive. The Eleventh Circuit
recognizes four categories distinctiveness, listed in esnding order of strength:
(1) generic-marks that suggest the basiture of the product or service; (2)
descriptive-marks that identify the characgd or quality of a product or service;
(3) suggestive-marks that suggest chiréstics of the product or service and
require an effort of the imagination by the consumer in order to be understood as
descriptive; and (4) arbitrary or fancHolarks that bear no relationship to the
product or service, and the strosgeategory of trademarks. Tam®d 1l F.3 at
774. The latter two categosiesuggestive and arbitraoy fanciful marks, “are
deemed inherently distinctive, becausaitintrinsic nature serves to identify a

particular source of a product.”_Jaiting Two Peso505 U.S at 768. The

15



AMAZING WOMAN mark as used is inherdy distinctive since it is not generic
or descriptive of the goods at issue.

Even if the mark were not inherentlystinctive—which the Court finds that
it is—the evidence also shows tHNMAZING WOMAN has acquired secondary
meaning and is functioning as a tradekfar Abbey Press/Cathedral Art. Four
factors determine whether a mark baguired secondary meaning as a source
identifier: (1) the length and manneritsf use; (2) the nature and extent of
advertising and promotion; (3) the eff® made by the plaintiff to promote a
conscious connection in the public’s mibetween the name and the plaintiff's
product or business; and e extent to which the plib actually identifies the

name with the plaintiff's product or venture. FN Herstal SA v. Clyde Armory Inc.

838 F.3d 1071, 1083-84 (11th Cir. 2016)rst used by Abbey Press in 2007/2008
as a phrase within the title of a poem on a pie plttte,evidence shows that
“Amazing Woman” evolved over the nextadele into a descriptor of individual
goods bearing that phrase, then into an identifier of a collection of Abbey Press
products bearing that phrase, and finallpian identifier of a lead collection of

related Abbey Pressquiucts, only some of which bear the phrase “Amazing

> The record does not contain anydewnce of use by anyone of the phrase

“Amazing Woman” on products before Bby Press began usiiign 2007/2008.

16



Woman.” Abbey Press’s catalogs fr@®07/2008 to the present reflect a
concerted effort on the part of Abbey §3¢do reinforce a conscious connection in
the public’s mind between “Amazing Woman” and Abbey Press products. That
effort paid off. Six industry custoans submitted sworn testimony stating that
Abbey Press was the exclusive providethaf “Amazing Woman” line of products
and that it was known in the industry that the “Amazing Woman” products
originated from Abbey Press. Thastienony evidences that “Amazing Woman”
served the trademark function otittifying Abbey Press as the source of
“Amazing Woman” product8.

Mr. Schwartz testified: “I am n@ware that [Amazing Woman has] ever

been used as an actual tradekin the market.” (Tr. &6). The Court finds that

® Defendants argue in their closing staent that Plaintiff failed to make a

substantial showing of owrghip, validity or exclusivity, citing evidence of third-
party uses of “amazing woman” first offérat the preliminary injunction hearing.
([37] at 8, citing Tr. 34-3/Def. Exhs. 7, 10, 11, 145, and16). But Defendant
did not submit evidence showing the extehpenetration of these products into
the market or otherwise demstrate the effect the exemce of these products has
on the consumer’s perception of “Amaziipman” as an identifier of Abbey
Press._Sebnique Sports Prod., Inc. v. Babolat V®3 F. Supp. 2d 1229, 1239
(N.D. Ga. 2005) (“The requirement titae plaintiff's use be ‘substantially
exclusive’ makes an allowance for usedblyers which may bmconsequential or
infringing.”), citing L.D. Kichler Co. v. Davoil, InG.192 F.3d 1349, 1352 (Fed.
Cir. 1999). The Court considers Defendants’ evidence of third-party use
inconsequential.

17



Mr. Schwartz’s testimony ia legal conclusion and no fodation exists to believe
he is qualified to offer it.The facts contradict Mr. &wartz’s belief about use of
the mark. Mr. Schwartz ehtified “Amazing Woman” abeing a successful line
of Abbey Press products warranting “‘lagement” should Abbey Press withdraw
from the market. Mr. Schavtz himself used all caps (a traditional trademark
signifier) to refer to a replacement “AMAZING WOMAN” line of products in
2016. ([24] at 2). Mr. Schwartz’s use afl caps to refer to the AMAZING
WOMAN line of products discredits hiepeated self-serving testimony that these
are just two generic words that happen toeappn text used in one or more of the
items designed and sold by Plainfiff.

The Court finds that Plaintiff has atsstantial likelihood of demonstrating a
strong, protectable interastthe AMAZING WOMAN mark.

b. Likelihood of Confusion

The Court finds that Plaintiff has al@nstrated a substantial likelihood of
success in showing that Defendants’ a68Amazing Woman” is likely to cause

consumer confusion. The Court mushsider seven factors when determining

! The evidence also showsathCathedral Art’'s most recent catalog uses the

common law trademark identifier “TM#¥hen using the AMAZING WOMAN
mark.

18



whether a likelihood of consumer confusiexists: (1) type of mark; (2) similarity
of mark; (3) similarity of the productsehmarks represent; (4) similarity of the
parties’ trade channels and customerssi@ijlarity of advertising media; (6) the

defendant’s intent; and (7) actual confusidirehling Enters., Inc. v. Int’'| Select

Grp., Inc, 192 F.3d 1330, 1335 (11€ir.1999). “Of these, the type of mark and

the evidence of actual confusiare the most important.”_Idciting Dieter v. B &

H Indus. of Sw. Fla., In¢880 F.2d 322, 326 (11th Cir.1989)However, “[tlhe

issue of likelihood of confusion is nottéemined by merely analyzing whether a
majority of the subsidiary factors indicatist such a likelihood exists ... [r]ather,
a court must evaluate the weight todoeorded the individual factors and then

make its ultimate decision.” Suntr&ech., Inc. v. Ecosense Int'l, In&93 F.3d

1338, 1346 (11th Cir. 2012) (quoting AmBrit, Inc. v. Kraft, [ri812 F.2d 1531

(11th Cir. 1986), cert. denied81 U.S. 1041 (1987)); see alSastom Mfg. &

Eng’g, Inc. v. Midway Servs., Inc508 F.3d 641, 649 (11th Cir. 2007) (“Because
the bottom line is the likelihood of confusion, application of the Freliantprs
entails more than the mechanistic surioraof the number of factors on each
side; it involves an evaluation of the ‘oviétaalance.”). The Court must also be

mindful that “sophisticated consumers paimplex goods or seies] . . . are less

19



likely to be confused than casual purchasdrsmall items.”_Florida Int’l Univ.

Bd. Of Trustees v. Brida Nat'l Univ., Inc, 830 F.3d 1242, 1256 (11th Cir. 2016).
Here, the seven Frehlirfgctors all support that that Plaintiff has shown a
substantial likelihood of consumeonfusion. AMAZING WOMAN has
developed into a strong mark for Abbey $&€athedral as an identifier of a “lead”
product line—so strong that Defendadésided to create an “Amazing Woman”
product line of its own. Cfendants began, in recent@ks, to use an identical
mark on goods it is selling, which are thengatypes of goods sold previously by

Abbey Press and now sold by Plaintifihe likelihood of confusion is greater

when an infringer usesélexact trademark.” Turn&reenberg Assocs., Inc. v.

C&C Imports, Inc, 320 F. Supp. 2d 1317, 1332 (S.D. Fla. 2004). Defendants use

the same trade channels (e.g. trade shmternet) as Cathedral Art to sell those
goods to the same customars. (Qift shop owners and end consumers) using
similar annual catalogs. Ev&efendants’ Atlanta Gifart display mimics that
of Cathedral Art.

Defendants’ intent to copy Pldifi's AMAZING WOMAN product line is
overwhelming. Defendastad access to Abbey Bseproducts and purposely
sought to develop a “replacement” linefilba hole that Defendants’ anticipated

would open upon Abbey Press’s withdraraim the market. (Tr. at 7724] at 2.

20



Defendants succeeded in developirgpmplete line of products that are
remarkably, if not disturbingly, sinar to Abbey Press’“Amazing Woman”

products._Perfect Fit Industridsc. v. Acme Quilting Co., In¢618 F.2d 950, 954

(2nd Cir. 1980) (“[I]f there was intgional copying the second comer will be
presumed to have intended to create auwsng similarity of appearance and will
be presumed to have succeeded.”)e &nidence shows that Defendants developed
and launched their line of products weh intent to capitalize on the goodwill of
Abbey Press’s “Amazing Woman” produéts.

Mr. Schwartz testified that it was not himgent to confuse customers. (Tr. at
61). This statement belies belief. Mhichwartz noted that the packaging for
Defendants’ products is marked waNicole Brayden ampany logo, company
website, and company addsas some casesTH at 61-63). Mr. Schwartz
testified that “[i]f it's oneof our products, we want them to know it's one of our

products.” (Tr. at 63). But a customersiowledge that a product is being

8 That Defendants intended to bén&gom Plaintiff's “Amazing Woman”

trademark and to create the impresgluat its products originated from the
Plaintiff is underscored by Defendants’ use of almost exactly the same display
presentation at the Atlanta Gift Showthat designed and used by Plaintiff.

’ Mr. Schwartz testified about the labeling on paekaging of its “Amazing
Woman” napkins. Mr. Schwartz did nieistify about whether a company logo or
other identifier is present on the napkihemselves. Nor did Defendant offer

21



marketed by a certain company does nimnielate customer confusion over the
ultimate source of the product. Theadily apparent siilarities between
Defendants’ products and Plaintiff'squiucts are too great, too numerous, and
span too many products to credit Michwartz’s testimony that Defendants
independently developed th@iroducts and did not interid confuse customers.
Mr. Schwartz testified that they “look for themes that we feel will resonate
with our customers” when independentlydi®ping their products. (Tr. at 65).
Remarkably, the “theme” they felt wouldesonate” with customers duplicated not
only the design elements of Plaintiff's product but also the placement of them in
the design. Defendants’ theme alsoeattuated the “Amamg Woman” phrase
using initial capital letters in a font thiatpractically indistinguishable from that
used by Plaintiff. Interestingly, and taljly, Mr. Schwartz concocted distinctions
between the items Plaintiff designed aodd and those his companies developed
and claimed that any similarities wersfticoincidence.” (Tr. at 92-97). He
testified, for example, that a buttgrtbn the cutting board designed and sold by

Plaintiff was in “kind of the middle®f the item where the butterfly on the

evidence that any of its unwrapped produassdisplayed at the Atlanta Gift Mart,
for example, are labeled with a corporate identifier.
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Defendants’ item was “in the upper right(Tr. at 96). The butterflies are plainly

in the same upper right quadrant of both.
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Cathedral Art’s Products ] Defendants’ Products
Cogburn Decl., Dkt. 6-1 at Ex. C Compl., Dkt. 1 aft Ex. C

([32-1 at 4-5; Compare Plaintiff's Exh. 8@ Exh. 4). Mr. Schwartz even tried to
distinguish the nature of Plaintifflsutterfly saying it looked to him like a
“moth.” (Tr. at 96). This testimony mvertly misleading, and borders on being
dishonest.

Considering Mr. Schwartz’s testony as a whole, the Court finds it
concocted and incrediblel'he overall competitive stiegy enacted by Defendants
shows they intended to exploit Plaifisf*Amazing Woman” mark as their own
and claim they were entitled to do sechuse it was not a protectable trademark

under the Lanham Act.
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Finally, Plaintiff offerel some evidence of actual confusion. “[T]he
guantum of evidence needexlshow actual confusion relatively small.” _Caliber

Auto. Liguidators, Inc. v. Prerar Chrysler, Jeep, Dodge, LI 605 F.3d 931, 937

(11th Cir. 2010). Here, the evidence shalaat at least one buyer at the Atlanta
Gift Mart was confused by the appaace of “Amazing Woman” products in
Defendants’ showroom and @athedral Art's showroomln any event, evidence
of actual confusion is not necessary tonaliing of a likelihood of confusion. |kt
936, n.19.

The evidence at this stagstablishes that Plaintiff has a substantial
likelihood of proving that it has protecialinterest in the trademark AMAZING
WOMAN and that Defendants )@ adopted a similar or identical mark that is
likely to confuse consumers. Plaintiff is substantial likelguoceed on its claim
of trademark infringement.

2. Whether Plaintiff Would Ster Irreparable Ham Absent a
Preliminary Injunction

The Court finds that Plaintiff wodlsuffer irreparable harm absent a
preliminary injunction. “An injury isirreparable’ only if it cannot be undone

through monetary remedies.” NortheastEla. Chapter of the Ass’n of Gen.

Contractors v. City of Jacksonvi)le896 F.2d 1283, 1285 (11th Cir. 1990). The

presumption of irreparable harm in trademark cases that once existed in the
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Eleventh Circuit “has been called imjaestion by the Supreme Court’s decision in

eBay Inc. v. MercExchange, LL.G47 U.S. 388 [] (2006). TracFone Wireless,

Inc. v. Clear Choice Connections, Int02 F. Supp. 3d 1321, 1332-33 (S.D. Fla.

2015); Uber Promotions, Ing. Uber Techs., Inc162 F. Supp. 3d 1253, 1261-62

(N.D. Fla. 2016). However, the presumptarose because the harm associated

with trademark infringement is @ irreparable in nature. SKeaft Foods Grp.

Brands LLC v. Cracker Barrel Old Country Store, JA&5 F.3d 735, 741 (7th Cir.

2013) (Posner, J.) (“[lJrreparable harmeispecially likely in a trademark case
because of the difficulty of quantifying the likely effect on a brand of a nontrivial
period of consumer confusion.”Yhat is the case here.

Failure to grant a preliminary injuiocn would subject Cathedral Art to a
loss in trade and customers and a loss of control over its AMAZING WOMAN
product line while risking the substal goodwill Abbey Presdeveloped in its
“Amazing Woman” products in the industoyer the last decadée[G]rounds for
irreparable injury include loss of contrfl reputation, loss of trade, and loss of
goodwill. Irreparable injury can also beslea upon the possibility of confusion.”

Ferrellgas Partners, L.P. v. Barroit3 F. App’x 180, 190 (11th Cir. 2005).

Plaintiff has demonstrated irreparaliiarm absent an injunction.
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3. Whether the Threatened Injury Outweighs the Harm an
Injunction would Iiflict on Defendants

The Court finds that the threateneguiy to Cathedral Art outweighs the
harm an injunction would inflict on Defieants. As explained above, Plaintiff
faces substantial irreparable injury without an injunction. In contrast, Defendants
assert that an injunction would sevgrenpact Nicole Brayden’s 2018 sales
efforts, cause Nicole Brayden to inaasts in excess of $10,000 to reprint its
catalogs, “require countless hours to skarut and remove the product from every
electronic system,” and undermine its customelationships. #3] at 27). These
concerns, if authentic, are largely momgtand Defendants willingly took the risk
of introducing “replacementiroducts in direct competition with Cathedral Art
despite Abbey Press’s warning that thavél be someone keeping watch over the
Abbey Press product line to ensure it is not being infringed up@23-3] at 2).
Defendants “can scarcely complain of drarm befalling [them] on account of that

decision.” _Teledyne Industrielic. v. Windemere Product, In@33 F. Supp. 710,

714 (S.D. Fla. 1977). The Court finds that the balance of hardships weighs in

favor of granting a preliminary injunction.
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4. Whether a Preliminary Injunota would be Adverse to the
Public Interest

The Court finds that entry of a prelmary injunction would serve the public
interest by preventing further actual conéusi “[T]he public interest is served by

preventing consumer confusion in the neipface.” Davidoff & Cie, S.A. v. PLD

Int'l Corp., 263 F.3d 1297, 1304 (11th Cir. 2001) (affirming preliminary injunction
in trademark infringement action).
[11. CONCLUSION

The Court finds that Cathedral Aras established the four elements
necessary to preliminarily enjoin Defendatftsise of the AMAZING WOMAN

mark!* Accordingly, for the foregoing reasons,

10 Mr. Schwartz testified that DivinitBoutique LLC is “not operational,” that

Divinity Boutique today is just a bna under Nicole Brayden Gifts,” and that
Divinity Boutique LLC “didn’tengage in any of the conduett' issue. (Tr. at 73).
The record supports, however, that Divinggutique LLC continues to exist as a
viable corporate entity. Mr. Schwartztiee President of both Defendant Divinity
Boutique LLC and Defendant Nicole Brayden Gifts LL{r. at 3). The designer
of Defendants’ accused cutting board, KiRabinson, identifies herself as “Senior
Product Designer Nicole Brayden Gifts & Dty Boutique.” ([24-2] at 7). Mr.
Schwartz and Ms. Robinson both utilizavidityboutique.com”email addresses.
(Id.) At the conclusion of the hearing,wtsel for Defendants said that Divinity
Boutique LLC intends to file a motion thsmiss for lack of personal jurisdiction,
not because it is not a viable corporangity that has wound up its business, but
because it was never present in Georgia. gff103-06). It is undisputed that Mr.
Schwartz was present at the Atlanta GAirt showroom ware the accused goods
were being marketed and that the shmwmn was advertised as one presented by
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IT ISHEREBY ORDERED that Plaintiff's Motion for Preliminary
Injunction [13] iISGRANTED.

IT ISFURTHER ORDERED that Defendants Divinity Boutique, LLC and
Nicole Brayden Gifts, LLC (collectivelyDefendants”) and all of their officers,
agents, servants, employees, representaBuesessors, assigns, attorneys, and all
other persons acting for, with, by, thréy@r under authority from Defendants, or
in concert or participatiowith Defendants, be prelimarily enjoined from, and
shall immediately stop selling produdtsaring Plaintiffs AMAZING WOMAN
trademark, including products thatdr the word markAMAZING WOMAN”
and products that bear a poem entitliRdcipe for an Amazing Woman.”

IT ISFURTHER ORDERED that Plaintiff Cathedral Art Metal Co., Inc.,
shall post an injunction bond with thee@t of Court in the amount of $50,000.00

by the close of business on January 30, 2018.

Divinity Boutique. If Defendant Divitty Boutique LLC congénds the Court does
not have personal jurisdiction over it, itdsected to file its motion to dismiss on
or before February 1, 2018.

t The Court believes that, as a piead matter, preliminarily enjoining
Defendant from infringing Plaintiff AMAZING WOMAN mark addresses the
entirety of the irreparable harm Plaintibuld suffer absent anjunction and that

a ruling on Plaintiff's trade dress claimsnist necessary. If either party disagrees,
the Court will schedule a teleconference to discuss the issue.
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IT ISFURTHER ORDERED that the parties’ mans to file matters

under seal [16], [29], and [39] aGRANTED.

SO ORDERED this 26th day of January, 2018.

Witane b . Mian
WILLIAM S. DUFFEY. JR.
UNITED STATES DISTRICT JUDGE

29



