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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF IDAHO
HOYT A. FLEMING,
Plaintiff, Case No. 1:12-CV-066-BLW
V. MEMORANDUM DECISION AND
ORDER
ESCORT, INC., et al.,

Defendants.

INTRODUCTION
The Court has before it numerous motioiiie Court heard oral argument on the
motion for preliminary injunctionand all the motions are fully briefed and at issue. The
Court will resolve each motion below.
ANALYSIS

Motion for Sanctions and to Terminate & Motion for Order to Show Cause

In an earlier-filed actionHleming I) plaintiff Fleming claimed that defendant
Escort manufactured and sold radar detediwat infringed Fleming’s ‘038 and ‘653
patents. A jury found that Escort had infraga number of claimgf both patents, and
awarded Fleming $750,00@&ee Special Verdict Form (Dkt. No. 304 }leming v.
Escort CV-09-105-BLWSpecifically the jury found thahe following Escort products
were infringing: GX65, Passport 9500i,93port 9500ix, and Passport Q. The Court
found that Escort’s financial position was precas and so directed Escort to place the

$750,000 sum in escrow. Escort complied with that Ordest recently, the Court filed
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an Amended Judgment in that case, indnggthe award to $1,454,404.56, based on
post-verdict findings that Fleming was entittedore- and post-juginent interest, and
including an award of attorndges based in part on the vexatious conduct of Escort’s
counsel. The motion at issakarges the same counsel wikkw instances of vexatious
litigation.

Fleming filed this actionHleming Il) against Escort and twenty of its distributors
— referred to as the Customer Defendantsatthg that the radar detectors they sold
infringed Fleming’s ‘038 and ‘653 patents, ajonith a third patent that was not litigated
in the earlier case, th@05 patent. This suit is referreéd as a “customer suit” because it
Is an action against the manufacturer’s coers (as well as the manufacturer) who are
distributing the allegedly infringing devices. The Customer Defendants include
companies such as Amazon, Best Buy, aratSd he earlier-filed action is known as a
manufacturer’s suit — that is,ig an action solely againsteamanufacturer (Escort) of the
infringing devices.

Escort moved to dismiss Counts Oneé dmwo (the Counts alleging infringement
of the ‘038 and ‘653 patents) on theund that the jury verdict iRleming lhad
essentially given Escort a paid-up liceos&ering both past and future use of the
patented technology. The Coagreed with Escort as to the four devices actually
litigated in that case, specifically the GX65, Pass§500i, Passport 9500ix, and
Passport iQ devices. But the Court refuseeldiend its ruling to devices not litigated in

Fleming I.
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Escort responded to that ruling by filiagother motion to dismiss, alleging that
one of its allegedly infringingevices — the Pro 500, namedioth CounOne and Count
Two -- was identical to the GX65 and is entitl® be dismissed from these two Counts
just as the GX65 was dismissed. Flemingrtered by pointing tdifferences between
the two devices. The Court found issoé$act that precluded dismissal.

The litigation over that motion is tls®urce of much of the dispute that now
occupies the Court. To demonstrate thatPro 500 was not the same as the GX65,
Fleming compared the source code of the GX@b the source code that ran the Pro 500
and found thousands dffferences.

Fleming had identified the source cdtat ran the Pro 500 from, among other
material, (1) Escort’s First Amended Ansveard Counterclaim and (2) Escort’s Non-
Infringement Contentions. Egrt’s First Amended Answemnd Counterclaim, filed on
March 27, 2013, cites specific lines of soucoée that incorporate a technique known as
“grid matching” that allegedly differentiatdgscort’'s products from Fleming'’s patented
inventions. See First Amended Answer and Counterclaim (Dkt. Noat35). 15-18.

About a month later — on May 8013 — Escort filed itlon-Infringement Contentions,
citing the source code contained in its digry production at ESC17363 as providing a
defense for all its accused devices. On flaate day, Escort physically produced
ESC17363 to Fleming. The source codesicited by Escort in its Non-Infringement
Contentions were identical to the sourcée lines cited by Escort as a defense to

infringement in its First Ameded Answer and Counterclaim.
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The Court’s Local Rules required Esdmrproduce the source code that operated
the accused devices. Escort proeld ESC17363 as part of dbligation under this Local
Rule. The source code contained in E$863 was the only nevasrce code produced
by Escort, and the Pro 500 svthe only product not prewsly litigated. Escort’s
counsel told Fleming’s counsel that all g@irce code had beproduced. The entire
manner in which Escort produced ESC17368] the allegations it made concerning
ESC17363, constituted a representation th&t 363 was the source code operating the
Pro 500.

Yet the source code in E®Z363 was much different fino the source code that
ran the GX65. Indeed, the differences wargrofound and obous that Escort’s
argument to the contrary appeared frivolousest and fraudulent at worst. Accordingly,
Fleming filed a motion a motion for an order to show cause compelling Escort and its
declarant — John Kuhn — to appear and erphdiy they sholdl not be sanctioned for, in
Fleming’s words, a fraud upon the Codrhat motion was filed on September 5, 2013.

Just over two weeks later — on Septembef@33 — Escort filed its reply brief to
its motion to dismiss and attached anothetatation from Kuhn. He represented — for
the first time — that the source code aCE%363 was not used to run the Pro 58@e
Kuhn Declaration(Dkt. No. 80-1)at 11 11-12. Escort argued that Fleming’s rush to
charge Escort with fraud, and his failuredtmdiscovery, led him to mistakenly assume
that ESC17363 operated the Pro 500. Esogied further that because the Pro 500 was

not operated by ESC17363, the differencesource codes were irrelevant.
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Escort’'s argument raised more questitha it answered. If ESC17363 did not
operate the Pro 500,hy did Escort disclosi under the Court’s Local Rules requiring
the production of all source codsed to operate the accuskices? Why had Escort
represented in its non-infringement contemsivhat the source code contained in
ESC17363 provided a deferfee all its accused devices®hat source code did operate
the Pro 500? Why had that soercode not been disclosetfsome undisclosed source
code operated the Pro 500,wad Escort’'s counsel earlier represented that he had
produced all the source code to Fleming?

Fleming sought answers to these questivom Escort. Escort responded on
September 30, 2013, by providing the sowmeée that actually ran the Pro 50Bee
Letter (Dkt. No. 143-28)A few months later, Escort @duced Product Compatibility
Logs showing the source code used Ixheat the accused devices. That Log
demonstrated that ESC17363 was never usady commercial version of Escort’s
products.

This absence of ESC17363 in the Ldigectly contradict Escort’s earlier
representation — discussed above — thasturce code in ESC17363 provided a
complete defense to Fleming’s infringemeli¢g@ations as to all of Escort’s accused
devices. Fleming argues that because Es@ver used ESC17363 in any of its
commercially sold devices — &scort’'s Product Compatiity Log represents — then
Escort must have fabricated ESC17363| Bacort’s earlier representations about it

being a complete defense were false.
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What motive would Escort have to pragufalse source code? Fleming points out
that the source code in ESZ363 uses a “grid matchingahnique” that Fleming had
expressly disclaimed during the reexaminatiarcpss before the Patent Office. This is
why Escort claimed earlier that ESC17368yided a complete defense — the source
code contained in ESC163 used a “grid matchingdknique” that Fleming had
represented was not used in his patented inventions.

Fleming finds suspicious the timimd the development and production of
ESC17363. The source code was developddanch 21, 2013, and just six days later
was cited as a defense to infringemariEscort’s FirstAmended Answer and
Counterclaim. About a month later — on Mad; 2013 — Escort filed its Non-
Infringement Contentions, citing ESC17363pagviding a defense for all its accused
devices, and physically productte source code to Flemingleming finds this timing
suspicious because it conjast before a long-schedrd Ninth Circuit settlement
conference set on June 11, 201Bleming charges that

defendants and their cosgl orchestrated the preparation and advancement

of their false evidence not only tmanufacture defenses they did not

legitimately have, but tentimidate and otherwise convince Mr. Fleming
(before and after the settlement coafere) that his case lacked merit.

1 Among other filings, Escort’'s BBt Amended Answer and Coentlaim, filed on March 27,
2013, alleges that specific lines of source cedee identical lines contained in Escort’s Non-
Infringement Chart citing ESC17363 — incorporate tli@ gratching technique and provide a defense to
infringement chargesSee First Amended Answer and Counterclaim (Dkt. ldbpjp. 15-18.
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See Fleming Brief (Dkt. No. 144) p. 13. Escort denies the charge that it fabricated
ESC17363, and explains that while ESC17@63 never used isny commercially sold
products, it was used in a test version ef#00ix product. &ven Orr, who develops
products for Escort, stated that

| personally loaded [ESC17363] intodést’'s 9500ix product and evaluated

the functionality of the 9500ix produetith [ESC17363],as part of the

process by which lines of sourcede are vetted for implementation into

Escort’'s commercially sold products.”
See Orr Declaration (Dkt. No. 150-8) 1 16. Escort argues that this actual use of
ESC17363 rebuts Fleming's charge thatdberce code was fabricated to cook up a
defense. But if ESC17363’s use was caatitio testing — as Orr’s statement above
indicates — then why did Escaarlier cite ESC17363 adafense to infringement on all
their accused devices?

To that question, Orr responds thaMarch 2013 — when Esdooriginally made
its representations that ESC17388vided a defense — he félese lines of source code
were complete” and “would be further inephented into Escortsommercially sold
products.” See Orr Declaration (Dkt. No. 150-3} 1 16. In other words, Escort
produced ESC17363 on the expectation that utld/éater be used in the accused devices.
This explanation came more than a yegratscort had produced ESC17363 and alleged

that it provided a defense for all of Escort’s accused defi@s.explains further that

ESC17363 went through a number of modificas as Escort continued to test it into

% Escort originally provided ESIZ363 (and made the allegatiaisout it constituting a complete
defense to infringement) on May 6, 2013tr'®declaration was filed on May 27, 2014.
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November of 2013. Although Escort sdlgat it intended to use the modified source
code to actually operate products sold comméydn January of 204, they admit they
failed to do so until about a mordigo, in late August of 20145ee Peckman
Declaration. Orr alleges that although ESC17363waodified during its subsequent
development, many of its lines source code remain uncluad and continue to be used
in the source code — ESC2046&hat is now used in isommercially sold productsSee
Exhibit C1 (Dkt. No. 150-3).

Taking Escort at its wordhe following is undisputed(1) In March of 2013,
Escort cited specific lines of source cdoam ESC17363 in its First Amended Answer
and Counterclaim as a defense to infringatn(2) In May of 2013, Escort filed Non-
Infringement Contentions — pursuant to LidRale 3.4 that requires production of the
source code operating the accused dewigging ESC17363 as a defense to
infringement and produced a physical copy efs$burce code to Fleming; (3) Escort’s
counsel represented to Fleming’s counseld@hidhe source code had been produced; (4)
Escort failed to explain in iggroduction of ESC17363 thatelsource code was not being
currently used in angscort accused device being sotanmercially, and that Escort
only hoped to use it commerciallyor some portion of it — ithe future; (5) ESC17363
in its entirety has never been used in eaagnmercially produced Escort product and was
only used during tests of the 9500ix produc};%6me lines of source code contained in
ESC17363 eventuallywere used in commercial products by January of 2014 (and

perhaps as early &ovember of 2013).
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The Court will assume the truth of Escorepresentations that it did not fabricate
ESC17363, and that it intendedeeentually use it to operaksscort’'s accused devices.
To find otherwise would reqre an evidentiary hearirfgllowing discovery. While
discovery may reveal fabritan — and support a renewed tioo by Fleming at that time
— the Court cannot now find, on the basis af tlecord, that Escort has fabricated the
source code contained in ESC17363.

However, assuming ESC17363 was not fadied does not res@\vthis motion in
Escort’s favor. Even witkthis assumption, Escort’s production of ESC17363 was
misleading and caused Flemitogwaste considerable msgces holding Escort to
account.

Escort’s production was mesding because it represahtbat ESC17363 was the
current operating source code for the 006 even though Escort was not using
ESC17363 in the Pro 500. At the same tilEas;ort’'s counsel represented to Fleming’s
counsel that all the source code had been pemjwehen in fact that was not true. This
constitutes misleading conclby Escort’s counsel.

This misleading conduct had expensivaseguences. To rebut Escort’s claim
that the Pro 500 was the same as the GK&Sning was required to scour thousands of
lines of source code (22,110 lines contdime961 pages) contained in ESC17363.
Escort’s misleading conductsal required Fleming to fila number of motions to hold
Escort to account. Moreovehe Court has been forcéaspend countless hours to
understand the scope of Escort’s misleading conduct acdngsequences. All of this

could have been avoided if Estbad provided the sourcedae that actually operated the
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Pro 500 as required yocal Rule 3.4(a), instead pfoducing ESC17363 that Escort
knew was not being used to operate any accused device.

An attorney who “multiplies the proceedings in any case unreasonably and
vexatiously may be required by the courstaisfy personally the excess costs, expenses
and attorneys’ fees reasonably incurred because of such con8ee28 U.S.C. § 1927.
The Court also has the inherent power tactian a lawyer for a “full range of litigation
abuses” including for acting “vexatiously3ee Evon v. Law Offices of Sidney Mickell,
688 F.3d 1015, 1035 {(aCir. 2012). “Recklessness soffs for § 1927 sanctions but
sanctions imposed under the district caunmtherent authority require a bad faith
finding.” Braunstein v. Arizona Dept. of Transpg83 F.3d 1177, 1189 {<Cir. 2012).

In this case, Escort’s counsel reprasdrthat ESC17368perated Escort’s
accused devices knowinigat ESC17363 did not operateyaaccused device. This false
representation was beyond reckless and wakenmabad faith because Escort’s counsel
knew it was not true. The Court will theredoaward attorney fees as sanctions under
both § 1927 and the Court'sharent power. Thus, the Cowvill grant Fleming’s motion
for sanctions. Fleming asks the Court to go further and enter judgment against Escort,
but the Court finds that motinited sanctions are the appropriate remedy. Fleming also
seeks an order compelling Escort to show cause why they should not be sanctioned. The

Court’s award of attorney feeésa sufficient sanction at thisage of the proceedings. If
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discovery reveals that source code wasi¢abed, as Fleming alleges, the Court will
allow Fleming to renew its math for an order to show cause.

Despite the Court’s ruling granting th@tion for sanctionsnly in part and
denying the motion for an order to shoause, Fleming filed both motions in a
reasonable attempt to hold Escort toc@unt for the misleading way it produced
ESC17363. Thus, Escort’s vexatious conaaeised Fleming and this Court to waste
time resolving these matteré.ccordingly, the Court will direct Fleming’s counsel to
provide a petition for the fees and costsriwirred in filing thefollowing documents,
and all the supporting documents associatiglal each of these documents: (1) Motion
for Sanctions and to Terminate (docket t4) and reply brief (docket no. 151); (2)
Motion for Request For Order ®how Cause (docket no. 7dnd reply brief (docket no.
94) and response to request for sur-regbcket no. 104); (3) motion for preliminary
injunction (docket no. 145), and all suppogtilocuments and reply brief (docket no.
167); (4) motion to enforce Local Rule 3.4ddor sanctions (dockeno. 107) and reply
brief (docket no. 121); (5) motions to unsédatuments (docket nos. 72, 95 & 117) and

reply briefs (dockehos. 89, 115 & 128).

3 Escort has filed a motion to strike Fleming’s repiief or, in the alternative, to be allowed to
file a sur-reply. Fleming does not object to the suryrepdiuest. Escort’s seeks to strike the reply brief
because it contains new arguments, but by allowing Escort todile-gply, there is no need to strike
Fleming's reply brief. Accordingly, the Court will descort’s motion to the extent it seeks to strike the
brief and will allow Escort to file its sur-reply brieThat brief has already been filed and was examined
by the Court.

* While one of these motions was rendered modEdmort’s filing of its Compatibility Chart,
nevertheless Flemingas compelled to file the motion by Escort’s misleading conduct.
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The Court finds that these filings wetgectly caused by the misleading
representations of Escort’sunsel, and that the filings weaereasonable response to
those misrepresentations. The attorneyafgard is to be paid by Escort’s counsel
Gregory Ahrens and Brett Schatz at thenfof Wood, Herron 8Evans L.L.P. Once
Fleming’s counsel submits his fee petitittme Court will determine the precise amount
of fees to award.

Motion to Compel ESI Information

Fleming seeks to compel &»t to answer questionsgarding how it searched for
electronically stored information. Flemingalseeks sanctions for Escort’s refusal to
provide this information.

Although the allegations in this casaver events occurringnore than 15 years
ago, as well as events stitcurring today, Escort hasgauced almost no e-mail in
response to Fleming’'s 65 documieequests and 12 interrogaesi Escort argues that its
emails are privileged. But Escort has nilgtd a privilege log, and it is unbelievable that
15 years of emails are all privileged.

At any rate, if Escort is claiming its emails are privileged, it must have searched
for and discovered specific emails in respoto Fleming's requests. Recognizing this,
Fleming asked Escort threergle questions: (1) What search terms did you use? (2)
What computers or repositories did you seavithin? and (3) Whaivas the time frame
for your search?

When Escort refused to provide arsamer to these three simple questions,

Fleming was forced to file this motion tompel. The Court will grant the motion.
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There is no way that Fleming — and this Geucan evaluate Escort’s claim that it has
produced everything unless Escort answers the three questioisss especially true
given Escort’s fantastical claim that all thmails it discovered are privileged. Escort’s
stonewalling is yet another example of vexasi conduct by its cosel Gregory Ahrens
and Brett Schatz.

Accordingly, the Court will grant the rtion to compel andequire Escort to
answer the three questions within 10 dayke vexatious conduct of Gregory Ahrens
and Brett Schatz warrants requiring thenpay the attorney fees of Fleming for the
preparation of the motion to compel (docket h®5) and reply brief (docket no. 141). If
the three questions are not fudpd completely answered in 10 days, Fleming may file a
new motion for sanctions.

Motion for Preliminary Injunction

Fleming seeks to enjoin Escortineselling its Pro 80 and Passport Max
products. To be entitled tojunctive relief, Fleming musthow each of the following:
(1) a likelihood of success on the merits; (Httinreparable harm is likely, not just
possible, if the injunction is not granted; {(Bat the balance of equities tips in its favor;
and (4) that an injunction ia the public interestSee Winter v. Natural Resources
Defense Councib55 U.S. 7 (2008). An injunction @& extraordinary remedy to be
awarded only upon a clear showing tR&ming is entitled to such relief.rebro Mfg.,
Inc. v. Firefly Equip.748 F.3d 1159, 1168-ed. Cir. 2014).

Turning to the first requirement, Flemg argues that he is likely to succeed in

proving that the Pro 500 and Passport Maxnge Claim 7 of the ‘038 patent. Fleming
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alleges that although neghproduct was litigated iRleming I,both products infringe
Claim 7 of the ‘038 patent in preciselyetetame manner as the four products found to
infringe Claim 7 inFleming I. Claim 7 of the ‘038 patent depends on Claim 1. In
Fleming I,Fleming proved that Escort infringedagh 1 by showing how the source code
for each accused product issuesabmt when a signal is detected and the radar detector is
located beyond a predetermined ainste from a predetermined positiar,, a position
where false signals have been previoesigountered and “locked out” by the user.
Fleming also proved iRleming Ithat the accused products infringed Claim 7 because
they generated an alert based on compahe frequency of a received signal to the
frequency of a stored signal. Flemingwes that both the PE®O and Passport Max
operate in the same manner and hence infringe.

Escort responds that the Pro 500gsemtially the same @auct as the GX65,
litigated inFleming l,and that Escort therefore has @pap license to sell the Pro 500
because it has paid the juryrdiet into escrow. The Coulias held in earlier decisions
that (1) Escort has a paid-up licenséhwegard to the @ducts litigated irFleming land
(2) there are questions of fact whetherfne 500 is the same product as the GX65.
Given these two findings, the Court cannot retithis point that Fleming has shown the
sufficient likelihood of succss on the issue whether the BA® infringes Claim 7 of the
‘038 patent. The Court is nbblding that it is unlikelfthat Fleming will succeed but
only that the competing positions of thetpes as to the Pro 500 are presently in

equipoise.

Memorandum Decision & Order — page 14



With regard to the Passport Max, Esadaims that the source code it uses is
different from that contained in Claim 7 of the ‘038 pafefithe Passport Max was not
litigated inFleming land has only recently been addedhis case Fleming is asking
the Court to compare compleggments of source codedispute between the parties
and make a finding about the IlIkeod of success at a veryrgastage of this litigation.
The scant record simphjoes not allow the Court to makech a finding with any level
of confidence. Hence, the Court cannot finat Fleming has carried its burden as to the
Passport Max to obtain an injunction against its sale.

The parties have argued over whethardess financial status warrants a finding
of irreparable harm. But the Court need address this issue because the threshold
element for the injunction — some likedibd of success — is not present.

An injunction halting all sales of the dwproducts is an extraordinary remedy
under the law cited above. Fleming Imas$ carried his burden of proving that an
injunction should issue, and msotion will therefore be denied.

Motion to Supplement Patat Invalidity Contentions

Escort moves to supplement its patenalidity contentions on the ground that the
Court has granted Fleming’'s motion to addd&ts Passport Max to the list of accused
devices. It is standard procedure towalkuch supplementation wh a new product has

been added to the case and accusadrafiging the patents at issuerafce Telecom,

> At oral argument, Escort argued for the first time that the Passport Max was the same as the
9500ix litigated inFleming |,and hence would be protected by the paid-up license Escort received. The
Court expresses no opinion on that argument as it is not necessary to resolve at this time.
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S.A. v. Marvell Semiconductor, In2013 WL 1878912 at *6 (N.D. Cal. May 3, 2013)
(holding that after allowingmendment to infringemenbictentions, opposing party may
amend its invalidity contentions)[his motion will be granted.

Motion to Clarify Memorandum Decision

Fleming seeks to clarify the Courtdemorandum Decision staying the case
against the customer defendants. Flemikg asether the Court iended to hold that
the customer defendants will be boundy resolution of patent infringement and
validity issues between Fleming aBdcort. The answer is yeSee Spread Spectrum
Screening LLC v. Eastman Kodak &by F.3d 1349, 1357-5Fed.Cir. 2011). The
customer defendants will nbe permitted to re-litigate Yivhether Escort infringed
Fleming’'s patents, and (2) whether Flagis patents are invalid. Fleming seeks no
clarification beyond this, and the Court wilvginone. As Fleming states, he has “not
sought an order binding the customer defetglamevery finding in the case” and this
decision should not be interpreted as suclappties to the twossues set forth abo¥e.

Motions to Unseal Documents

Fleming seeks to unseal three recefiliy motions. All three contain documents
that Escort produced durimtyscovery in this case and designated as ‘Attorney Eyes
Only.” More specifically theyxontain source code labeled ESC17363-17364. This is the

source code that the Court has discussed at length above.

6 Fleming also argued that if his clarification was gnted, that the stay be lifted. Because the
Court is granting that clarification, the stay will not be lifted.
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Fleming argues that the source codeusth be releaseduplically because it
operates the Pro 500, and Escort has arguedhiin&ro 500 is the same as the GX65, a
product whose source code veahnitted into evidence duririfeming land not sealed
or protected from public view in any mam Escort, however, now claims that the
source code that Fleming wants to makblipu- ESC17363-17364 — does not operate
the Pro 500 and was natlgically revealed ifFleming I. It is true that the source code
that was revealed iRleming |- ESC 10689, 13454, 13458456, 13457, and 14914 —
did not include the source code Fleming noekseo make public. Escort argues that
ESC17363-17364 has neveebepublically revealednd is highly sensitive.

Escort’'s arguments are once again a soof@eistration for both Fleming and this
Court. The three motions that Fleming hagifile unseal this source code were made in
reliance on the misleading representationSswort, discussed above, that this source
code operated the Pro 50By retracting that representation, Escort has once again
caused Fleming and this Courtwaste its time. According) the Court will include all
three motions (and all its supporting documemtghe attorney fee sanction award.

But the fact remains that this sour@&e has never been publically reveal&ee
Coomer Declaration (Dkt. No. 85-&} § 3-4(alleging that the souraade has not been
revealed and “provides Escort with actualremmic advantages ovés competitors”).
While there is a presumption against confidentiality, there are compelling reasons to keep
sealed a company’s source codéamakana v. Citpf Honoluly 447 F.3d 1172 {8Cir.
2006). This particular source code appdyersin no commercial product and was merely

one iteration of a long line of sa@ codes. But it also appears that at least some of this
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source code may have found its watp Escort’'s commercial product&ee Coomer
Declaration (Dkt. No. 85-1at 11 2-10. In other words,Hscort’s competitors obtained
ESC17363-17364, they would have a pathefsource code that is currently running
Escort products and has nebeen publically revealed. &his sufficient to justify
keeping this source code confidential. @tirse, Fleming hinedf has access to the
source code to adequately prepare his caderthe Court’s earlier ruling that he have
access to technical information. But to méke source code available to the general
public would damage Escort competitivedynd so the Court willleny Fleming’s motion
at this time. This denial is without prejadito Fleming’s right to refile the motion if
discovery throws new light on the Cogreissumptions in reling this result.

Fleming has also filed a fourth motionunseal, seeking to unseal the source code
that Escort now claimdoesoperate the Pro 500, ESC 186B3684. Fleming points out
that Escort is arguing in this case that Bro 500 source codetise same as the GX65
litigated inFleming . If that is true, the Pro 500 sourcede is already in the public
domain because the source ctitit operates the GX65 wasroduced into evidence in
Fleming Iwithout being sealed or proted in any manner by Escort.

“Unlike private materials ursgthed during discovery, judicial records are public
documents almost by definition, and thefic is entitled to access by default.”
Kamakana v. City of Honolulu447 F.3d 1172, llSOT%ir. 2006). If Escort is right
that the two devices are operated by the ssoonece code, Escort has no ground to object
to disclosure because it failéal protect the source codekieming I. But Escort argues

that some modifications have beendado the Pro 500 source code sikteEming |,and
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so ESC 18683-18684 is slightly diffetefrom the source code admittedHleming L

But Escort is not withdrawing its argumehat the two products are identical for
infringement purposes. Escort attempts tateacake and have it to, an impossible feat

in the real world and a forhildn argument in the legal world. The motion to unseal ESC
18683-18684 (along with the other material abfected to by Esecbin docket no. 94)

will be granted.

Second Motion to Dismiss

Fleming seeks to dismiss a number ofdtss allegations in its affirmative
defenses and counterclaims. The Court will examine each.

Fleming challenges Escorfiird Affirmative Defense tat raises an invalidity
defense to all three patents. Fleming recogmithat the ‘905 patéwas not litigated in
Fleming I,but argues that Escort lass invalidity challenge irFleming | to the ‘038 and
‘653 patents and cannotitgate those issues here.

There is no dispute that with regaadthe claims aaally litigated inFleming I—
claims 3, 5-7, and 25-28 of the ‘038 patand claims 22, 24, 333, 38, and 41 of the
‘653 patent — the doctrine of claim prectusapplies to block t#igation of defenses
concerning these claims.evi Strauss & Co. v. Abetombie & Fitch Trading Cg 719
F.3d 1367, 1371-72 (Fed.Cir.2B). Accordingly, Escort’$hird Affirmative Defense as

it relates to these claims from tleesvo patents will be dismissed.

! In a separate motiomscort seeks to file a redacted version of a Court order. The Court can
find no reason to do so, and will deny that motion.
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Fleming also seeks to dismiss invalidityfeleses relating to claims not litigated in
Fleming I. If Escort could have raisdtiose invalidity defenses Fleming Ibut failed to
do so, they are now barred from laighg them in this actionSee Roche Palo Alto LLC
v. Apotex, InG.526 F.Supp.2d 985, 997 (N.D.C&®) (applying issue preclusion to
earlier validity determinatioto prevent assertion of even un-asserted invalidity
arguments). IMpplied Medical Resources Comnp U.S. Surgical Corp352 F.Supp.2d
1119 (C.D.Cal. 2005), a casendar to the present casedafendant in the position of
Escort tried to argue that it had retairadinvalidity argument based on obviousness
because the first jurgnly considered invalidity baseuoh other groundéuch as best
mode and public use). The court rejedteslargument, applying claim preclusion and
holding that “validity, in thgpatent context, is a single issue for purposes of collateral
estoppel.”Id. at 1126.

The analysis of these cases does not applyever, when the claims at issue have
not been subjected to amvalidity analysis in the first trial. 1Brain Life, LLC. V. Elekta
Inc., 746 F.3d 1045, 1055 {aCir. 2014) — a similar casevolving a second lawsuit on
patents litigated in an earlier-filed lawsuit -e t@ircuit refused to apply claim and issue
preclusion to validity challenge®ncerning patent claimsabwere not litigated in the
first trial, even though validitghallenges had been made concerning other claims of the
same patent.

In the present case, Flemingthdrew certain claims duringleming |,and Escort
correspondingly withdrew its \idity challenges to those claims. Thus, there was never

an adjudication of the validityf the withdrawn claims ifleming |. Pursuant tdrain
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Life, Escort’s invalidity challenges to thatindrawn claims in its Third Affirmative
Defense cannot be dismissed unclam or issue preclusion.

In summary regarding the ThirAffirmative Defense, the Court will grant only in part
Fleming’s motion to dismiss. The Court wgilant that portion of the motion seeking to
dismiss Escort’s invalidity defense to the claims akkiyditigated inFleming |- claims
3, 5-7, and 25-28 of the ‘038 patent at@ims 22, 24, 31-33, 38, and 41 of the ‘653
patent. The motion will be denied in all other respects.

Turning to the Fourtiffirmative Defense, Escort alies that Fleming is estopped by
prior art and statements it made to the RIL@Ng the patent reissue process. Once
again, to the extent that this defensels to relitigate issuedready resolved iRleming
I, the defense will be stricken. But parttbé Fourth Affirmative Defense argues that
Fleming is estopped by statemehé&ésmade to the PTO after tRkeming llitigation.

Those matters have not been previously liggat and could not kia been raised in
Fleming | —and thus Fleming’'s motion to dismisannot be granted as to these
allegations in the Fourth Affirmative Defense.

Fleming seeks to dismiss those allegationthe Fifth Affirmative Defense that
Fleming is equitably barred by unclean handches, and double patenting. Those
matters were fully litigatd and resolved iRleming Iwith regard to claims 3, 5-7, and
25-28 of the ‘038 patent and claims 22, 24,33, 38, and 41 dhe ‘653 patent. The
motion will be granted to that extent. The Fifth Affirmative Defense contains other

allegations but Fleming is neeeking to dismiss them aidlime. The same analysis
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applies to Fleming's challenges to the Sekekighth, and TentAffirmative Defenses
and its Second and Third Counterclaims.

In conclusion, the Court will grant that pion of Fleming’s motion to dismiss that
seeks to dismiss the Third, Fourth, Fifeventh, Eighth,ral Tenth Affirmative
Defenses, and Second and Th@rmunterclaims, as to their allegations regarding claims
3, 5-7, and 25-28 of the ‘038 patent at@ims 22, 24, 31-33, 38, and 41 of the ‘653
patent.

Fleming’s Motion for Protective Order

The parties have been unatdeagree on a protective orda this case, and so it
falls to this Court to resoévtheir disputes. Escort seek prosecution bar provision in
the protective order that would bar Fleming fraging anything he obtains in this case to
prosecute a patent application before the PTi@ well-established that Escort bears the
burden of showing good causeinalude a patent prosecutibar in the protective order.
In re Deutsche Bank Trust Co. Americé85 F.3d 1373, 1378 (Fe@ir. 2010). Here,
Fleming and his counsel represent that Flensngpt engaged in arpatent prosecutions
that “have anything to deith Escort’s business.See Fleming Reply Brief (Dkt. No.
108)at p. 6;see also Fleming Affidavit (Dkt. No. 81&?)Y 13. Escort offers nothing to
cast doubt on Fleming’s assertion. Haviaded to put forward any reason why a
prosecution bar should be placed in that@ctive order, Escort has failed to carry its
burden and the Courtilvnot order that it be includenh the protective order.

Escort argues next that Flemingpahd be barred from giwing any sensitive

financial information producebly Escort. Escort’s financegere discussed in detail in
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public testimony that was not sealed durfiitgming |. When Escort later sought to seal a
portion of that testimony, th@ourt refused, holding that Escort allowed the testimony to
be admitted during the trialithout objection and that it wamw in the public domain.

See Memorandum Decisionkiteming | (Dkt. No. 336at pp. 6-7. Given this history,

and Escort’s failure to identify a single document produced in this case revealing
sensitive financial information, the Court fintf&t Escort has failetb carry its burden

of justifying a financial iformation ban on Fleming.

Finally, Escort seeks a provision thatwaallow counsel to discuss with Fleming
Escort’s finances in general but not showrfing any specific document or discuss with
him any specific financial information. Thealysis of this requested provision is the
same as the complete bar just discussesteab Escort has not carried its burden of
showing that this bar is jtiBed and it will be rejected.

In conclusion, the Court will grant Fleng’s motion for protective order along the
lines set forth above.

Fleming’s Motion to Add New 9500ix to Case

Fleming moves to add Escort’s 950@adar detector to his infringement
contentions. The Court earlier dismisseéniing’s infringement claims against the
9500ix in this casbecause they had betuily litigated in Fleming I. Fleming now

offers evidence that the 9500ix was substéptraodified by Escorafter the trial in

8 This motion also contained a request for §ans. The Court has ruled on sanctions while
addressing other motions and so histion of the motion is moot.
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Fleming I,and is no longer the same product. The resuttaming lis given preclusive
effect only if the new 9500iproduct is “essentially theame” as the 9500ix product
litigated inFleming I. Acumed LLC v. Stryker Corp25 F.3d 1319, 131 (Fed. Cir.
2008). Fleming has made a threshold showhiag the two products are quite different.
The Court need not hold at thime that the two productse sufficiently different that
preclusion would not apply. On a motionaimend, the Court “should freely give leave
when justice so requires3ee Fed.R.Civ.P. 15(a).he Court need only find that the
amendment would not Watile and would not caesundue prejudiceSee Sanofi-Aventis
v. Apotex Inc.659 F.3d 1171, 1182 (Fé&zir. 2011). Here, Fleming has offered evidence
showing that the amendment would nofflsie, and the Court can find no undue
prejudice. For all these reasons, the motidhbe granted. Because this ruling is based
on the lenient standard of Rule 15, Escaires the right at some later point to seek
dismissal of the claim on the ground that‘thew” 9500ix is essentily the same as the
9500ix litigated inFleming |I.

Motion to Compel Privilege Log

Fleming has filed a motion to compel Esdorfile a privilege log. Escort agreed
to file a log, and after negotiations, the partgreed that the followy items need not be
logged because they veeclearly privileged:

1. No communications between MFleming and his retained outside

counsel concerning the Fleming wov@rstone matter need to be logged.

2. No communications between MFEleming and his retained outside

counsel concerning Fleming v. Escaet al. (Case No. 1:09-cv-105) need
to be logged.
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3. No communications between MFleming and his retained outside
counsel concerning Fleming v. ColiEdectronics Corp., et al. (Case No.
1:12-cv-392) need to be logged.

4. No communications between MFleming and his retained outside
counsel concerning Fleming v. Escat,al. (Case No. 1:12-cv-0066) need
to be logged.

5. No communications between EscorBedtronics and its retained outside
counsel concerning Fleming v. Escaat al. (Case No. 1:09-cv-105) need
to be logged.

6. No communications between EscorBeitronics and its retained outside
counsel concerning Fleming v. Escat,al. (Case No. 1:12-cv-0066) need
to be logged.

7. No communications between MEleming and his retained outside
counsel concerning the reexaminatignoceedings for his patents need to
be logged.

The parties were unable to agree on mlmer of other points, however. The Court
will resolve each point below.

Escort argues that it should not beckxd to log any communications between
codefendants in this case. Escascases supporting a privilege for such
communications when thereascommon interest among defendants. But Escort makes
no specific argument that any particular glment is protected by the “common interest”
privilege. Moreover, Escort’'s argumenfpisemature. Escorust list the “common
interest” documents in a privilege log and tlskiow specifically, ag each one, why the
privilege exists. To absolescort from having to log theslocuments would be to give
Escort the unreviewable right to determinifgge. That would be clearly improper.

The Court rejects this argument of Escort.

Escort also seeks to avoid logging (1) discussions between non-lawyer employees

of Escort that took place after the lawsuitsvided; and (2) discussions between Escort

and its board members or investors. The sanadysis applies. By not being compelled
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to log and justify the assertion of privilefg each such document, Escort would have
the unreviewable power to resolve privilagsues. The Courtjexts Escort’s position
for the same reasons set forth above.

The motion to compel prikege log will be granted.

ORDER

In accordance with the Memoramd Decision set forth above,

NOW THEREFORE IT IS HEREBY ORDERE; that the motion for sanctions
and to terminate (docket no. 144) and the amofor an order to show cause (docket no.
71) are GRANTED IN PART AND DENIED INPART. They are granted to the extent
they seek as sanctions thweney fees incurred by Fleming in preparing and arguing the
following: (1) Motion for Sanctions and @erminate (docket no. 144) and reply brief
(docket no. 151); (2) Motion fdRequest For Order to Sha®ause (docket no. 71) and
reply brief (docket no. 94) diresponse to request for sur-reply (docket no. 104); (3)
Motion for Preliminary Injuncbn (docket no. 145), and refddyief (docket no. 167); (4)
motion to enforce Local Rule 3.4 and fonsons (docket no. I0 and reply brief
(docket no. 121); and (5) motion to unseal documents (docket no. 72) and reply brief
(docket no. 89). This award includes #itorney fees incurcein preparing all

supporting documents for these filings as wélhe attorney fee award is to be paid by

% Escort also filed a motion to compel the filingeofedaction log, to force Escort to justify its
redactions, that were based mainly on privileBecause the Court has now ordered the filing of a
privilege log, Escort must justify its redactions as péthe privilege log. Thus the motion to compel the
filing of a redactions log is moot.
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Escort’s counsel Gregory Alms and Brett Schatz at the firm of Wood, Herron & Evans
L.L.P. Fleming shall subm petition detailing the attorney fees and costs incurred in
preparing these filings, and the Court will detemathe precise amount of fees to award.
The motion is denied in all other respects.

IT IS FURTHER ORDEREDthat the motion to compeégarding electronically
stored information and for samans (docket no. 135) is GRANED. Escort shall answer
the three questions set forth above regarthegscope of its search for electronically
stored information within 1@ays from the date of th@rder. The Court sanctions
Gregory Ahrens and Brett Sdhador vexatious conduct anmdquires them to pay the
attorney fees of Fleming for the preparatofrthe motion to compel (docket no. 135) and
reply brief (docket no. 141)Fleming shall submit a petitiaretailing the attorney fees
and costs incurred in preparing these filirgsd the Court will determine the precise
amount of fees to award.

IT IS FURTHER ORDERED, that the riion for preliminary injunction (docket
no. 145) is DENIED.

IT IS FURTHER ORDERED, thahe motion to strike, or ithe alternative to file
sur-reply brief (docket no. 10 is GRANTED IN PART AND DENIED IN PART. The
motion is granted to the extent it seeks alloveatacfile a sur-reply brief. It is denied to
the extent it seeks to strike Fleming’s brief.

IT IS FURTHER ORDEREDthat the motion to enfoecLocal Rule 3.4 (docket

no. 107) is DEEMED MOOT.
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IT IS FURTHER ORDERED tht the motion to supplement patent invalidity
contentions (docket no. 76) is GRANTED atefendants shall file their supplement
within twenty (20) days fnm the date of this Order.

IT IS FURTHER ORDERED, that the rtion to clarify (docket no. 77) is
GRANTED, and that the cuminer defendants will be bouty the resolution of the
following two issues between Fleming aasicort: (1) whether Escort infringed
Fleming’'s patents, and (2) whether Fleming’s patents are invalid.

IT IS FURTHER ORDERED, that the Smtd Motion to Dismiss (docket no. 79) is
GRANTED IN PART AND DENIED IN PART. lis granted to thextent it seeks to
dismiss Escort’s Third, Fourth, Fifth, Sexk, Eighth, and TentAffirmative Defenses,
and Second and Third Counteioia, as to their allegatiomsgarding claims 3, 5-7, and
25-28 of the ‘038 patent and claims 22, 24,33, 38, and 41 of tH653 patent. Itis
denied in all other respects.

IT IS FURTHER ORDERED, that the rtion for protective order and sanctions
(docket no. 81) is GRANTE IN PART AND DECLAREDMOOT IN PART. The
motion is granted to the extent it seegpr@val of the protective order submitted by
Fleming without a prosecution bar and withauestriction on his viewing financial
information. Itis deemed moot witlegard to its request for sanctions.

IT IS FURTHER ORDEREDthat the motions to unak(docket nos. 72, 87 &
117) are DENIED.

IT IS FURTHER ORDERED, that the rtion to unseal (docket no. 95) is

GRANTED.
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IT IS FURTHER ORDERED, tht the motion to file redacted version (docket no.
105) is DENIED.

IT IS FURTHER ORDERED, tht the motion to add the 9500ix (docket no. 86) is
GRANTED.

IT IS FURTHER ORDEREDthat the motion to compel privilege log (docket no.
124) is GRANTED.

IT IS FURTHER ORDERED, that thmotion to compel redactions log and

sanctions (docket no. 119) is DEEMED MOOT.

DATED: September 29, 2014

B Wi

B. L n inmill
Chief Judge
United States District Court
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