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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

WM WRIGLEY JR. COMPANY, a )
Delaware Corporation, )
)
Raintiff, )
)
V. ) CASENO. 04-cv-00346
)
CADBURY ADAMS USA LLC, a ) Judge Robert M. Dow, Jr.
Delaware limited liability company, )
Defendant. )

MEMORANDUM OPINION AND ORDER

Before the Court are two related motions, ofexlfby each party in this patent case. In
its motion [319], Defendant Cadbury Adams USA L[Cadbury” or “Defendant”) renews its
request for Federal Rule of \@li Procedure 54(b) certificain and also requests deferral of
certification to permit resolution of its inequitaldonduct and literal infigement counterclaims.
In its motion [322], Plaintiff WmWrigley Jr. Company (“Wrigley’dr “Plaintiff”) seeks entry of
judgment under Rule 54(b) and a stay of thmaiming Cadbury counterclaims. For the reasons
set forth below, Plaintiff’'s motion [322] is greed and Defendant’'s motion [319] is granted in
part and denied in part. Having determined #Hrainterlocutory appeal is warranted, the Court
respectfully disagrees with Defendant thatitieation should be derred pending trial on two
of its remaining counterclaims.

l. Background
Because the procedural background of this case is somewhat complex, a short summary

is appropriaté. On January 20, 2004, Plaintiff filed a complaint [1] against Defendant, alleging

! For a much fuller discussion, see the Court’s mijonion, 631 F. Supp. 2d 1010 (N.D. IIl. 2009).
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infringement of Claim 34 of U.Satent No. 6,627,23@he “233 patent. The ‘233 patent is
related to what Wrigley claims is a novelegéing gum composition containing physiological
cooling agents. On March 2, 2005, Cadbury fdeHourth Amended Answer and Counterclaim
[66], alleging infringemet of U.S. Patent bl 5,009,893 (the “893 patent)and seeking
declaratory judgments of invaitg and non-infringement of Clai 34 of the ‘233 patent and
unenforceability of the ‘233 patent due to inequitable conduct. In Wrigley’s Reply and
Counterclaims to Cadbury’s Fourth Amendadswer and Counterclaim [75], Wrigley filed
counterclaims of antitrust, waf competition, false patent marking and sought declaratory
judgments of invalidity and non-infringement o€&tt893 patent and unenfagability of the ‘893
patent due to patent misuse.

On April 22, 2005, Judge Zagel (the judge to whom this case previously was assigned)
stayed Wrigley’s antitrust counterclaim pending tbsolution of the patent infringement claims.
Wm. Wrigley Jr. Co. v. Cadbury Adams USA LRG05 WL 936928, at *2 (N.D. Ill. April 22,
2005). On May 18, 2007, Judge Zagehstrued the meaning of certain disputed claim terms.
Wm. Wrigley Jr. Co. vCadbury Adams USA LL GO0 F. Supp. 2d. 922, 929-936 (N.D. lIl.
2007). On December 6, 2007, the casen@assigned to this Court’s docket.

In its order of June 26, 2009, the Court hest several motions for summary judgment,
finding that: (1) Claim 34 of Wrighgs ‘233 patent is invalid; (2Cadbury’s ‘893 patent is not

invalid; and (3) the use diNS-23 in Wrigley’'s commerciathewing gum products did not

2 Wrigley’s Complaint alleged: “By making, using, piorting, selling, and/or offering to sell its Dentyne
Ice® and Trident Whit& chewing gums, Cadbury has infringed claim 34 of the ‘233 patent directly,
contributorily, and/or throughout inducement.” Complaint at § 14.

3 Cadbury alleged: “Wrigley has been and stillingringing the ‘893 patent by making and selling
chewing gum products, including chewing gums sold in the United States under the brarftisr@irbit
Eclips€, that embody the patented invention.” Cadbury’s Fourth Amended Answer and Counterclaim at
117.



infringe Cadbury’s ‘893 patent either litesalbr under the doctrine of equivalentd/m. Wrigley

Jr. Co. v. Cadbury Adams USA L1631 F. Supp. 2d 1010, 1025-1052 (N.D. Ill. 2009)
(hereinafter the “June Order”). In the Junel€r the Court also denied Cadbury’s cross-motion
for summary judgment of literal infringement tife ‘893 patent by Wrigley's experimental
chewing gum formulas, finding thdtsputed issues of fact prevented resolution of the claim on
summary judgment.

On July 10, 2009, Wrigley filed a motion fogconsideration of the Court’s ruling on
invalidity of Claim 23 of the ‘233 patent.296]. Shortly thereaftegn July 27, 2009, Cadbury
moved for Rule 54(b) cefication on the Court’s ruling thairigley’s commecial products had
not infringed the ‘893 patent. [302]. In itdirigs, Cadbury took the position that the June Order
“resolved all matters regarding Cadbury’s infringemecliaim against Wrigley commercial
products.” Id. Cadbury further explained that its doo¢ of equivalents (“DOE”) claim was
directed against specific Wrigley products, anel‘'DOE claim has been finally decided” by the
June Order. (Mem. in Support of Request @artification for Appeal303], at 1). Cadbury
argued that the Court’'s decision was “basedagure issue of law” and the question had “no
overlapping factual or legal considerationghwany of the claims still pending between the
parties.” (d. at 1) (emphasis in original). SpecifigalCadbury asserted dhits still-pending
claim of literal infringement othe ‘893 patent by Wrigley’'&xperimentalproducts “has no
factual overlap” with its doctrine of equivals claim which, as noted above, was directed
against other “distinct” Wriglegommerciabroducts.Id. at 3. At the time oits original request
for certification for appeal, Cadbury recogniztdtht in all likelihood Wrigley would seek

certification of the Court’s ruling othe invalidity of the ‘233 patent.ld. at n. 1. Cadbury



asserted that “the interestsjodlicial economy are best serviey consideration of both decisions
together by the appellate courtd.

The Court did not immediately rule on ddaury’s motion for certification; instead, the
parties stipulated that Cadbury’s motion for cexdifion for appeal would be stayed pending the
Court’s ruling on Wrigley’s motion for recongdation. [307]. On March 30, 2010, the Court
denied Wrigley’s motion for reconsideratioB 1], and denied Cadbury’s motion for Rule 54(b)
certification without prejudice [314]This Court, however, allowedédlparties to file Rule 54(b)
motions in light of the disposition of Wrigley’s motion for reconsideration. [314].

On April 29, 2010, the parties filed a jointats report [318], wibh identified eight
claims pending before the Court:

A. Wrigley’s Remaining Claims

1. Declaratory Judgment of Unenforcedbpildue to patent misuse by Cadbury

concerning the ‘893 patent

2. Declaratory Judgment for Non-infringement of the ‘893 patent by Wrigley

3. False Patent Marking

4. Unfair Competition — Lanham Act

5. Antitrust under Sherman Act (stayed- amtswer or counterclaim has yet been
filed by Cadbury and no discoveryshaken place on this claim)

* % %

B. Cadbury’s Remaining Claims

1. Declaratory Judgment of Inequitabler@uct by Wrigley under the ‘233 patent
2. Literal willful Infringement of the'893 patent concerning certain Wrigley
experimental formulas.

3. Infringement of the ‘893 patent am@rning Wrigley commercial mint products.

Wrigley has now expressed its willingnesdake judgment on its claims for false patent
marking and unfair competition so long as Wriglegghts to appeal are gserved. [326]. As

noted above, Wrigley’s antitrust claim has beeayedt for years. In the joint status report,



Cadbury stated that it would likely stipulate to themissal of its claim for infringement of the
‘893 patent by Wrigley commeial mint products, [318].

As anticipated by Cadbury, on April 22010, Wrigley moved foentry of judgment
under Rule 54(b) on the Court'ding on the invéidity of Claim 34 of the233 patent and a stay
of the remaining counterclaims. [322]. Om ttame day, Cadbury renewed its request for Rule
54(b) certification of this Gurt's determination of non-infigement of the ‘893 patent by
Wrigley commercial chewing gum products. [31$owever, this time around, Cadbury altered
its position. It now argues thRule 54(b) certification of thenwvalidity of Wrigley’s ‘233 patent
should be deferred to permit the resolutiofCaflbury’s claims on inequitable conduct under the
‘233 patent and literal willful infngement of the ‘893 patent.d[]. Notwithstanding its prior
arguments that there were “pwerlapping factual or legal consi@tions with any of the claims
still pending between the partiggfeventing certification of thguestion of whether Wrigley had
infringed its patent, Cadbury noasserts that “Cadbury’s imfigement claim and Wrigley’s
invalidity ruling are inexicably intertwined.” [327]. Furthermerin what it styles its “Reply in
Support of Its Motion for Deferral of Certificatidnder Rule 54(b),” Cadbury for the first time
expresses doubt as to fiveality of the Court’s denial of GHoury’s claim for infringement of the
‘826 patent. [327]. Now, Cadbury is essally arguing (in aeply in support ofts own motion
for certification under Rule 54(b))dahRule 54(b) certification may leappropriate for lack of a

final judgment.

* Such a stipulation makes sense, so long as Cadbury’s rights on appeal are preserved. Cadbury has not
discussed its “commercial mint” claim in any of its briefing on the pending motions. Indeed, during the
briefing on Wrigley’s motion for partial summagjudgment on non-infringement of the ‘893 patent,
Cadbury accused Wrigley of “purposely exclud[ing] i&igs mint products,” from its motion so as to

block a later entry of a Rule 54(b) judgment. At tliae, the parties appeartm agree that the absence

of a judgment on Wrigley’s “commercial mint” products would not stand in the way of a Rule 54(b)
certification of this Court’s ruling of infringement tiie ‘893 patent from being a final judgment. See

June Order, 631 F. Supp. 2d at 1045.



In sum, the parties agree that the claimslveslan the June Ordeshould be certified for
appeal under Rule 54(b) and that both appsgladsild be heard together. The only dispute is
whether “a short bench trial” teesolve Cadbury’s two outstangdi claims should precede the
appeal.

Il. Legal Standard

In an action involving multiple claims or mydte parties, the district court “may direct
entry of a final judgment as to one or more, but fetan all, claims or pées only if the court
expressly determines that there is no just reésodelay.” Fed. R. CivP. 54(b). Rule 54(b)
provides “a practical means of petiimg an appeal to be taken from one or more final decisions
on individual claims, in multiple claims actis, without waiting for final decisions to be
rendered on all the claims in the case&séars, Roebuck & Co. v, Mack&bl U.S. 427, 435
(1956). The Supreme Court has interpreted Rule 54(b) certification as involving a two-step test.
Curtiss-Wright Corp. v. General Elec. Cat46 U.S. 1, 7 (1980). Firsh district court must
determine whether the judgment on airrl to be appealed is finald. (“It must be a ‘judgment’
in the sense that it is a decision upon a cognizahblen for relief, and it must be ‘final’ in the
sense that it is ‘an ultimate disposition of an individual claim entered in the course of a multiple
claims action.” (quotingSears, Roebuck & Ca351 U.S. at 436)). Second, a district court must
determine whether there is any just reason for ddihyat 8. In determining whether there is no
just reason to delay the appedlindividual final judgments, “a dtrict court must take into
account judicial administrative interests as well as the equities involMed.at 8. A district
court considers “such factors as whether the claims under reviemwseparable from the others
remaining to be adjudicated and whether the reatdi the claims already determined was such

that no appellate court would hate decide the same issue more than once even if there were



subsequent appeals.”ld. The Federal Circuit has explained that “[d]istrict courts have
substantial discretion in determining when there is no just cause for delay in entering judgment
under Rule 54(b).”Intergraph Corp. v. Intel Corp253 F.3d 695, 699 (Fed. Cir. 200t)tifhg

Cold Metal Process Co. v. dad Engineering & Foundry Co351 U.S. 445, 452 (1956)).

lll.  Analysis

A. Wrigley’s Rule 54(b) Motion.

Wrigley seeks certification under Rule 54(byfmpeal the Court’s rulg that Claim 34 of
Wrigley’s ‘233 patent is invalid. Cadbury and iley do not dispute that the court’s ruling on
invalidity of Claim 34 of the ‘233 patent isfmal judgment under Rule 54(b), but they dispute
whether there is juseason for delay.

As a first step for Rule 54(b) certification,ettfCourt must satisfy itself that the June
Order granting Cadbury’s motion for summary judgimen invalidity of the¢233 patent was in
fact a final judgment even though the ufio did not determine Cadbury’s claim on
unenforceability of the ‘233 patent due to inequitable contitithe portion of the June Order in
which the Court found Claim 34 of the ‘233 patembe invalid as both anticipated and obvious
was a final judgment becausemvias “an ultimate disposition of andividual claim entered in the
course of a multiple claims action.’Sears, Roebuck & Co0351 U.S. at 436. This ruling
disposed of Wrigley’s claim on infringememtdaCadbury’s counterclaim of non-infringement of
the ‘233 patentSee, e.g\W.L. Gore & Assocs., Inc975 F.2d at 863. The only remaining claim
related to the ‘233 patent is Cadbury’s counterclaimanenforceability of the ‘233 patent due to
inequitable conduct. That canclaim, however, does not affébe finality of the judgment—

once the Court held Claim 34 of the ‘233 patenalid, Wrigley’s irfringement claim was

® The final judgment under Rule 54(b) certificatiommat be satisfied by stipulation of the parties
because “[t]he requirement of finality is a stary mandate and not a matter of discretiow’L. Gore &
Assoc., Inc. v. Int'l MedicdProsthetics Research Assoc., 875 F.2d. 858, 862 (Fed. Cir. 1992).



completely disposed of notwithstanding theegance of the unadjudicated counterclaim for
inequitable conduct. See.

Having determined finality as to the Courtiding on invalidity of the ‘233 patent, the
Court must determine whether there is any jeason to delay the appeal. Fed. R. Civ. P. 54(b).
Cadbury argues that factual issues regardingatsterclaim on inequitde conduct “overlap”
this Court’s ruling on the invality of Claim 34 of the ‘233 gant, and thus the counterclaim
should be resolved in a short bberigal prior to any ppeal. In particular, Cadbury contends that
the prior art at issue includes the Parrish letithe Furman reference, and other technical
aspects of S-23 prior art, and notes that the Counsidered the Parrish article in determining
the invalidity of Claim 34 of the ‘233 patent.

This Court respectfully disagrees with dbary that this purpoed factual overlap
justifies a delay of the appeal. “Inequitablendoct includes affirmativenisrepresentation of a
material fact, failure to disclose material infation, or submission of false material information,
coupled with an intent to deceiveTherasense, Inc. v. BeataDickinson & Co. et al.593 F.3d
1298, 1300 (Fed. Cir. 201Qetition for reheamg en banc granted2010 WL 1655391 (Fed.
Cir. April 26, 2010) (quotindnnogentics, N.V. v. Abbott Lab$12 F.3d 1363, 1378 (Fed. Cir.
2008)). The core issue on appeal here wouldhtether Claim 34 of the233 patent is invalid as
anticipated and/or obvious. Cadbury’s countenclan inequitable conduct is directed primarily
to prior art and the conduct andent of individuals allegedly assiated with the prosecution of
the ‘233 patent application. Aexplained by Wrigley in its sponse brief [326], the court of
appeals need not delve into these factual isssgecally the issue of Wrigley’s intent) in order
to review the Court’'s legal conclusion thataidh 34 of the ‘233 patent is invalid. See

Therasense, Inc593 F.3d at 1300 (partgsserting inequitableoaduct claim must prove the



threshold level of materiality of the withheld mrisrepresented priortaand the threshold level
of intent to deceive the examiner).

In support of its argument that deferral adrtification is waranted, Cadbury cite®2
Micro Int’l Ltd. v. Monolithic Power Sys., InR@007 U.S. Dist. LEXIS 56431, at *17 (N.D. Cal.
2007). There, the court held that the “oaprlbetween invalidityand inequitable conduct
defense” was a “factor which weigh[ed] agaigsanting partial judgment” under Rule 54(b).
However, many factors differentia@2 Micro Int’l Ltd. from the present case. Most importantly,
in O2 Micro Int'l Ltd. therewasin fact overlap between the invalidity and inequitable conduct
defenses—as discussed, no similar agemrexists here.Furthermore, thé2 Micro Int’l Ltd.
court denied (not deferred) the request for Radléb) certification in larger part because of two
pending related cases involving tk@me patent (one of which sv&ully briefed in the Federal
Circuit), a concermot present hereld. The present case, instead is more lilkagecube LLC v.
The Boeing Co. et al2010 U.S. Dist. LEXIS 5252, at *3 n(RI.D. Ill., Jan. 22, 2010). There,
this Court found that “the presence of [a] frmolous counterclaim ‘does not render a Rule
54(b) certification improper.’1d. at *10 (citation omitted§.

Finally, the Court concludes thgtidicial administrative inteests as well as the equities
involved” (Curtiss-Wright,446 U.S. at 8) also counsel favor of permitting an immediate
appeal. In regard to the former, the Courtesahat the Federal (€uit’s decision grantingn
bancrehearing inTherasenceould have a significant effect dhe appropriate standards to be

used in determining an inequitable conductnaldor counterclaim). It makes little sense to

® Furthermore, even if the Court accepts Cadbury’slasnocy assertion that there is some factual overlap
concerning the Parrish article, “factual overlap amly tangential issues or on ‘one aspect’ of a
counterclaim is not adequate to show an abfiskscretion” in granting 54(b) certificationV.L. Gore &
Assocs., In¢ 975 F.2d at 864. In fact, the Federal Circuithneld that “[e]ven for claims that arise out of
the same transaction or occurrence, sound case manageayewarrant entry of partial final judgment.”
Intergraph Corp. v. Intel Corp253 F.3d 695, 699 (Fed. Cir. 2001).



proceed with a mini-trial on Cadbury’s inequitable conduct claim when the Federal Circuit is
considering whether to reviske applicable legal standa See [321-1], Exhibit ATherasense
Order on Petition for Rehearing.

The Court also does not agree that Cadbuiggal infringement claim against Wrigley
should be resolved prior to an appeal regardegvalidity of the ‘233 patent. On appeal, the
Federal Circuit will have occasido consider this Court’s clai construction of various terms,
including the term “menthol,” which Cadhumrgues is common to both the ‘233 and ‘893
patents. “Thus, to the extent that the claand counterclaims are linteat least by a common
claim construction, any views on claim constructibat the Federal Circuit expresses should it
agree to hear [Wrigley’s] appeal immediately would inform the litigatd the counterclaims
following the disposition of the appeallinagecube LLC2010 U.S. Dist. LEXIS 5252, *12.

The final matter is Cadbury’s argument thatiy’s motion for Rule 54(b) certification,
filed on April 29, 2010, was untimely. The Coumnds this argument unpersuasive. While it is
true that several decades ago the Seventh Cieldt that “as a general rule it is an abuse of
discretion for a district judge tgrant a motion for a Rule 54(b) order when the motion is filed
more than thirty days after the entry of adjudication to which it relagigefer v. First Nat'l
Bank of Lincolnwood465 F.2d 234, 236 (7th Cir. 1972)), no similar time limit has been imposed
under Federal Circuit law (seeg. Intergraph Corp. v. Intel Corp253 F.3d 695, 699 (Fed. Cir.
2001) (“District courts have sutastial discretion in determininghen there is no just cause for
delay in entering judgment under IRb4(b)”). The Federal Cinit specifically has held that
“Federal Circuit law applies to Rule 54(b) dication and appellate jurisdiction issuesState
Contracting & Engineering Corp. v. Florid®58 F.3d 1329, 1334 (Fedir. 2001); see alslor,

LLC v. Google, Ing 550 F.3d. 1067, 1072 (Fed. Cir. 2008) (“Whether an order is sufficient to

10



confer appellate jurisdictionnder Rule 54(b) is a questia Federal Circuit law”);Storage
Tech. Corp. v. Cisco Sys., In829 F.3d 823, 830 (Fed. Cir. 2003) (“Under Federal Circuit law,
which we apply instead of remal circuit law to issuesnvolving Rule 54(b) certification
***™). And the parties have not cited — nbas the Court’s research uncovered — any Federal
Circuit decisions adopting or following the Sevefircuit’s general rul@roviding for a 30-day
time deadline for motions for Rule 54(b) certificatfon.

In any event, even if some version of theda@ “clock” did apply in this case, it would
not cause Wrigley’s motion to be untimely. Aadbury has recognized, the “Seventh Circuit
30-day clock is theyeneral rulewith justifiable exceptionpermitted for certification.” Def.
Mem. at 5-6 [321] (emphasis added) (citiRgbbins v. B&B Lines, Inc1986 U.S. Dist. LEXIS
26526, *6-9 (N.D. Ill. April 18, 1986)). IRobbins the court found that equitable concerns
allowed the movant to avoid ttg@eventh Circuit’'s 30-day time litn Here, the Court instructed
the parties to hold off on their motions for cicaition for appeal while it considered Wrigley’s
motion for reconsideration. If that motionchdeen granted, it may well have affected the
suitability of this case for immediate appedNrigley should not be pusined for delaying in
accordance with this Court’s imgttions. Under these circuragtes, Wrigley’s motion is not
untimely under Federal Circuit law.

B. Cadbury’s Rule 54(b) Motion.

The Court now turns its atteati to Cadbury’s request to aéytfor appeal this Court’s
determination of non-infringement of th893 patent by Wrigley commercial chewing gum

products. Despite initially moving for Rule 54(bertification on this very question, Cadbury

" The Court further notes that Schaeferthe Seventh Circuit explained that the rationale underlying the
30-day “clock” was the “lack of diligence on the partioé [party] in seeking the Rule 54(b) order.” 465

F.2d at 235. It cannot be said that Wrigley did not diligently pursue Rule 54(b) certification in this case.
In fact, the parties have been aware of the strong likelihood of one or more Rule 54(b) motions since the
briefing on the underlying motions for summary judgment. ssgean. 4.

11



now raises concerns that, in view of Cadbury’standing unresolved infringement claims, Rule
54(b) certification is not now appragte for lack of a final judgnmmé. This Court concludes that

its ruling determining that Wrigley’s commeati chewing gum products did not infringe

Cadbury’s ‘893 patent is a final judgmentdahat no just reason for delay exists.

Cadbury’s contentions that wsolved issues of fact garding whether Wrigley’'s
experimental products literally infringed on tH893 patent prevent certification under Rule
54(b) for lack of finality are not well-taken. Am®ted above, in support of its first request for
54(b) certification, filedn July of 2009 [303], Gdbury specifically argued that the finality of the
Court’s June Order on non-infringement of tB93 patent was unaffected by Cadbury’s pending
claim of infringement by Wrigley’'s experimentatoducts. In its more recent motion, however,
Cadbury has flipped its position. The Court concludes that Cadbury had it right the first time
around.

Whether an order constitutes a final judginéepends upon “whether any issues remain
to be decided by the court.View Engineering, Inc. v. Robotic Vision Sys.,,1dd5 F.3d 962,
964 (Fed. Cir. 1997). In the June Ordigre Court clearly decided that Wriglepmmercial
chewing gum products did notfimge the ‘893 patent litelg or under the doctrine of
equivalents regardless of whether Wriglexperimentalchewing gum formulas may literally
infringe the ‘893 patent. WM. Wrigley Jr. Cq.631 F. Supp. 2d at 103%. Throughout this
litigation, the parties haviFeated the issue of infringement by Wrigleg@mmercialproducts
and infringement by Wrigley'sxperimentalproducts as separate claims. And rightly so,
because the issues involve completely diffemd separate evidence. For example, at issue
with regard to the experimental chewing gums igtivlr they were made (if ever) in the U.S. or

overseas, in Australia, Russia, and Poland. [S&&at 10-11]; see also June Order, 631 F. Supp.

12



2d at 1040-41 (discussing issuedadft precluding summary judgment on the infringement claim
involving experimental products). These factyaéstions bear no relation to whether Wrigley’s
commercial products infringed the ‘893 pateris Cadbury itself acknowledged in its initial
Rule 54(b) motion, “there is no ovap of [these] issues with the DOE claim which is directed to
commercial products.” [303, at 2-3].

The cases that Cadbury cites in supporitfargument that the Court’s ruling on non-
infringement of the ‘893 paterd not a final judgment are ipposite. Those cases stand only for
the unobjectionable proposition tHatle 54(b) certification woulthe improper if the Court did
not dispose of all portions of a claim raisédectra Fitness, Inc. v. Icon Health & Fitness,.Inc
288 F. Supp. 2d 1155, 11959 (W.D. Wash. 2003)Nat’l Oil Well Vacro, L.P. v. Pason Sys.
USA Corp, 346 Fed. Appx. 582, 582 (Fed. Cir. 2009).Vhrttra Fitness, In¢the court’s ruling
on the plaintiff's motion for sumary judgment on literal infringement was not a final judgment
under Rule 54(b) because the defendant'sianofor summary judgment on invalidity and
estoppel remained unadjudicated. 288 F. Supp. 2d. at 1159-60at’lrDil Well Varco, L.P,
the jury’s finding that the patent was infringedidg the first phase of a bifurcated trial was not
a final judgment under Rule 54(b) because diéndant’'s counterclaim of unenforceability
remained to be determined during the second phase of trial. 346 Fed. Appx. at 582. In both
cases, the court’s rulingahthe plaintiff's patent was infrged was not a final judgment because
the defendant’s remaining affirmative defes and counterclaims on validity and/or
unenforceability could have affected the resolutibrihe patent infringement claim. Here, by
contrast, the Court determined both thatdi@ay’'s patent was valid and that Wrigley’s

commercial products infringed. Wk, both sides of the coinvebeen finally decided.

13



The Court also finds that there is no jusason to delay the appeal. First, the “judicial
administrative interests as well as the equities involvé&udirt{ss-Wright Corp.446 U.S. at 8)
militate that the appeal on non-infringementtioé ‘893 patent be heard now, simultaneously
with the appeal regarding the invalidity of t283 patent. Again, on appk the Federal Circuit
will have an opportunity to revisit the clainergstruction, including a nuneb of disputed claim
terms. Se€AE Screenplates, Inc. v. Heinrich Fiedler GMBH&. (224 F.3d 1308, 1316 (Fed.
Cir. 2000) (“Claim construction is an issue oWw|awhich we review without deference to the
trial court.”). These terms are relevant to esgoncerning both of thgatents. “Any views on
claim construction that the Federal Circuit exgses should it agree to hear [Cadbury’s] appeal
immediately would inform the litigation of Cadbury’s claim for infringement by the
experimental productdmagecube LLC2010 U.S. Dist. LEXIS 5252, at *11.

Additionally, Cadbury’s ‘893 patent has expired, and Cadbury is not seeking monetary
damages on its willful infringement claim. skead, on that claim, Cadbury seeks only “recovery
for its attorneys’ fees plusppropriate equitable relief” undd5 U.S.C. § 285. Any decision by
the Federal Circuit on appeal may well affect theiesi settlement or litigation strategies going
forward on Cadbury’s literal willfuinfringement claim. Sees.g.Imagecube LLC2010 U.S.
Dist. LEXIS 5252, at *12 (whether remaining “claim®uld be litigated osettled may well be
affected by the outcome of an immediate appeafdctor relevant to the “judicial administrative
interests” involved).

Again, the parties fundamentally agree that Rdifh) certification is proper. The parties
also agree that the claims thilaé Court already has resolvelabuld be reviewed simultaneously
by the Federal Circuit. The Court concurshioth propositions. And after considering the

unique posture of the case — with further Feld€recuit guidance on one of the two remaining

14



active claims on the horizon — the Court conctudeat the interests dhe parties in this
litigation, as well as the efficient administration justice, will be better served by moving
forward with appellate review dfin Cadbury’s words) the “princg and resolved claims” than
by deferring appellate review feeveral more months to proceed to trial on the remaining claims,
as Cadbury has proposed. To hold up the @ppeuld allow the tail to wag the dog.
IV.  Conclusion

For the foregoing reasons, the Court conctutteat (1) the decisions as to which the
parties seek immediate appeal are final and (@)eths no just reasoto delay the appeals.
Accordingly, Plaintiff's motion for entry of mgment under Rule 54(kgnd for stay of the
remaining counterclaims [322] is granted, andeddant’'s motion [319] igranted in part and
denied in part; specifically, Defendant’'s renewrequest for Federal Rule of Civil Procedure
54(b) certification is grante@nd its further request for defal of certification to permit
resolution of its inequitable conduct and literarimyement claims is deed. This order is
stayed for fourteen days to allow the part@sopportunity to prepare and file the judgments
and/or stipulations contemplatedthre Joint Status Rert [318] (see p. 4uprgd. See Fed. R.
Civ. Proc. 62(h). Any remaining claims not covkl® the judgments and/etipulations will be
stayed while the Rule 54(b) motions — andyrifinted, Rule 54(b) appeals — are pending in the

Federal Circuit.

Dated: October 18, 2010

RobertM. Dow, Jr.
UnitedState<District Judge

15



