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UNITED STATESDISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

JOHN W.VON HOLDT, JR.; JANICE
ANDERSON, individual Illinois Residents;
and PLAS-TOOL CO., and lllinois

cor por ation,

Plaintiffs,

V. Case No. 04 C 4123
A-1TOOL CORPORATION, an lllinois
corporation; TRIANGLE TOOL
CORPORATION, a Wisconsin cor por ation;
ALFONSO ARCINIEGAS, an individual
[llinoisresident; GOFFREY LUTHER, an
individual Illinoisresident; and LEROY
LUTHER, an individual Wisconsin resident,

Judge Blanche M. Manning

N N N N N N N N N N N N N N N N N N

Defendants.

MEMORANDUM AND ORDER

John W. von Holdt, Jr., Janice Andersong &las-Tool Company (collectively “the
plaintiffs”) filed a complaint aginst A-1 Tool Corporation, Tragle Tool Corporation, Alfonso
Arciniegas, Geoffrey Luther, ariceRoy Luther (collectively, “thelefendants”), alleging patent
infringement (Count 1), a claim under the ComgyUtraud and Abuse Act (“CFAA”), 18 U.S.C.
§ 1030et seq(Count II), and various state law claims including violatiohthe lllinois Trade
Secrets Act (“ITSA”) (Count Ill),breach of fiduciary duty (Count IV), inducement to breach
fiduciary duty (Count VII), toribus interference with businesgpectancies (Count VIII), and
conspiracy to tortiously interfere with bussseexpectations (Count IX)The defendants have
filed two motions for summary judgment: oreeks judgment as to the patent infringement

claim and the other as to the remaining claims:. th® reasons stated below, the court grants the
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motion for summary judgment &s the patent infringemenhd CFAA claims and declines to
exercise jurisdiction over the remaining state law claims.
l. Summary Judgment Standard

Summary judgment is appropriate when themoigenuine issue of material fact and the
moving party is entitled to judgment asnatter of law. Fed. R. Civ. P. 56(€elotex Corp. v.
Catrett 477 U.S. 317, 322-23 (198&nderson v. Liberty Lobby, Ine&77 U.S. 242, 247-48.
Federal Rule of Civil Procedure 56(c) (“Rule 56(c)”) requires the nonmoving party to go beyond
the pleadings and designate specific facts—bya¥its, depositions, answers to interrogatories,
and admissions on file—showing that there is@ugee issue of material fact for triaCelotex
477 U.S. at 324. The mere allegation of auaktispute does not defeat a properly submitted
motion for summary judgnmg; the standard isg@enuineissue ofimaterialfact. Anderson477
U.S. at 247-48. “If the evidence is merely colbea. . . or is not ginificantly probative,
summary judgment may be grantedd. at 249-50.

A genuine issue of material fagxists if the evidence is sutiiat a reasonddjury could
find for the nonmoving partyld. at 248. “Where the record takas a whole could not lead a
rational trier of fact to find for the nonmovingrpa there is no ‘genuine issue for trial.”
Matsushita Elec. Indus. Co. v. Zenith Radio Co#g5 U.S. 574, 574 (1986). However, “[tlhe
district court must view the @ence in a light most favorable the nonmovant and draw all
reasonable inferences in its favoSRI Int’l v. Matsushita Elec. Corp. of Ani75 F.2d 1107,
1116 (Fed. Cir. 1985) (en banc).
. Patent Infringement Claim

The plaintiffs allege thahe defendants infringed U.S. Patent No. 4,512,493 (“the ‘493

patent”), which is entitletMolded Bucket And Lid Havig High Stack Strength.” The



defendants have moved for summary judgmertherpatent infringement claim, on the ground,
among others, that the plaintiffs failed to pae/iproper notice of infringement pursuant to 35
U.S.C. § 287(a).
A. Facts
i. Background

Plas-Tool designs and manufa@siiplastic injection molds fase in the manufacture of
plastic industrial pails. John von Holdt, Sr. (“von Holdt, Sr.”) founded Plas-Tool in 1952, and he
is the named inventor of the ‘493 Patent, whias filed on August 1, 1983. The patent issued
on April 23, 1985, and expired on April 23, 2002. \Holdt, Sr. assigned the ‘493 patent to
John von Holdt, Jr. (“von Holdt, Jr.”) and JemiAnderson who, together, are the majority
shareholders of Plas-Tool. Plas-Tool wasarobwner of the ‘493 patent, but rather a non-
exclusive licensee. The plaintiffs filed thist@at infringement action against the defendants on
June 18, 2004, alleging infringement of otai5, 6, and 7 of the ‘493 patent.

ii. Actual Notice

Alfonso Arciniegas was an employee, a vice president, and a shareholder of Plas-Tool
prior to late 1997, at which time he left to wddk A-1 (it is disputed whether Arciniegas was
employed by Triangle). The pldifis assert that Arciniegas kweof the ‘493 patent, knew what
acts constituted infringement thfe ‘493 patent, and was assigneel tbsponsibility of helping to
enforce the ‘493 patent while at Plas-Tool. discussed on more detail later, the defendants
dispute this contention on theoginds that it is irrelevant whethArciniegas knew of the patent
and, in any event, is merely speculative. Thentifs also assert th&-1 and Triangle had not

sold an industrial pail mold iaver twenty years prior to Amtiegas’ employment with A-1, and



that within weeks of such employment, A-1saactively designing and selling molds that made
the allegedly infringing pails. The defendsagain dispute this as irrelevant.

The plaintiffs also offer a declaration by viHioldt, Jr. stating that, a few days before
Arciniegas left Plas-Tool in 1997, von Hol&,., Arciniegas, and vodoldt, Jr. met in a
conference room at Plas-Tool where von Hdkit,told Arciniegas: “I think that you are
planning to steal our designs goatents. If you or A-1 infringany Plas-Tool patents or steal
any designs of patented featyre® will sue you.” The von Holdt, Jr. declaration further states
that, two weeks later, Amiegas told von Holdt, Jr.: “I knothere is concern that | am going to
disclose what | learned aboutilgaand lids at Plas-Tool. | tolthose guys [Geoffrey and LeRoy
Luther] that I would not help nk&, design or sell pail moldebause that would be wrong. . . . |
am still a shareholder of Plas-Tool. If anystmers want molds that produce Plas-Tool’'s
patented products, | will refer them to Plas-TodL4stly, the von HoldtJr. declaration asserts
that, shortly after ArciniegasftePlas-Tool, von Holdt, Sr. calle@eoffrey Luther and expressed
concern that the defendants werarpling to steal the plaintiffs’ degns and stated that, if they
did steal any Plas-Tool design, Wweuld bring a lawsuit for paté¢ infringement. Again, the
defendants contend that these statements alevaurg and, in any event, constitute hearsay and
lack foundatiort. The court discusses the oltjens later in this order.

iii. Constructive Notice

! The defendants also assert than Holdt, Jr.’s declaratiorhsuld be excluded as a discovery
violation because the alleged corsagions contained in the dechtion (1) were not disclosed
during discovery, (2) are inconsistewith his prior testimony, an@®) are inherently unreliable
and unduly prejudicial given tHength of time between thaleged conversation and the
plaintiffs’ first disclosureof these exact quotationsd() The court, however, need not resolve
this point as its resolution doast affect the issue of whethire plaintiffs provided statutory
notice of the patent to the defendants



Von Holdt, Jr. testified in his 30(b)(6) pesition that Plas-Tool’'s company policy and
practice required that pails sold in the United &tdhat had patented features be marked with
the applicable patent. He also testified thhat molds sold to a third-party manufacturer, Beres
Industries (“Beres”), and shipped April 2, 2001, were marked withe ‘493 patent number. It
is disputed when or whether buckets were nfemta these molds or sold to customers. Von
Holdt, Jr. further testified ihis 30(b)(6) deposition that whéime Beres molds in question were
returned to Plas-Tool, one of the marks had b#led fn with a solder and “blitzed off.” There
is no evidence from either party as to whaa temoval of the marking occurred, or whether
Beres actually used the marked or unmankedd, or both, to make and sell buckets.

Furthermore, von Holdt, Jr. testified in (38(b)(6) deposition that he does not have a
specific recollection of each inddal job, but has no reason to believe that any jobs, except for
a few molds sold to another third-party maattirer, Morris Enterprises (“Morris”), in the
1980s were not marked in accordance witsPlool’s policy. During the deposition, von
Holdt, Jr. estimated that Morris produc&@0,000 to 500,000 buckets allegedly covered by the
‘493 patent. The plaintiffebject to this estimate as inadmissible speculation.

In response to the question at his depmsjttDo you know the last time [Morris] used
one of [Plas-Tool’s] molds?”, von Holdt, Jr. regal, “I have no idea.” The plaintiffs, however,
offer a subsequent declaration by von Haldt stating that Mois would have stopped
producing unmarked buckets covered by the ‘datent before the defendants’ alleged
infringement began in 1998. The defendantserto exclude thisetlaration on the grounds
that it contradicts von Holdt, J prior testimony. Furthermore, von Holdt, Jr. was unable to
confirm any other specific examples of markwigh regards to other United States Plas-Tool

customers, including Leaktite, Polyethy¢e@ontainers, and Protector Products.



B. The Marking Statute - § 287(a)
I In General

35 U.S.C. § 287(a) prowes in relevant part:

Patentees, and persons making, offeffioig sale, or sellig within the United

States any patented article for or undenth. . may give notice to the public that

the same is patented, either by fixing dwar the word ‘patent’ or the abbreviation

‘pat.’, together with the nubrer of the patent, . . .In the event of failure so to

mark, no damages shall be recovered by the patentee in any action for

infringement, except on proof that the infringer was notified of the infringement
and continued to infringe thereafter, which event damages may be recovered
only for infringement occurring after such notice. Filing of an action for
infringement shall corngute such notice.

35 U.S.C. § 287(a)(2006) (emphasis added).

When a patentee, or any licensee of the patemtakes offers for sal@r sells a patented
product, § 287(a) of the Patehtt limits the time period fowhich a plaintiff can recover
damages for infringement to the time ttiad accused infringer was put on notice of
infringement. See Am. Med. Sys., IftAMS) v. Med. Eng’g Corp.6 F.3d 1523, 1537 (Fed.
Cir. 1993);Lampi Corp. v. Am. Power Prods., Inblo. 93-C-1225, 2004 U.S. Dist. LEXIS
14049, at *10-11 (N.D. Ill., Jul. 22004) (“When a patentee, its licensee, manufactures a
patented product but does not prove that tleeycet was marked with the patent number, § 287
bars any recovery of damages prior to the datenthager was ‘notified othe infringement.”).
Notice under 8§ 287(a) can be @itltonstructive or actuabee Gart v. Logitech, In254 F.3d
1334, 1345 (Fed. Cir. 2001). A patentee provi@sstructive notice by marking the product
with “the word ‘patent’ or the abbreviation ‘patogether with the number of the patent.” 35

U.S.C. § 287(a). A patentee provides actualcedtirough “an affirmative act on the part of the

patentee which informs the defendant of his infringemefAnisted Indus. Inc. v. Buckeye Steel



Castings Cq.24 F.3d 178, 187 (Fed. Cir. 1994) (interpretdnlap v. Schofieldl52 U.S. 244,
247-48 (1894)).

The patentee has the burden of pleading aodmy at trial that it has complied with the
statutory requirements of § 287(a&)ike Inc. v. Wal-Mart Stores, Ind38 F.3d 1437, 1446
(Fed. Cir. 1998) (“The patentee bears thadbarof proving compliance by a preponderance of
evidence.”)Maxwell v. J. Baker, Inc86 F.3d 1098, 1111 (Fed. Cir. 1996). The marking
provision also extends to licenses®l other authorized userglaxwell 86 F.3d at 1111
(upholding a jury verdict thahe patentee complied with the marking requirement when the
patentee had “made extensive and continuous gffonsure compliance by [its licensee]”).
However, the Federal Circuit notedMaxwellthat in the case of “thd parties unrelated to the
patentee [such as Beres in this case], it is oftere difficult for a patentee to ensure compliance
with the marking provisions,” and thus the Fed€@atuit applies a “rule of reason” analysis in
determining whether the patentee’s conduct wédsubstantial compliance” with the statutel.

A patentee is in substantial compliance whér ‘hatentee made reasonable efforts to ensure
[the third party’s] compliance with the marking requiremenit.’at 1112
ii. Burdenson Summary Judgment With Respect to § 287(a)

As stated, the plaintiffs ithis case bear the burdengbof at trial of showing
affirmative compliance with the marking statutgeeNike, 138 F.3d at 1446. Accordingly, to
survive the defendants’ motionrfeummary judgment on the igsof notice undeg 287(a), the
plaintiffs must make an evideatly showing that could lead a reaable juror to find that the

plaintiffs were, in fact, in comi@ance with the marking statut&ee Celotexd77 U.S. at 322-23.

2 It is not clear from the record whether Belmdustries, a party who purchased molds from the
plaintiffs, should be properly classified as a licensee. However, whether Beres is a licensee or
simply an authorized user does not changedthet's analysis oranclusion on the issue of

marking



UnderCelotex the defendants have no burden talelssh non-compliance with the marking
statute because compliance with § 287(a) issaerdial element of the plaintiffs’ case on which
the plaintiffs bear the burden of proof at triflee idat 323-24 (explaininghat Rule 56(c)
contains “no express or implied requirementthat the moving party support its motion with
affidavits or other similar materiatgegatingthe opponent’s claim”).

C. HavePlaintiffs Established Actual Notice?

The Federal Circuit has held that actuaicetnder § 287(a) “rpuires the affirmative
communication of a specific charge of infyement by a specific accused produdrhsted
Indus. Inc. v. Buckeye Steel Castings, @4.F.3d 178, 187 (Fed. Cir. 1994). Actual notice is
satisfied when the patentee informs the allegedhyédr of “the identity of the patent and the
activity that is believed to be an infgement, accompanied by a proposal to abate the
infringement, whether bljcense or otherwise.'SRI Int’l v. Advanced Tech. Labs., Int27

F.3d 1462, 1470 (Fed. Cir. 1997).

The defendants first argue that the pldiistiailed to notify the defendants of their
purported infringing actity until June 18, 2004, when they fil¢his action. Indeed, von Holdt,
Jr. testified at his depit®n that prior to filing the instariawsuit, Plas-Tool did not notify the
defendants of the purported infringemeBeeDefendants’ Response to Plaintiffs’ Statement of
Additional Facts, 66, citing to von Holdt, dep. at pp. 300-304 (“Q; Prior to filing this
litigation, had Plas-Tool notifiedny of the defendants as t@tpurported infringement of the
‘493 patent? A: No, | don't believe so.”"Because the ‘493 patent expired on April 23, 2002,
prior to the filing of the instant lawsuit, the deflants contend that theapitiffs failed to give

requisite notice.



In response, the plaintiffs argue that PTa®l had actual notice from Arciniegas, who
left Plas-Tool and began working for A-1 in 199@davho the plaintiffs assert knew of the ‘493
patent and helped to enforce it. However, the Fé@rreuit has stated thdf]t is irrelevant . . .
whether the defendant knew of the pateritregw of his own infringement. The correct
approach to determining notice under 8§ 287 nfmsis on the action of the patentee, not the
knowledge or understanding of the infringeAfnsted 24 F.3d at 187. Therefore, both
Arciniegas’ knowledge of the ‘493atent and his role in enfong it while employed at Plas-

Tool is irrelevant tadhe actual notice inquiry.

Second, the plaintiffs contend that actoafice was provided during a meeting between
Arciniegas, von Holdt, Jr., and von Holdt, Sr. arotimeltime that Arciniegas left Plas-Tool.
According to von Holdt, Jr.’s declaration, these men met in a conference room at Plas-Tool at
which time von Holdt, Sr. told Arciniegas: “I tik that you are planning sieal our designs and
patents. If you or A-1 infringany Plas-Tool patents or steal atgsigns of patented features,
we will sue you.” (Pls.” Resp. Br. at p. 23) (empisaadded). In addition, von Holdt, Jr. further
states in his declaration that two weeks after this meeting, Aramietd von Holdt, Jr. that he
would not disclose what he lesd about pails and lids at Plas-Tool, would not help Geoffrey or
LeRoy Luther make, design, or sell pail molds, and that he would refer any customers to Plas-
Tool who wanted molds for Plaool’'s patented productsld( at pp. 23-24.) Finally, von
Holdt, Jr. states in his dectdion that shortly after Arcinieg left Plas-Tool, von Holdt, Sr.
called von Holdt, Jr. to tell him that von Holdt, 8ad called Geoffrey Luér and threatened to
bring a patent infringement lawsuit if the defendants stole any of the plaintiffs’ desidnat {

24.)



The defendants object to these statementh@ground that they are hearsay. As to von
Holdt Sr.’s purported warning to Ainiegas not to infringe, becaag is being offered to show
notice rather than for the truth of the matter asskit is not hearsay andtiserefore admissible.
Cook v. Navistar Int'l Transp. Cor®40 F.2d 207, 213 (7th Cir. 1991)(out of court statements
offered to prove that a listener had notice efitiformation contained énein, rather than to
prove the truth of the matter adggel, are not hearsay). Regaglvon Holdt Sr.’s description of
the Luther conversation to von Holdt, Jr., thaipiiffs argue that it is admissible under the
present sense impression exaapto the hearsay ruleéseefFed. R. Evid. 803(1)(excluding from
the hearsay rule any “statement describing ptaing an event orandition made while the
declarant was perceiving the even condition, or immediately éreafter”). von Holdt, Sr.’s
statement to von Holdt, Jr. about von Holdt, Sphone call does not sdishe requirements of
a present sense impression @therefore inadmissibleUnited States v. Wood301 F.3d 556,
562 (7th Cir. 2002)(“A declarant who deliberates alwdlodit to say or provides statements for a
particular reason creates the possibility thatdtatements are not contemporaneous, and, more
likely, are calculated interpretations of everather than near simultaneous perceptions.”).
Finally, as to Arciniegas’s pported statement to von Holdt,,Jt is an admission of a party
opponent and is therefore admissibleler Fed. R. Evid. 801(d)(2).

Nevertheless, the asserted communicationsatteaadmissible are simply insufficient to
constitute actual notice becausejthiail to identify any asserted Plas-Tool patent or to identify
any specific accused A-1 product or produ@ee Amste®4 F.3d at 187. IAmsted Amsted
sent a letter to the accused infringer, Buckstating that Buckeye should “acquaint [it]self with
the ['269 patent] and refrain from supplyingaifering to supply component parts which would

infringe or contribute to the infrigement of the patent,” and that Amsted “expect[ed] to continue

10



to enforce [its patent] rightshich it ha[d] acquired.”ld. at 186. The Federal Circuit held that

this particular Amsted letter was insufficienti@et the actual notice requirements as a matter of
law because it did not include an “affirtine communication of a specific charge of

infringement by a specific accused product or devid¢é.’at 187. Similarly here, the alleged
warning from von Holdt, Sr. to Arciniegas does not meet the standard for actual notice. Von
Holdt, Sr.’s admonition states only a generalnhte enforce unnamed Plas-Tool patents against
Arciniegas and A-1, but fails tharge any specific A-1 product products with infringement of
particular patents.

The plaintiffs cite tdoVokas v. Dresser Indus., Inéor the proposition that the notice
requirement may be satisfied by thexahg suit against a party thafisnningto engage in
conduct that would infringe the asserpdent. 978 F. Supp. 839, 844-46 (N.D. Ind. 1997)
(holding that notice of plannadfringement was sufficient tsurvive summary judgment).
However, the plaintiffs misconstri®¥okasby omitting the critical facts of that case. Unlike the
purported notice here, the patentee’s notice lettéfokasmet the standard of “an affirmative
communication of a specific charge of infrimgent by a specific accused product or device” by
(1) citing to the relevant patentumber, (2) clearly listing the egsed products (“vapor recovery
hoses, nozzle spouts, and seals” in that case Aroffering to negotiate a license with the
defendant.ld. at 844. The plaintiffs have done nondto$ here, and, as discussed above, fail to
meet theAmstedstandard.

Finally, the court notes thatdHiling of this patent infigement action cannot serve as
actual notice for the purposes of accruing damdgeause this action was filed on June 18,

2004, after the date of expirationtbe ‘493 patent on April 23, 2002.

11



Accordingly, the plaintiffs fail to point tory facts that could lead a reasonable juror to
find that the plaintiffs had providegttual notice of the ‘493 patent.

D. Have the Plaintiffs Established Constructive Notice?

To satisfy the requirements of constructive notice through martkiad;ederal Circuit
has held that the plaintiff must show thatiistantially all offits patented products] being
distributed were marked, and that once nmaykvas begun, the marking was substantially
consistent and continuousNike, 138 F.3d at 1446AMS 6 F.3d at 1537. “The purpose of the
constructive notice provision is to give patentéesproper incentive to mark their products and
thus place the world on notice thie existence of the patentAMS 6 F.3d at 1538 (internal
citations omitted). There is no compliance witk marking requirement if the patentee marks
certain products, yet continues to supply unmarked prodietgholding that the patentee was
“not in full compliance with the marking staé while it continued to ship its unmarked
products” because, in this scenario, “the worldncd be ‘put on notice™) In this case, the
plaintiffs must establish compliance with timarking statute during ¢hrelevant time period,
between 1998, when Plas-Tool began prauyithe accused products, and April 23, 2002, the
date of expiration of the ‘493 patent.

The defendants argue thagetplaintiffs cannot meet their burden of proving that
“substantially all” of tke patented buckets were markedrdsponse, the plaintiffs point to von
Holdt, Jr.’s sworn 30(b)(6) depitisn testimony where von Holdt, . Xestified that “Plas-Tool’s
company policy and practice required that psdll in the United States that had patented
features be marked with the ajgpble patent,” and that “Plas-Tool followed that practice.” The

plaintiffs assert that “[w]hile von Holdt, Jdoes not have a specific recollection of each

12



individual job, he has no reastmbelieve that any jobs, except a few molds in the 1980’s for
Morris, were not marked in accordance with Plas-Tool’s policy.”

The defendants rely ddike for the contentiothat documentation beyond sworn
testimony is required to show compliance vitie marking statute as a matter of laMike, 138
F.3d at 1447. The court agrees with the plaintiffs lthia¢ does not establish that sworn
testimony regarding policy and practice is insuéfitito establish markings a matter of law.
Instead Nike stands for the proposition that factusdues regarding whether patentees complied
with the marking statute must be determinethmnfirst instance by the district coufee id.
However, the court emphasizes that it is indagporopriate to resoévthe issue of notice on
summary judgment if the plaintiff fails toeet its burden to provide facts upon which a
reasonable juror could find compli@awith the marking statutésart, 254 F.3d at 1339

Nevertheless, evidence of current comppolicy and practice, without any other
evidence of compliance with the marking regment during the relevant time period, is
insufficient to overcome a motion for summary judgmesege Hypetherm, Inc. v. Am. Torch Tip
Co,, No. 05-CV-373-JD, 2009 WL 57525, (D.N.H. Jan. 7, 2009). IHypethermthe
plaintiff, in response to the tlndant’s assertion that it hadtrmmmplied with §287(a) presented
evidence of its general policy apdactice of marking. 1d. Theypetherncourt held that
general policy and practice was insufficienbtercome the defendant’s motion for summary
judgment because the plaintiffs failed to “addnbssspecific evidence presented by ATTC that
products were not marked with the ‘510 patent” “For example, Hypetherm did not augment
its evidence about its marking practices with spee¥idence of products actually marked with
the [relevant patent],” or “submit affidavits froils employees or principals that its products

were marked . . . with the [relevant patentld. (citing Sentry Prot. Prods., Inc. v. Eagle Mfg.

13



Co, 400 F.3d 910, 918 (Fed. Cir. 2005) (an affidavit and sales documents from the relevant
period were sufficient evidence to survive summary judgmelgg als€Ceeco Mach. Mfg., Ltd.
v. Intercole, Inc.817 F. Supp. 979, 984 (D. Mass. 1992) dimaj that a plaintiff may show
compliance with the marking requirementahgh evidence of policy and practice when
evidence of a “strong and strictmapany policy” is accompanied Bgnore specific evidence that
it marked its [patented products] during the retg\tane frame,” including, in that case, (1) a
customer declaration that thet@ated article has always bemiarked, (2) current photographs of
the patented product showing marking, anddgclarations of three Ceeco employees
confirming marking of the products).

The only additional evidence of marking beyond von Holdt, Jr.’s assertion regarding
Plas-Tool’s policy and proceduretlsat one of Plas-Tool's customers, Beres, marked buckets
sometime after April 2, 2001, based on the fact as-Tool sold two bucket molds engraved
with the patent number to Beres, which weing@ped on April 2, 2001. Even with respect to
these two molds, however, it is undisputed that ainthe molds sold to Beres was returned to
Plas-Tool with the patent number filled in such that any buckets made from that mold would not
have been marked.

The plaintiffs respond by attempting to shife burden to the defendants, arguing that
the defendants have presented no evidence that any buckets were made from the Beres mold
after the number was filled in or that the number was filled in before the patent expired.
However, contrary to the plaiff§’ assertion, it is the plaintifidurden to submit evidence that
Plas-Tool “made reasonable efforts” to enghist Beres marked ¢hpatented productsSee
Celotex 477 U.S. at 323-245art, 254 F.3d at 133%laxwell 86 F.3d at 1111. Even if the

court assumes that the plaintiffs satisfied thémsonable effort” requirement with regards to

14



Beres’ molds, the evidence by itself fails to show that “substantially all” of their products were
marked.

Indeed, as the defendants nake plaintiffs have provided rnevidence that molds sold
to other Plas-Tool customers, including Letek Polyethylene Coatners, and Protector
Products (first mentioned in Def.’s Reply Brpatd.), were marked. Th#aintiffs respond that,
“while [von Holdt, Jr.] did not have a specifiecollection othe jobs, he had no reason to
believe they were not marked in accordance Rids-Tool's policy.” Thusthe plaintiffs admit
that von Holdt, Jr. has no specific recollectionha jobs. The plaintiffs merely speculate that
molds sold to other Plas-Tool customers would have been marked based on their policy and
practice. Importantly, they ilao offer any photographs, affigd#s, testimony, or supplementary
declarations from any of Plas-Tool’s owmsters confirming marking on their molds.

Moreover, the defendants note tR#s-Tool sold five or gsimolds to another customer,
Morris, in the 1980s that did notVeengraving in the mold to matike buckets. The plaintiffs
admit that they sold unmarked molds to Momighe 1980s, but the parties dispute whether
Morris manufactured and sold buckets duting relevant time period. Whether Morris
manufactured and sold unmarked buckets dutiegelevant time period is of some importance
because constructive notice begins once marking becomes consistent and continuous in the
marketplace.See Nikel138 F.3d at 1446. However, even i ttourt finds that Morris did not
manufacture or sell unmarkédckets covered by the ‘493tpat during the relevant time
period, as the plaintiffs assertetplaintiffs have newvéheless failed to point to any evidence of
marking with respect to any other Plagel customers, as discussed above.

Unlike the customer declaration, photographs, and three emplegkeations in the

Ceecocase, the only actual evidence that the ffsrhave submitted in addition to von Holdt,

15



Jr.’s 30(b)(6) depositiotestimony of Plas-Tool’'s generalmopany policy and practice is that
two molds shipped to Beres on April 2, 2001 wengraved with the ‘493 patent number, and
may have produced buckets covered by the ‘488paometime thereafter. Moreover, one of
these two molds was returnedRias-Tool with the patent numbsoldered off, such that any
buckets made from that mold would not haverbmarked. The plaintiffs provide no evidence
of reasonable efforts to ensure Beres cordphkéh marking. Even if marking would be
sufficient to survive summary judgment with regatd Beres, the plaintiffs failed to respond to
the defendants’ motion with any non-speculagvalence of marking regarding the molds sold
to any other Plas-Tool custens, including Leaktite, Polyleglene Containers, Protector
Products, and Morris.

The plaintiffs have thus failed to pointaoy evidence that could lead a reasonable juror
to find that substantially all afs patented buckets in the marketplace were marked at any time
between 1998 and 2002. Moreover, because theen@quirement was not met until after the
expiration of the ‘493 patent, tipdaintiffs are precluded fronecovering any damages for patent
infringement in this caseSee AMS6 F.3d at 1537azeltine Corp. v. Radio Corp. of Ar@0 F.
Supp. 668, 671 (1937) (explaining that notice is a “stafudaty which [i]s a prerequisite to [] in
rem notice to the world, and hence, . . . a condliirecedent to [a] cause of action for damages
or accounting for profits”)PDunlap v. Shofield152 U.S. 244, 248 (1893) (“[M]arking the
articles, or notice to the infringens made by the statute a preresifei to the patentee's right to
recover damages against them.”). Accordintiie court grants the defendants’ motion for
summary judgment on the issoknotice under § 287(a).

In light of the fact that the court has greeh summary judgment to the defendants with

respect to the patent infringement claim basedack of notice, the court need not reach the
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issues raised in the defendants’ counterclai8ee, e.g., Liquid Dynamics Corp. v. Vaughan
Co., Inc, 355 F.3d 1361, 1371 (Fed. Cir. 2004)(“A distoourt judge faced with an invalidity
counterclaim challenging a patent that it conciua@s not infringed magither hear the claim
or dismiss it without prejudice, subjdaotreview only for abuse of discretion €){ing Nystrom v.
TREX Co, 339 F.3d 1347, 1351 (Fed. Cir. 2003)).
[I1.  Computer Fraud and Abuse Act (CFAA) Claim

In Count Il, the plaintiffsallege that Arciniegas acssed Plas-Tool's computers in
violation of the Computer Fraud and Abuse REGFAA”"). The defendants move for summary
judgment regarding this claim on two grounds: tffe plaintiffs cannot show a $5,000 loss and
(2) they cannot show that Arciniegas accessed the computers. Because the plaintiffs cannot
show a $5,000 loss as providedtire statute, the court needt address whether Arciniegas
accessed the plaintiffs’ computers.

A. Facts

As noted above, Plas-Tool is in the bussh@$ designing plastic pails and lids and
designing and manufacturing plastimolds for making plastic pails and lids. Arciniegas was
employed by Plas-Tool from 1978 until his resigoatin 1997. Initally, Arciniegas was a mold
design engineer but eventually became Plas-Tgmifiscipal salesperson in Latin America.
Arciniegas is also the brother liaw of John von Holdt, Jr., the@s of Plas-Tool’'s founder. Von
Holdt, Jr. is Plas-Tool’'s priipal shareholder and, since 1998, has been its chairman.

In September 1997, Arciniegas met with Aalcompetitor of Plas-Tool who is also in
the pail design and mold manufaétgr business, to discuss the possibility of working at A-1.
As a result of these discussions, Arciniegasigned from Plas-Tool in November 1997 and

began to work for A-1 in December 1997. This &tign followed in which the plaintiffs allege
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the Arciniegas provided the defendants with aeritial information regarding Plas-Tool's pail
and mold designs.

A computer-assisted design (“CAD”) systerm used to assist in the design and
manufacture of pails and molds. The effectagnof a CAD system depends on the integrity of
each CAD file. According to the plaintiffs, giniegas accessed ninete CAD files without
authorization in October 1997, after he had decidedsmn from Plas-Tool in order to work at
A-1. The plaintiffs also assert that Aragias gained unauthorized access to Plas-Tool's
confidential files including CAD drawings witthe assistance of a Plas-Tool consultant in
September 1998. The defendantspdie that Arciniegas accessed Plas-Tool's computers or
data. At some point prior toighlitigation, Plas-Tool placed trectual computethat Arciniegas
allegedly used to access the CAD files in storage and had no further plans to use the computer.
Although Plas-Tool upgraded its CAD computaardware, the files used by the new CAD
system continued to be the same files Arciagegllegedly accessedtout authorization.

It is undisputed that Plas-Tool has rn@d any problems accessing or using its CAD
system. Nevertheless, Plas-Tdored a “forensic computeexpert” to conduct a computer
analysis. According to von HdldJr., the purpose dhe analysis was to determine both the
scope of the alleged unauthorized access Arcasieand to assess whether any of Plas-Tool’s
CAD files were damaged. Von Holdt, Jr. alsatstl that the analysis cost in excess of $5,000.
The defendants dispute that thigrusion resulted in impairment barm to any of the plaintiffs
files or data, or that the ayals cost more than $5,000.

B. CFAA Overview

The purpose of the CFAA is to punish indivitkiavho destroy datand “the statute was

not meant to cover the disloyal employee who walks off with confidential informatidiuber
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Shahn & Assoc., Inc. v. Cordogen, Clark & Assoc., INo. 08-cv-1529, 2009 WL 466812 at *8

(N.D. lll. Feb. 25. 2009). While primarily a crinahstatute, the CFAA also provides a private

right of action as follows:
Any person who suffers damage or lossrégson of a violation of this section
may maintain a civil action against thehator to obtain compensatory damages
and injunctive relief or other equitable edfli A civil action for a violation of this
section may be brought only if the conduntdlves 1 of the factors set forth in
subclauses (1), (II), (1), (1V), or (Vpf subsection (c)(4)(A)(i). Damages for a
violation involving only conduct described in subsection (c)(4)(A)(i)(l) are
limited to economic damages. No actimay be brought under this subsection
unless such action is begun within 2 yearshefdate of the act complained of or
the date of the discovery of the dajeaNo action may be brought under this
subsection for the negligent design oranufacture of computer hardware,
computer software, or firmware.

18 U.S.C. § 1030(0).

As quoted above, a “civil action for a violatiohthis section may be brought only if the
conduct involves 1 of the factors set forth in subsés (1), (11), (111), (M), or (V) of subsection
(©)(@)(A)(1).” 18 U.S.C. 1030(9).

The only subclause at issue in this cag® svhich provides for relief if the offense
caused “loss to 1 or more persons during agedr-period. . . aggretiag at least $5,000 in
value.” Loss under the CFAA is defined as “aeasonable cost to any victim, including the
cost of responding to an offense, conductirdpmage assessment, and restoring the data,
program, system, or information to its conditioropto the offense, and any revenue lost, cost
incurred, or other consequential damages incresduse of interruption of service.” 18 U.S.C.

§ 1030(e)(11).

C. No Evidence of L oss

3 The plaintiffs’ complaint does not contain allegations implicating any of the other

subclauses: (II) medical treatment; (I11) physicaliry; (IV) threat to public safety; and (V)
computers used by the United States government.
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The defendants argue in their motion for suamynjudgment that th plaintiffs cannot
show the required loss because (1) any revenstewas not related to the impairment of the
computer or data and (2) no esite exists that a purported “dage analysis” by the plaintiffs
was undertaken out of a concern for the integritPlaintiffs’ data or computers, as opposed to
assisting with this litigation. Dfs.” Memo at pp. 61-62.

The plaintiffs concede that their CFAA claim is not based on lost revenue. Instead, the
plaintiffs respond that they have shown a $5,88 based on “spending in excess of $5,000 to
conduct a forensic computer examination — i.e. ‘damage assessment’ under the CFAA — to
determine the scope of Arciniegasauthorized intrusion intogtcomputer system and whether
that intrusion resulted in the impairment or harnany of Plaintiffs’ files ordata.” Pls. Resp. at
p. 61 (citing SAMF 140).

However, as noted recently by another court im district, “[t}he alleged loss must relate
to the investigation or repanf a computer or computer &gm following a violation thataused
impairment or unavailability of da or interruption of servicé Mintel v. Neergheer08 C
3939, 2010 WL 145786, at *10 (N.D. Ill. Jan. 12, 2fjtidations omitted)(emphasis added).
“[Closts that are not related to computer imngeent or computer damages are not cognizable
‘losses’ under the CFAA.'Id. (citations omitted).

Here, von Holdt’s declaration, 175, the only @ride cited by the plaintiffs in support of
their argument as to the instant issue, failmiémtion any damage, impairment or interruption of
service associated with Arciniag purported accessing of the relat files; thus, because the
plaintiffs have failed to point tany evidence establishing thatithcomputers were impaired or
that they suffered an interruption ofrgee, the CFAA claim fails on this groun&ee id

(rejecting a similar claim and stagjithat “[b]Jecause Mintel has ndemonstrated that it suffered
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costs related to damage to its computers oritisatffered any service tarruptions, it has failed
to show any loss redressable under the CFAASHe als®el Monte Fresh Produce, N.A., Inc.
v. Chiquita Brands Intern. Inc616 F. Supp. 2d 805, 812 (N.D. BI009)(rejecting assertion of
“loss” under the CFAA because “there was nevsrevidence that either [the plaintiff's]
computers or its systems were damagéeeiist Mortgage Corp. v. BasgeNo. 07-C6735, 2008
U.S. Dist. LEXIS 36885, at *9, 2008 WL 4534124, *3.INIIl. Apr. 30, 2008) (finding that
plaintiffs injury was not a “loss” under¢hCFAA because it was not “the result of the
impairment or unavailabilitpf data on the computer.”Nexans Wires S.A. v. Sark-USA..Inc
166 Fed. Appx. 559, 562-63 (2nd Cir. 2006) (“Becauseundisputed thato interruption of
service occurred in this case, L & K's asseltss of $10 million is not a cognizable loss under
the CFAA.”); Civic Ctr. Motors, Ltd. v. Mason St. Imp. Cars, L.8®87 F. Supp. 2d 378, 382
(S.D.N.Y. 2005) (“Costs not related to comguimpairment or computer damages are not
compensable under the CFAA.").

Nor is the court persuaded by the plaintiffssertion that loss does not require an
interruption of service or damagthe computer or computer system and finds the reasoning of
the court inContinental Group, Inc. v. KW Property Management, L&22 F. Supp. 2d 1357,
1371 (S.D. Fla. 2009), echoed by several courts irdibisict and others as noted above, to be
correct:

This Court, however, concludes that all lossgst be as a result of “interruption of
service." Otherwise, it would appear thiae second half of the "loss" definition is
surplusage. If loss could be any m@@able cost without any interruption of
service, then why would there even beeaond half to the definition that limits
some costs to an interruptiofservice. Rather, the better reading . . . appears to
be that all "loss" must be the result ofiaterruption of service. This conclusion

is supported by the legislative intent ietBFAA, a criminal statute, to address
interruption of sernde and damage to protected computers.
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Moreover, there is nothing in the cited statetredrfact or von Holdt, Jr.’s declaration to
demonstrate that the alleged loss occurrea ame-year period as required by the CFAZee§
1030(a)(5)(B)(i) (“loss tdlL or more person during any 1-yearipd . . . aggredgag in at least
$5,000 in value). Indeed, von Holdt's statetnegarding the purported damage assessment
contains no details whatsoever: it fails to name the person or entity that conducted the
assessment, it does not stateewlthe purported assessment waisdeicted, and it fails to point
to any documentary evidence which could establish that the loss occurred during a 1-year period.
Because von Holdt's brief statement regarding dssessment fails to demonstrate that the loss
occurred during any 1l-year period, the piifisi CFAA claim fails on this ground also.
Accordingly, Defendants’ motion for summgndgment is granted as to Count II.

IV. Jurisdiction Over Remaining State Law Claims

The plaintiffs assert both fedénd state claims in this amt. The federal claims are a
patent infringement claim under 35 U.S.C. &t keq(Count I), and a claim under the Computer
Fraud and Abuse Act (“CFAA”), 18 U.S.C. § 1080seq(Count Il). This court has original
jurisdiction over theselaims pursuant to 28 U.S.C. 88 1338(a) and 1331 respectively. The
plaintiffs also allege state law claims, indlgl violations of the linois Trade Secrets Act
(Count Ill), breach of fiduciary duty (Count )Mnducement to breach fiduciary duty (Count
VII), tortious interference with business expecias (Count VIII), and comsracy to tortiously
interfere with business expectats (Count 1X). The plaintiffallege that this court has
jurisdiction over these alms pursuant to the court’s suppkamal jurisdiction under 28 U.S.C. §
1367.

Supplemental jurisdiction ihe only basis for jurisdiction over the state law claims

because the parties are not completely divegseart v. Local 702 Inter. Brotherhood of Elec.
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Workers 562 F.3d 798, 803 {7Cir. 2009)(complete diversity@ans that “no plaintiff may be
from the same state as any defendant”)(citations omitted). The plaintiffs are lllinois citizens.
Pls.’ Fourth Am. Compl. 11 1-8.While defendants TriangBool Corporation and LeRoy

Luther are Wisconsin citizens, the remaininfedeants, A-1 Tool Corporation, Arciniegas, and
Geoffrey Luther, are lllinois citizens. Plso&rth Am. Compl. 11 4-8At least one lllinois

citizen defendant is named in all of the plaintifiate law claims. Because least one plaintiff

is not diverse from all the defendants, the cdods not have diversifurisdiction pursuant to

28 U.S.C. § 1332See Strawbridge v. Curtig U.S. (3 Cranch) 267 (18063tate Farm Fire &
Cas. Co. v. Tashire886 U.S. 523, 530 (1967).

Section 1367(c)(3) specificallyrovides that district courts may decline to exercise
supplemental jurisdiction if “the district courtdidismissed all claims over which it has original
jurisdiction.” In the Seventh Circuit, there iSsnsible presumption thdtthe federal claims
drop outbeforetrial, the district court should relinquish jsdiction over the state-law claims.”
See Williams Elecs. Games, Inc. v. Garrty9 F.3d 904, 907 (7th Cir. 2007) (emphasis in
original). This presumption exists becausahmusual case, the balance of the factors to be
considered in exercising supplemental jurisdittigudicial economy, conméence, fairness and
comity--point to declining t@xercise supplemental jurisdimti over the remaining claimsee
Wright v. Assoc. Ins. Co29 F.3d 1244, 1251 (7th Cir. 1994). The Seventh Circuit has
identified three exceptions to the presumpti{d):when the statute of limitations has run on the
pendent claims, precluding the filing of a separaikeisstate court; (2) wén substantial judicial

resources have already been committed, whichdwaguire a substantial duplication of effort;

4 The plaintiffs’ Fourth Amended Complaint allegg@nat plaintiffs John W. Von Holdt, Jr. and
Janice Anderson are lllinois rdseints residing in Glenview lithois and Northbrook, lllinois,
respectively, and that Plas-Toolas lllinois corporation with itprincipal place of business in
Niles, lllinois. SeeFourth Amended Complaint at 11 1-3.
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and (3) when it is clear how the state claim lbardecided based upon the district courts findings
regarding the federal claims or because the state claim is obviously frivtdouSee also
Miller Aviation v. Milwalkkee Co. Bd. of Supervisoa73, F. 3d 722, 732 (7th Cir. 2001)
(discussing the second and third exceptions).

None of the exceptions apply in this ca3ée statute of limitations is not an issue
because under 28 U.S.C. § 1367(d), the limitatpergod is “tolled while the claim is pending
and for a period of 30 days after it is diss@d unless State law prdes for a longer tolling
period.” Therefore, the aintiffs can still timely file their stte law claims in state court. Nor
have substantial judicial resources been expkimdeonsidering the state law claims. Indeed,
the court’s resolution of the federal claimghe instant motion for summary judgment did not
require it to consider or analytiee facts related to the state lalaims. Accordingly, this factor
does not call for retaining jurisdiction over the state law claims. Finally, it is not clear how the
state law claims should be decided based uporadhig’s findings regarding the federal claims
nor can the court conclude thhe state law claims are obviously frivolous. For these reasons,
the court declines to exercise supplementasgliction over the state law claims and they are

dismissed without prejudice.
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V. Conclusion

For the reasons stated abotves defendants’ motion for summary judgment on the patent
infringement claim and the CFAA claim isagited. The defendants’ counterclaims [236, 237,
238, 239, 240] are dismissed without prejudiceghtliof the ruling on the defendants’ summary
judgment motion with respect to the patent idement claim. Finally, the court declines to
exercise jurisdiction over the plaintiffs’ remang state law claims; accordingly, they are
dismissed without prejudice. All other pendmgtions are denied as moot. The clerk is
directed to enter a Rule 58 judgment and teate this case from the court’s docket.

ENTER:

DATE: May 17, 2010

District Judge Blanche M. Manning
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