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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

CALLPOD, INC.,

Plaintiff, Case No. 06 C 4961

V.
GN NETCOM, INC., GN NETCOM, A/S, GN

STORE NORD, A/S, and HELLO DIRECT,

)
)
)
;
) Judge Virginia M. Kendall
)
)
INC., )
)
)

Defendants.

MEMORANDUM OPINION AND ORDER

Plaintiff Callpod, Inc. (“Callpod”) filed si against Defendants GN Netcom, Inc., GN
Netcom A/S, and Hello Direct, Inc. (colleatly “Defendants”) alleging direct and indirect
infringement of United States Patent No. 6,801 (6the '611 patent”). Defendants counterclaimed
seeking a declaratory judgment of invalidity of the '611 patent, and now move for summary
judgment on non-infringement and invalidity ofetipatent. For the reasons set forth below,
Defendants’ Motion for Summary Judgment of Noninfringement of The '611 Patent is granted.
Defendants’ Motion for Summary Judgment of Invalidity of The 611 Patent is denied.

In connection with the Motions for Summary Judgment, Defendants moved to exclude
certain expert testimony and the parties filed a witéive motions to strike various reports and
exhibits filed by the opposing side. On Ger 27, 2009, the Court denied Callpod’s Motion to
Strike Defendants’ Reply to Callpod’s ResponsBéfendants’ Statement of Undisputed Material
Facts, Defendants’ Cross-Motion to Strike Rorsi of Callpod’s Responsive Fact Statements and
Accompanying Exhibits, and Defendants’ MotiorStoike Portions of the Deposition Errata Sheet

of Callpod’s Expert Witness Paul Bierbauer the reasons stated open court. The Court
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addresses the remaining substantive motions i®tltier. As explained below, Defendants’ Motion

to Exclude Opinions of Callpod’s Proposed Expeitinésses is granted in part and denied in part.
Callpod’s Motion to Strike the August 7, 2009 Supplemental Report of James L. Lansford is granted
in part and denied in part. Callpod’'s Motion to Strike the Affidavit of Ilka Miller and
Accompanying Exhibits is denied.

MOTIONS TO STRIKE

|. Defendants’ Motion to Exclude Opinions of Callpod’s Proposed Expert Witnesses

A. Defendants’ Motion to Exclude Opinons of Callpod’s Technical Expert, Paul
Bierbauer

Paul D. Bierbauer (“Bierbauer”) is a senmofessor of electronics technology at Devry
University who opines that the Defendantgedly infringing products (the “accused products”)
contain each and every element of at least sorneafsserted claims of the '611 patent; that GN’s
sales of certain products meet the standardiatributory infringement; that no design alternatives
are available to GN that provide the featumedlaenefits currently offered by the accused products;
and that Callpod’®hoenixproduct practices the claims oktl611 patent. Defendants challenge
Bierbauer’s opinions regarding the definitiaafsvhen a device powers-on and microphone bias
current on methodology and relevance grounds, and challenge as unsupported his opinions about
contributory infringement, the availability of design alternatives, and Callfdwenixproduct.

The admissibility of expert testimony is gomed by Federal Rule of Evidence 702 (“Rule
702") andDaubert v. Merrell Dow Pharmaceuticals, In&09 U.S. 579 (1993), and its progeny.
See Ervin v. Johnson & Johnson, |92 F.3d 901, 904 (7th Cir. 2007). Rule 702 states: “If
scientific, technical, or other specialized knowledgk assist the trier of fact to understand the

evidence or to determine a fact in issuayiness qualified as an expert by knowledge, skill,
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experience, training, or educatianay testify thereto in the form of an opinion or otherwise.” A
three-step admissibility analysis applies to expert testimony under Rule 7Dawavett See Ervin
492 F.3d at 904. First, “the witness must be gealifas an expert by knowledge, skill, experience,
training, or education.” Id. (quoting Fed.R.Evid. 702). Second, “the expert’s reasoning or
methodology underlying the testimony mibstscientifically reliable.’Id. (citing Daubert 509 U.S.
at 592-93). Finally, the expert’s testimony must bevamnt, or “assist the trier of fact to understand
the evidence or to determine a fact in issuervin, 492 F.3d at 904.

Defendants do not squarely challenge Bierbauer’lfupadions to testify as an expertin the
field of communications engineag. Bierbauer’s Curriculum Vita@ftached as an exhibit to his
report, reflects that he is a senior professothi Electronic Technician department of DeVry
University, and that he is currently writing a ssrof textbooks in the communications engineering
field. (SeeR. 263, Ex. A, Expert Report of Paul D. Bdauer Regarding Infringement of U.S. Patent
No. 6,801,611, at 210-11.) (hereinafter “BierbaB&p.”) Accordingly, the Court finds him
gualified to provide expert testimony on the subjects in his repeetReilly v. Blue Cross & Blue
Shield United of Wisc846 F.2d 416, 421 (7th Cir. 1988) (reviewegperts’ curricula vitae in order
to support an uncontested finding that the experts were qualified in their fields).

1. Microphone Bias Current

Bierbauer’'s report opines that the accused products have a sense circuit that detects
microphone bias current, defined in his report as ad§péas current that falls into audio levels.
(SeeBierbauer Rep. at 35-36.) During his deposition, he further testified that bias current and

microphone bias current are not the same, and that microphone bias current is a specifically audio



signal. GeeR. 263, Ex. D, Deposition Testimony of Pddl Bierbauer, at 184.) (hereinafter
“Bierbauer Dep.”) Defendants challenge this opinion as not based upon a proper methodology.

Bierbauer testified that he had never “seen the term microphone bias current used until the
study of this case.” (Bierbauer Dep. at 19Hpwever, Bierbauer did not conduct any kind of
methodic inquiry into whether the term had an established meaning in the relevant art. Without
more, Bierbauer’s statement that the phrase microphone bias current as used in the 611 patent is
novel or unique within the field constitutes a dois®on based solely on his expert intuition which
is not an appropriate foundation for expert testimoBge Zenith Elecs. Corp. v. WH-TV Broad.
Corp.,, 395 F.3d 416, 419 (7th Cir. 2005). Bierbauer thus failed to appropriately consider “the
ordinary meaning that would be attributed to” the phrase microphone bias current, taken in its
entirety, “by persons skilled in the relevant arfiuperGuide Corp. v. DirecTV Enters., |1858
F.3d 870, 874-75 (Fed. Cir. 2001).

Because of his inadequately supported datetion that microphone bias current was not
a widely used term within the field, Bierbauer atpted to define the term by reference to technical
dictionaries and the testimony of other witnesses, who had defined the terms “bias” and “bias
current,” and to extrapolate from those definitiorSeeBierbauer Rep. at 336.) Even though his
methodology in determining the meaning of the gelmas and bias current alone was appropriate,
this research does not adequately support lnipgsed expert opinion as to the meaning of the
larger, and more relevant term, microphone bias current.

More importantly, however, Bierbauer’s proposed testimony would be irrelevant at trial
because the construction of the elaiof a patent is a legal detenation to be made by the Court,

and not an issue of fact for the jur$ee Terlep v. Brinkmann Caorpl8 F.3d 1379, 1382 (Fed. Cir.



2005). Here, Bierbauer’s testimony is little more than an attempt to define for the jury the
appropriate construction of a claim in the '611gmé. During claim construction on this case, the
Court declined to further construe the term “sensauit” as used in the 611 patent, because the
“patent is clear and unambiguous that the semseituses a microphone bias current to power on
the call pod once it detects such a currerR. 244 Mem.Op. & Order ai13-14. The parties did
not dispute the meaning of the term “microphone bias current” during claim construction, but
Callpod attempts to raise the issue now throught®iuer’s proposed testimony as to the meaning
of the term. When experts opine as to claim tranton issues, the risk of jury confusion is high,
and allowance of such testimony is impropgeee CytoLogix Corp. v. Ventana Med. Sys., ##1
F.3d 1168, 1172 (Fed. Cir. 2005). Bierbauer’s testiyras to the meaning of the term microphone
bias current is therefore not admissible, and Defendants’ Motion is granted as to this opinion.

2. The Definition of “Power On”

During claim construction, the Court determineat the term “activate,” as used in the ‘611
patent, “refers to turning the call pod on through the use of a power switch or microphone bias
current.” R.244 Mem.Op.& Order ai12.) The Court accordingly construed activate as meaning
“to power the call pod on.”ld.) Bierbauer now opines that thecused products “power on” when
they receive an audio signaSdeBierbauer Rep. at 52, 55.) Daftants challenge this opinion as
contradictory to, and irrelevant in light afie Court’s prior construction of activate.

The parties disputed the claim constructiorthed term activate as used in the asserted
claims, with Callpod asserting that activation ref® operating the call pod to connect a call, and
Defendants arguing that activation refers to gomg on the call pod. (R. 244 at 12.) Bierbauer’'s

opinion that the call pod does not power on until it neeean audio signal would mean that the call



pod is not activated—does not povasr—until it receives an audiogsial, that is, until a call is
connected. This is precisely the constructioaativate that the Court considered, and rejected, in
its claim construction. Expert opinions that dmbfwith a court’s established claim construction
tend only to create confusion an@ &énus unhelpful to the jurySee CytoLogid24 F.3d at 1172.
Bierbauer’'s testimony as to the meaning of “power on” is therefore barred as irrelevant.
Defendants’ Motion is therefore granted as to this opinion.
3. Contributory Infringement

Bierbauer’s report opines that the accused products “meet the standard for contributory
infringement.” Callpod’'s Response Brief, howeverdicates that it does not intend to offer
Bierbauer’s opinion on this subject at trialca®drdingly, Defendants’ Motion is dismissed as moot
with respect to this opinion.

4. Design Alternatives

Bierbauer opines that no design alternatives are available to Defendants that provide the
features and benefits currently offered byabeused products. Defendants challenge this opinion
as unacceptable because Bierbauer allegedly didomsider any possible design alternatives or
examine whether any specific alternative would be acceptable. However, Defendants do not point
to the existence of any such hypothetical, bukanened alternatives, and Defendants concede that
they have made no specific attempts to design around the claims of the '611 patent.

Bierbauer’s opinion on design alternatives isvant because the calculation of lost profit
damages due to infringement of a patent canrsithvailable alternativesincluding but not limited
to products on the market” in determining what the patent-holder would have made if not for the

infringement. See Grain Processing Corp. v. American Maize-Prods. Cb8d. F.3d 1341, 1350



(Fed. Cir. 1999). This calculation requiresference only to known alternatives, however.
Defendants have pointed to notzarity arising from the paten&iv context supporting the argument
that an expert must consider hypothetically possilbéenatives that are neither available nor on the
market before he may opine that there are no non-infringing alternatives. Defendants’ argument
would base the damages calculation not on wih¢lieee are known non-infringing alternatives, as
mandated by the requirement that patenteesrgpdaimages provide “sound economic proof of the
nature of the market and likely outcomes withimjement factored out of the economic picture,”
see id, but on whether there are any possible norifiging alternatives, for which there is no
precedent in the law.

Because Bierbauer’s opinion that Defendantgehaot developed any alternatives to the
Accused Products and that no such alternativesuarently available is sufficiently founded in his
review of the facts of the caaed relevant under the law of damages, Defendant’s Motion to bar
this opinion is denied.i

5. The Phoenix Product

Bierbauer’s report opines that Callpo&koenixproduct practices the claims of the '611
patent. Callpod’s Response Brief, howevadicates that Callpod does not intend to offer
Bierbauer’s opinion on this subject at trialcadrdingly, Defendants’ Motion is dismissed as moot
with respect to this opinion.

B. Defendants’ Motion to Exclude Opinionsof Callpod’s Damages Expert, James
Malackowski

James Malackowski, Callpod’s damages exmgines that an appropriate royalty should
Defendants be found to infringhe '611 patent “falls within the range of $15.00 - $20.00 per

accused product sold.” (R. 263, Ex. C, Expert Repiofames E. Malackowski, at 5.) (hereinafter
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“Malackowski Rep.”) Defendants move to bar this opinion due to Malackowski’'s reliance on
Bierbauer’s opinion regarding the lack of aviliéa design alternatives, but do not otherwise
challenge Malackowski’'s qualifications, methoalgy, or the relevance of his damages testimony.
Therefore, the Court need not consider whektgeis qualified to offer his proposed opinions or
whether he reached his damages conclusmawappropriate methodology in gene&ede United
States v. Moore521 F.3d 681, 685 (7th Cir. 2008) (“A judge is not obliged to look into the
guestions posed by Rule 702 when neither sitler requests or assists.”). His testimony is
relevant to the issue of Callpod’s damages shaylaoly ultimately find that Defendants infringed
the '611 patent.

As described above, Bierbauer’s opinion reigeg the lack of available non-infringing
alternatives is admissible, and Malackowskisnion will not therefore be barred for relying upon
Bierbauer’s opinion. Even if Bierbauer’s statetregvout design alternatives were not admissible,
however, Malackowski’s reliance upon that opinion in one section of his sixty-one page report
would not require that the entiyedf the report be barred. He considered several methods for
determining a reasonable royalty that did not depend on, or even refer to, the existence of an
alternative design, such as the market approadbhwbnsidered the licensing history of the patent,
the accused products, and other similar products in the ma8es\Vélackowski Rep. at 30-32.)

Only in his discussion of the cost-based apph for determining a reasonable royalty does
Malackowski depend upon Bierbauer’s opinion th@ainon-infringing alternatives are available.
(SeeMalackowski Rep. at 37-38.) Thus, even iéiauer’s opinion were inadmissible, Defendants
have not adequately shown that Malackowski’'s entire conclusion as to Callpod’s damages is

rendered unreliable by its reliance in only one respect upon Bierbauer’s opinion.



Defendants’ Motion to Exclude expert testimasiyherefore granted in part and denied in
part as to Callpod’s technical expert, Paul Biedraand denied as to Callpod’s damages expert,
James Malackowski.

Il. Callpod’s Motion to Strike the August 7, 2009 Supplemental Expert Report of James L.
Lansford

Callpod has moved to strike the supplementpket report of Defendants’ expert James L.
Lansford (“Lansford”). For the reasons set forth below, Callpod’s Motion to Strike is granted in part
and denied in part.

Supplemental expert reports are permitted if they are based upon information discovered
after the initial disclosure or upon the realizatibat the original disclosure was incorrect or
incomplete. See Talbert v. City of Chicag@36 F.R.D. 415, 422 (N.D. Ill. 2006). Rule 37(c)(1)
provides that evidence not timely disclosed, in violation of Rule 26(a), may not be used at trial
unless the violation is either justified or harmleBmley v. Marathon Oil Cq.75 F.3d 1225, 1230
(7th Cir. 1996). Four factors anmelpful to this analysis: (1) the degree of surprise or prejudice to
the non-offending party, (2) the capability of tHeender to cure any prejudice, (3) the amount of
disruption at trial that would result from the wdehe evidence, and (4) the bad faith involved in
not producing the evidence earli&ee Bronk v. Ineicheb4 F.3d 425, 432 (7th Cir. 1995). In this
case, though Lansford’s supplemental report is untimely, it is both justified and harmless. However,
portions of the supplemental expert reportraseproper supplements undée Rule and will be
stricken.

Lansford’s supplemental expert report addresses four points: (1) Callpod’'s expert
Bierbauer’'s deposition testimony regarding the definition of “microphone bias current,” (2)

Bierbauer’'s contradictory testimony regarding the meaning of “powering on,” (3) Bierbauer’'s

9



“portable” definition, and (4) the commercial success oftheenixproduct offered by Callpod,
following a change in position regardingtRhoenix product by Callpod and its expért®¥hether
these topics can be addressed in a suppleneatt report is governed by Rule 26(e)(1), which
states in pertinent part that parties hadelity to supplement discovery disclosures upon learning
that previous disclosures were incomplete or incorrect. Fed. R. Civ. P. 26(e)(1).

Initial expert reports were due on June 8, 2009 with rebuttal reports due on July 10, 2009.
Expert discovery in this case was set to close on July 31, 2009, but the depositions of Bierbauer and
Lansford were set for July 27, 2009 and Ry 2009, respectively. At Bierbauer’s deposition he
varied the underlying definitions of “microphobias current” and “powering on” from those upon
which he relied in his original report, and upon which Lansford relied in his rebuttal report. This
late change of position rendered portions of Lansford’s report incomplete, thus requiring him to
supplement his expert report to address thesegelsa This supplement was finished within the
week following Lansford’s own deposition and witHwur days of his receipt of the expedited
transcript of Bierbauer’s deposition. The Court accordingly finds those portions of the supplemental
report that address changes in Bierbauer’s testirtwbg both justified and harmless. There is no
evidence that Callpod will be seriously prejuditgdhe allowance of this supplemental report, or
that Defendants acted in bad faith rather e expedience following the changed circumstances
which necessitated the supplement.

Lansford’s section addressing the commercial success of the Phoenix device is proper for

the same reasons, because Callpod’s changed in the manner upon which it intended to rely upon the

! While Callpod contends that the prior art relied upohansford’s supplemental expert report is newly
disclosed, each of the four patents at issue wtrereelied upon by Callpod’s own expert, produced by Defendants
during fact discovery, or disclosed during supplemental prior art discovery, all of which occurred prior to the date of
Lansford’s deposition.
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Phoenix device in this litigation after Lansford’s initial report, rendering Lansford’s original opinion
incomplete. However, Lansford’s supplemental expert report on the definition of “portable” is
merely further rebuttal of Bierbauer’'s unchangedinition of the same term, which did not need

to be readdressed. lItis therefore not a proper subject for a supplemental report, because Lansford’s
original opinion was neither incomplete nor incorrect, and is stricken.

For the foregoing reasons, Plaintiff's Motion to Strike the August 7, 2009 Supplemental
Expert Report of James L. Lansford is Granted in Part and Denied in Part.

lll. Callpod’s Motion to Strike the Affidavi t of Ilka Muller and Accompanying Exhibits

Callpod moves to strike the Affidavit of Defendants’ witness llka Mduller and its
accompanying exhibits on the grounds that the information contained within the affidavit and
exhibits was not disclosed during either fact or expert discovery. For the reasons set forth below,
the Motion to Strike is denied.

Rule 26 of the Federal Rules of Civil Procezltgquires a party to provide the other party
with “the name and, if known, the address teldphone number of each individual likely to have
discoverable information that the disclosing party may use to support its claims or
defenses . . . identifying the subjects of the informatiéied. R. Civ. P. (a)(1)(A). Rule 26 also
requires a party to supplement or amend its dispdgsilit learns that the information disclosed is
“incomplete or incorrect and if the additional corrective information hasthetwise been made
known to the other partieduring the discovery process or intmg.” Fed. R. Civ. P. 26(e)(1). To
ensure compliance, Rule 37 automatically exciutie evidence unless the sanctioned party shows
its violation of Rule 26(a) is either justified or harmleSge David v. Caterpillar, Inc324 F.3d

851, 857 (7th Cir. 2003).
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Defendants disclosed llka Miller as a persath knowledge relevant to this case by
February 5, 2008. By February 14, 2008, Callpoddragared a letter rogatory seeking evidence
from RTX and llka Mller. Caplod was also made aware of thigdSe product and of llka Muller’s
identity through the deposition of Hans Cliee Nielsen and Defendants’ supplementary
interrogatory responses. Callpod received numeatoasments from RTX and had prepared to take
depositions in Denmark but cancelled a week gaatoing so. Thus, it is apparent that Callpod
knew Ilka Muller was a person with discoveraint®rmation, knew about the Ellipse product that
is the focus of Muller’s affidavit, made a conscious decision not to pursue this information, and now
seeks to bar Mller’s testimony. Callpod cannot rmtaim to be surpriseby Defendants’ use of
llka Muller's knowledge and affidavit, becausedtgscious decision to forego deposing llka Muller
cannot be taxable to Defendan&ee Gutierrez v. AT&T Broadbard, LL832 F.3d 725, 733 (7th
Cir. 2004) (plaintiff's tactical dcisions not to pursue additional witnesses did not require that the
affidavits of known, but non-deposed, witnessesstieken). Furthermore, Defendants have
promptly disclosed the additional documents relied upon in Illka Muller's Affidavit once they
became known to Defendants as opposed to merely known to third pS&etigdobley v. Burge
433 F.3d 946, 950 (7th Cir. 2006) (stating that document requests are limited to documents in
control of the party and not non-parties). BessaMller’s identity and relevant knowledge were
timely disclosed, Callpod’s Motion to Strike the Affidavit of llka Muller is denied.

STANDARD OF REVIEW FOR SUMMARY JUDGMENT

Summary judgment is proper when “the pleadi, depositions, answers to interrogatories,
and admissions on file, together with the affidavitany, show that theris no genuine issue as to

any material fact and that the moving party stk to judgment as a matter of law.” Fed. R. Civ.
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P. 56(c). In determining whether a genuine issufact exists, the Court must view the evidence
and draw all reasonable inferences in favor of the party opposing the m&emington v.
Caterpillar Inc, 275 F.3d 654, 658 (7th Cir. 200%ge alscAnderson v. Liberty Lobby, Inct77
U.S. 242, 255 (1986). However, the Court will “liniét analysis of the facts on summary judgment
to evidence that is properly identified and supported in the parties’ [Local Rule 56.1] statement.”
Bordelon v. Chicago Sch. Reform Bd. of Trust@88 F.3d 524, 529 (7th Cir. 2000). Where a
proposed statement of fact is supported by therteand not adequately rebutted, the court will
accept that statement as true for purposes of siyrja@dgment. An adsuate rebuttal requires a
citation to specific support in the record; an unsubstantiated denial is not ad&peatebiero v.
City of Kankakeg246 F.3d 927, 933 (7th Cir. 200Drake v. Minnesota Mining & Mfg. Col34
F.3d 878, 887 (7th Cir. 1998) (““Rule 56 demands sbimg more specific than the bald assertion
of the general truth of a parti@rlmatter[;] rather it requires affidavits that cite specific concrete

facts establishing the existence of the truth of the matter asserted.”).
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STATEMENT OF UNDISPUTED FACTS?

|. The Parties

Callpod, a designer of mobile accessory products, is the owner and assignee of the '611
patent (Pl. 56.1 Inv. Resp. T 1.) GN Netcom A/S is a Denmark corporation that develops,
manufactures, and sells headset products 5621 Inv. Resp. 1 2.) GN Netcom, Inc., a Delaware
corporation, distributes GN Netcom@&\products in the United Statedd.] Hello Direct, Inc., a
Delaware Corporation, is a reseller of GN Netcom A/S produdts) (n June 2000, Darren
Guccione (“Guccione”), one of the '611 patentigentors and Callpod’s Bsident, CEO and Co-

Founder, had the idea to “develop a mobile conferencing system that would allow people to

2 The Court notes that the parties have failed to comply with Local Rule 56.1, which allows parties to file a
statement of undisputed material facts consisting of “shorbeted paragraphs.” L.R. 36.Ignoring that obligation,
both sides here have filed statements of undisputesl daaotaining numerous lengthy paragraphs. Furthermore, both
sides have admitted or denied certain statements, buintipeoperly included additional facts and arguments in their
response paragraphs. Nonconformity with the Local Rules and the standing orders of the Court is not without
consequence. The Seventh Circuit has “repeatedly held thstrict court is entitled to expect strict compliance with
Rule 56.1.” Ammons v. Aramark Uniform Servs., [rR68 F.3d 809, 817 (7th Cir. 2004) (citiBgrdelon v. Chicago
School Reform Bd. of Truste@83 F.3d 524, 527 (7th Cir. 2000)). “A distrcourt does not abuse its discretion when,
in imposing a penalty for a litigant’s non-compliance with Ldale 56. 1, the court chooses to ignore and not consider
the additional facts that a litigant has proposeti¢hon v. Exelon Generation Co., L.L,.@01 F.3d 803, 809-10 (7th
Cir. 2005). Accordingly, the Court strikes any additionaldactarguments improperly included in the parties’ response
paragraphs.

% Throughout this Opinion, citations to Callpod’s Response to Defendants’ Statement of Facts in Support of
Motion for Summary Judgment, or In the Alternative, Partial Summary Judgment, of Invalidity of the Claims of the ‘611
Patent have been abbreviated to “Pl. 56.1 Inv. Resp."{ citations to Defendants’ Reply to Callpod’s Response to
Defendants’ Statement of Undisputed Material Factspp8rt of Motion for Summary Judgment, or, in the Alternative,
Partial Summary Judgment, of Invalidity of the Claim¢hef‘611 Patent and Statement of Additional Facts have been
abbreviated to “Def. 56.1 Inv. Reply § __.”; citations tdjital's Response to Defendants’ Statement of Facts in Support
of Motion for Summary Judgment, or In the AlternativetiBbSummary Judgment, of Non-Infringement of the Claims
of the ‘611 Patent have been abbreviated to “Pl. 5&4-INf. Resp. I __."; and citations to Defendants’ Reply to
Callpod’s Response to Defendants’ Statement of Fac&upport of Motion for Sumnmg Judgment, or In the
Alternative, Partial Summary Judgment, of Non-Infringenaénihe Claims of the ‘611 Patent have been abbreviated
to “Def. 56.1 Non-Inf. Reply § ___.”
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conduct conference calls on theg.fl (Pl. 56.1 Inv. Resp. { 5.)Guccione incorporated Callpod in
2001. (P1.56.1Inv. Resp.17.)
Il. The Patent Application and Examination

Guccione and his co-inventor, Daniel Lurey (¥ey”) filed a patent application on June 29,
2001, which eventually issued as U.S. Patent No. 6,801,611 on October 5, 2004. (PI. 56.1 Inv. Resp.
1 14.) The issued patent is titled “Call pod fovihg calls in a portable environment.” (PI. 56.1
Non-Inf. Resp. § 5.) The conception date, and tbezghe priority date, for the patent is June 30,
2000. (PI.56.1 Non-Inf. Resp. 1 6; PI. 56.1 Inv.(R§s40.) Callpod attempted to license the '611
patent from 2000 to 2006; however, Callpod faileddonclude a single license of the '611 patent.
(PI.56.1 Inv. Resp. 1 67.) Guccione tedtiffer Callpod that Callpod offers the CallpBtoenix
as a commercial product that embodies the technabtpe '611 patent. (Pl. 56.1 Non-Inf. Resp.
1 23))

The claims of the initial patent application were as follows:

Claim 1: A method of providing a caerience call connection among a plurality

of conference call participants, such method comprising the steps of:

providing a call pod for interconnecting a @lity of headsets of the plurality of

participants;

operably connecting a headset interface of a wireless telephone with a wireless

telephone audio interface of the call pod; and

forming a two-way voice path among the plurality of headsets and the wireless
telephone interface within the call pod.

“ In response to this and every subsequent statemet@stablished, in whole or in part, by reference to the
Invalidity Report of Defendants’ technical expert Jamesansford, Callpod objected to the use of the report because
it was unauthenticated. It is true that evidence reipmh to establish facts for summary judgment purposes must be
of a type admissible at trial, including “properltiaenticated and admissible documents or exhibBsith v. City of
Chicagq 242 F.3d 737, 741 (7th Cir. 2001). Defendants have atiéeitgpcure this flaw by submitting an authenticating
affidavit from Lansford as an exhibit to their reply to @atl’s response to their statements of fact. The Court need not
decide if this is sufficient, however, because Defend#mtwot rely upon Lansford’s report alone to create any genuine
issue of fact. Instead, citations to Lansford’s report aresdlalvays contained within string citations that also refer
to admissible evidence supporting the same propositioner&\befendants have cited only to the Lansford report,
Callpod has either admitted the substance of the cited stdtemtre fact substantiated by the Report is hot genuinely
material to the Court’s resolution of either of the pending summary judgment motions.
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Claim 11: An apparatus for providingcanference call connection among a

plurality of conference call participants, such apparatus comprising:

a call pod for interconnecting a plurality afddsets of the plurality of participants;

means for operably connecting a headsetriiace of a wireless telephone with a

wireless telephone audio interface of the call pod; and

means for forming a two-way voice path among the plurality of headsets and the

wireless telephone interface within the call pod.

Claim 22: An apparatus for providing a conference call connection among a

plurality of conference call participants, such apparatus comprising:

a call pod for interconnecting a plurality afddsets of the plurality of participants;

a wireless telephone interconnect cable adapted to operably connect a headset

interface of a wireless telephone with aeless telephone audio interface of the call

pod; and

first and second circuits adapted to form a two-way voice path among the plurality

of headsets and the wireless telephone interface within the call pod.
(Pl. 56.1 Inv. Resp. 1 15.) In an Office Action dated November 10, 2003, the patent examiner
rejected these claims on the basis of obviousnessuse of the combination of Lucey, European
Patent Application No. 0,187,696 (“Lucey”), anceBiorn, U.S. PatentdN 6,321,080 (“Diethorn”).
(Pl.56.1 Inv. Resp. §16). The patent exanais rejected, on obviousness grounds, claims related
to the detection of a bias current in lighRehrsson, U.S. Patent No. 6,615,059 (“Pehrsson”). (Pl.
56.1 Inv. Resp. 7 17.)

Lucey, Diethorn, and Pehrsson areor art to the '611 patent(PIl. 56.1 Inv. Resp. 1Y 20,
23.) Lucey discloses a plurality of headsets comukttt a conferencing unit that is connected to a
standard telephone system with full duplexataifity. (Pl. 56.1 Inv. Resp. T 18.) Lucey also
discloses a flasher circuit and a muting capabil{®L. 56.1 Inv. Resp. § 19.) Diethorn discloses
a conferencing telephone with a base having a handset that is connected to the base through a

cordless connection. (Pl. 56.1 IiResp. T 21.) Diethorn also digses that a connection between

handset and conferencing basdistacan be made with a contieg cord. (Pl. 56.1 Inv. Resp.
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22.) Pehrsson discloses the detection of a biasmifrom a microphone connection of the headset
interface of a wireless telephone. (Pl. 56.1 Inv. Resp. 117.)

Subsequent to the office action, Olisa Anwah (“Anwah”), the patent examiner, corresponded
with Guccione about suggestions to ameraints 1, 11, and 22 with language from dependent
claims2and 4. (Pl.56.1 Inv. Resp. 1 25.) Speadlfi, she suggested cancelling claims 2 and 4 and
amending claims 1, 11, and 22 with the addition of the following language:

Wherein the call pod includes a sense circuit structured to automatically activate the

call pod during a call and to automaticadkgactivate the call pod upon termination

of the call wherein the sense circuit detects a microphone bias current on a

microphone input of the wireless telephone and activates the call[Jpod using the

detected microphone bias current.
(Id.) Following this e-mail, an amended appiioa was filed amending claims 1, 11, and 22 with
the language suggested by Anwah, and renumbeeitgin claims. (PIl. 56.1 Inv. Resp. 11 26, 29.)
The amendment dropped original claims 2 and 4. (Pl. 56.1 Inv. Resp.  25.) Other than by
amending the claims, no challenged@pute was made to the offise&€onclusion that the prior art
rendered the claims of the original application obvious. (Pl. 56.1 Inv. Resp. T 24.)

The patent issued on May 3, 2004 with a naticallowance stating that Pehrsson did not
teach, disclose, or suggest that the sensetzdctivates the call pod using the detected microphone
bias. (Pl. 56.1 Inv. Resp. { 27he independent issued claiin®, and 18, formerly 1, 11, and 22,
were materially the same as those listed abatretive additional language added to the end of each
claim. (Pl. 56.1 Inv. Resp. %8.) Dependent claims 11 and 20 issued to include the further

limitation of a flasher circuit to independent ot 9 and 18. (PI. 56.1 Inv. Resp. 1 29.) Dependent

claim 10 issued with the further limitation oans for activating the call pod upon detecting of a
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call connection. (Pl. 56.1 Inv. Resp.  32.) Depahdmim 12 issued with the further limitation
of means for deactivating the call pod upon termination of a call conneckibn. (
lll. Prior Art Not Considered by the Patent Examiner

Defendants cite to Adachi, Japanese Patent No. JP8223305, as prior art that was not
considered by the examiner during the prosecuifdhe '611 patent. (PIl. 56.1 Inv. Resp. 1 62.)
Adachi discloses a conferencing parent devicasivaitelessly connected to a plurality of daughter
devices with headsets for each participaid.) (The patent also discloses a two-way connection
between the parent device and the daughter deiPe$6.1 Inv. Resp. 1 58.) However, Callpod’s
expert, Bierbauer, has opineath.ucey, Diethorn, and Adachi teaalvay from using an accessory
with conferencing cability in favor of buildng it into a base station or handset. (Def. 56.1 Inv.
Reply 1 17.)

Defendants also cite to Hall, U.S. Patsot 5,787,180, as prior art that was not considered
by the examiner during the prosecution of the '6igmpia (PIl. 56.1 Inv. Resp. 1 64.) Hall discloses
a scrambler or encryption device that can kechtd to a cellular phone. (Pl. 56.1 Inv. Resp. § 63;
Def. 56.1 Inv. Reply § 32.) The patent alsscthses a microphone bias sensor elemedt) (

Defendants further cite Jacobson, U.SteRaNo. 4,160,122, as prior art that was not
considered by the examiner during the prosecufdhe '611 patent. (Pl. 56.1 Inv. Resp. 1 66.)
Jacobson discloses an earphone amplifier system for the hearing impaired. (Pl. 56.1 Inv. Resp. |
65; Def. 56.1 Inv. Reply 1 30.) Jduson discloses a switch that angdically turns on the amplifier
in response to when the handset is removed from the cradle of the plibhe. (

The Ellipse, an allegedly prior art product produced by GN Netcom A/S, is a digital wireless

headset consisting of a base station that is comthéxt corded desktop telephone and a remote unit
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that can be connected to a corded headset fatenaie. (Pl. 56.1 Inv. Resp. §42.) The Ellipse uses
DECT-based protocols to transmit audio signald.) (The DECT standard was developed in the
1990s. (PI. 56.1 Inv. Resp. | 41The Ellipse product was released onto the public market in
August 1999. (PI. 56.1 Inv. Resp. 1 42.) The Ellipse does not have a conferencing capability, but
a specification produced in 1999 indicated thair#@rencing function could be added with one to

two months’ work. (PI. 56.1 In\Resp. {1 43, 44.) However, conferencing was never implemented
as a feature of the Ellipse product. (Pl. 56.1 Inv. Resp. 1 47.)

IV. The Accused Products

Callpod asserts that certain products produced, distributed and sold by the Defendants
directly and indirectly infringe claims 9, 10, 1P, 18, and 20 of the '611 patent. (PIl. 56.1 Non-Inf.
Resp. 1 11.) The accused productstheeGN9120, GN9125, and GN9350—wireless headset
products consisting of a baset&ia and a wireless headset. (PIl. 56.1 Non-Inf. Resp. § 26). The
accused products allow users to make conferencausallg up to four individual wireless headsets.

(Def. 56.1 Non-Inf. Reply 1 8.) The producte BECT functionality for operation. (Pl. 56.1 Inv.
Resp. 141.)

The accused products are packaged with a stand for the base station, a connection cord for
connecting the base station to a wired phamne an electrical power adapteld.X The cord that
connects the base station to the telephone jack is an RJ-9, which cannot connect to a cellular phone.
(PIl. 56.1 Non-Inf. Resp. { 58.) The accused prodimisot come with a cord to connect the base
station to the headset. (Pl. 56.1 Non-Inf. [R€526). The base stations of the products do not

contain batteries, but draw power from an eleat outlet. (Pl. 56.1 Non-Inf. Resp. T 29.)
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Conversely, a figure in the ‘611 teat shows that the patenteall pod is powered by a three volt
battery. (PI. 56.1 Non-Inf. Resp. T 21.)

Power is supplied to the accused devices whey are plugged into electrical outlets. (PI.
56.1 Non-Inf. Resp. 11 30-33, 35.) When there iamatl, users of theroducts can still use the
products to have an intercom conferen@@l. 56.1 Non-Inf. Resf] 37.) The accused products
charge their headsets in a provided cradl®ag &s the base stationpisigged in. (Pl. 56.1 Non-
Inf. Resp. 1 38.) The products’ user manuals instrsets to connect the base stations to a wired
telephone jack. (PI. 56.1 Non-Inf. Resp. 141.) Defendants market the accused products for use with
wired phones or a personal computer. (Pl. 56.1 NarResp. 1 42). The diaration of regulatory
compliance packaged with the products implies that the products are not intended for use with
wireless phones. (Pl. 56.1 Non-Inf. Resp. § 4B¢ accused products have a built-in amplifier and
switching mechanism. (Pl. 56.1 Non-Inf. Resp.  66.)

The GN Netcom Smart Cord when used with GN Netcom QD to 2.5 millimeter adapter,
however, is available to users that allows a tseonnect the accused products to cellular phones.
(Pl. 56.1 Non-Inf. Resp. 1 43.) However, Defamnddhave never marketed the GN Netcom Smart
Cord for use with the accused products or for use with cordless or cellular phones. (PIl. 56.1 Non-
Inf. Resp. 1 71.)

Defendants first sold the GN9120 in the United States in about March 2003. (PI. 56.1 Non-
Inf. Resp. 1 27.) The GN9350 was firstmaactured and soloh January 2006. Id.) Callpod
notified GN Netcom A/S of the’11 patent and Callpod’s claimiofringement orally on July 14,

2006 and in writing on August 14, 2006. (Pl. 56.1 Non-Inf. Resp.  28.)

DISCUSSION
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Defendants’ Motion for Summary Judgment of Invalidity of the Claims of the '611
Patent

A patentis presumed to be valielroctor & Gamble Co. v. Teva Pharm. USA, |66 F.3d
989, 994 (Fed. Cir. 2009). Clear and convincing evidence, sufficient to “place[] in the fact finder
an abiding conviction that the truth of [the] faak contentions [is] highly probable,” is necessary
to invalidate a patentd. (internal quotation omitted¥ee also Eisai Co. Ltd. v. Dr. Reddy’s Labs.,
Ltd., 533 F.3d 1353, 1356 (Fed. Cir. 2008) (noting ftlevant’s burden to prove invalidity by clear
and convincing evidence”).

Section 103 of Title 35 of the U.Sode prohibits the issuance of a patent if “the differences
between the subject matter sought to be patemigdha prior art are such that the subject matter
as a whole would have been obvious at the timétvention was made to a person having ordinary
skill in the art to which said subject matter pertain&3R Int’l Co. v. Teleflex, Inc550 U.S. 398,

406 (2007) (quoting 35 U.S.C. 8§ 103). Obviowsnes a question of law based upon underlying
facts. In re Kubin 561 F.3d 1351, 1355 (Fed. Cir. 2009). @bviousness analysis is based upon
four factual issues: (1) the scoped content of the prior art, (&)e differences between the prior
art and the claims at issue, (3) the level of ordinary skill in the art at theh@mavention was
made, and (4) any objective evidence of nonobviousiBsssraham v. John Deere C&83 U.S.

1, 17-18 (1966).

Where the prior art teachesiggest, or motivates a persorvimg ordinary skill in the art
to combine the references to create the invemtnoiall its limitations then the invention is obvious.
See KSR550 U.S. at 419. However, even in the absence of any teaching, suggestion, or motivation
to combine, if there is a common sense readonitwould be obvious to try the combination then

the invention is also obviouSee idat 421. Where a reference ongmnation of references in the
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prior art teaches away from a specific combomatthen the claimed invention may not be obvious.
See Iron Grip Barbell Co., Inc. v. USA Sports, 1882 F.3d 1371, 1322 (Fed. Cir. 2004).

A. The Level of Ordinary Skill in the Art at the Time the Invention was Made

The parties agree that the level of ordinamjl skthe art at the time the invention at issue
here was made is that of a person with a 2-gellege degree in an engineering discipline with
additional experience in an industry involving the use and operation of telephones.

B. Scope and Content of the Prior Art

Prior art is considered analogous under@nghamfactor analysis ift is within the same
field of invention as the patentiasue or if it addresses a similar problem that the patent at issue is
trying to solve.Seen re Clay, 966 F.2d 656, 658-59 (Fed. Cir. 1992Fhe teachings of prior art
references are underlying factual questions in the obviousness indkiurgin, 561 F.3d at 1355.

Here, there are disputed issues of materialMattt respect to the spe and content of the
prior art. The parties agree that Lucey, Bboeh, and Adachi are prior art to the '611 patent.
However, Callpod contends that Jacobson andaflalhot prior art because they do not relate to
conferencing or conference devices. Jacobson riefens ear amplifier ith an automatic switch
to activate the ear amplifier wharhandset is removed from its dexdHall refers to an encryption
add-on for a cellular phone that detects a micropbasecurrent to activate the encryption device
when a call is placed or received. Whether these two references are reasonably related to the
problem to be solved or are withime same field of endeavor are isswf fact best left to a jury.
See State Contracting & Eng’g Corp. v. Condotte America, 846 F.3d 1057, 1069 (Fed. Cir.

2003) (whether prior art is analogous under the two criteria is a question of fact).
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Moreover, the parties dispute the precise sobpdat is disclosed by Adachi, Jacobson and
Hall. Callpod contends that Adachi discloses/@antlirect connection to a telephone network and
not to an intervening telephone. Defendants atigaeAdachi teaches a conferencing device that
may be connected to a varietyteliephony networks. Thus, there digputed issue of material fact
whether Adachi discloses or even suggests a “s#smoperably connecting a headset interface of
a wireless telephone with a wireless telephone audio interface of the call pod” as required by
independent claim 9 of the '611 patent orwaeless telephone interconnect cable adapted to
operably connect a headset interface of a wireless telephone with a wireless telephone audio
interface of the call pod” as required by independent claim 18.

The parties also disagree over whether Jacobson discloses automatic activation of an
accessory using microphone bias current. Callpod states that Jacobson only mentions DC bias
voltage and does not specifically disclose the use of microphone bias current. The Defendants
disagree and argue that DC bias voltage from the line to the microphone is precisely what
microphone bias currentis. Thus, there is a dispagee: of material fact as to whether Jacobson’s
DC bias voltage for automatic accessory acivais a disclosure of using microphone bias current
for the same purpose.

Finally, Callpod and Defendants diverge on whether Hall’s sense circuit senses a microphone
bias current. Callpod’s main contention is that the sense circuit merely senses microphone bias
current from a microphone bias generation device. Defendants counter that the microphone bias
sensor element senses microphone bias current generally and automatically powers on or off the

circuitry of the accessory. Thus, there is a dispiske of material fact concerning whether Hall's
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microphone bias sensor element senses microphasetirent generally, or only that emanating
from a microphone bias generation device.

As a result of these disputes concerning tlopsand content of the prior art, there are
disputed issues of material fact precludingmary judgment on the issue of obviousness of the
claims of the '611 patent.

C. The Differences Between the Prior Art and the Claims at Issue

Because there is a disputed issue of matagabver the scope andrmtent of the prior art,
it would be an act of futility to attempt to detenm the differences betwedime prior art and the
asserted claimsSee, e.gln re Dippin’ Dots Patent Litigation249 F. Supp. 2d 1346, 1361 (N.D.
Ga. 2003) (“Because the scope and content of ibegmt cannot be resolved, it is not possible to
know what the differences are between the pricaraa the patented invention”). The Court cannot
therefore properly assess this factor, making summary judgment on obviousness improper.

D. Objective Indicia of Non-Obviousness

Five objective indicia may indicate nonobviousness: (1) simultaneous invention, (2) a long-
felt but unmet need, (3) laudatory statements, (4) copying of the patented invention, and (5)
commercial successSeeGraham 383 U.S. at 17-1&colochem, Inc. v. S. Cal. Edison C227
F.3d 1361, 1376-80 (Fed. Cir. 2000).

An invention may be inferred to be obvious if several inventors arrive at the same
advancement simultaneouslySee Ecolochen?27 F.3d at 1379. The issue of simultaneous
invention is directly tied to the knowledge of one skilled in theSee id.The Defendant contend
thaiGNNetcon A/SancRTX’s joint developmer of the Ellipsein 199¢is evidenciof independent

invention However, the Ellipse is not precisely idieal or analogous to the claims of the '611
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patent in all relevant aspects. Most signifibgrthe Ellipse as actually produced did not contain
a conferencing feature, and Defendants’ argumentsiinch a feature calihave been added with
minimal effort does not prove that they indeperitjeinvented the key advancement of the '611
patent.

With respect to the long-felt but unsolveeledl factor, Defendants contend that Callpod’s
failure to finalize a single license to the patenevidence of the absem of a long-felt need.
Callpod counters by arguing that the Defendants’ etary statements demonstrate that there was
a long-felt need satisfied by the '611 patent. Bb#se arguments miss the point of this factor.
Even taking Defendants’ marketing statements regarding the value of their product at face value,
Callpod has neither established that there wasgielt need for a product in the market nor that
others had attempted and failed to create a similar deS@e Adv. Display Sys., Inc. v. Kent State
Univ., 212 F.3d 1272, 1285 (Fed. Cir. 200@)l(ire of others to devep a solution to an identified
problem is very probative evidence of nonamsness). Likewise, Defendants’ argument
concerning licensing of the '611 teat does not indicate a spec#iosence of a long-felt but unmet
need, as any number of unidentified and unknown factors could have prevented Callpod from
licensing even a product for which there was a dire need in the relevant field. Thus, this factor
favors neither party.

Additionally, laudatory statements about the invention by those working in the field may also
indicate nonobviousness/ulcan Eng’g Co., Inc. v. Fata Aluminium, In278 F.3d 1366, 1373
(Fed. Cir. 2002). There is no evidence of industaiger in the record here; thus, this factor also

favors neither party.
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Copying of the invention is also evidenof nonobviousness, though not compellingly so.
Ecolochem227 F.3d at 1380. For evidence of copying to be persuasive, a period of time needs to
pass where the copyist attempted to indeeatly create the invention and failedandenberg v.

Dairy Equip. Co, 740 F.2d 1560, 1567 (Fed. Cir. 1984)f@wlants argue—and Callpod does not
contest—that they did not copy the '611 patent’s claimed device, and there is no evidence that
Defendants’ own efforts to create a conferencing call pod were unsuccessful prior to the issuance
of the patent.

Finally, commercial success is alsoq&sive evidence of nonobviousneSsaham 383
U.S. at 17. However, the commercial success must have a nexus to the patentable features of the
invention. J.T. Eaton & Co. v. Atl. Paste & Glue CA.06 F.3d 1563, 1571 (Fed. Cir. 1997).
Commercial success due to features knowtte prior art is not relevanOrmco Corp. v. Align
Tech., Inc.463 F.3d 1299, 1312 (Fed. Cir. 200Befendants contend thakthack of licensees for
the '611 patent indicates a deficiency in comeiad success. In opposition, Callpod argues that the
commercial success of an infringing product casuféicient to indicate the nonobviousness of the
claimed invention. However, as will be discusbelow, the accused products do not infringe the
patent. Thus, any commercial success attributable to them does not factor into an obviousness
analysis.

Because there are disputed issues of matadgabver the scope and content of the prior art
and the differences between the prior art anctldiens of the patent, the Defendants’ Motion for

Summary Judgment on Invalidity of the Claims of the '611 Patent is denied.
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I. Defendants’ Motion for Summary Judgment of Non-Infringement of the Claims of
the '611 Patent

Section 271(a) of Title 35 of ¢hU.S. Code states that “whoever without authority makes,
uses, offers to sell, or sells any patented itisanwithin the United States or imports into the
United States . . . infringes the patent.” 35 U.S.C. § 271(a) (2006). Finding patent infringement
requires a two-step process. Eithe court must construe thaichs alleged to be infringedsee
Dynacore Holdings Corp. v. U.S. Philips Cqrp63 F.3d 1263, 1273 (Fed. Cir. 2004). Second, the
court must compare the construed claims to the allegedly infringing dedice.

The accused device must meet every limitation of a claim—"either literally or under the
doctrine of equivalents.Deering Precision Instruments, LLWCVector Distrib. Sys., Inci347 F.3d
1314, 1324 (Fed. Cir. 2003). Whan accused device lacks one or more of the claim limitations
as sold to consumers, a defendant could be held liable, at the mosdufong infringementSee
Fina Research, S.A. v. Baroid, Ltd41 F.3d 1479, 1481-82 (Fed. Cir. 1998). A device does not
infringe simply because it may be alterecsatisfy all the limitations of a claimSee High Tech
Med. Instrumentation, Inc. v. New Image Indus.,, [48.F.3d 1551, 1555-56 (Fed. Cir. 1995).

Previously, this Court construed the relevéerms (1) “plurality”; (2) “call pod”; (3)
“operably connecting”; (4) “means for operably connecting a headset interface of a wireless
telephone with a wireless telephone audio interéddbe call pod”; (5) “vireless telephone”; (6)
“interconnecting”; (7) “means for forming a two-weaoice path among the plurality of headsets and
the wireless telephone interface within the call padd (8) “activates the call pod,” “automatically
activate,” and “automatically deactivate S€eR. 244, Mem. Op. & Order.) All other terms in the
claims did not receive construction and are thugaddtteir ordinary meaning. As such, the claims

asserted, with this Court’s construction in bold following the construed language, read:

27



Claim 9:

An apparatus for providing a conference call connection among a plurality
of conference call participants, such apparatus comprising:

a call pod[a portable device which forms conference calls among a
plurality of call participants] for interconnectingconnecting, which includes
connecting physically, through the use of a cord, adaptor or wireless connection]

a plurality[more than one]of headsets of the plurality of participants;

means for operably connecting a headset interface of a wireless telggphone
mobile phone or handset of a cordless phonejith a wireless telephone audio
interface of the call pofan interconnect cable with plugsj and

means for forming a two-way voice path among the plurality of headsets and
the wireless telephone interface within the call fibd structure of a call pod]
wherein the call pod includes a sense cirstnitctured to automatically activate the
call pod[powers on the call pod]during a call and to automatically deactivate the
call pod[powers off the call podJupon termination of the call wherein the sense
circuit detects a microphone bias current on a microphone input of the wireless
telephone and activates the call pod using the detected microphone bias current.

Claim 10:
The apparatus for providing a conference call connection as in claim 9 further
comprising means for activating the call pod upon detection of a call connection.

Claim 11:

The apparatus for providing a conference call connection as in claim 9 further
comprising means for activating a flashing indicator upon detection of a call
connection.

Claim 12:
The apparatus for providing a conference call connection as in claim 9 further
comprising means for deactivating th# pad upon termination of a call connection.

Claim 18:

An apparatus for providing a conference call connection among a plurality
of conference call participants, such apparatus comprising:

a call pod[a portable device which forms conference calls among a
plurality of call participants] for interconnectingconnecting, which includes
connecting physically, through the use & cord, adaptor or wireless connection]

a plurality[more than one]of headsets of the plurality of participants;

awireless telephone interconnectleazlapted to operably conngszinnect
in a manner that allows a signal to flow from one point to another pointh
headset interface of a wireless telephaitd a wireless telephone audio interface
of the call pod; and

first and second circuitadapted to form a two-way voice path among the
plurality of headsets and the wireledspdone interface within the call pod, wherein
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the call pod includes a sense circuit strusduio automatically activate the call pod
[powers on the call pod]during a call and to automatically deactivate the call pod
[powers off the call pod]upon termination of the call wherein the sense circuit
detects a microphone bias current aniarophone input of the wireless telephone
and activates the call pod using the detected microphone bias current.

Claim 20:

The apparatus for providing a conference call connection as in claim 18
further comprising a flashing indicator aggted to provide indication of a call
connection.

In determining whether there is infringemgthis Court will compare the claims, as
construed, with the accused devices.

A. Literal Infringement

For the accused products to literally infringe @isserted claims of the '611 patent, the
products must contain each and every element of claims 9 @ekFina Researchl4l F.3d at
1481-82. If any of the limitations diese independent claims is lacking, then there is likewise no
literal infringement of the subsequent dependent claichsThus, initially ths Court will limit its
analysis of literal infringement to claims 9 and 18 for summary judgment of non-infringement.

Defendants specifically point to four limitatiotiat they contend do not exist in the accused
products: (1) the accused devices do not haveedess phone interconnect cable, (2) the accused
devices are not portable, (3) the accuseda#suvilo not power on offf based upon a microphone
bias current, and (4) the accused devices do not have a sense circuit.

1. Wireless Phone Interconnect Cable
No reasonable juror could find that the accused products literally contain the limitation of

having a wireless phone interconnect cable. Notlesodccused products are sold with a wireless

phone interconnect cable. Callpod’s argument that the accused devices when combined with

separate products infringe the claims of the '6i&mizat most potentially raises an issue of induced
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infringement. Seeid. at 1481-82 (holding that, because the accused product did not have one
necessary element, the most defendant could ble liar was indirect infringement if customers
created the combination product). Moreoveg, dingument that the accused devices need only to
have the capability to connect to a wireless phone is equally meritless. The plain language of claims
9 and 18 require “means for operably connecting a headset interface of a wireless telephone with
a wireless telephone audio interface of the call pod” and “a wireless telephone interconnect cable
adapted to operably connect a headset intedhaewireless telephone with a wireless telephone
audio interface of the call pod,” respectively. Novehierthis language is there the hint of merely
requiring the capacity to connect to a wireless phone with an interconnect cable. Thus, this
limitation is not present literally for literal infringement of claims 9 or 18.
2. Call Pod

A genuine issue of material fact existé@a/hether the accused products are call pods. This
Court construed the term “call pod” to meaptatable device which forms conference calls among
a plurality of call participants.” The mairsdigreement between Defendants and Callpod is whether
the accused products are “portable” or not. Whadakfendants cite the promotional material used
by Callpod to promote its Phoenix product, thiaas determinative of the meaning of “call pod”
and portability. A reasonable juror could find thia accused products, which are relatively small
and light-weight, are portable using the ordinaganing of the word (even though they can only
be operated when plugged into an electrical sockeétus, a genuine issue of material fact exists

as to whether the accused products are “call pods” as construed by this Court.
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3. Automatically Activate the Call Pod During a Call and Automatically
Deactivate the Call Pod Upon Termination of the Call

No reasonable juror could find that the accused products automatically activate during a call
and automatically deactivate upon termination ofcthie As this Court construed this limitation,
to automatically activate or deactivate meangaoaver on or power off, respectively. It is
undisputed that when the accused products aggpt into the wall, they draw power and power
on within the plain meaning of therd. Callpod’s only response to this is their expert’s conclusion
that all electronics draw some power when pluggethis, however, is not relevant to the Court’s
determination of infringement of the pater§eeDynacore 363 F.3d at 1273 (an infringement
analysis consists of comparing the properly caresticlaims against the accused devices). The only
issue here is whether the accused devices power on during a call and power off upon termination
of the call. Because the accused devices activate their lights, charge their headsets, and can make
intercom conferences while not during a call,dbeused devices are already “powered on” in the
ordinary sense of the word. The converse swike true for powering off upon termination of a
call; when a call ends, the accused devices do not pdfverthe ordinary sense of the term. Thus,
this limitation is not present literally for literal infringement of claims 9 or 18.

4. Sense Circuit

A genuine issue of material fact existstasvhether the accused devices contain a sense
circuit. The principal issue at dispute between the Defendants and Callpod is whether or not the
microphone bias current sensed by the sense dindiié claims requires a DC current. Since the
term microphone bias current was not previouslgstrued by this Court, the Court looks to the
patent itself to determine if the term is definedame way. It is apparent from the specification

of the patent that the microphone bias current must contain some DC current component.
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Specifically, the patent states “[t]he sensewit 50 may operate by monitoring a microphone bias
current on a microphone input #2 . . . the voltageipling the bias current could be either positive
or negative, depending on the design of the wireless telephone 12.” U.S. Patent No. 6,801,611 at
2:43-54. Because the microphone bias current is defined asditbi@gpositiveor negative, it
must at least contain some gooment of DC current. Howevetespite this resolution, there still
exists a genuine issue of material fact whetheraccused products contain a sense circuit that is
responsive to the microphone bias current. Defetsdaave failed to specifically show how the
accused devices lack this limitation. Thus, a reasonable juror could find that the accused products
contain a sense circulit.

In sum, the accused devices do not literallyimgfe claims 9 and 18 of the '611 patent as
they lack the limitations of a wireless phoneiotanect cable, do not automatically activate during
a call, and do not automatically deactivate upon termination of a call. Furthermore, as claims 10,
11,12, and 20 depend upon claims€é &8, the accused devices alsadbliterally infringe those
dependent claims. Thus, the Defendants are ehtitleeast to summary judgment on the claims of
direct literal infringement.

B. Doctrine of Equivalents

A finding of equivalence ia determination of factGraver Tank & Mfg. Co. v. Linde Air
Prod. Co, 339 U.S. 605, 609 (1950). The process of determining equivalence is intended to
determine whether “the accused product or process contain[s] elements identical or equivalent to
each claimed element of thatented invention[.JWarner-Jenkins Co., Inc. v. Hilton Davis Chem.
Co, 520 U.S. 17, 40 (1997). The function-way-tesualysis, appropriate in cases involving

mechanical devices, requires that the alleged equivalent must “perform[] substantially the same
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function, in substantially the same way, to get sutistly the same result, as the limitation at issue
in the claim.” Dawn Equip. Co. v. Ky. Farms Ind40 F.3d 1009, 1016 (Fed. Cir. 1998).

One important limitation on the doctrine of equivalents potentially at issue here is the risk
of “ensnarement.” Thatis, even if equivalendeisd, if the asserted scope of equivalency of what
is literally claimed would encompass theoprart, there can be no infringemengee Wilson
Sporting Goods Co. v. David Geoffrey & Ass804 F.2d 677, 683 (Fed. Cir. 1996yerruled in
part on other grounds by Cardinal Chem. Co. v. Morton |58 U.S. 83 (1993).

For there to be any direct infringement bg ttefendants, the limitations of the claims that
are not literally found in the accused devices must be present equivalently. The missing limitations
are a wireless phone interconnect cable and the ability of the accused devices to automatically
activate and deactivate in response to the presence or termination of a call.

As an initial matter, Callpod has not centled that the accused devices contain an
equivalent to the automatic activation and deactivation limitation required by the claims. This lack
of one limitation, either literally or equivalently, as required by all the claims precludes any direct,
equivalent infringement claim.

Addressing the second missing limitation, no oeable juror could find the RJ9—-RJ9 cord
provided in the accused devices as an equivalent to a wireless phone interconnect cable. First, to
eguate a wired phone cable with a wireless plimtieeconnect cable would vitiate the limitation of
wireless phoné.See Tronzo v. Biomet, In@56 F.3d 1154, 1160 (Fed. Cir. 1998) (“If a theory of
equivalence would vitiate a claim limitation . .eththere can be no infringement under the doctrine

of equivalents as a matter of law.”). Throughthet specification of the6’l1 patent, the virtues of

% Indeed, if Callpod’s contention of equivalencivzeen a wireless phone interconnect cable and a wired phone
cable, then it would only strengthen the argument that Adachi, as discussed previously, in combination with Hall or
Jacobson invalidates thé1l1 patent on obviousness grounds.
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using a wireless phone are discussed at greatlefigtnow expand the gpe of the claim through
equivalency to recapture wired phones would not only render meaningless the term wireless
phone—as used extensively throughout the patent and claims—it would also violate the ensnarement
exception to equivalencySeeWilson Sporting Good®904 F.2d at 683. Callpod distinguishes
Adachi in their invalidity argument specifically on the grounds that it is directly connected to the
public switch telephone network. However, théepadiscloses the conferencing device merely
being connected to a circuit; it does not mentiandpdirectly connected to the telephone network
without any intervening devices. Thus, no reasonable juror could find the RJ9—-RJ9 cord to be
equivalent to a wireless phone interconnect cable.

In summary, no reasonable juror could fithét the accused products literally have the
limitations of a wireless phone imt®nnect cable or that the accused products automatically activate
during a call and deactivate upon termination ofctle Moreover, neither of these limitations is
present in the accused devices equivalentlyfelants are thus entitled to summary judgment on
Callpod’s direct infringement claim in its entirety.

C. Indirect Infringement

Indirect infringement is dided into two categories: (1pwtributory infringement and (2)
inducing infringement. See35 U.S.C. 88 271(b) & (c). To prove a claim for contributory
infringement, the plaintiff must first establish an atdirect infringemenand then show that the
defendant knew that the combination of its components was pate®¢edLucent Tech., Inc. v.
Gateway, InG.580 F.3d 1301, 1320 (Fed. Cir. 2009). To prawtaim of inducing infringement,

a plaintiff must show that the alleged infringaatgions induced infringing acts and that the alleged

infringer knew or should have known his or hetions would induce actual infringemeng&ee id.
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No reasonable juror could find that the Defendamdirectly infringed the claims of the ‘611
patent on either theory. Callpodstailed to indicate any instanaafcustomers directly infringing
the claims of the patent by using the SmandCand 2.5 millimeter or 3 millimeter adapters in
connection with the accused devices. Mere speculation of the possibility is insuffiSieat.
Warner-Lambert316 F.3d at 1364 (mere knowledge of possiiiringement by other persons does
not amount to inducement to infringe a patent; $fpantent and action to induce infringement must
be proven). Moreover, the lack of the liniikea of activating and deactivating the device in
response to calls also precludes the necessarylyinddinding of direct infringement necessary
for a claim of indirect infringement.

Even assuming for the sake of argument thete was any underlying direct infringement
by a user, Callpod’s claim of inéict infringement must also fail, because no reasonable juror could
find that Defendants had the intent required tontaan an indirect infringement claim. Even
viewing the facts in a light most favorable @allpod, there is no evidence indicating that the
Defendants suggested the combination of the 88w, the 2.5 or 3 millimeter adapter, and any
of the accused devices. Thus, Defendantsmtided to summary judgment on Callpod’s indirect
infringement clainf.

D. Willful Infringement

Willful infringement requires that a patextshow, by clear and convincing evidence, that
an infringer acted despite an objectively highlitkeod that its actions infringed a valid pateht.

re Seagate Tech., LL@97 F.3d 1360, 1371 (Fed. Cir. 2007).e8fically, a patentee must show

5 It must be noted, as Defendants point out, that Callpedhot previously raised a claim of joint infringement,
and cannot now force a trial solely on degation in a footnote its response brienon-infringemen See Whitaker
v.T.J.Snov Co, 151F.3c661 664 (7th Cir. 1998 (plaintiff may notamentits complain througt argumentin its brief
in opposition to a motion for summary judgment.)
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that this objective risk was known to the defardar was so obvious &l it should have been
known by the defendantd. The state of mind of the infringer is irrelevard.

No reasonable juror could find that Defendants willfully infringed the '611 patent. Even
viewing the facts alleged in a light most favoratoléhe plaintiff, Callpod has failed to show that
there is a genuine issue of material fact barsummary judgment on willful infringement. Though
Callpod notified Defendants of their allegettimgement on July 12006, Callpod has not pointed
to any evidence that there was an objectively higdihood of infringement prior to that date, or
that the risk was obvious or that Defendantsvwkioé the risk. Defendants are thus entitled to

summary judgment on the issue of willful infringement.
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CONCLUSION AND ORDER

Defendants’ Motion to Exclude Opinions of Callpod’s Proposed Expert Witnesses is
granted in part and denied in part as to the proposed testimony of Callpod’s technical expert,
Paul Bierbauer, and denied as to dp@ion of Callpod’s damages expert, James E.

Malackowski. Callpod’s Motion to Strike the August 7, 2009 Supplemental Expert Report of
James L. Lansford is granted in part and denied in part. Callpod’s Motion to Strike the Affidavit
of llka Mdller is denied.

Defendants’ Motion for Summary Judgment or, in the Alternative, Partial Summary
Judgment, of Invalidity of the Claims of the '611 patent is denied. Defendants’ Motion for
Summary Judgment or, in the Alternative, Partial Summary Judgment, of Non-Infringement of

the Claims of the ‘611 patent is granted.

ia M. Kendall

Mrited States District Court Judge
Northern District of lllinois

Date: March 29, 2010
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