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IN THE UNITED STATES DISTRICT COURT

FOR THE NORTHERN DISTRICT OF ILLINOIS P
EASTERN DIVISION | L
JN “E D
GOOGLE. INC. ) ,{M)%R X 2 209,
Plaintiff, ) Cleg ;CﬂAg W%OBZOj
) LS, DISTR BiNg
vs. ) €T ¢
) Case No: 07-CV-385
CENTRAL MFG. INC. a/k/a )
CENTRAL MFG. CO., a/k/a ) Judge Kendall
CENTRAL MFG. CO.(INC)., )
a/k/a CENTRAL MANUFACTURING ) Magistrate Judge Cole
COMPANY, INC. and a/k/a )
CENTRAL MFG. CO. OF ILLINOIS; )
and STEALTH INDUSTRIES, INC. )
a’k/a RENTAMARK and a/k/a )
RENTAMARK.COM, )
)
Defendants. )

NOTICE OF FILING

TO:  Michael T. Zeller
Quinn, Emanuel, Urquhart,
Oliver & Hedges, LLP.
865 S. Figueroa Street, 10th Floor
Los Angeles, California 90017

William J. Barrett

Barack, Ferrazzano, Kirschbaum,
Periman & Nagelberg, LLP.

333 W. Wacker Drive, Suite 2700

Chicago, Illinois 60606

Richard M. Fogel, Trustee
Janice A. Alwin

Shaw, Gussis, Fishman, Glantz,
Wolfson & Towbin LLC.

321 N. Clark Street, Suite 800
Chicago. Illinois 60610

PLEASE TAKE NOTICE that on the 2nd day of March, 2007, there was filed with
the Clerk of the United States District Court for the Northern District of Illinois, Eastern
Division, Reply to Google's Opposition To Debtor Leo Stoller's Motion To Suspend
Pending The Trademark Trial And Appeal Board's Decision On Defendant's Motion For
Summary Judgment, a copy of which is attached hereto.

at the address above indicated by depositing it in the U.S. Mail on this

A day of

I certify that I served this Notice mailing a copy to each person to who? it ig directed

March, 2007, with proper postage prepaid.

C:AMARKS43WGOOGLE2 FIL

Leo Stoller, pro se

7115 W. North Avenue
Qak Park, Illinois 60302
(773) 551-4827

Email: ldmsd@@hotmail.com

Dockets.Justia.com
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IN THE UNITED STATES DISTRICT COURT A~
FOR THE NORTHERN DISTRICT OF ILLIN IS /4 L E

EASTERN DIVISION
MA/; P
GOOGLE, INC. . M”Zﬁg 2 2007
Lemg AL
Plaintiff, U ot D ?00

Vs,
Case No: 07-CV-385
CENTRAL MFG. INC. a/k/a
CENTRAL MFG. CO., a/k/a
CENTRAL MFG. CO.(INC).,

a/k/a CENTRAL MANUFACTURING
COMPANY, INC. and a/k/a
CENTRAL MFG. CO. OF ILLINOIS;
and STEALTH INDUSTRIES, INC.
a/k/a RENTAMARK and a/k/a
RENTAMARK.COM,

Hon. Virginia M. Kendall

Magistrate Judge Cole

[N S N M . T N N g N . T L g

Defendants.

REPLY TO GOOGLE INC.'S OPPOSITION TO
DEBTOR LEO STOLLER'S MOTION TO SUSPEND PENDING THE
TRADEMARK TRIAL AND APPEAL BOARD'S DECISION ON
DEFENDANT'S MOTION FOR SUMMARY JUDGMENT

NOW COMES Leo Stoller in reply to Google, Inc.'s Opposition To Debtor Leo
Stoller's Motion To Suspend Pending The Trademark Trial And Appeal Board's Decision On
Defendant’s Motion For Summary Judgment, and states as follows:

Google, Inc. argues that Trademark Trial and Appeal Board should suspend Stoller's
petition for cancellation proceeding and allow this District Court proceeding to go first.
Google misses the point for the following reason:

As the U.S. Supreme Court has said:

The declaratory judgment procedure will not be used to preempt and

prejudge issues that are committed for initial decision to an

administrative body or special tribunal any more than it will be

used as a substitute for statutory methods of review .... Responsibility
for effective functioning of the administrative process cannot be thus
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transferred from the bodies in which Congress has placed it to the courts'.

The distinction between all of the case law presented by Google in support of the
Trademark Trial & Appeal Board suspending action before the TTAB and allowing a District
Court proceeding to go forward does not apply in the case at bar. For Google, Inc. is
attempting to preempt and prejudge issues that are committed for an initial decision to the
TTAB. In other words, Google, Inc. is facing a motion for summary judgment in a petition
for cancellation filed by Leo Stoller, President of Central Mfg. Inc. When a party is in a
proceeding before the TTAB and facing a motion for summary judgment, a District Court
proceeding cannot be used to short-circuit the TTAB from being able to rule on Stoller's
motion for summary judgment.

WHEREFORE, Leo Stoller prays that this Court suspend this proceeding pending

resolution of Stoller's Motion for Summary Judgment before the Trademark Trial & Appeal

Jip ALY,

Leo Stoller, pro se

7115 W. North Avenue #272
Oak Park, Illinois 60302
312/ 545-4554

Email: ldmsd4@hotmail.com

Board.

Date: March 2, 2007

1. Public Service Comm'n v. Wycoff Co., 344 U.S> 237, 97 L. Ed. 291, 73 S. Ct. 236
(1952). See Englishtown Sportswear Ltd. v. Tuttle, 547 F. Supp. 700, 216 USPQ 488
(S.D.N.Y. 1982) (a court that bypasses the administrative system of the PTO impairs expedi-
tious resolution and forfeits administrative expertise.) See §32:53 Declaratory judgment
cannot short-circuit administrative remedies - exhausting administrative remedies before the
Trademark Board - McCarthy on Trademarks.
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Certificate of Mailing

I hereby certify that this motion 1s being
hand-delivered in an envelope addressed to:

Clerk of the Court
United States District Court
219 8. Dearborn

Chicago, Tllinois 606074%

Leo Stoller
Date: March 2, 2007

Certificate of Service

I hereby certify that the foregoing is being
deposited with the U.S. Postal Service as First
Class Mail in an envelope addressed to:

Richard M. Fogel, Trustee
Janice A. Alwin, Esq.

Counsel for Trustee

Shaw, Gussis, Fishman, Glantx,
Wolfson & Towbin LLC.

321 N. Clark Street, Suite 800
Chicago, Illinois 60610

Michael T. Zeller

Quinn, Emanuel, Urquhart,
Oliver & Hedges, LLP.

865 S. Figueroa Street, 10th Floor
Los Angeles, California 90017

William J. Barrett

Barack, Ferrazzano, Kirschbaum,
Perlman & Nagelberg, LLP.

333 W. Wacker Drive, Suite 2700
Chicago, Illinois 60606

Zoo Y,

Leo Stoller P B
Date: -0 _07

{AMARKSARGOOGLES MOT

Filed 03/02/2007
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§ 32:52 Mo CARTHY ON TRADEMARES

achiceved jurisdiction over the issues.

§32:53 Declaratory judgment cannot short-circuit
administrative remedies——exhausting
administrative remedies before the Trademark
Board

West Key Noo Digests References

Declaratory Judgment o= 66 to 68,237, 274.1
Trade Regulation & 34,1, 3451

KeyCite'™: Cases and other legal materials listed in KevCite Scope

can be rescarched through West Group's KeyCite serviee ot

WESTLAW Y. Use KevCite Lo check citations for form, parallel
references, prioy and later history, and comprehensive citator
information, including citations to other decizions and secondary
materials,

The declaratory judgment procedure cannot be used W
short-cireuit estahlished administrative procedures, such as those
set up in the Patent and Trademark Office to determine the validity
of federal trademark registrati011.1 As the U.S. Supreme Courl has
stated:

VTihe declaratory judgment procedure will not be used to preempt
and prejudge Lsues that are committed for initial decision o dn
administrative hody or special trihunal any more than it will be
used as a substitate [or statutory methods of review. ... Responsi-
bility for effective functioning of the administrative process cannok
be thus transferred from the budies in which Congress has placed 1t
Lo the courts. #

Since Congress has granted the power to register trademarks to the
United States Patent and Trademark Office (PTO), federal courts
e

5 ¢preuil ity Stores v Speedy Car-X, 45 U.8.P.Q.2d 1705, 1995 WL
SERE 1R (I Vi 1995 rguoling Lhis sentence from Lreatise with approval s
Koxmeo Cosmeiies fne. v Lancome Parfums et Beaute & Cie. 44 U.S8PQ.2d
1472, 1996 WL 429600 (1.1, Tex. 1996 K citing treatise with approvals.

|Section 32:031

Y Ser eho 2t

2 pubilic Service Comm'n v. Wyeoff Co., 344 U5, 237,97 L. Iod. 291 T35,
UG 11952 Sed Foglishtown Sportswear. Lid, v. Tuttle, 547 . Supp.
700, 216 USSP Q. 4ne (4 DLNLYL 19823 ta court that bypasses the adminis
teative svstem of the PPO impairs expeditious resolution and forfeits
admintst rslve expert 1L .

Page 321086
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PROCEDU RE ¥ 32:53

huave no jurisdiction over administrative registration proceedings
except the appellate jurisdiction expressly granted by statute.? So
an apphicant whose mark is opposed before the Trademark Board. or
a registrant whose mark s attacked for cancellation before the
Trademark Bourd, cannot short-circuit the administrative process
by filing suit for declaratory judgment in the federal courts. ¥ Where
an administrative proceeding is already under way. the courts
should not short-cut the proceeding by way of entertaining a suit for
declaratory judgment. As the Second Circuit said, “The Declaratory
Judgment Act. may not be used simply to remove a controversy from
a forum where it properly belongs. ™5 Under this rule. it has been
surd: “The Court will not, by declaratory judgment. intercede gratui-
toasly in the unfinished and pending administrative proceedings. 6

I Merrick v, Shirp & Dohme, Ine., 185 1.2d 713, 88 TSP Q 15 7th Cir
TS0 cert dened, 310 175054, 95 [ Fd, 687, 71 S, CF 571, 88 US.P.Q.
BEY 1951 See $21:20 2125, See: Johnny Blastotf, Inc. v. Los Angeles
Rams Foothall Co., 48 L8 P.Q.2d 1385, 1998 WL 766703 (N.D.TI1. 1995,
aft'd on other grounds, 188 .3d 427, 51 U.S.P.Q.2d 1920 (7th Cir. 1999
tWerrek s =l cantrotling authority ),

¥ Merrick v. Sharp & Dohme, Ine., 185 F.2d 713, 88 USPAQ 14517th Cir,
19500 cert, denied, B340 1780954, 95 T Ed. 6587, 71 5. CL 373, 88 U8 DG
269 TTOS 1 topposttion proceeding against plaintiff:; Homemakers, Ine. v,
Clucago Home for the Friendless, 169 U S P4, 262, 1971 WL, 166580 Tth Cir
19710 cort denied, 103 175083130 L. BEd. 2d 60, 925, Ot 70, 171 LS.
32l (1071 teancellation procecding against plaintiffs, Topp-Cola Co. v
Coca Cola Co 314 F2d 124, 136 U.S.P.Q. 610 2d Cir. 1963 topposition
procoeding against plantiff m Puerte Ricor Gillette Cio. v, ~42" Products,
Lid 15 F2d 1111, 1688 U 51240, 197 19th Cire, 197 fopposition procecdin
dicta s nodecision rendered on this point). Contra Sam S, Goldstein Indus
trics. [nes v Botany Industries, Ine., 301 F. Supp, 728, 163 US1.Q. 142
ESULNYD 196 tregistrant. allowed to maintaimn deciaratory Judgment
action, even though defendant had pending petition to caneel proceeding m
the Trademark Offees,

> Topp ColicCo. v, Coea Cola Co., 314 F.2d 124, 136 1S P.Q. 610 12d Cir,
19631 Applied (o American Pioncer Tours, [ne. v, Suntrek Tours, Ltd., 16
LS. POy ad 1779 19958 WL 680944 (S 1XNY. 1998 Onee an nLer partes case
12 procecding before the Trademark Board, the parties should not defleci
that procecding, “The Declariory Judgements Act may not be vused simply
Lo remove a controversy from a forum where 1 properly helongs. ™,

6 Giovir Fomds. Ine. v Tropicana Products, Ine. 666 F. Supp. 585, 1
UoSPi2d 1803 0S5 DINLY. 1957 maodified, LEXTS slipop (3. DNY. 19570,
rev'd on other gronnds, 446 F.2d 848, 6 U.5.10.Q.2d 1950 2d Cir, 1988
fApplicant defendant in previously-filed T.T.A.B. apposition procecding in
the PTO filed o declaratory judgment suit, in federal court, seekimg a deelara
tion of non mivingement. Suit must be dismisscd ar ~taved pending
resulation of the PTO opposition. Citing treatise, held that: (1) the filine of

Wt Chanp Liel m2o o aons TR I’ug(\ 32107



