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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

TELLABS OPERATIONS, INC., and
TELLABS NORTH AMERICA, INC.,

FUJITSU LIMITED, )
)
Plaintiff, )
)
a ) No. 09 C 4530
) and
TELLABS, INC., ) No. 12 C 3229
)
)
)
)

Defendants.

MEMORANDUM OPINION AND ORDER

JAMES F. HOLDERMAN, Chief Judge:

In threerelatedlawsuits Case Nos. 08 C 33799 C 4530, and 12 C 322&fore this
court, plaintiffFujitsu Limitedalleged that defendants Tellabs, Inc., Tellabs Operations, Inc., and
Tellabs North America, Inc. (collectively “Tellabs”) infringesix patents owned by Fuijitsu
Limited.?

At this point in the litigation,wo of the originalpatentsin-suit havebeenvoluntarily
dismissedthe ‘772 Paten{Tellabs)and the ‘686 PatertFujitsu)); two additional patentm-suit
have been deemed invalid on summary judgment (the ‘006 K&tgitsu) and the ‘418 Patent
(Fujitsu)); and dfifth patentin-suitwas found to be valid, but not infringed, afteniae-day jury
trial (the ‘681 Paten{Fujitsu)). In thetwo cases thatemainpending before this court, 09 C

4530 and 12 C 322%hreeFujitsu patents—the ‘163 Patentthe ‘737Patent and the ‘681 Patent

! Case numbed8 C 337%as now been completed and closed.
2 Fujitsu Limited istechnically a defendant/countelaimant in case number 09 C 4530. For ease of use, and

because thelaims involvingTellabs patentatissuehave been resolved, the court refers to Fujitsu Linttag as
“plaintiff’ and to the three Tellabs entities as “defendaiighe case caption and in the body of the opinion.
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(newly-accused productenly)—remainat issu€® Both sides of the litigatiorhave also filed
appeals of earlier court rulings in the United States Court of Appeals fBetlezal Circuit.

The parties have scheduled a na¢éidn of their ongoing disputerith mediator Allan
Sternsteirof the Dykemdaw firm to take placeon SundayApril 14, 2013. Tellabs would like
to disclose certain information to its-mouse counsel and to its client’s gtananagement” in
advance of thamediation, and has filed Tellabs’ “Motion for Reclassification and Use of
Documents Produced Under the Protective Order” (09 C 4530, Dkt. No (‘ltBAdbs’ Mot.”))
for that purpose.

For the reasons stated below, Tellabs’ motion is grantedttend@art holds that the
following “Contested Information” loould no longer be considered protected or confidential
under the terms of the parties’ stipulated amended protective orders preaigus court order
in these related cases

e that Fujitsu Limited haanalyzed U.S. Patent Nos. 6,285,480 and 7,103,063;

e that Fujitsu Limited determined that U.S. Patent No. 6,285,480 related to its
WDM products such as the FLASHWAVE 7500; and

e thatFujitsu Limited determined that U.S. Patent No. 7,103,063 related togbsodu
practicing RPR such as the FLASHWAVE 4500.

BACKGROUND

The Contested Informatiois related toFujitsu Limited’s 2006 inspection of a Tellabs
optical scannerand Tellabs’ associatedproduct manuals including three optical amplifier
modules. Theesultsof Fujitsu Limited’s2006 inspectiorare set forth in a series of repattat
wereissued in draft and final foro variousFujitsu Limited executiveg January 200Tinder

the heading “Confidential & Privileged (SeeTellabs’ Mot., Exs. AF (collectively the“2007

3 Fujitsu Limited also alleges infringement of the ‘418 PafEuijitsu)in case number 12 C 3229, but this court’s
invalidity ruling on September 26, 2012 precludes relief on this claBae0@ C 4530, Dkt. No. 950.)



Reports”) (filed under seal).Also set forth in the 2007 Reportstiee Contested Information,
which Fujitsu Limited describes a$ujitsu’s highly sensitive analysis of its own products
which, legitimately or not, may be targeteg Bellabs.” (Dkt. No. 1079 (“Fujitsu’'s Resp.”) at
13.) Although Tellabs’ initial motion sought to reclassify the 2007 Reports in their gmntine
its reply brief Tellabs seelmly todisclosethe Contested Informatioto Tellabs’ inside counsel
and senior management Because the history of Fujitsu Limited’'s production of the 2007
Reportsan this litigationis relevant to Tellabs’ pending motion, it is recounted below in detail.

On June 28, 2011, Fujitsu Limitedst filed a “Motion for Protective @ler Relieving It
from Responding to Discovery Related to Inspection of Tellabs Equipment.” (09 C 4530, Dkt
No. 330.) Magistrate Judge Jeffrey Cole denied Fujitsu Limited’s matioay 1, 2012, ruling
that the 2007 Reports were not protected by the work product doctrine and were sufficiently
relevant to warrant productidsy Fujitsu Limitedduring discovery. (09 C 4530, Dkt. No. 647.)
Fujitsu Limited did noffile an objecton to Magistrate Judge Coleling, but Fujitsu Limited
also did not produce the 2007 Repaoig ellabs at that timbecause iturtherclaimed they were
protected by the attornegfient privilege (See09 C 4530, Dkt. No. 623 (5/10/12 docket entry).)

On June 4, 2012, Tellabs filed a motion to compel production of the 2007 Reports on the
grounds that Fujitsu Limited waived itattorneyclient privilege argument byraising the
privilege but notfully addressingt, in Fujitsu Limited’s earlier briefing to the court. (09 C
4530, Dkt. No644 (sealed); Dkt. No. 674 (public).) Among other issues includdeiparties’
briefing on Tellabs’ motion to compel was the question of whelfugitsu Limited’s expert, Dr.
Alan Willner, reviewed a document incorporating the results of the 200@atispduring the
preparation of his expert reportOn August 29, 2012after holding an evidentiary hearing,

Magistrate Judge Coléetermined that Dr. Willner did review this documeand that Fujitsu



Limited therefore could not prevail on its claim attorneyelient privilege. (09 C 4530, Dkt.

No. 912 see alsdkt. No. 897) Magistrate Judge Cole specifically ordered Fujitsu Limited “to
immediately produce the documents that comprise Fujitsu’s 2006 inspection of thbsTell
modules” anduledthat Tellabs’ motion to compel was moot. (09 C 4530, Dkt. No. 912 at 27.)
Fujitsu Limited objected to Magistrate Judge Colriing, andthis courtoverruled Fujitsu
Limited’s objections on September 27, 20@&jeringFujitsu Limited “toturn overall relevant
discovery materials to Tellabs on or before 10/18/12 at noon.” (09 C 4530, Dkt. No. 952.)

At a hearing before Magistrate Judge Cole on October 19, 2012, counsel for Tellabs
noted that, while the 2007 Reports had been turnedtoviezllabs “a lot of pages of material is
[sic] simply redacted.” (Tellabs’ Mot, Ex. G (10/19/2012 Hr’'g Tr.) at 3:20.) Couosélujitsu
Limited argued that the redacted sections of the 2007 Reports “deal with rtietedsn’t have
anything to do with the inspection.”ld( at 4:1312.) To get around this impasddagistrate
Judge Cole ordered noadacted copies of the 2007 Reports to be “turned over immediately
under an attorneys’ eyes only protective order” to two of Tellabs’ outside cedRg#lard
O’Malley, Jr. and James P. Bradleynot to be shared by anybody, including other members of
their team, without further order of the courtld.(at 11:36; 11:1923.) Magistrate Judge Cole
noted that this restricted production would allow counsel for Tellabs the opportunity to
determine whether Fujitsu Limited’s redactions were “legitimate” dreifabs was‘going to
want to pursue” the full disclosure of the 2007 Repotig.at(12:1-3; 13:13-15.)

Laterthat same day, on October 19, 2012, counsel for festies agreed that production
of the 2007 Reports would be made to Tellabder the designation “fautside counsel only,
but without further restricting disclosure only to Messrs. O’Malley andlliBya and informed

the court of tis agreement. (Dkt. No. 1083 (“TellabseRly”), O'Malley Decl. 13.) Counsels



agreement was confirmed via email davember 12, 2012. (O’Malley Decl.4y O’'Malley Ex.
A.) Fuijitsu Limitedthereafterturned over to Tellabs’s outside counselradacted copies of the
2007 Reports with thenderstanding that they were to be received and reviewed by Tellabs’
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outside counsel only

It is undisputed that, at all relevant times, the parties’ production of discovengsa t
related lawsuits has been governed by the terms wfusastipulated protective ordetsAt the
time of Magistrate Judge Cole’s October 19, 2012 order, the Stipulated Second Amended
Protective Order was in place08 C 3379, Dkt. No. 95 (*2d Am. Protective Order”)The
Stipulated Second Amended ProteetivOrder defines “Confidential Information” as
“confidential, proprietary business information and/or trade secrets” “tdoatld injure or
damage” the producing party and “could place that party at a competitiveahsage.” [d. at
2, 191-2.) *“Confidential Information” is further limited to “material that the ProducimagtyP
believes in good faith must be held confidential to protect business or commerciestisite (d.
at 3, 1 2.) Once produced in discovéi@onfidential Information”can be disclosed tdhe
receiving party’'soutside counsebs well as d four designatedn-house attorneysgor the
receiving party.(Id. at 5, § 7(b).)

Protected information identified as “For Outside Counsel Only” (or “Attden&yes
Only™), on the other hand, “shall be limited to material that the Producing Paieydsein good

faith is so commercially sensitive or confidential that the disclosure to employessther

* The 2007 Reports are stamped “Confidential Attorneys Eyes Qmig™Confidential — For Outside Counsel
Only.”

® The “Stipulated Protective Order” and the {ffiated Amended Protective Order” were both entered in case
number09 C 4530 before that case was transferred to the Northern District of 1llinSise0@ C 4530 Dkt. No. 37
(Original), Dkt. No. 52 (Amended) The “Stipulated Second Amended Protectiyeler” was entered in case
number 08 C 3379, also before case number 09 C 4530 was transferred to the NorthetroDilstois, but by its
terms was applicable to both case$Sed08 C 3379, Dkt. No. 95 (Second Amended).) The “Stipulated Third
Amended Protective Order” was entered in all three cases on Mar@913. See08 C 3379, Dkt. No. 59@Third
Amended) 09 C 4530, Dkt. No1075(Third Amended)12 C 3229, Dkt. No. 28Third Amended)
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party, even under the restricted terms and conditions applitabteaterial designated as
‘Confidential,” would not provide adequate protection to the interests of the Producing Party.”
(Id. at 3, 1 2 Information that is produced “For Outside Counsel Offty” “Attorney’s Eyes
Only”) is “restricted in circulation”and is not disclosed tthe receiving party'previously-
designatedn-house counsel.ld. at 6, 1 8.)

The Stipulated Second Amended Protective Order further provides that counsel for the
receiving party “may challenge the confidential designation lobraany portion” of materials
produced under the terms of the protective order byriwstying opposing counseh writing
and then filing a motion with the courtld(at 4, 15.) “Upon the filing of such a motion by the
Receiving Party, the Producing Party producing the Protected Matters shetiheaburden of
establishing that the disputed Protected Matters are entitled to confidential tigat(ite) The
Stipulated Third Amended Protective Order, now governing in all casadentical to lhe
Stipulated Second Amended Protective Ordeall materialrespects The court refers to both
orders interchangeably as tirotective Orders” in the remainder of this opinion.

As noted above,tadhis point in the litigdon, Tellabs does not seek full disclosure of the
2007 Reportsn their entirety but instead asks only for permission to disclose the Contested
Informationto Tellabs’ inhouse counsel antkllabs’senior management

LEGAL STANDARD

Pursuant to Magistrate Judge Cole’s in-court ruling on October 19, 2012, and the terms of
the Protective Orders, th€ontested Informatiois currently protected under the classification
“For Outside Counsel Only” until further order of the court. Tellads seeks twemovethis
classification, and the burden is on Fujitsu Limited to establish that the Cortdstadation is

entitled to confidential treatmennder the terms of thadtectiveOrders.



The court rejects Fujitsu Limited’s assertion th&eéllabs asks this Court to overturn
Judge Cole’s order.” (Fujitsu’s Resp. at 2.) As a reading of the full trpheéthe October 19,
2012 hearing makes clear, Magistrate Judge Cole anticipated that Tellalisliwelyl seek to
reclassify the confiddtial status of the 2007 Reports once its outside counsel had an opportunity
to review them. (See 10/19/12 Hr'g Tr. ¥2:9-11; 13:1415 (“We can then talk about what
these things mean, and then if we have to have some kind of briefing, we will hefwegbri. .

[W]e will have to figure out whether [Fujitsu Limited’'s redactions] [are] legitemar not
legitimate.”).) Tellabs now seeks a “further order of the court” in accordance with this
understandingTellabs does not seek to overturn Magistrategdudole’s order.Pursuant to the
terms of theProtective Orders, as noted above, it is Fujitsu Limited’s burden to estabtishetha
Contested Information is entitled to confidential treatment.

ANALYSIS

Parties are ordinarily entitled to receive in digery “any nonprivileged matter that is
relevant to any party’s claim or defense,” including materials that are “iedalgoralculated to
lead to the discovery of admissible evidence.” Fed. R. Civ. P. 26(b)(1). In this casetiése par
have further volatarily restricted their own ability taccess informatioproduced during the
discovery process, if the information producedapropriately designated &€onfidential
Information” or “For Outside Counsel Only Because Magistrate Judge Cole already
determined that the 2007 Reports are releantt not privileged, the only issue currently before
this court iswhether theContested Information is protecteehder the terms of the Protective
Orders

To receive anyprotection under the Protective Orders, the Contested Information first

must qualify as “Confidential Information.” (2d Am. Protective Order ais@cond)] 1.) In



other words, the Contested Information must be properly categorized as eithed€iotalf
proprietary business information” or a “trade secreld 4t 2,(first) §1.)
Under lllinois law, the term “trade secret” is defingdstatuteas
information, including but not limited to, technical or nAmchnical data, a
formula, pattern, compilation, program, device, method, technique, drawing,
process, financial data, or list of actual or potential customers or supplars, t
(2) is sufficiently secret to derive economic value, actual or potential, from not
being generally known to other persons who can obtain economic value from its

disclosure or use; and

(2) is the subject of efforts that are reasonable under the circumstances to
maintain its secrecy or confidentiality.

765 ILCS 1065/2(d).Under thecommon law, “a trade secret is described as a plan or process,
tool, mechanism, compound, or informational datized by a person in his business operations
and known only to him and such limited other persons to whom it may be necessary to confide
it.” ILG Indus., Inc. v. Scqt273 N.E.2d 393, 395 (lll. 1971) (emphasis added).

It is undisputed that the 2007 Reports were marked “Confidential & Privileged,” and that
Fujitsu Limited in fact limited dissemination of the 2007 Reports to its own employegssuF
Limited argues that th Contested Information further qualifies for protection, because it is
“highly sensitive to Fujitsu’s commercial, technical and legal interesid Taellabs would gain
an “unfair advantage” if it knew “Fujitsu’s secrets in how Tellabs might enesits br Fujitsu.”
(Fujitsu’s Resp. at }45.) As noted above, Fujitsu Limited generally describes the Contested
Information as “Fujitsu’s highly sensitive analysis of its own products whegfitjrhately or not,
may be targeted by Tellabs.” Fujitsu’s Regpl& What Fujitsu Limitectuphemistically calls
an assessment of its “risks”ssnply Fujitsu Limited’sstatedconcern that Tellabs might be able
to file a legitimate, or legitimateeeming, claim for patent infringement against Fujitsu Limited.

While the court does not doubt thaetBontested Information is “commercially sensitive,” and



that Fujitsu Limited desires to keep this information confidential from its compeligtigbs,
this is not the type of information that is legitimately consideredbao“proprietary business
information” or a “trade secret.Compare Ball Mem. Hosp., Inc. v. Mutual Hosp. Ins.,, [#84
F.2d 1325, 13486 (7th Cir. 1986) (protecting confidential bidding data from disclosure based
on concern that competitors could tise data “to raise their prices” or more generally “use it to
advantage in the next round of negotiation&.)I.C. v. OSF Healthcare Sy&o. 11 C 50344,
2012 WL 1144620, at *3 (N.D. Ill. Apr. 5, 2012) (Kapala, J.) (protectingntract terms,
contract rgotiations and strategies, and pricing inform&temitrade secrets)Any business can
claim that it derives economic value from keeping quiet suspicions of its own daiogg but
that does not turn those suspicions into a trade secret. NotablguRuiitited has not identified
any economic value that it derives from actually using the Contestednbitfon in the operation

of its business.

As in Go-Video vs. Motion Picture Association of Amerittee protective orders in this
case were designed protect “[p]rivacy of proprietary information, not immunity from suit
Go-Video v. Motion Picture Ass’'n of Am. (In re Duéck Video Cassette Recorder Antitrust
Litig.), 10 F.3d 693, 696 (9th Cir. 1993). Because Fuijitsu Limited’'s assessment of its potential
liability to Tellabs is not “proprietary business information” or a “tradeetgcthe court holds
that the Contested Information does not qualify for protectiateuthe terms of the Protective
Orders.

The court notes Fujitsu Limited’'s concern that it is being punished for previously
objecting to the disclosure and use of the 2007 Reports and the Contested Information’s(Fujits
Resp. at 245.) While this court need not, and does not, make any finding as to Fujitsu

Limited’s good faith in redacting the 2007 Reports before turning them over kabJein



October 18, 2012, the court assures Fujitsu Limited that these considerations haveoremt fact
into its aralysis of the pending motion. The court also expresses no opinion as to whether the
remainder of the 2007 Reports should remain classified as “for outside counsélasnilyat
guestion is no longer properly before the court.

CONCLUSION

For the reasa set forth above, Tellabs’ “Motion for Reclassification and Use of
Documents Produced Under the Protective Order” (09 C 4530, Dkt. No. 1069) is granted and the
court holds that the “Contested Information,” as defined by this order, is no longetgulote
confidential under the terms of the parties’ stipulated amended protective ordessmevious
court orderin these wo related pending cases Consistent with this holding, Tellabs may
disclose the Contested Information to itshisuse counsel an@sior management in advance of
the upcoming April 14, 2013 mediatiomith Mr. Sternstein. Tellabsuse of the Contested
Informationin connection with this litigation with Fujitsu Limited no longer restricted in any
way.

ENTER:

gw?. s

JXMES F. HOLDERMAN
Chief Judge, United States District Court

Date: April 5, 2013
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