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UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION
CONTINENTAL DATALABEL, INC.,
Plaintiff, 09C 5980
VS. Judge Feinerman

AVERY DENNISON CORPORATION

N N N N N N N N N

Defendant

M EMORANDUM OPINION AND ORDER

Plaintiff Continental Datalabel, Inc., and Defendant Avery Dennison Corporation are
manufacturers of sedhesive address labels. Contineati@ges in this suit that Avery
infringed Continental’s patents in violation of fedgratent lawgengaged in unfair competition
through false or misleading advertising in violation of the Lanham Actyiatated lllinois
common law by tortiusly interfering with Continental’s efforts to sell its labels to office supply
retailers Staples and Office Depot. The court stayed the patent claims pereBrgraination
of Continental’s patents by the U.S. Patent and Trademark Offl®RTCO). Doc. 43 (Shadur,
J.). The reexamination proceedings are ongoing. Doc. 293.

The parties filed crossiotions for summary judgment on the Lanham Act and tortious
interferenceclaims and the court granted summary judgment to Avery ondatims Docs.
269-270, 273; 2012 WL 5467667 (N.D. Ill. Nov. 9, 2Q12)ter seeking the parties’ views, the
court then entered a partifihal judgment on those two claims pursuant to Federal Rule of Civil
Procedure 54(b), allowing Continental to appeal the summary judguoiiergt without awaiting
resolution ofthe stayegbatent claims. Docs. 274-276; 2012 \6091248 N.D. lll. Dec. 7,

2012).
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Continental now asks the court to reconsider its orders granting summary judgment
Avery and entering a partial final judgment. Doc. 277. The motion is directed touhs c
grant of summary judgment on thanham Act claimthe motiondoes not challenge tlggant of
summary judgment on thertious interference claim, and nor does it argue that the entry
partial final judgment under Rule 54(b) was impropéhne court’s ruling on the Lanham Act
claim was correct. The ad received a response brief from Avery and a reply brief from
Continental, Docs. 286, 291, and heard oral argument, Doc. 296. The reconsideratiomsmaotion
denied on the ground that Continental, during briefing on the summary judgment motions, could
havebut failed to raise the arguments it now makkess forfeitingthe argumerst
Some background, drawn from the court’'s summary judgment opinion, will put
Continental’s reconsideration motion in context. In 2008, Avery began to market a‘llBasyf
Pesl” adhesive address labels that were designed so that theyfsdding the sheet of labels
could cause the edges of the column of labels to pop away fraadhlesive backing sheethis
feature is desirable because the label is easy to grip ahaffperceits edge hasgpped up
from the backing sheetContinental claimghat its own line ofabels, the' FastPly labels,had
the same featureAlthough Avery disputes this, the court assumed for purposes of summary
judgment and will continue to sisme that both companies’ labels possessed the relevant feature.
Beginning with the introduction ofs Easy Peel linen 2008, Avery advertised the labels
with the following two statements, refedto as the “Only Avery” statements: “Only Avery
label skeets bend to expose the Pop-up Edge™” and “Only Avery offers the Pop-up Edge™ for
fast peeling—just bend the sheet to expose the label edge.” By including the trademark symbol
(“™™), the “Only Avery” statements indicated that Avery claimecbanmonlaw trademark on

the phrase “Popp Edge.” SeeUSPTO,Should | register my mark@available at



http://www.uspto.gov/trademarks/basics/register.jsp (“Any time you claintsiig a mark, you
may use the ‘TM{trademark)... designation to alert the public to yatlaim, regardless of
whether you have filed an application with the USPTO.”) (visited Apr. 18, 2(4t3jome

point, Avery applied to register the trademark with the USPTO, which granted tteatsmn in
2010. In thissuit, Continental alleged that)(the “Only Avery” statements assert that only
Avery’s labels could be folded to expose the labels’ edges without having to be torn, (2)
Continental’s FastPly labels also possessed this feature, and (3) theAt@nyy statements
were therefore false origteading in violation of the Lanham Act, which prohibits misleading
advertising.Seel5 U.S.C. 8.125(a)(1)(B).

The court rejected proposition (1), andtsgranted summary judgment to Avery. In
reachinghat result, the court held that no reasonable juror could conclude that the “Only Avery”
statements were “literally false” and akbat Continental had failed to produsgficient
evidence of actual consumer confusion from wilaiclkeasonable jury could findat the “Only
Avery” statements, even ot literally false, were misleady. 2012 WL 5467667, at *3-7.
Continental’s reconsideration motion attacks only the holdingeral falsity.

As noted in the summary judgment opinion, precedent hbkt$[a] ‘literal’ falsehood
is baldfaced, egrgious, undeniable, over the top. ... The proper domain of ‘literal falsity’ as a
doctrine that dispenses with proof that anyone was misled or likely to be mislegaehdy
false statement that means what it says to any linguistically competent pessberingPlough
Healthcare Prods., Inc. v. Schwarz Pharma, |886 F.3d 500, 513 (7th Cir. 2009 pplying
thatstandard, the court concluded that the “Only Avery” statements were naltyifaise
because a linguistically competent person could tka statements to assert not that Avery

alone offered the generic feature of labels whose edges pop up when the backirsg sheet i



folded—which would be false if, as the court assyr@emtinental’s FastPly labels had that
same trat—but merely that Avery alone marketed the feature under the trademarked phrase
“Pop-up Edge.” By the same token, the court explained, the use in advertisitgof
trademarks that are descriptive rather than abstoss not give rise to literally false statements:
a McDonatl’'s advertisementlaimingthat “the Quarter Pounder® is available only at
McDonald’s” would not be literally false even if other fast food chains effes hamburgers
with quarter-pound patties, even though an advertiseaf@ntingthat “only McDonald'sserves
hamburgers with quarter-pound patties” wobddliterally false.2012 WL 5467667, at *%ee
alsoLensCrafters, Inc. v. Vision World, In@43 F. Supp. 1481, 1498-99 (D. Minn. 1996)
(holding that LensCrafters had not engaged in literally falgeréiding in claiming to be the
exclusive seller of “Featherwate” eyeglasses lenses, even though the Featlarses were
physically identical to other lightweight polycarbonate lenses offeredhay sellers
unaccompanied by the Featherwate trademark)

In concluding that the “Only Avery” statements were not literally false udeering-
Plough the court acknowledged that they might noaketss be ambiguous amdsleading to
consumers. 2012 WL 5467667, at *But applyingprecedentequiringa plantiff to present
evidence of “actual consumer confusida”show that a statement that is not literally false is
nonetheless misleadinggeB. Sanfield, Incv. Finlay Fine Jewelry Corp168 F.3d 967, 972
(7th Cir. 1999), the court hetlat theconsumer survegvidence proffered by Continental was
insufficient and that Avery was therefore entitled to summary judgrgéag, WL 5467667, at
*6-7. As noted above, Continental requests reconsideration only of the court’s conclusion on

literal falsity; although its reconsideration motitiniefly refers to the consumer survey evidence,



Doc. 277 at 3, the referencmerely rehashes arguments already addressed in the court’s
summary judgment opinion.

The basis for Continental’s challenge to the court’s rulintiteral falsity is
Continental’s new contention that Avery didt in fact have even a commianwv trademark on
the phraséPop-up Edge” during the relevant time period. Continental ardligthat the
phrase “Popup Edge”is descriptive(2) that descptive phrasebecome susceptible to
trademark protectioonly after acquiring “secondary meaning” in the minds of consunsze
Two Pesos, Inc. v. Taco Cabana, )05 U.S. 763, 769 (1992); (3) that the phrase “Pop-up
Edge” could not have acquired sedary meanings of the time thaAvery began using it in
2008,0r indeedfor some time thereafter; (4) that Avery therefore did not have a valid tesklem
on the phrase during at least some portion of the relevant period of 2008-2009; and (5) that the
court thereforevas wrong to say that the trademark laws prohibited Avery’s competitors from
using the phrase in their own advertisemeentinental’sarguments raise difficult issues. But
the court vill not resolvethe merits othose arguments becauSentinental should have
presentedhemon summary judgment yet failed to do stereby forfeiting thenfior purposes of
its reconsideration motion.

While Continental’s motion invokes Rules 59(e) and 60(b), the court con8teues
motion as one under Rule 59(e), which provides that “[a] motion to alter or amend a judgment
must be filed no later than 28 days after the entry of judgm&eeSengTiong Ho v. Taflove
648 F.3d 489, 495 n.5 (7th Cir. 2011) (construing a similar motion ostensibly broughRuheler
60(b) as coming under Rule 59(e)). “Courts may grant Rule 59(e) motions to altesrut i@
judgment if the movant presents newly discovered evidence that was not avaitablérat of

trial or if the movant points to evidence in the record thearly establishes a manifest error of



law or fact. This rule enables the [district] court to correct its own earaighus avoid
unnecessary appellate procedures. But such motions are not appropriately used & advanc
arguments or theories that could and should have been made before the district coed eende
judgment, or to present evidence that was available earN&tér v. Safeco Ins. Co. of Am.

683 F.3d 805, 813 (7th Cir. 2012) (citations and internal quotation marks onsted);
Innogenetics, N.V. v. Abbott Lap812 F.3d 1363, 1371 (Fed. Cir. 2008) (“We review
procedural issues not unique to patent law under regional circuit law. Absent eragordi
circumstances, the Seventh Circuit has stated that it rarely reaches forfaitedrasgin civil
litigation.”) (citations omitted) Avery argues that Conental’'s motion does not meet this
standard because its evidence and argunadiiteuld have beepresenéd during thesummary
judgment stageAvery is correct.

Continental advares severatontentions as to why it should rize faulted for failing to
presenbbn summary judgmetis argumat that Avery’'s asserted commtaw trademark had
been invalid dring the relevant time periedthat is, the period prior to the USPTO'’s
registraton of the mark in 2010, which registration Continental does not challénigs,
Continentaluggestshat itdid raise that argumemn summary judgmenthenit maintained
that “placing a trademark symbol next to a false statement, or part of inaoeske the
statement any less false. For purposes of false advertising, a descioleradrk carries the
same meaning as the descriptive word or phrase devoid of the mark.” Doc. 291 at 4 (quoting
Doc. 203 at 71-72). But that argument igrefy distinct from the one Continental now raises.
In the quoted passage, Continental argued that if the “Only Avery” statements woultkkave
literally false had Continental not accompanied them witlcdimemon law trademark symbol,

then the addition of that symbol could not m#kem any less false. Thatgument took as



given that the phrase “Pajp Edge’really had beem valid trademarkor at least had been
presented as an Avery tradem#érkough use of th€M” symbol, but submittethat the phrase’
being a trademarkvas legally irrelevanto the literal falsity inquiry Now, by contrast,
Continentalsubmitsthat the phrase did not qualify for trademark protection. The argument that
Continental actually made at summary judgment cannot be stréttbadompass its present
contentionmeaning that Continental failed to makeat contention on summary judgment.
Continental next asserthat it could not possibly havaisedits present contentiort a

summary judgrant because Avery had not put Continental on notice that the trademark status of
the phrase “Popip Edge” prior to the USPTO'’s registration of the trademark was relev#e t
summary judgment motiongThis assédion is in obvious tension with Continental’s suggestion
that itdid argue that thérademark was invalid on summary judgment, but that tengibbe set
aside) Continental points out that although Avery asserted numerous times in its briefs and
Local Rule 56.1 statement that it had a valid trademark on the phrase “Pop-up Edge,” thos
assertios were phrased in the present tensecording to Continental, this led it to thithiat
Avery was referring only to the present moment (that is, March 2012, when Aweefytdil
summary judgment brigfand not to the 2008-2009 periadissudn the suit For instance,
Avery arguedn its summary judgment bri¢fat:

The “Only Avery” statements that are the basis for Continental’s claim all

clearly indicate that “Popp Edge™” is a trademark owned by Avery through

consistent use of the traderk@™) symbol. Avery’s commoraw and

federal trademark rights, in fact, give Avery the exclusive right to use the

trademark “Pofup Edge” in relation to label sheets. As such, it is true that

é\ég;y”is the only entity able to sell label sheets usindrdmemark “Popup

Doc. 291 at 6. As Continental notes, Avery ugedpresent tense fomof the verbs in this

passage (and others like it): “indicate,” “is ... owned,” “give,” “is ... abl&very probably



shouldhave used either the past tensehergast and present tenses together. But Continental’s
contention that it thought Avery was spending many pages arguing onlydhaentlyhad a
trademark on the phraseas-of the time it submittats summary judgment materials in 2642
and that Contientaltherefore did not havaeny reasoro address the validity of the trademark
during the 2008-2009 period, is deeply urgo@sive.

As an initial matterAvery’s rerenceto its asserted commaaw rightsplainly refers to
the 2008-2009 periods noted, the USPTO registered the mark2010. The above-quoted
passage acknowledg# distinction between Avery’s (asserted) common law trademark and its
subsequentlybtained federal registered trademark by referring to Avery’s “corrlaneand
federaltrademark rights (emphasis addedseeWalMart Stores, Inc. v. Samara Bros., Inc.
529 U.S. 205, 209-10 (2000) (addressing the distinction between federal and common law
trademark rights)Bodum USA, Inor. La Cafetiere, In¢.621 F.3d 624, 62’th Cir. 2010)
(same) In re Spirits Int’l, N.V, 563 F.3d 1347, 1354 (Fed. Cir. 2009) (same). Cental's
summary judgmerttrief made clear that understood Avery to be arguing that it had held a
common lawtrademark on the phrase during 2008-2009. Continerttakf usedthe past rather
than the preseniénse plainly conveying that it understood Avery’s statements to apply to the
past “The gravamen of Avery’s summary judgment motion is that the advertisemergsaot
literally false because Avery placedrademark symdmext to the term Pepp Edge™”;
“Avery’s advertising falselgonveyedhat Avery is the only source of a product that possesses
the specific functional feature cegyed by the words Pop-up Edge™”; “the purpose of the
advertisemestwereto explain a new featute®[y]et the advertisementsentbeyond that.”

Doc. 203 at 71, 73 (emphases added). It blinks reality for Continental to now suggest atherwise



Continental faults the court for drawing an improfpeference” in Avery’s favor by
understanding Averg use of the present tense to refer to past ev&us. 291 at 7 But there
IS no requirement that a party’s arguments in favor of summary judgment be gigeowa or
crabbed rading rather than a natural oneakén in the conteof this litigation Avery’s
submissionsvere most naturally read to pertain e {period relevant to the suit, during which
Avery had been using the phrase “Pop-up Edge” accompanied by a trademark symbol.
Moreover,asjust observed, there can be no doubt that Continental shared Avery’s and the
court'sunderstanding thatvery’s submissions applied tihe 2008-2009 period.

Continental’s reconsideration motion invokes the rule that newly discovered evidence
that could not reasonably have been obtainemhgithe summary judgment briefingreprovide
a valid basis for reconsideration. Doc. 277 at 2 (“Additional facts, long known to Avery and
recently discovered by Continental, point to a lack of exclusive [trademarlg fayring the
relevant period].”)id. at 5 (referring to the “new evidence”). Continental’s “new evidence”
consists of several documents from the USPTO shothietgAvery applied to register the “Pop
up Edge” trademark in 2008 but that the registration was rejected on the ground tiet (in t
examiner’s view) the phrase is a descriptive mark that had yet to acquireuisgteespcondary
meaning. Docs. 278, 279, 279-1. Continental does not explain why it could not have uncovered
this trademark prosecution history in timenaclude itin its summary judgmennaterials
Moreover, even without the USPTO records, Continental could haveahadmmary judgment
the argument it now makdégcause it knew that Avery had first introduced the pHRseup
Edge”in 2008 and could have recognized independently the possible argument that (1) the
phrase is descriptive, (2) descriptive phrases do not qualify for trademarstiprotentil they

acquire secondary meaning, (3) the phrase could not already have had secondarywiesamin



it was first ntroduced in Avery’s advertisingnd so (4) Avery did not have a valid trademark
for at least some portion of the 2008-2009 period.

As explained above, Continental was awatreummary judgmenhat Avery was
arguing that the “Only Avery” statements weia literally falseduring the 2009-2009 period
because Avery held a trademark on the phrase-tlpdpdge” and indicated as muioi
including the “™” symbol. Continentalsummary judgment brighadeone counterargument to
Avery’'s argumentthat addinghte“™” symbol to a literally false statement does not make it less
false;but Continental failed until now to make currentcounterargumenthat Avery was
wrong to assert that it hdthdavalid trademark on that phrage2008-2009. Continental
missel that counterargument, aridt had made that argumentwould have had no difficulty
obtaining the prosecution history in discovery from Avery or making its own seaticl of
USPTO'’s records. Continental’s failure to spot an argument it could hadleomgummary
judgmentis aforfeiture. SeeMilligan v. Bd. of Trs. of S. Ill. Uniy686 F.3d 378, 389 (7th Cir.
2012);Witte v. Wis. Dep’of Corr.,434 F.3d 1031, 1038 (7th Cir. 2006).

Finally, Continental contends that its new arguniesmot untimely because it addresses
manifest errors of fact and law in the Court’s [summary judgropimion] that could not have
been discovered before then.” Doc. 291 at 9-10 (cRuasgsell v. Delco Rem§l F.3d 746, 749
(7th Cir. 1995) (holding that forfeitures should not be enforced in the fac&nmanifest error of
law™)). Continental appears to argue that the court erred by construing dea@vin favor of
the movant, Avery, and that this was a manifest error of law because a counakestl|
reasonable inferences from the facts in the nonmwvtavor. But as noted above, the court did
not draw anyevidentiary inferenceim Avery’s favor. Nor did the coutommita manifest legal

error in failing to raissua spont€ontinental’s new argument on the validity of Avery’s
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common lawtrademark Avery arguedit summary judgmernhbat it had a trademark at the
relevant timeand that this prevented the “Only Avery’ statements from biderglly false,
Continental failed t@ontend (until now) tht Avery had not actually had a legally valid
trademark, and the court took as given that Continentah vatld trademarkt the relevant

time. In other words, Continental missed an argument it should have made, &t that the
court did not make that argument for Continergalot a “manifest legal errarto the contrary,

it is in keeping with theettledrule that “a party opposing a summary judgment motion must
inform the trial judge of the reasons, legal or factual, why summary judgment should not be
entered. If it does not do so, and loses the motion, it cannot raise such reasons on appeal.”
Domka v. Portage Cnty523 F.3d 776, 783 (7th Cir. 2008) (internal quotation marks omitted)
see alsd?androl USA, LP v. Airboss Ry. Prods., |r820 F.3d 1354, 1366-67 (Fed. Cir. 2003)
(same) The court notes also that the proper resolution of the forfeited argisnaeything but
“manifest”, as noted above, the questisdlifficult.

The court prefers to addrdggyants’ arguments on their mesitather than dispos#
themon forfeiture grounds. Bluitigantsarenotpermitted to raise any argumsat any time
When faced with aummary judgmenmnotion, a litigant must inform the court of every legal
ground it has for opposing summary judgment. As the Seventh Circuit has recogtiized wi
respect to a district court’s refusal to consider an argument made in a Ra)lend86n that
could have been made the summary judgment stage, “[sjJummary judgment is not a dress
rehearsal or practice runHammel v. Eau Galle Cheese Facto497 F.3d 852, 859 (7th Cir.
2005) (internal quotation marks omittedge alsdloch v. Frischholz587 F.3d 771, 784 n.9
(7th Cir. 2009) (en banc)déveloping an argument for the first time in a motioretmnsiders

too lat€). Continental alone filed nearly 170 pages of briefs opénges’ crossnotions for

11



summary judgment. Docs. 126, 191, 203, 249. The court reviewed those briefs, along with
Avery’s briefs and both parties’ Local Rule 56.1 statements and appendixes, andeatitires
parties’argumentsn its summary judgmergpinion. Compelling considerations of judicial
efficiency preclude Continental from now raising arguments that it could hiaeel ia those
briefs but did not, and it is out of concern for those considerations that the cdungsieo
address the merits of the substantive arguments in Contineetadissideratiomotion
Continental’s motion for reconsideration is denied. The court’s grant of partiadaym

judgment to Averyandentry of partial final judgment under Rule 54(b) shall stand.

April 18, 2013 g i ] ; |

Utted States District Judge
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