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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION
SNAP-ON INCORPORATED,

Plaintiff,

ROBERT BOSCH, LLC, ROBERT BOSCH,

)
)
)
)
V. ) 09 C 6914
;
GmbH, and BEISSBARTH GmbH, )

)

)

Defendants.

MEMORANDUM OPINION

CHARLES P. KOCORAS, District Judge:

Now before the Court iDefendantRobert Bbsch, GmbFs (“Bosch GmbH”)
motion to dismiss under Federal Rule of Civil Procedure 12(b)(2) anatiPISnap
On Incorporated’s (“Sna@n”) motion to strikepursuant to Rule 12(f) For the
following reasonsSnapOn’s motion is deniedandBosch GmbH’s motion is denied

BACKGROUND*

SnapOn is incorporated under the laws of Delaware with its principal place of
business in Kenosha, Wisconsin. On November 3, 2009,-Sndjled a complaint
against Robert Bosch, LLC (“Bosch USA”), alleging that Bosch USA infringed o

several of itgatents relating to a wheel alignment systased to repair automobiles.

! The Court accepts thecontested allegations from Sr@p’s first amended complairats true
and resolves any factual conflicts in Sr@p’'s favor.Elec. For Imaging, Inc. v. Coyle340 F.3d
1344, 1350 (Fed. Cir. 2003).
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On August 18, 2011, Sn#pn filed an amended complainghich added Bosch
GmbH and Beissbdh GmbH (“Beissbarth”)as defendants. Bosch GmbHand
Beissbarth are corporations organizetter the laws of Germany. Beissbarth and
Bosch USA are subsidiaries of Bosch GmbH. The president®tbf subsidiaries
hold highlevel managment positions at Bosch GmbBeissbarth and Bosch GmbH
each distribute their products for sale in North America through Bosch USA.

According to Bosch Gmbd 2010 Annual Report, Bosch Gmbt$ a leading
global supplier of technology and services.” It is comprised of Bosch Gantdr50
subsidiaries and regional companies, including Beissbarth and Bosch US#h Bo
GmbHs subsidiaries are organizeato “sectors and divisions.” The “Automotive
Aftermarket” (“AA”) division is run by Bosch GmbHmployee Robert Hanser
(“Hanser”). Within AA is the “Business Units” bedivision, run by Bosch GmbH's
employee Marco Rdenbach (“Faulenbach”).

In October of 2007, Hanser issued a memorandum entitled “Strategy for the
Success and Growth of the Bosch dmbtive Aftermarket division.” In the memo,
Hanser expounds the belief that “the greatest oppadsnit our marketie in the
field of diagnostics.” In attempting to reach its goal of “developing Bosch
Diagnostics as a global player ando[tbecome the global market leader,” Hanser
announced a “significant step forward” in aahing that goal by Bosch GmEsHApril
2007 acquisition of Beissbarth, whose “key focus is on chassis and axle aligagnent
well as brake test stands and test lines.” According to Hanser, Beissbarth’
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acquisition meant “significant expansion for our product range in the areanen no
contact, optial axle alignment technology.”

Bosch GmbH’s 2007 Annual Report recognized the United States as the
company’s “most important markets outside Germarniie report identified Bosch
GmbHSs acquisition of Beissbarth as an example of its expansioits Gsavices
business. The Annual Report also recognized Bosch GmbH’s recent acquisition of
two other foreign brake and wheel alignment companies.

In a March 13, Q08 press release, Bosch Gmahkhounced the acquisition of
the Ashland, Virginidbased company &u Industries Inc. (“Accundustries). A
guote attributed to HarReter Meyen(“Meyen”), a member of the AA’s executive
management, states that “we want to improve the distribution and serf@ceddby
our Bosch Diagnostics business unit in North Awgeer In this market, Accu
Industries is well established in the aftersales segnaamt,is therefore a logical
extension to the business we already have in the U.S.”

On November 28, 2008, Bosch Gmblupervisor Faulenbaclyave a
presentationtitled “Product Launch: NAFTA Easy 3D Wheel Alignér The
presentation advertised tigasy 3D wheel lggner as a “joint engineering effort
combining the best out of Bos¢®mbH] and Beissbarth engineering technology.”
On December 2, 2008,08ch USA employee James Frasent an email to other
Bosch USA employeeselating to the topics which were disssed at the Bosch
GmbH meeting. The emailinstructedthe Bosch USA recipient® “provide detailed
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launch plans” for thé&asy 3D wheealignerthat was thesubject of the Bosch GmbH
presentation four days priolOn December 14, 2008, Bosch Gmigrhployee Klaus
MichaelKoch sent an email to several Bosch USA employees instructing them to
attend a workshop on wheel aligners and brake tetteddermine international
needs which was to take plaes# Beissbarth’s facility in Munich, Germany, on
January 30, 20009.

On February 5, 2009 a meeting was held at Bosch USA’s Broadview, lllinois
office. Among those at the meeting inddd Faulenbach andoBch GmbFs
corporate controller Ulrich Thiele (“Thiele”). The mewfi minutes reflect that a
discussion took place regarditite Easy 3D wheel aligneand that Faulenbach gave
a presentation othetechnical and financial goatoncerningthe irtroducton of the
wheel aligneinto the U.S. market.

On March 11, 2009, Faulenbach and Thiele attended another meeting at Bosch
USA'’s lllinois office. Minutes of the meeting show that transfer and maskiees of
the wheel aligners werene of the topics disissed. Later internal correspondence
indicates that Faulenba and three other Bosch Gmbginployees set thénal
transfer price structure. In responeeah interrogatory, Bosch Gmbédtknowledged
that it provided technical assistance with respect éodalegedly infringing wheel
aligner, but that such assistance was provided in Germany, and that the suggdrt e

prior to the launch of the wheel aligner in the United States market.



In May 2009, Bosch USAS Fraer sent an emaito another Bosch USA
employee David Scribner (“Scribner’with the subject line “Re:Easy 3D Project
Status.” The email contained a request from FaulenbacltStndiner (1) reformat
“‘open items’ (2) organize a teleconference with Beissbarth “to discand gain
agreementassign responsibilities and due dates,” and (3)videthe final agreed
OPL to [Faulenbach] by end of next week (6/5) together with a clear overview of the
launch plari. A meeting was planned for July 30, 2009 whttre Easy 3Dwheel
alignment systerwas on the agenda.

On July 14, 2009, Bosch Gmti#HVice President of Sales Gurcan Karakas
(“Karakas”) emailed Bosch USA employee James Graniff@aninger”) and asked
if Graninger had already presentbé Easy 3Dwheel aligner td-irestone, a potential
customer for the wheel aligneGraninger responded that the Easy\8beel system
was still being evaluated in Ashland, Virginia, and that there were still softveaesis
that needed to be resolved with Beissbarth. Karakas replied to Graningds@nd a
sent the email to Faulenbach and Meyen, saying that Graniagsgssment “was not
satisfactory at all,” and to “Pls clarify the situation rgds§ 3D in NA during
[Faulenbach’s] visit.” Karakas requested that the Bosch USA team members brief
Faulenbaclon the status of the Easy 3ystemwhen he arrived in lllinoisn the
coming days.

A subsequenduly 15, 2009 email indicates that Bosch USA employees were
“on line” with three Beissbarth employees “conducting ltests” on the Easy 3D
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aligner. Upon th conclusion of the testing session it was agreed that one of the
Beissbarth employees would travel withdavelopment engineer to Virginito
continue the testing.

On July 16, 2009, Faulenbach attended a meeting at Bosch USA’s lllinois
office. Thieleand Graninger were also presenthe meeting minutes show that
“engineering status” was discussed. Graninger emailed Kardkashaf meeting and
confirmed that he presented the Easy SBtemstatus update and that Beissbarth
engineers were being seat Virginia “to work side by side with our USA team to
urgently resolve these issues.”

On July 15, 2009, Frazer emailed a Bosch USA employee indicating that he
was scheduled to meet with Hanser “this Friday,” and requested a “summary of the
open tech issues” on the infringijgner in preparation for meetingthat was to
take place the following month A threeday meeting occurred from August75
2009 in Virginia which Faulenbach attended. The minutes indicate that thera wa
live demonstration fothe Easy 3D wheel aligner as well as a discussion of the sales
and marketing of the product. In November 2009 the Easy 3D Wheel Alignment
system was launched.

On August 18, 2011SnapOn filed an amended complaint adding Bosch
GmbH and Beissbdin GmbH (“ Beissbarth”) as defendant@n January 16, 2012,
Bosch GmbHfiled a motionto dismiss for lack of personal jurisdiction pursuant to
Federal Rle of Civil Procedure 12(b)(2).The Court allowed limited jurisdiction
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discovery whiclclosed n Deceanber 2012 The parties have completed briefjragd
the issues are ripe for decision.
LEGAL STANDARD

When a defendant challenges the court's exercise of personal junsdiogo
plaintiff bears the burden of demonstrating that personal jutisdiexists. Merial
Ltd. v. Cipla Ltd,681 F.3d 12831294 (Fed. Cir. 2012). When jurisdictional
discovery has been exchanged by the pastigsout the occurrence of an evidentiary
hearing the plaintiff mustmake a prima facie showing the defendants are subject
to personal jurisdictionElectronics,340 F.3dat 1349 AFTGTG, LLC v. Nuvoton
Technology Corp.689 F.3d 1358, 1360 (Fed. Cir. 2012) (when a district court relies
on written submissions from the parties without holding an evidentiaryngedne
plaintiffs are required to allege a prima facie showing of personal jursdic

DISCUSSION

I. Snap-On’s Motion to Strike

As apreliminary matterSnapOn moves pursuant to Rule 12{(6) strikethree
affidavits which Bosch GmbHattachedo its reply brief in support of itsnotion to
dismiss. In pertinent part, Rule 12(f) permits a district court, on motion of a party, to
“order stricken from any pleading any insufficient defereg any redundant . .
matter.” SnapOn asserts that the affidavits were produced after the close of
jurisdictional discoveryand their inclusion prejudices their position because they
cannot refute the assertions contained therBmcause motions to strike can be used

-7-



as delay tactics, they are generally not a favpesetiof motion practicdJnited States
v. 416.81 Acres of Lan814 F.2d 627, 631 (7th Cit975).

Bosch GmbH filed their reply brief in spprt of its motion to dismissand
attachedthe declarations of: (1) Harald Neumaran employee at Bosch GmbH;
(2) James Frazean employee at Bosch USA; and Barco Kempin an employee of
Beissbarth GmbHBosch GmbH contends that the declarations are proper and merely
respond to matters whicknapOn brought into issue. Bosch GmbH has supplied the
three declarations to contest thssertions supplied by Sr@m in opposing Bosch
GmbH’s motion to dismiss. The three declarations merely refute all of S@aps
assertions, which were gleamednfrahe substantial discovery exchanged by the
parties. The Court determines that Bosch GmbH’s declarations “merely respond[] t
matters placed in issue by the opposition brief” and have been appropriageddoff
SeeBeck v. Univ. of Wis@d of Regentsr5 F.3d 1130, 113@th Cir. 1996).

Although Bosch GmbH properly included the declarations, the Courhifunh
of its duty to weigh the credibility of the evidence presented by the pafiresCourt
will consider the inability of Snan to contesthe assertions made by the declarants.
The Court denies Snapn’s motion to strike.

[I. Bosch GmbH’s Motion to Dismiss

SnapOn relies on Rule 4(k)(2) to support their contention that Bosch GmbH
has establishedminimal contactsin the United Statedo be subjected t@ersonal
jurisdictionin this forum Bosch GmbH does ngpecificallyaddress Rule 4(k)(2) but
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broadly contendsthat it has not purposefullydirected their activities tohe United
States tanake them subg to the Court’s jurisdiction

Rule 4(k)(2) was adopted to provide a forum for federal claims in situations
where a foreign defendant lacks substantial contacts withsiagye state but has
sufficient contacts with the United States as a wholatisfg due process standards
and justify the application of federal laveyntheqU.S.A.)v. G.M. Dos Reis Jr. Ind.
Com de Equip. Medicdy63 F.3d 185, 129596 (Fed. Cir. 2009) (citing advisory
committee notes to the 1993 amendment establishing Rule 4(KR@)ke 4(k)(2)
establishes jurisdiction over a defendant when process has been servitdeand
requirements are mefl) the plaintiff's claim arises under federal law; (2) the
defendant is not subject to jurisdiction in anytestacourts of general jurisdiction; and
(3) the exercise of jurisdiction comports with due procésschcom, Inc. v. Bereskin
& Parr, 574 F.3d 1403, 1416 (Fed. Cir. 2009)he first two requirements dRule
4(k)(2) are uncontested and are easily resolvBdapOn has brought suit against
Bosch GmbH for patentinfringementunder the Patent Laws of the United States.
Pursuant to 28 U.S.C. 8§ 1338(a)federal district court has “original jurisdiction of
any civil action arising under any Act of Congress relating to patents, plaetyva
protecton, copyrights and trademarks. .” 28 U.S.C. § 1338(a)See also Kroll v.
Finnerty,242F.3d 1359, 1363 (Feir. 2001);Christianson v. Colt Indus. Operating
Corp, 486 U.S. 800, 809 (198&¥stating that U.S. district courts possess subject
matterjurisdiction over civil actions that arise under any AtCongresselating to

-9-



patents). FurthermoreBosch GmbH does not assert that jurisdiction irtlaerostate
would be properSeeTouchcom574 F3d at1415

The parties contest whether it is constitutional to egersonal jurisdiction
over Bosch GmbH.Whether a court has personal jurisdiction over a defendant in a
patent case is determined according to the law of the FedecaltCather than of the
regional circuit in which the case aroséecausejurisdictional questions are
“‘intimately involved with the substance of the patentda " Avocent Huntsville
Corp. v. Aten Int'l Cq.552 F.3d 1324, 1328 (Fed. Cir. 20@8uoting Akro Corp. V.
Luker,45 F.3d 1541, 1543 (Fe@ir. 1995)).

Courts may exercise personglrisdiction over defendants on either of two
bases: general or specific jurisdictiofouchcom 574 F.3dat 1410 SnapOn does
not allege general jurisdiction in the present case. Underrgejugisdiction, the
exercise ofurisdiction is proper where the defendant has continuous and systematic
contacts with the forum state, even if those contactsnot related to the cause of
action.Helicopteros Nacionales de Colombia, S.A. v. H#b U.S. 408, 416 (1984).
SnapOn sokely seeks to establish thdte Court haspecificjurisdiction over Bosch
GmbH.
1. Specific Personal Jurisdiction

In evaluating Bosch GmbH'’s contacts, it is significant teertbat Rule 4(k)(2)
serves as a federal lolagm statute, which allows a district court to exercissgel
jurisdiction over a foreign defendant whose contacts with the United Stategptbut n
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with the forum state, satisfy duegoess.Synthes563 F.3dat 1296. Rule 4(k)(2)
allows the plaintiff to aggregate a defendant’s cotstawith the entire nation as
opposed to an individual forum stat8ee id

Specificpersonajurisdiction arises out of or relates to the cause obaaiven
if those contacts are isolated and sporadi8l Industires Inc.y. Huddelll Lighting,
Inc., 232 F.3d 1369, 1375 (Fed. Cir. 2000). To satisfy due prozgssty must have
minimum contacts with the forurfsuch that the maintenance of the suit does not
offend traditional notions of fair play and substantigtice.” International Shoe Co.
v. Washington326 U.S. 310, 3161945); Commisariat A L'Energie Atomique v. Chi
Mei Optoelectronics Corp395 F.3d 135, 1320(Fed.Cir. 2005). A court may not
exercise personal jurisdiction on the basis of random, fortuitousittenuated
contacts, or due to the “unilateral activity of another party dahied person.”
Helicopteros,466 U.S. at 417 The Federal Circtiiapplies a threeart test to
determine if personal jurisdiction over a foreign defendant comports with doesgr
(1) whether the defendant purposefully directed its activitiessadents of the forum;
(2) whether the claim arises out of or relategshte defendant’s activities with the
forum; and (3) whether the assertion of personal jurisdicgareasonable and fair.
AFTG-TG, LLC,689 F.3dat 1363

a. Conduct Rurposefully Directed to the United States

Bosch GmbH asserts that SF@p has failed to establish thBosch GmbH
purposefully directetheir corporation’sactivitiesto the United StatesHowever the
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evidence indicates that Bosch Gmbthde aconcertedeffort to purposefully focus
their energiesand resourcesnithe United States. The record suggests thBbsch
GmbH was not a passive corporaieerseerof its subsidiaries, but an involved
participant in the development, marketing and ultimately the sale of the 3as
wheel alignment systeion the United States

Bosch GmbH implores the Court teelegate our consideration tBosch
GmbH'’s individual efforts to the exclusion of Bosch GmbH’s interactions and
oversight of Bosch USA and Bdmarth BoschGmbH offers the declaratioof
Harold Neumann who blankly states that Bosch GmbH does not control or direct the
acquisition requirements of Bebarth or Bosch USAThe evidencéighlighted by
SnapOn indicates thatBosch GmbH played a considerable role in directing their
subsidiaries and diating the parameters of the Easy 3D wheel alignment system.
Beginning in 2007 Bosch GmbH engaged in a series of targeted corporate acguisition
aimed at increasing the company’s global footprint witspect to the field of
automotive diagnostics. Bos€@mbH’s expansion allowed the company to focus its
subsidiaries efforts on the development of cutting edge technology, specifically the
Easy 3D wheel alignment system. In corporateditee Bosch GmbH highlighted its
position that they viewed the UniteStates as the most important market outside of
Germany. To facilitate the company’s focus on the United St&esch GmbH
acquired Accu Industries, a Virginia based automotive distribution and eervic
company, to expand the reach of Bosch Diagnostic in North America. In the yea
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building up to the launch of the Easy 3D wheel aligner, Bosch GmbH acquired
Beissbarth and Accu Industries, companies that could respeatnagiyfacture and
distribute a wheel alignment system to the United States.

The priaity and importance of the Easy 3D wheel alignment system to Bosch
GmbH is evidenced in the multiple meesmgitended byBosch GmbFs corporate
executives in the United StatesOn threeoccasions Bosch Gmbéi corporate
executive attended meetmgt Bosch USA'’s corporate headgess in Broadview,
lllinois. During thosemeeting the Easy 3D wheallignmentsystem was a prominent
topic of discussion.A presentation on the Easy 3D alignment systeas given by
Bosch GmbH executiveand developmeal issues related to the refinement and sales
of the Easy 3D were discussedhe dué efforts of Bosch GmbH and Bosch USA
indicate that both companies were worktogetherto develop theEasy 3D wheel
alignment system for its entry into the Urarket.

In addition to the numerous meetings attendedlllinois, Bosch GmbH
corporate executives visited the Bodd8A facilities in AshlandVirginia on several
occasions The meetings andonsultationsin Virginia between the Bosch GmbH
represetatives andBosch USA employeeswvolved the progressf the Easy 3D
wheel alignmentsystem at varioustages of development. Technical issues were
resolved with the oversight of Bosch GmbH, testing was conduateldfinally sales

and marketing of the wheel aligemt system took place in VirginiaBosch GmbH
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purposefully traveledo lllinois and Virginia to oversee the development of the Easy
3D wheel alignment system.

The consistent oversight and involvement of Bosch GmbH corporate
executives indicates that Bdbs GmbH andts subsidiarie8osch USAand Beissbarth
were collectively workingto achieve the success of the Easy 3D wheel alignment
system in the United State3he deliberatand orchestrated actions of Bosch GmbH
in the United States are sufficient éstablishthat theypurposefully directed their
activities to the residents tife United States

The Court declines Sndpn's invitation to determine if theynade a prima
facie showing that Bosch GmbH'’s activities in the Uniftdtesconstituted paten
infringement Personajurisdiction, not liability for pateninfringement is at issue at
this juncture.SeeGenetic Implant Systems, Inc. v. Gofent Corp, 123 F.3d 1455,
1458 (Fed. Cir. 1997).The only question before the Couis whether exerciag
jurisdiction over Bosch GmbH comports with due proceSeeSynthes563 F.3dat
1298. Theefore, the Courexpressesno opinion concerning Snapn’s showing of
inducement of infringing conduair direct infringemenbn the part oBosch GmbH.
Seed.

b. Claims arise out ofBosch GmbH'’s activities in the United States

The second factor in the due process analysis requiretitet@ determine if
SnapOn’s claims have arisen out of Bosch GmbH’s conduct in the United States.
Neither party contestthis issue and the Court finds that Bosch GmbH’s contacts
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arise out of thectivitieswithin the United States that form the basis for the litigation
in this case.

c. Exercising Jurisdiction would be Reasonable and Fair

Bosch GmbH argues that thdimited involvement with the Ey 3D wheel
alignment system imsufficient to give them fair warning that they could be subject to
the jurisdiction of this forum. In determining whether exercising jurisdiction
comports with “fairplay and substantial justice, the Cougdnsides five factors:
“(1) the burden on the defendant, (2) the forum’s interest in adjudicating theedisp
(3) the plaintiff's interest in obtaining convenient affiéeive relief, (4) the interstate
judicial system’s interest in obtang the most efficient resolution of controversies,
and (5) the shared interest of the states in furthering fundamentahbrsives
policies.” Burger KingCorp. v. Rudzewicz,71 U.S. 462477 (1985)

Bosch GmbH will face a burden in subjecting themselves to a fonaition’s
judicial system and travelling from Germany.However, the “progress in
communications and transportation has made the defense of a lawsuit &iga for
tribunal less burdensome.Synthes 563 F.3d at 1299 (quotingVorld Wide
VolkswagenCorp. v. Woodsagn444 U.S. 286294 (1980. In the past five years
Bosch GmbH representatives have traveled to the Unite@sStm at least five
occasions. In light of the frequency thaBosch GmbH’srepresentativetraveled to
the U.S the Court deems Bosch GmbHtsavel requirementsas not unduly
burdensome.
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Additionally the burden of travel which must be borne by Bosch GmbH is
outweighedoy the interest of the United Statin adjudicatinggnapOn’s disputeand
obtaining convenientelief of theirclaims, as contemplated by the second and third
considerations of the due process analyeSynthes563F.3d at 1299.The United
States has strong interest in enforcing ifederal patent lawsd. The United States
also has an interest in discouraging injuries that occur within its boaagdmcluding
injuries resulting from patent infringeme@everly Hills FanCo. v. Royal Sovereign
Corp, 21 F.3d 15581568 (Fed. Cir. 1994) Although SnapOn could have sued
Bosch GmbH in Germamn a suit broughthereinvolving Bosch GmbH in conjunction
with Bosch U\ would be undulycumbersome. Germany does not have a substantial
interest in resolving SnaPn’s expansive U.S. patent infringement claim$he
United States has a strongerest in resolving patent infringement claimsolving
U.S. patentbrought by dJ.S. based companyBosch GmbHhas availed themselves
of thelaws of theUnited Statesindit would not offend traditional notions of fair play
and substantial justice to require Bosch GmbH to defend this aclitve Court
concludes thatSnapOn has established that this Court may exercise personal

jurisdiction over Bosch GmbH.
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CONCLUSION
For the foregoingreasons, Sna@n’s motion to strike Bosch GmbH'’s
declarations is denied. Bosch GmbH’s motion to dismiss for lack of personal

jurisdictionis denied.

Charles P. Kocoras
United States District Judge

Dated: May 24, 2013 .
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