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DOCKET ENTRY TEXT

Defendants’ motion to transfer [22] is denied. Defendant UHS of Texoma’s motion to dismiss for Iacj< of
personal jurisdiction and improper venue is denied. UHS and UHS of Delaware’s motion to dismiss for
failure to join an indispensable party is deniedna®t in light of the Court’s denial of Texoma’s Motion.

M| For further details see text below.] Notices mailed by Judicial staff.

STATEMENT

Plaintiff Blue Cross and Blue Shield Assoamsti(“BCBS”) filed this suit against Defendants UHY| of
Delaware, Inc., UHS of Texoma, Inc. (“Texoma”), Texaware, Universal Health Services, Inc. (“UHS”), and
Does 1-10 (collectively “Defendants”) alleging fedetr@ldemark infringement, false designation of oriEin,
dilution, and common-law trademark infringement anéair competition. Texoma has moved to dismisg the
Complaint against it for lack of jisdiction and improper venue, UHS of Delaware and UHS have moyed to
dismiss for failure to join an indispensable party, dhtheee have moved to tramsfthis case to the Unitg¢d
States District Court for the Eastern District of Texiast the reasons set forth below, the Defendants’ Mofions
are denied.

The following facts are taken from BCBS’s Complant are assumed to be true for purposes af the
Defendants’ Motions to Dismis&ee Murphy v. Walkesl F.3d 714, 717 (7th Cir. 1995). BCBC is a non-pjofit
corporation headquartered in Chicago, lllinois. (Corfijl8.) UHS is a Delaware corporation that opefates
various medical facilities throughout the country, includingjlinois. (Compl. I 7.) UHS of Delaware a
Texoma are subsidiaries of UHS that are incorporat&klaware and Texas,ggectively. (Compl. 11 4-5
UHS of Delaware, the management arm of UHS, owrenses, and manages the trademarks and service|marks
used within that system, including their use by subsidiaries such as Texoma. (Compl. 1 18.)

BCBS is the owner of trademarks and serviceksyancluding the phrases “Blue Cross” and “Bllue
Shield” and design logos representing a blue cross or blue shield, and licenses the use of its marks|fto varic
entities engaged in the business of providing health ineardealth care delivery, health care financing,fand
related goods and services. (Compl. 112.) A numiBCE&S trademarks have become incontestable purguant
to the provisions of the Lanham Act, 15 U.S§CL065. (Compl. § 13.) Among the most famous of BgBS’s
registered trademarks and service marks is a design logo displaying a Greek cross—that is, a crosg|consis
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STATEMENT

of four equal-length arms at right aagt—in one of a variety of shades of blue. (Compl. § 14.) The fame
blue Greek cross, and its association with BCBS'’s pitsdarad services, has been recognized by federal d
courts and other legal entities for more than thirty years. (Compl. 1 16.)

of the
strict

on several occasions regarding the use of cross designs in other colors, such as red and white, in v
and federal trademark registrations. (Compl. TR4£2}- In those communications, BCBS notified UHS
Delaware of its rights in the blue Greek cross desigh“aarned that it would have concerns . . . shoulg
cross design be used in blue.” (Compl. 11 21-24.) Defendants also had actual and constructive know
BCBS is headquartered in lllinois and that, as altiesay infringement of BCBS’s trademarks “would ca
harm to [BCBS] in lllinois.” (Compl. 1 3Z&ee alscCompl. 1 19.)

Nevertheless, Defendants eventually began using a logo prominently featuring a blue Greek

The Defendants have both constructive and actuadenof BCBS’s rights in its various federalj{

registered marks, including the blue Greek crosgidegiCompl. 1 19-20.) BCBS contacted UHS of Delayare

ious Ic
of
the
ledge t
Ise

Cross

UHS logo”) comprises a dark-blue Greek cross with agfauhite hands holding a red heart at the center
arms of the cross. (Compl. § 28JHS of Delaware then submitted a riagn of federal trademark applicati
incorporating this logo, each of which combined thgpol with certain phrases and words. (Compl. 1 26-

BCBS wrote to UHS of Delaware regarding one dpease of the UHS login connection with th
words “Texoma Medical Center” after U$Delaware filed an applicatidar federal registration of that log

(Compl. 1 28.) However, Defendants continued ®the Texoma Medical Center UHS logo in a vari
advertising and promotional materials, including oleast two nationally-accessible websites. (Compl.
Due to the similarity in the marks and the similarity in services provided by BCBS and Defendants in co
with the marks, the UHS logo is “likely to confuse, cause mistake among, or deceive the relevant p
believing that Defendants are sponsored by, endorsed inys@me manner related to” BCBS or its author
licensees. (Compl. § 31.)

connection with a range of medical, hospital, and heakgawices.” (Compl. § 25)he logo at issue (“taE

word combination, and asserting its rights in the ugbeblue Greek cross design and its associated nJErks.
e

the
S
P7.)

A3~

A4

of
P9.)
nectio
blic int
zed

Court may considerSee Purdue Research Found. v. Sanofi-Synthelabp3384:.3d 773, 782 (7th Cir. 200
Turnock v. CopeB816 F.2d 332, 333 (7th Cir. 1987). Factual dispatexonstrued in the plaintiff's favoteg
Logan Prods., Inc. v. Optibase, In&03 F.3d 49, 52 (7th Cir. 1996). When a defendant challenges the ¢
of personal jurisdiction, the plaintiff bears the burdénlemonstrating that personal jurisdiction existSeq

challenging jurisdiction on the basis of writterbsissions, the plaintiff “need only make oyirama faciecase
of personal jurisdiction.”Hyatt Int’l Corp. v. Cocp302 F.3d 707, 713 (7th Cir. 2002).

which the district court is located is authorized to eiserpersonal jurisdiction” in order to ascertain whe
it has personal jurisdiction over a defendad&nmark, Inc. v. Reidyl32 F.3d 1200, 1201 vy Cir. 1997)
lllinois’s long arm statute allows the exercise of personal jurisdiction “on any basis permitted by the llix
United States constitutionsSee735 ILCS 5/2-209©. Although the due process provisions of the lllinoi

In reviewing a motion to dismiss for lack of personal jurisdiction, the Court accepts all well-qieaded

factual allegations in the Complaint as true unlessrovetted by affidavits outside the pleadings, whichfthe

);

kercise

Jennings v. AC Hydraulic A/383 F.3d 546, 548 (7th Cir. 2004). Wheas,here, the Court decides a mofjon

Even in federal question cases such as this oa&; dlrt is required “to determine whether the stafe in

ther

0iSs anc
and

United States Constitutions are not identical, “thermisperative difference between the limits imposed by the
lllinois Constitution and the federal limitations on personal jurisdictibiydtt Int'l., 302 F.3d at 715. Persmﬂ/al
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STATEMENT

jurisdiction is proper, therefore, gnif the defendant has “minimum cawts” with the forum state “such thjat
maintenance of the suit does not offend traditiontibne of fair play and substantial justicdrit'l Shoe Co
v. Washington326 U.S. 310, 316 (1945). Personal jurisdiction may be either general or sp&ai.
Helicopteros Nationales de Columbia v. Hdl66 U.S. 408, 414 (1984).

BCBS argues that the Court has both general andfiggadisdiction over Texoma. As the Court fingds
that specific jurisdiction exists on the fact of BCB&emplaint and that the facts giving rise to spegific
jurisdiction have not been controverted by the Defatglaaffidavits, the Court need consider only [the
dispositive issue of whether theresecific jurisdiction over Texoma. Specific jurisdiction allows the Cpurt
to exercise jurisdiction over a defemdahose contacts with the forum gtare limited, as long as those contgcts
are of a nature and quality as to give the defendanwéaining that he could be required to defend a suit t’j%re.
See Burger King Corp. v. RudzewidZ1 U.S. 462 (1985 entral States, Se. & Sw. Areas Pension Funf. v.
Reimar Express World Cor®230 F.3d 934, 943 (7th Cir. 2000). In detening whether specific jurisdictigh
exists over an out-of-state defendant, the Court must determine whether the minimum contacts befween 1
defendant and the forum state demonstrate that thaddafe“purposefully availed itself of the privilegelof
conducting activities” in the forum state such that it “sd@ahsonably anticipate being haled into court” injthat
state. RAR, Inc. v. Turner Diesel, Ltdl07 F.3d 1272, 1277 (7th Cir. 1997).

Specific jurisdiction is foreseeable, and thus magXegcised, in cases where the defendant’s intenfjonal
tortious actions aimed at the forum state cause hgptaitdiff there, on the grounds that the defendant’s acfions
constitute fair warning of potential ligity in the courts of that stateSee Calder v. Jone465 U.S. 783, 788-
(1984). The “effects doctrine” permits the state in whiehitlfury (and therefore thert) occurred to entertajn
the suit, even if all other relevant conduct occurred outside the SateJanmarkl32 F.3d at 1202-03.
trademark cases, such as this one, the property impairment—and thus the economic harm—is felt i the st
where those trademarks are held, that igre/the trademark holder is headquartef&ee Indianapolis Colts,

Inc. v. Metro. Baltimore Football Clyt84 F.3d 410, 411-412 (7th Cir. 1994).

It is undisputed that BCBS is headquartered in lllinois and that if it suffers economic harm as affesult
Defendants’ alleged infringement of its trademarks, thanhaill be felt in Illinois. It is also undisputed tht
Defendants had actual and construckivewledge of BCBS'’s rights in theus Greek cross logo and associ ted
trademarks, and that BCBS contacted Defendantsresihect to the Texoma Medical Center UHS logo fter
Defendants began using that logo. Thus, the Defendargsaware of their potential infringement of trademarks
owned by an lllinois corporation, and therefore were awaat they could potentially be held liable for hgrm

I
caused to BCBS by that infringement.

Defendants argue, however, that urdalderandindianapolis Coltshe effects doctrine does not corffer
personal jurisdiction unless the Defendants made an affierect of entry into the fom state. However, t e
Seventh Circuit explicitly stated indianapolis Coltghat the court was not holding that entry into the fofum
state was “indispensable” to the assertion of petgonsadiction over a defendant who had caused econ
harm in the stateSee idat 412. Even were the entry requirement a hard-and-fast rule, the entry as$
Indianapolis Coltsvas that the defendants had oaélly broadcast television pragns using an infringing ma
which was likely to have been viewed in the forum staée id Similarly, BCBS has alleged that Defend
produced nationally-accessible websites prominently displaying the Texoma Medical Center UH$
Moreover, BCBS has alleged that boté tirebsites and other forms of adig@ng were disseminated widely
could have been seen ififois as well as in other states. Other courts within the Seventh Circuit, foll
Indianapolis Colts have held that maintenance of national websites and national advertising camp
constitute an entry into the state where the tradehw@der is located for purposes of personal jurisdictitee
e.g, Euromarket Designs, Inc. v. Crate & Barrel Lt®6 F. Supp. 2d 824, 836 (N.DI. 2000) (persong
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STATEMENT

jurisdiction existed where, among other actions, deferidi@hiberately designed an Internet website usinfy an
lllinois company's mark with the knowledge that this comavauld likely injure Plaitiff in Illinois, its place
of incorporation and principal place of busines8)nn-O-Matic Corp. v. Bunn Coffee Sed6 U.S.P.Q.Z[tN

1375 (C.D. lll. 1998) (noting that “even if an entry reguaient exists at all, it can be met by conduct falling
within an extremely broad definition of ‘entry’”” amalding that defendant’s non-interactive website, which|was

accessible to residents of plaintiff's home state, constituted an entry into the state).

Thus, under the circumstances as alleged in BCB&wplaint, Texoma and the other Defendants cpuld
have foreseen that BCBS would file suit in lllinoisdmotect its Illinois-based trademarks against allgged
infringement that is accessible fronithn Illinois and would cause an econorhigrm in Illinois. This CO[#"
therefore has specific jurisdiction over Texoma for puepas this litigation, and Texoma'’s Motion to Dism|ss
is denied.

Defendants further argue that venue is improper irdtkigct. However, as venue is proper in “a judigial
district where any defendant residesitia corporate defendant “shall be deetoedside in any judicial distrigt
in which it is subject to personal jurisdiction at theditine action is commenced,” the Court’s finding that tpere
is personal jurisdiction over Texoma moots the arguments regarding venue, Defendants having congeded t
there is personal jurisdiction over UHS and UHS of Defaw@8 U.S.C. § 1391(b) & ©. Further, becausd the
Court will not dismiss Texoma as af@edant, Defendants’ arguments regarding the applicability of Rule 19 and
their Motion to Dismiss for failure to join an indispensable party are also denied as moot.

Finally, Defendants have moved to transfer this ¢ashe Eastern District of Texas. Generally, a
plaintiff's selection of the forum in which it resides fbe prosecution of an action is given substantial WeEht.
r

Piper Aircraft Co. v. Reyna@t54 U.S. 235,241 (198 amel v. Hill-Rom Co., Inc108 F.3d 799, 803 (7th Cyr.
1997). However, 28 U.S.C. § 1404(aquees courts to determine whetlaerequested transfer would increfise
“the convenience of the parties and witness@sl'advance “the interest of justic&ée Coffey v. Van Dorn Irgn
Works 796 F.2d 217, 219 (7th Cir. 1986). The plaintiff's choicéoodim is one factor in this analysis, but is jpot
conclusive, as the Court must also consider “the relative ease of access to sources of proof; avaijlability
compulsory process for attendanceaunWilling, and the cost of obtaining attendance of willing, withesse; . .

. and all other practical problems that make trial of a case easy, expeditious and inexpéhdiv@il Corp.
v. Gilbert 330 U.S. 501, 508 (1947). The Cours laagreat deal of discretion in weighing these factors, and the
decision to transfer must be made on a case-by-case Bagi<offey796 F.2d at 219.

Here, Texoma’'s strongest argumeirsfavor of transferring this case to Texas are (1) impr@ved
convenience for its employees and witnesses, (2) imgraveess to physical evidence, and (3) the interepts of
the Texas forum in policing marks that are displayed primarily upon buildings located in Texas. As tojthe firs
factor, Texoma argues that a trarswill improve @nvenience and access to the forum for its employees,
including the designers of the chaltged mark, and of its patients, wkdsstimony will assertedly be critigal
to the determination of whether the alleged infringetrhas caused any customer confusion. However, Tekoma
does not adequately explain how 8§ 1404@ld allow it to shift the burden of travel to a distant court fronf the
Defendants—who are not even all lamhin Texas, as both UHS and UHS of Delaware are incorporagied in
Delaware—to BCBS and its chosen attorneys. Nsflexoma explained why the live testimony of custorners
will be critical to the Court’s confusion analysis, @ddence of cusimer confusion is usually, and mqre
persuasively, presented in the aggregate in the foroormumer surveys and not in the form of individual
testimony by individual consumers. The second facteaaced by Texoma, the location of physical evidence,
is also not persuasive in favor of a transfer, particularly as, again, certain evidence is as likely to be [pcated
Delaware as in Texas, and the burden in this respmdt, again, only be shifted to BCBS, and not eliminafed.
Finally, the Texas court’s interest in policing the tradéwmased in its district cannot sensibly be deemed [nore
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STATEMENT

persuasive than this Court’s interest in protectingetmzatks registered here, and the Defendants have tel|lingly

presented no legal authority in support of their position to this effect.

Overall, therefore, the Court does not find thatiagfer will improve conveniee for the parties or fq

r

critical witnesses, nor will the interests of justice eaaced by a transfer. Therefore, the Defendants’ Mgtion

to Transfer Venue to the United States Districtuff for the Eastern District of Texas is denied.

Texoma’s Motion to Dismiss for Lack of Personaigdiction and Improper Venue is denied. UHS
UHS of Delaware’s Motion to Dismiss for Failure to Join an Indispensable Party is denied as moot in
the Court’s denial of Texoma’s Motiormhe Defendants’ Motion to Transf@ienue to the Eastern District

and
light o
DOf

Texas is denied.

1. Defendant Texomacare has apparently not yet been successfully served; no waiver of service

or return of service has been filed with tbeurt. As this case was filed on December 22, 2009,
BCBS is hereby advised of the requirements of Federal Rule of Civil Procedure 4(m) and
directed to serve Texomacare within fourteen days from the date of this Order.

2. Pursuant to Federal Rule of Evidence 201, BCBS has asked the Court to take judicial notice of

the contents of twenty separate exhibits. As the taking of judicial notice is required under Rule
201(d) upon request of a party who has supplied the Court with the necessary information, the
Court takes judicial notice of the informati contained within BCBS’s proferred exhibits.
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