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IN THE UNITED STATESDISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

CARRIER VIBRATING
EQUIPMENT,INC,,

Raintiff,
CasdéNo. 10-cv-5110
V.
JudgdrobertM. Dow, Jr.
GENERALKINEMATICS
CORPORATION,

N N N N N

Defendant.
MEMORANDUM OPINION AND ORDER

Plaintiff Carrier VibratingEquipment (“Carrier”) sued Defendant General Kinematics
Corporation (“Kinematics”), allging infringement of Carrier's).S. Patent 7,712,513 (“the 513
patent”). Kinematics counter-claimed, first segka declaratory judgment that the '513 patent
is invalid and unenforceablend then, following summary judgme also seeking a declaratory
judgment that Carrier's U.S. Patent 8,096,406 (“#@6 patent”) is mvalid and unenforceabte.
Carrier has moved for Rule 41 dismissal of itsimfement claims [100] and contends that this
dismissal also requires dismissing Kinematid&claratory judgment counterclaims due to the
lack of case or controversy beten Carrier and Kinematics. For the reasons set forth below, the
Court concludes that, even with the dismiseflCarrier's infringement claims, an actual
controversy exists. Therefore, its discretion, the Court granta part and denies in part
Carrier's motion to dismiss [100]. Carrier’s imfgement claims are voluntarily dismissed with

prejudice as to Kinematics’ “SOSM” shaké conveyors instaltle and operating at

! The ‘406 patent did not issue until January 2012edtilted from a continuation of the application that
resulted in the ‘513 patent and has similar claims to the ‘513 patent.
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GM/Defiance. However, the Court denies thwtion [100] as it pertains to dismissal of
Kinematics’ counterclaims.
l. Background

The technology in this case involves a noet for controlling the retention time of a
casting on a vibratory conveyor, tgplly used in anndustrial environment sh as a foundry or
other molding facility. When used in theuindry process, these vibratory conveyors, known as
“shakeouts,” are used to shadand or other surrounding mold die used in the casting process
from the metal casting itself. The '513 pateantitled “System and Method for Controlling
Casting Shakeout Retention,” discloses a systachmethod for contratig the retention time —
the time that a casting is retained in its melaf a casting being transported on a vibratory
conveyor. This is accomplished first by impragt a vibratory force tathe conveyor at a
predetermined angle to the conveying surface alhethe predetermined angle determines the
retention time, and then by méglng that angle. The '513 pent was issued on May 11, 2010,
based upon a patent applicatifiled on April 4, 2006.

Prior to August, 2010, Carrier discovered an advertisement for Kinematic’'s V2 Shakeout
Conveyor system (“V2 Shakeout conveyor”) Binematic's website. Kinematic’'s website
characterized its V2 Shakeout conveyor having a “control system * * * utiliz[ing] vector based
measurement to monitor and maintain the prepekeout angle for your daxy type, as well as
the ability to adjust travel speed to optimize sk time for various casting sizes and shapes.”
Based on this advertisement, Carrier believkdt actual use of &K V2 Shakeout that
performed as advertised wouldolate the ‘513 Patent and teésre filed this infringement

action in August 2010. Kinematsicfiled an answer and count&im seeking a declaratory



judgment that the ‘513 Patent is invalid and unenforceable. On September 13, 2013, Kinematics
amended its counterclaim to also declasee'd4®6 Patent invalid and unenforceable.

After this lawsuit was filed, Kinematics susséully bid on a proposa&b install vibratory
shakeout conveyors at GM/Defiance. Thel Bpecifications for the GM/Defiance project
required a shakeout conveyor thallow[s] for a variable angle odttack and stroke adjustment
during the cycle.” Since th&¥2 Shakeout was the only shedut conveyor advertised by
Kinematics as having this capability, Carrieriédeed that Kinematics would install its V2
Shakeout at GM/Defiance, and when installed operating at GM/Defiance in accordance with
the bid specifications, Carrier believed the Varout would infringe deast claims 1, 27, 30,
31/32 and 33 of the ‘513 Patent.

Early in this case, the parties agreed tpraemptive” litigationplan, whereby the Court
would first decide Kinematics’ counterclaimsath (i) claims 1-4, 27 rad 30 of Carrier’'s ‘513
Patent were invalid under 35 U.S.C. § 102(b) ttuan offer of sale made by Carrier to Ross
Sand Castings of Orville Ohio; and (ii) claims 31 and 32 of the ‘513 Patent were invalid under 35
U.S.C. 8§ 112 for lack of an adequateitten description. During the pendency of the
“preemptive” phase of this cashe ‘406 Patent was issued torfler. The claims of the ‘406
Patent are similar to the claina$ the ‘513 Patent but are notstacted to use of a shakeout
conveyor to control retention time.

On September 27, 2012, the Court issitedsummary judgment opinions. During
November 2012, Carrier received information tiatematic’s V2 shakeout conveyors were not
installed at GM/Defiance. Caer then requested permission donduct focused discovery to
determine whether the shakeout conveyors actuahalled at GM/Defiance infringed Carrier’s

‘613 and/or ‘406 Patents, which the Court grdntéfter physical inspection of the Kinematics



shakeout conveyors actually installed at GMiBete, and after deposing Kinematics’ vice
president, Carrier confirmed that Kinematiedd not installits V2 Shakeout conveyors at
GM/Defiance. Instead, Kinematics installecakbout single mass (“SOSM”, sometimes called
“VF”) shakeout conveyors. Notably, KinemaicSOSM/VF shakeout conveyors do not have
the capability to change the aagif attack. Consequently, Camridetermined that Kinematics’
SOSM conveyors installed and ussdGM/Defiance do not infringthe ‘513 Patent or the ‘406
Patent. Because Kinematics’ SOSM/VF shakeout conveyors, when used, would not infringe any
method claim of the ‘513 Patent, Carrier caigigld that it has no infringement claim under the
‘513 Patent against Kinematic. ¢y Carrier dismissed its infgement claims with prejudice
against the Kinematics’ SOSM/VF Shakeout Comors built and installed at GM/Defiance, but
only those conveyors.
. Analysis

Carrier contends that dismissal of isfringement claims mandates dismissal of
Kinematics’ counterclaims seeking to declare @asipatents invalid becae there is no actual
infringement case or controversy between Camigd Kinematics. More specifically, Carrier
contends that because thaseno actual GK V2 Shakeowonveyor or GK V2 fluid bed
processor in existence in the United States, tisesmed can be no infringeent of Carrier’'s ‘513
Patent. Not surprisingly, Kinematics has no obgattio Carrier’s dismissal of its infringement
claims with prejudice as to Kinematics’ “VFShakeout conveyors installed and operating at
GM/Defiance and no objection to €&r’'s voluntary dismissal of its infringement complaint as
to Kinematics’ V2 conveyors. However, Kinetiea objects to Carrier's motion for dismissal of
the Kinematics’ amended counterclaims seekieglatations that theubject ‘513 and ‘406

patents asserted by Carriee amvalid and unenforceable.



A. Legal Standards

Kinematics’ counterclaims are brought pwsuto the Declaratory Judgment Act, 28
U.S.C. § 220Ft seg., which provides, in pertinent part,ah”[ijn a case ofactual controversy
within its jurisdiction * * * anycourt of the United States * * fhay declare the rights and other
legal relations of any interestgdrty seeking such declaration, whit or not further relief is or
could be sought.” 28 U.S.& 2201(a). A “case of actual controversy” for purposes of §
2201(a) means a case or controversy asethiesms are employed in Article Il of the
Constitution delimiting the scope of the federal judip@aier. U.S. Const. art. lll, 8 2, cl. 1; see
also Cat Tech LLC v.TubeMaster, Inc., 528 F.3d 871, 879 (Fed. Cir. 2008gva Pharms. USA,

Inc. v. Novartis Pharms. Corp., 482 F.3d 1330, 1338 (Fed. Cir. 2007). A court has broad
discretion in deciding whether to exercise juigidn over claims for ddaratory relief. “The
Declaratory Judgment Agirovides that a counbay declare the rights anather legal relations

of any interested party, not thatmtist do so.”"Medimmune, Inc. v. Genentech, Inc., 549 U.S.
118, 136 (2007) (emphasis in original, internal qtiohs omitted). Thus, a court has “unique
and substantial discretion in deciding wietto declare the rights of litigant&Vilton v. Seven
Falls Co., 515 U.S. 277, 286-88 (1995). “In the dwakory judgment context, the normal
principle that federal courtsheuld adjudicate claims within their jurisdiction yields to
considerations of practicalitynd wise judicialadministration.”d.

In Medimmune, Inc. v. Genentech, Inc., 549 U.S. 118 (2007), the Supreme Court
articulated a new standard of justiciabiliipm patent cases seeking declaratory relief.
BeforeMedimmune, the Federal Circuit hagplied a two-prong test ipatent cases to determine
the existence of declaratojydgment jurisdiction. The first prong examined “whether conduct

by the patentee creates a reabtmaapprehension on the part of the declaratory judgment



plaintiff that it will face an infringement suitSanDisk Corp. v. STMicroelectronics, Inc., 480
F.3d 1372, 1379 (Fed. Cir. 2007). The second prong examined “whether conduct by the
declaratory judgment plaintiff amunts to infringing activity ordemonstrates concrete steps
taken with the intent to conduct such activithd” In Medimmune, the Supreme Court rejected
the first prong of the Federal Circuit’s test astréct requirement, and thustensibly relaxed the
test for declaratory judgment jadiction in patent cases. Sdedimmune, 549 U.S. at 132 n.
11. The Supreme Court also restated its totafire-circumstances test. the parties’ dispute
must be “definite andoncrete, touching the dal relations of parte having adverse legal
interests,” “real and substantland “admit of specific relief ttough a decree of a conclusive
character, as distinguished from an opinidmising what the law would be upon a hypothetical
state of facts.”Id.at 127. “Basically, the question each case is whether the facts alleged,
under all the circumstances, show that thewe ssibstantial controversbetween parties having
adverse legal interests, of sufficient imneai and reality to waant the issuance of a
declaratory judgmentfd.

SinceMedimmune, the Federal Circuit has issued several opinions that help to define the
scope of declaratory judgmentigdiction in patent cases. [tAough the Supreme Court rejected
the requirement that a patentee’s conduct createasonable apprehension” of suit, the Federal
Circuit has reiterated that a party seeking detday relief generally must be able to point to
some affirmative acts by the patentee to assert rights under a pater§anBisk, 480 F.3d at
1380-81 (“In the context of conduct prior to the existence of a license, declaratory judgment
jurisdiction generally will not arise merely on theslzathat a party learns the existence of a
patent owned by another or even perceives sumdtent to pose a risk of infringement, without

some affirmative act by the patentee.”). In addition, the second prong—“whether there has been



meaningful preparation temoduct potentially infnging activity’—remains an important
element in the totality of the circumstances whmgust be considered in determining whether a
declaratory judgment is appropriat€at Tech LLC v. TubeMaster, Inc., 528 F.3d 871, 880 (Fed.
Cir. 2008) (noting that in every action for declargtrelief the analysis of whether an actual
controversy exists “must malibrated to the particular facts of each case”).

In a postMedimmune decision, the Federal Circuit egphed, “Article Il jurisdiction
may be met where the patentee sa&gosition that puts the ded#ory judgment plaintiff in the
position of either pursuing arguably illegal behaworabandoning that which he claims a right
to do.” SanDisk Corp., 480 F.3d at 1381; see alBatch Prods., Inc. v. L.B. Games, Inc., 2009
WL 1249981, at *4 (W.D. Wis. May 6, 2009)uthill Corp. v. ArvinMeritor, Inc., 2008 WL
4200888, at *3 (N.D. Ill. Sept. 5, 2008). Thus, “wharpatentee asserts rights under a patent
based on certain identified ongoing @anned activity of anothgrarty, and where that party
contends that it has the rightéagage in the accus@ctivity without licensean Article 11l case
or controversy will arise and the party need not risk a suit for infringement by engaging in the
identified activity before seeking @eclaration of its legal rights.'SanDisk, 480 F.3d at 1381.

B. Application

As the party seeking declaratory reliefnEmatics bears the burden of establishing that
declaratory judgment jurisdiction exists. mmitec Australia, Ltd. v. Nucleonics, Inc., 495
F.3d 1340, 1344 (Fed. Cir. 2007). Carrier arguas Klinematics has not met its burden because
Kinematics’ only V2 activity is advertising orsitvebsite, and those advertisements are devoid
of the structural details requddo conduct a proper infringemeanalysis. Carrier points out
that all of the claimsf the ‘513 and ‘406 Patents are “metlad@ims,” which require that the V2

shakeout conveyors or fluid bed processors be asexdt forth in the claims, not just built or in



existence or even sold, in order for infringemenbdour. In other words, Carrier contends that
because it is not asserting an infringemaatm against the SOSM/VF conveyors installed at
GM/Defiance and it cannot assert an infringen@aim against the allegé/ “non-existent” V2
shakeout conveyor or “non-existent” V2 fluid bgebcessor at this time, there is no controversy
to support Kinematics’ counterclaims. Segy., Microchip Tech., Inc. v. Chamberlain Grp.,
Inc., 441 F.3d 936, 944 (Fed. Cir. 2006) (“Without an underlying legal cause of action, any
adverse economic interest that the declayatgaintiff may have aginst the declaratory
defendant is not a legallyognizable interest sufficient t@onfer declaratory judgment
jurisdiction.”). At the same time, however, Cariers been explicit that it intends to continue to
pursue infringement claims against KinematicKirfematics sells one of its V2 machines: “To
be sure, if there were an actual Kinemati¢2 conveyor in actual operation, Carrier would
likely assert an infringement claim against s actual device, if operating in an actual
infringing manner.”

The Federal Circuit has exgsdy stated that “a party neadt have engaged in the actual
manufacture or sale of a potily infringing produd¢ to obtain a deekratory judgment.” Cat
Tech, 528 F.3d at 881. Instead, there must be a istgpaf “meaningful pregration” for making
or using the product.ld. Here, Kinematics has established the design for its V2 control
technology, which has been described in detail for this courtG8esral Kinematics Corp. v
Carrier Vibrating Equipment, Inc., Case No. 08cv1264, Docket tBn 94 (Steffes Decl.).
Kinematics built and tested a V2-equipped &mak conveyor. Although the prototype has
since been dismantled (by removing the V2 eisded devices from the trough), Kinematics
represents that the V2 control system remainsxistence, has not been destroyed, and would

not require substantial modificatidrom how it was set up on the prototype machine. Further,



Carrier inspected and examined the V2-equippetoprpe and represented the Court that it
had a complete understanding of how the V2 technology works.

Kinematics represents that it began offeiisg/2 technology inate 2009, has continued
to advertise the V2 prodtgcon its website, and is ready aatule to provide V2 conveyors to any
customer interested in the product. The recadildats that the machines at issue in this case are
heavy, expensive equipment, which are built to oated designed to fit with a factory line.
Kinematics’ vice president represents that it has on multiple occasions issued quotes for the V2
machines (both a shakeout and fluid bed cgarefor potential customers within the United
States, including GM. According to Kinematics, it genélya prepares quotes for a potential
customer outlining the design requirements to meet the customers’ specific needs and the cost for
installation of theproduct. Engineered awings are then preparaddividually for each
installation. Once a quote a&cepted, a vibratory conveyor typlgabkes three to six months to
build. Kinematics represents that it has ntemtion or expectation that it will need to
significantly modify or alter théechnology tested in the prototypeorder to insll products for
its customers, and that it is ready and ablestip the V2 technology on a normal delivery
schedule as soon as an order is received.

After being repeatedly accused of infringemeKinematics is understandably hesitant to
proceed with the manufacture of large, expemshachinery before resolving the infringement
issues raised by Carrier. Seedlmmune, 549 US at 133-34 (notingaha party need not “bet
the farm” or risk treble damages by taking ac$ that are accused of infringement before
seeking a declaratory judgment). Further, Cesgrigasis for alleging infringement was never the

actual sale of the V2 (as it filed suit prior to Kinematics’ sale to GM/Defiance), but rather

2 According to Kinematics, in order to shie®M from involvement in the present suit, Kinematics

proposed and delivered an alternaehnology for the conveyors sold to GM.



Kinematics’ offer to sell the V2. Kinematics still offering to sell the V2 technology. Thus,
the Court concludes that thé2 technology is sufficiently imnediate and real to satisfy
declaratory judgment jurisdiction. See al€at Tech, 528 F.3d at 881 iffding declaratory
judgment jurisdiction where the accused infringer was prepared to produce devices upon
customer orders within a normallidery schedule and did not expégothave to make significant
changes)¢f. Revolution Eyewear v. Aspex Eyewear, Inc., 556 F.3d 1294, 1299 (Fed. Cir. 2009)
(reversing the district court’s dismissal of canstaims and emphasizing that the parties were
already in infringement litigation initiated by thet@atee, the infringer had stated its intention to
sell the accused products in the future, and ithaas reasonable to assa that the patentee
would file suit again as soon as the sales befan).
IV.  Conclusion

For these reasons, the Court concludes, thaen with the dismissal of Carrier's
infringement claims, an actual controversy exigteerefore, in its disct®n, the Court grants in
part and denies in part Carrier's motion to d&sn[100]. Carrier’s infringement claims are
voluntarily dismissed with prejucé as to Kinematics’ “SOSM” shakeout conveyors installed
and operating at GM/Defiance. However, theu@ denies the motion [100] as it pertains to

dismissal of Kinematics’ counterclaims.

Dated: April 7, 2014

Robert M. Dow, Jr.
UnitedState<District Judge

% The situation irRevolution Eyewear differs from the present situation because the alleged infringer had
prior sales and stock in inventory. However, fiteduct involved was eyeamgses rather than custom
foundry equipment, which admittedlynsuch less expensive to manufacture.
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