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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF |LLINOIS
EASTERN DIVISION

GROUPON, INC.,
a Delaware corporation,

Plaintiff,

V. Case No. 16v-05634

~— e — N

GROUPON PTY. LTD,,

an Australian corporation, and ) Judldliam J. Hibbler
SCOOPON PTY. LTD. )
an Australia corporation, )  Magistrate Judge Sheila Finnegan
)
Defendants. )

MEMORANDUM [N SUPPORT OF DEFENDANTS MOTION TO DISMISS,
ORIN THE ALTERNATIVE TO STAY PROCEEDINGS

Introduction

This case is an attempt [Blaintiff Groupon, Inc., a U.S. corporation, to apply its U.S.
rights extraterritorially to complain of conduct in Australia by two Aalgn corporations.
Sincethe Defendants are foreign corporations that do not do business in thand.Since
Plaintiff's U.S.copyright and trademark rights do not extend to AustritleaDefendarsthave
moved todismiss the complaint in its entirety flack of personal jurisdiction over the
Defendantsand for lack of subject matter jurisdiction.
Factual Background

In 2006, before Plaintiff, Groupon, Inc. even existed, brothers HeZzsahdel

Leibovich in MelbourngAustralia,started an online shopping site offering special daily deals on
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various consumer products. The site was calledctCat the Day,” and became extremely
popular. It is now the leading online shopping site in Australia. (Leibovich Decl!{31).

In approximatelyNovember2008, Plaintiff Groupotaunched website thaissued on a
daily basislimited time offers forcoupons or vouchers for services from local establishments.
The concept is based on volume purchasirglimited geographic markeFor example, if
enough purchasers express interest, Groupon will sell for $20 a voucher that can be used to
purchase dinner at a local restaurant in the amount of $45. The concept is premiseld on loca
buying power- it is unlikely that a Chicagoan would buy a voucher for dinner at a restaurant in
Cincinnati. Consequently, deals are offered on alprtgity basis.

Groupon offers its vouchers in over Idifferent cities in the U.S.See menu at
<groupon.com)} Numerous other websites use this concept and offer similar vouchers based on
volume purchasinglt was recently repted that accordingp Daily Deal Media, a trade
publication that covers the daily deal industry, there are about 3,50@dallgites around the
world.?

TheLeibovich brothers, as owners of Australia’s leading online shopping website, wer
well positioned to launch a discount voucher website. They created Scoopon Pty Ltd. in
February, 2010 and launched suchiebsite akscoopon.com.au>. Before adopting this name
and domain, they had confirmed tiRdaintiff Groupon, Inc. was not doing business in Australia

and had not procured or applied for any trademark registration for the Groupon name in

! References are to the Declaration of Hezi Leibovich in Support of DefehNniisn to Dismiss, dated May 4,
2011. (Hereinafter referred to as “Decl.§___ ). Mr. Leibovich is DirectoSaedetary of both Defendant
corporations.

2 See http://www.redeyechicago.com/newsfed-groupordeatoverloadnew20110508,0,6777854.story
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Australia. Scoopon Pty Ltd. proceeded to register the mark SCOOPON in Australia. Its
SCOOPON registration rights dated from March 18, 2010. (Decl. 1135)32-

Since Groupon was not doing business in Australia, and had not registered “Groupon” as
a trademark or domain name, the owners of Scoopon Ptalstilcreated a corporation called
Groupon Pty Ltd. and reserved the domain name <groupon.com.au>. (Decl. 14210, 35).

Theentity incorporated in Austtia asGroupon Pty Ltd. does not engage in any business
and the domain name <groupon.com.au> does not lead to a functiebsde. Rather, the
entity was incorporatedndthedomain namevas reservedolelyfor defensive purposes.
Reserving these name&ouldensure that neith&roupon, Incnor any other entity could use
the name to offer discount voucher services in Australia that might lead to confitbion w
Scoopon, and infringe Scoopon’s registered trademark rights in Austiaéal. 111).

ThoughPlaintiff Groupon, Inc. had neither done businesAustralia nor attempted to
register its trademark there, it nevertheless filed a lawsuit against Scoopon in Australia in
August, 2010, alleging trademark infringement. That suit is scheduled for a trial ort Augus
2011. Despitehaving previously sued Defendants in Australia, Plaintiff brought this action in
Chicago in September, 2010.

ARGUMENT

The Complaint Should be Dismissed for Lack of
Personal Jurisdiction over the Defendants.

Defendantsare Australian corporations. Scoog@iy Ltd.s online discount coupon

businesss directed only to consumers in Australia and offers the services only of Aaistrali

% Groupon Pty Ltd. also filed an application to régisSROUPON as a trademark, but it later abandoned that
application because it did not intend to use that name as a trademark.
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companies. Groupon Pty Ltd. is not engaged in any business, either in AustrEievbesee.
(Decl. 19134, 10-11, 2122).

As set forth in detail in the Declaration of Hégibovich, the Defendants do no business
in lllinois. They are not citizens or residents of the U.S. They have no physical or economic
presence in lllinois — no offices, no bank accounts, no mail box, no employees or agents. They
haveformedno contracts with lllinois companies and none of their employees have ever come to
lllinois in connection with the business of Defendar{i3ecl. 11218, 22).

Plaintiff's complant makeso allegations that Defendants have engaged in any conduct
or transacted any business in lllinois. Instead, Plaintiff appears to balsgntof personal
jurisdiction entirely on the fact that Scoopon’s website can be accessedvigualdi in Illinois.
(Complaint 5, 7, 8, 23). As explained below, however, the Seventh Circuit has made it clear in
several recent cases that the mere fact that a defendant’s website is accessible in lllinais is not
sufficient basis for personal jurisdicticeven ifthe websitas interactive. The defendant must
have targeted lllinois to warraheing haled into court here.

A federal court in lllinois may exercise personal jurisdiction over the defendant if it
would be permitted to do so under the lllinomnlg Arm Statute and if the exercise of personal
jurisdiction complies with the requirement of due procédsamburo v. Dworkin601 F.3d 693,

700 (7" Cir. 2010). A defendant is subject to personal jurisdidtiamforumonly if the

defendant hakertain minimum contacts with it such that the maintenance of the suit does not
offend ‘traditional notions of fair play and substantial justicénternational Shoe Co. v.
Washington326 U.S. 310, 316 (1945). It is unconstitutional to force a defendant to appear in a
distant court unless it has done something that should make it “reasonably anbeipgtealed
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into court there.”Burger King Corp. v. Rudzewic471 U.S. 462, 474 (1985). The court has
also framed the constitutional inquiry in terms of Wiee the defendant “purposefully avails
itself” of the benefits and protections of conducting activities in the forum dtzeson v.
Dencklg 357 U.S. 235, 253 (1958). The purposeful aweiit requirement ensures that the
defendant will not be subjected to litigation in a distant forum “solely as & ofsahdom,
fortuitous or attenuated contacts or of the unilateral activity of another pahiydperson.”
Burger King Corp.471 U.S. at 475. |1&ntiff cannot establish eithgeneral or specifipersonal
jurisdiction here.

A. There is No Basis for GeneraPersonalJurisdiction Over the Defendants

General personal jurisdiction is proper only when a defendant has “continuous and
systematic” contacts with a state. The contacts must be extendiperaasive. Isolated or
sporadic contacts are insufficient for general jurisdictibamburo v. Dworkin601 F.3d at 701.
As thelLeibovich Declaration shows, the Defendants have no presence whatsoever in Hithois a
have not engaged in any conduct in lllinois. Accordingly, the high standard for geses@hal
jurisdiction has not been met.

B. There isNo Basis for Specific Personal Jurisdiction Over Defendants

Specific personal jurisdiction is appropriate where: 1) the defendant has pullposef
availed itself of the privilege of conducting business in the state, and 2) thedahggy arises
out of the defendant’s forumelated activities. The exercise of specific perspmadiction
must also comport with traditional notions of fair play anfistantial justice as required by the

Fourteenth Amendmerst Due Process Claus@amburo v. Dworkin601 F.3d at 702.



1. Scoopon’s Website Does not Provide a Basis for Specific Jurisdiction

Plaintiff appears to base its jurisdictional claim on the tlaat Defendant Scoopon Pty
Ltd. operates a website, <scoopon.com.au>, that could be accessed by comuiier user
lllinois.* Plaintiff fails toallegewhyan Illinois consumer would want to access the website to
buy adaily dealdiscount voucher fogervices such as massage, an auto tune-up, or a dinner
that can only be redeemed in Australia. Becaus&tlhepornwebsite does not target Illinois
consumers, it does not form the basis for personal jurisdiction here.

TheLeibovichDeclaration describebe local nature of Scoopon’s discount voucher
business. (Decl. 1121-24). The deals offered are ontlidéagervices ofAustralian businesses.
The discount vouchers are almost exclusively issued in connection with servica® that
redeemable only atéhplace where the business is located and would thus be redeemable only by
a person physically present in Austral{®ecl. 121).

Consequently, it would make no sense for the Scoopon wébsaeget customers or
businesses in lllinois. Defendants do not target Illinois or anywhere els&th$., and they do
not advertise in the U.S. (Decl. 1119, 22). The Scoopon vouchers are not directed at tourists, but
rather at locaRustralianconsumers who can provide consistmi repeabusiness to the
paticipating vendors. (Decl. 122). As Mreibovichdeclares, “consumers outside Australia
would be of little or no commercial utility to our business.” (Decl. §22). In short, ihace
lllinois market for Defendantslaily dealvouchers.

It is unreaistic to think that Illinois consumers would have any interest in the Scoopon

website. The value of the vouchers is relatively low ($30-$50 AUD). The offers aeel pos

* The Complaint also references a website at <groupon.com.au>, but thaevgebsilonger operational and
returns a “serverat found” message. (Decl. 110).

6



daily and are available only for limited timeShe vouchers are short-lived and cannot be
redeemed for cash. (Id.)

It is obvious from the website itself that it is not directed at lllinois consuniéres.
domain name uses a country code [l domain identifying it as an Australian website
(“.com.au”). The home page at <scoopon.@midentifiesthe site a “Scoopon Melbourne.”

It even lists the weather for Melbourne. (Decl. 124). The fact that temperatures are listed in
Centigrade rather than Fahrenheit would give an lllinois consumer a clear idea that this website
is not targang lllinois. An lllinois consumer who came upon the Scoopon site would soon
realize that it was of no interest or value. 3éebile Anesthesiologists Chicago LLC v.
Anesthesia Associates of Houst683 F.3d 440, 446 {7Cir. 2010) (“If a doctor in Cleago

stumbled upon [defendant’s Houstared website and called for an appointment, their
conversation would be very short”).

Several recent cases from the Seventh Circuit have clarified that the mere existence of a
website accessible in lllinois is natsufficient basis for personal jurisdiction if the website is not
targeted at lllinois users. This is true even if the website is “interactiviedt is, even if the
lllinois consumer could purchase something directly via the website. While Scoomiste
is interactive, the actual purchase of a Scoopon voucher by someone in lllinois waularée
event. (Decl. 122).

Most recently, th&eventh Circuit addressed Internet jurisdiction issu&eR21LLC v.
lvanoy, 2011 WL 1565490 {7Cir. April 27, 2011). The defendant, accused of trademark
infringement, had never set foot in lllinois but had an interactive website mowgténe allegedly
infringing trademarks and domain name. In rejecting specific persorsaligtiion, the court
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noted: “Our inquiry boils down to this: has [defendant] purposely exploited the lllinois
market?” The court held that defendant’'s New Jelbsesed Internet matchmaking service was
not targeted to lllinois, despite the fact that 20 people with lllinois addressesgisténed on
the website. “If the defendant merely operates a website, even a ‘highly interactive’ website, that
is accessible from, but does not target, the forum state, then the defendant may leot inéoha
court in that state without offending the Constitution.” Id. at *4. The court added that “the
constitutional requirement of minimum contacts is not satisfied simply because a few residents
have registered accounts” on the website. Id.

Similarly, inMobile Anesthesiologists Chicago, LLC v. Anesthesia Associates of
Houston 623 F.3d 440 ("}’Cir. 2010), the court held that tortious or infringing conduct outside
the forumwill not give rise to jurisdictionf the conduct does not meet the “express aiming”
standard o€Calder v. JonesA65 U.S. 783, 789-90 (1984). “A plaintiff cannot satisfy@adder
standard simply by showing that the defendant maintained a website accessbigetiots of
the forum state and alleging that defendant caused harm through that we\isibde
Anesthesiologist$23 F.3d at 446. That is all that Groupon, Inc. has alleged in this case. See,
also,Tamburo v. Dworkin601 F.3d 693 ("}'Cir. 2010) (requiring that website activity be
“purposely directed” or “expressly aimed” at the forum stdli@)pis v. Hemi Groyp, LLC, 622
F.3d 754, 760 (7 Cir. 2010) (“Courts should be careful in resolving questions about personal
jurisdiction involving online contacts to ensure that a defendant is not haled into cquiyt sim
because the defendant owns or operates a website that is accessible in the forum state, even if the

site is interative”).



2. Plaintiff Has Not Alleged any Sales by Defendants in lllinois

Because of the intensely local nature of Defendants’ business, it is hidjlkigiyithat
there are any bonadi sales of Scoopon vouchers to lllinois residen®aintiff has not
specifically identified any such sales in its complaint. Because Scoatsotint vouchers are
issued by amail to email addresses of members, Defendant is not necessarily aware of the
geayraphical location of a purchaser. It is theoretically possible that a perdiomis could
purchase a $50 Scoopon voucher, but it would be worthless unless the person travelled over
9,000miles to Australia to redeem it.

Scoopon is not aware of aaglein lllinois, and is unaware of any lllinois consumer
having requested a refund or making a complaint. (Decl. 1126-27). Ndedaysif any
lllinois purchases had been arranged by Plaintiff, they would not be bona fidenshlesudd
not subject Defendants to jurisdictio@larus Transphase Scientific, Inc. v.Rgy, Inc, 2006
WL 2374738 at *3 (N.D. Cal. 2006) (“A plaintiff cannot manufacture personal jurisdiction in a
trademark case by purchasing the accused product in the forum state”).

Evenif there were some isolated bona fide salesy would not be sufficient to impose
jurisdiction. SeeBe2 LLC v. lvanowsupra (registration of 20 people from lllinois was too
attenuated to satisfy minimum contacts requireme@sinness World Records Ltd. v. D664
F. Supp. 2d 927, 929 (N.D. Ill. 2009) (sales of $1,itBinois insufficientto impose specific
personal jurisdiction
Il. The Complaint Should be Dismissed For Lack of Subject Matter Jurisdiction

If the Court finds that it has no personal jurisdiction over the Defendants, it need not

address Defendants’ remaining arguments. However, evdmgpersonal jurisdiction over
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these Australian companies, it should nevertheless dismiss the complaink fofr dabject

matter jurisdictio. The lack of subject matter jurisdiction is based on the fact that none of the

laws on which Plaintiff relies has extraterritorial application under the circumstances in this case.
Trademarks and copyrights are territorially limitethat is, the rigts conferred by U.S.

law on trademark and copyright owners do not extend beyond the borders of the U.S. The fact

that a company owns a trademark in the U.S. does not vest the company with tradensairk right

the same or a similar name in a foreign juitgdn. McCarthyon Trademarks, §29.1{4d.).

A. The Lanham Act Does Not Extend Extraterritorially to Conduct of Foreign
Entities that Does Not Have a Substantial Effect on U.S. Commerce.

While the Supreme Court has recognized that the Lanham Asboagtimes be applied
to conduct outside U.S. borde&eele v. Bulova Watch C844 U.S. 280 (1952), the
circumstances allowing such extraterritorial application are limited. The leading cases ask
whether 1) the defendant is an American citjzsmd 2whether the defendant’s actions have a
substantial effect on U.S. commerdéanity Fair Mills v. T. Eaton Cp234 F.2 633, 642-43 (2d
Cir. 1956);:McBee v. Delica CoLtd., 417 F.3d 107, 110-111%Tir. 2005). Some courts also
ask whether the extratéorial application of the Lanham Act would conflict with trademark
rights established under foreign law. Séanity Fair, 234 F.2d at 642-43;homas & Betts
Corp. v. Panduit Corp.71 F. Supp. 2d 838, 841 (N.D. Il 1999) (“The Lanham Act can be
appliedto foreign activities where the defendant is a United States citizen, the defendant’s
actions affect American commerce, and there is no conflict with foreign trademark law”).

Plaintiff cannot satisfany of these standards. Defendants are foreign corporations, not
citizens or residents of the U.S. Scoopon has no U.S. operations, offices or employees. The

vouchers it offers are for services provided by Australian vendors. As dentechstibave, the
10



foreign conduct of Defendants haseftectwhatsoeveon U.S. commerce. Even if there were
some bona fide purchases of vouchers by lllinois residents, such transactions wamild be
minimisand would not have a substial effect on U.S. commerce.

Plaintiff seeks relief that would conflict with Defendarrights under Australian law.
Scoopon Pty Ltd has an Australian trademark registration for SCOOPON. thtehasclusive
right to use thatark under Australian law, yet Plaintiff resorts to U.S. law in an attempt to shut
down Scoopon’s online voucher lsss that operates exclusively in Australia.

The mere fact that Scoopon’s Australian website can be accessed in lllinois is insufficient
to show a substantial effect on U.S. commerce. Ngs#ee v. Delica417 F.3d at 123-24.
Drawing on personal jurisdiction principles, the couricBeefound that the accessibility of a
foreign website in the U.S. did not have a substantial effect on commerce in the UoSuinh
subject matter jurisdiction under the Lanham Act to automatically attach wheneverita gebs
visible in the United States would eviscerate the territorial curbs on judicial authority that
Congress is, quite sensibly, presumed to have imposed in this BfeBee 417 F.3d at 124.
See also Guantanamera Cigar Co. v. Corporacion Habanos& .2 F.Supp.2d 106 (D.D.C.,
2009)(a foreign manufacturer's use of allegedly infringing mark on a fonegsiteand
minimal sales to U.S. customers were found nbiatee ssubstantial effect on United States
commerce to justify extraterritoriapplicaton of the Lanham Act).

B. The Copyright Act Does Not Have Extraterritorial Effect

It is well established that the copyright laws of the United States do not have
extraterritorial effectand cannot be invoked to secure relief for acts of infringementraogu

outside the United StateSubafilms, Ltd. v. MGMNPathe Communication24 F.3d 1088, 1095
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96 (9th Cir., 1994) (en bapc It is only where an infringing act occurs in the United States that
the infringement is actionable under the Copyright Redmer v. Braun 376 F.3d 1254, 1258
(11" Cir. 2004). As the Ninth Circuit has noted, “Extraterritorial application of American
[copyright] law would be contrary to the spirit of the Berne convention. Consequently, an
extension of extraterritorialitmight undermine Congress’s objective of achieving ‘effective and
harmonious copyright laws among all nation&tbafilms 24 F.3d aLl097. That court has also
held that because of the importance of avoiding international conflidswoin the area of
intellectual property, the Copyright Act “presumptively does not apply to conducbcbats
abroad even when that conduct produces harmful effects within the United S@tesda S.A.

v. Costco Wholesale Carb41 F.3d 982, 988 {9Cir. 2008),aff'd by evenlydivided Court 131

S. Ct. 565 (2010).

Here, Plaintiffhasnot alleged any act by Defendarthat took place in the U.SThe
complaintallegesonly that“defendants have used, marketed, promoted and displayed as its own
a website that is basegbon Groupon’s Copyrighted Works(Complaint 164). The copyright
claim fails to allegeany predicate act within the United States on which extraterritorial
application could be based.

Since no acts of infringement are alleged to have been conducted by Defendants in the

U.S., the copyright claim should be dismissed, either under F.R. Civ. P. 12(b)(1) or 12(b)(6).

® Though courts have traditionally treated extraterritorial application cEépgright Act as a jurisdictional bar,
some recent cases have held that the requirement that an act of infringersigiatkks place within U.®orders is

not jurisdictional, but rather is an element of the claim and is asttdsy Rule 12(b)(6) rather than 12(b)(1).
Litecubes, LLC v. Northern Light Products, 1623 F.3d 1353, 1368 (Fed. Cir. 2008). Under either scenario, the
copyright claimshould be dismissed because Plaintiff has not alleged any acts of infeimgeyrDefendants in the
U.S. and therefore has failed to allege plausible facts to establish atiségdement of a copyright claim.

12



C. The State Law Claims Do Not Have Extraterritorial Effect

Plaintiff has also alleged violations of the lIllinois Deceptive Trade Pradiice@Count
IV), the lllinois Consumer Fraud Act (Count V), the lllinois Trademark Agynt VI), and
lllinois common law of trademark and unfair competition (Counts VI and VII).

As with the Lanham Act and Copyright Ackaims Plaintiff's state law claims must be
dismissed because these state laws do not have extraterritorial €fleetConsumer Fraud Act
is a statute without extraterritorial effect; ‘[tlhe [lllinois] General Assembly did not intend the
Act to apply to fraudulent transactions that take place outside lllinasndau v. CNA Financial
Corp., 381 Ill.App.3d 61, 63, 886 N.E. 2d 405, 4@, App. Ct. *' Dist., 2008) citing theAvery
v. State Farm Mutual Automobile Insurance @16 Ill.2d 100, 185, 835 N.E. 2d 801, 88
2005).Seealso, Phillips v. Bally Total Fitness Holding Corp372 Ill.App.3d 53, 58, 865 N.E.
2d 310, 315 (lll. App. Ct. 1st Dist., 2007).

II. The Court Should Decline to Exercise Jurisdiction Due to
Forum Non Conveniensand Principles of Comity

Even if this @urt finds that it has jurisdiction, it has the discretion to decline to exercise
jurisdiction on grounds of forum non conveniens and principles of corfiltpmas & Betts
Corps. v. Panduit Corp71 F. Supp. 2d 838, 844 (N.D. Ill. 1999).

Thecommon law dotrine offorum non convenierallows a federal district court to
dismiss a suit over which it would normally have jurisdiction in order to best serve the
convenience of the parties and the ends of jusSiteitelstvo Bulgaria Ltd. v. Bulgarian-
AmericanEnterprise Fund589 F.3d 417 {7Cir. 2009). Courts usetao-step analysis in
determining the appropriateness of dismissal under forum non convemhensitial

requirement is establishing the existence of an adequate alternative forum available to hear the
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case. If an adequate alternative forum exists, the court should next consideraherum non
conveniens dismissal would serve the private interests of the parties and thenpergsgts of
the alternative forumsSee,|d. at425; Kamel v. HIl-Rom Co., Ing 108 F.3d 799, 802 {TCir.
1997).

It is clear thathereis anadequate alternative forum availabl@amely Australia. In
fact, Plaintifffirst brought suit against Defendants there. In August 2010, Plaintiff initiateld lega
proceedngs against Defendants in the Federal Court of Australia. This procegdhiaged on
the same factas this casand seeks equivalent redress. The Federal Court of Ausdralia
“adequat€ as the Australian proceedings seek equivalent remedaer @quralent legal
theories.

Relevant private and public considerations, such as access to sources @lgosbhw
lllinois to be an inconvenient foruntee,In re Factor VIII or IX Concentrate Blood Products
Litigation, 484 F.3d 951, 985 {'7Cir. 2007), déting Gulf Oil Corp. v. Gilbert 330 U.S. 501, 508
(1947)and reciting relevant factor€lerides v. Boeing Cp534 F.3d 623, 628 {7Cir. 2008)
(same) All Defendantsiitnesses and evidence would be brought to lllinois from Australia.
The overwhelmingnajority of discovery will also be taken in Australmmaking proceedings in
lllinois unnecessarily expensivdee U.S.0. Corp. v. Mizuho Holding.C®47 F.3d 749, 752 (7
Cir. 2008) (finding the same regarding the burden of bringitigesses and doclents from
Japan to Chicago).

The proceedings in Australia are likely to be completed sooner than thesltese. The
Australian case is set for trial @ugust 1, 2011. lllinois residents do not have even a passing
interest in Defendants’ conducthey are Australian companies operating solely in Australia and
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marketing services exclusively for local Australian customers and busnddadoubtedly,
Australia has a very strong interest in the parallel proceedings. Burdening lllindentss
courtsand resources in a matter of no practical concern to the area is unneckszaqgver,
this Court is not in the best position to interpret and apply Australian trademark law.

This case also raises concerns of international comity. If the Australigrfiods that
Scoopon has valid rights in the SCOOPON mark in Australia, a contrary finding bgpuhne C
would present a serious conflict and interfere with Australia’s trademmark This disruption
should be avoided in the interest of international ¢pmi

V. The Court Should Decline to Exercise Supplemental Jurisdiction
Over the State Law Claims

If the Court dismisses the federal claims, it should decline to exercise supplemental
jurisdiction over the State law claims under 28 U.S.C. §1367. Section 1367(c)(3) provides that
the digtrict court may decline to exercise supplementa jurisdiction if "the district court has
dismissed dl claims over which it has origind jurisdiction. . . ." If the Court dismisses the
federa claims, thereis no valid reason for retaining supplemental jurisdiction. It will not provide
judicia economy, convenience or fairnessto the litigants. See, Van Harken v. City of Chicago,
103 F.3d 1346 (7" Cir. 1997) ("the generd rule is that when as here the federal claim drops out
beforetria . . . , the federa district court should relinquish jurisdiction over the supplementa
clam"); Boycev. Fernandes 77 F.3d 946, 951 (7" Cir. 1996); Wright v. Associated Insurarce

Comparies, 29 F.3d 1244, 1251 (7" Cir. 1994).
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V. In the Alternative, the Court Should Stay the Proceedings

Given the similarity of the issues and the impending trial date of the Australian litigation,
this Court should exercise its discretion to stay this case until resolution of the earlier filed
Australian case

Under theColorado Riverabstention doctrine, a federal court has discretion to dismiss or
staya suit over which it has jurisdiction when there igarallel state case pending and dismissal
or stay ofthefederal case would promote wise judi@dministrationCorus Bank, N.A. v. de
Guardiola 593 F.Supp.2d 991, 993 (N.D.Ill., 2008) citid@glorado River Water Conservation
Dist. v. United Stategl24 U.S. 800, 817 (1976).

Here the instant proceeding is parallel to the Australian action. Seipaeallel when
substantially the same parties are contemporaneously litigating substantially the same issues
another forumLaDukev. Burlington Northern R. G879 F.2d 1556, 1559™ Cir. 1989). The
same parties are currently litigating substantially identical isube Federal Court of
Australia, namely Defenddstuse of andightsto its SCOOPON Australian trademark
registration

The Australian court was the first place Plaintiff sought relief and the first to exercise
jurisdiction over the subject matter of dispute, with the instant proceedings madaudienced than
the Australian litigation.Litigation in lllinois is decidedly inconvenient and unfair to Defendants.
Since Defendants have ronnections tdllinois, Plaintiff's redundantrpceeding hereare nothing
morethanavexatiousattempt to exploit favor from its home forurnthe crux othesuitis
DefendantsAustralian federal trademark registration and its use in Austaatiahrough its
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Australian website Australia has a swtantial interest in the case and its courts are uniquely
equipped to resolve the relevant questiofise Australian proceedings are better able to assess the

validity of Defendants’ trademark rights and equally equipped to grant Hlasmsought relef.

For the foregoing reasons, Defendants’ respectfully request the cdistitiss the case, or

at the very leastktay the instant proceedings, pending resolution of the Australian litigation.

Respectfully submitted,

Dated: May12, 2011 By:  /s/William T. McGrath
One of the Attorneys for Defendants

William T. McGrath

Christopher W. Schneider

Davis McGrath LLC

125 S. Wacker Drive, Suite 1700
Chicago, IL 60606

Telephone: (312) 332-3033
Facsimile: (312) 332-6376
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CERTIFICATE OF SERVICE

I, William T. McGrath, an attorney, certify that | electronically filed the foregoing with
the Clerk of the Court using the ECF System, which sent notification to all partiesood on
the12" day ofMay, 2011.

Dated: May 2, 2011 By: /s/William T. McGrath
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