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IN THE UNITED STATESDISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

ADDICTION AND DETOXIFICATION
INSTITUTE, LLC.,

)
)
)
Paintiff, )
) CaséNo. 11-cv-5947

V. )

) Judgd&obertM. Dow, Jr.
JOHNEPPERLY,ETAL., )
)
Defendant. )

MEMORANDUM OPINION AND ORDER

Plaintiff Addiction and Detoxification Institute, LLC ADI”) filed the instant lawsuit
alleging that Defendants infringed upon two patemt&hich Plaintiff allegedly has an interest.
Plaintiff originally asserted that the two patents at issue were U.S. Patent Nos. 6,004,962 (the
‘962 Patent), entitled “Rapid Opioid Detoxiéition,” and 5,789,411 (the ‘411 Patent), entitled
“Improvements to Rapid Opioid Detoxificatigrtiowever, Plaintiff's scond amended complaint
alleges infringement only as to the ‘411 Patelefore the Court is Defendants’ motion for
summary judgment or, in the alternative, motiordismiss Plaintiff's complaint with prejudice
pursuant to Rule 12(b)(1) [49] and tiom for Rule 11 sanctions [46].

In regard to the present motions, for tteasons set forth belp the Court denies
Defendants’ motion for summarydgment or, in the alternativejotion to dismiss Plaintiff's
complaint with prejudice pursuant to Rule 12(b)J49] and denies Defendants’ motion for Rule
11 sanctions [46]. The Court gtarDefendants’ motion for leauve file a sur-reply [78] and
Plaintiff's motion for leave to file a response Befendants’ sur-reply [83] In the interest of

judicial economy, in ruling orthe present motions, the Cobunas considered Plaintiff's
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Additional Statement of Facta Opposition to Defendants’ Motion for Summary Judgment as
well as Defendants’ response ttiose facts contained in Defemtisi Sur-Reply [Exhibit A to
Docket Entry 78}.

l. Background?

On June 17, 1996, an application was filethwhe U.S. Patent and Trademark Office
("USPTQO”), which eventually culminated in thél1l Patent. The application listed Lance L.
Gooberman and Colin Brewer as the co-invetof an invention entitled “Improvements to
Rapid Opioid Detoxification.” Té application resulted in thesisance of the ‘411 Patent on
August 4, 1998.

Prior to the submission diie application for the ‘411 Patent, on April 21, 1996, Brewer
and Gooberman executed an assignment, whiclgreessiall of their rightsn the invention to
ROD Treatment Centers, Inc. Althouglethssignment was executed on April 21, 1996, the
assignment was not recorded or filed in the USPTO until July 20, 1998. The delay in recording
was the result of a trademark dispute invadyROD Treatment Center§Gooberman, and CITA
Biomedical, Inc. In an affidavit, Goobermataims that he “wholly” owned ROD Treatment
Center, Inc., which then became U.S. Detox, Inc., which then was dissolved on July 16, 2003,

with all assets revertg to Lance Gooberman.

! Before considering the present motions, the state of the litigation to date bears noting. Both sides have

leveled inflammatory accusatioasd engaged in unnecessary tattling einger pointing. Such conduct

must come to an end. Counsel and litigants arenedi of their obligations to the Court as well as to
opposing counsel and of the federal and local rules on briefing motions. Repeated requests to file
surreplies and sur-surreplies will not be granted;pémties have an obligation to present arguments in a
cogent and coherent fashion. To date, the pames leveled accusations in a rushed manner, without
thinking through the arguments that could or shdaddadvanced, and then have sought to supplement
those arguments with piecemeal briefs that addregssseies and newly acquired documents. Both sides
share responsibility for the sloppy manner in which this litigation has been conducted to date, and further
conduct in kind will not be toletad and may be sanctioned.

2 The Court has taken the relevant facts primarilynftbe parties’ Local Rule (“L.R.”) 56.1 statements:
Defendants’ Statement of Facts [5B]aintiff’'s Statemenof Facts in Opposition [69], and Defendants’
Reply to Plaintiff's Statement of Facts in Opposition [72].

2



After the first assignment was executed, Gooberman attempted to elicit an assignment
from Brewer and Gooberman to Gooberman, but @ieg to Brewer’s affidavit, he refused.
Despite Brewer’s refusal, Gooberman still re@arén assignment from Brewer and Gooberman
to Gooberman. This alleged “second” assignment was recorded on September 16, 1997, more
than a year before the first assignment was recbrdBrewer claims that his signature page on
the second assignment was taken from the firsgasgnt. In other words, Brewer claims that
Gooberman photocopied Brewer'gysature page on the first assiggmh and attached it to the
second assignment. Gooberman maintaiasBhewer completed the assignment.

After Brewer discovered that Goobermatempted to record the second assignment,
Brewer executed and recorded a third assigmnveimich assigned hisghts in the ‘411 to the
Stapleford Foundation, Inc. The third ggsnent was executed on August 17, 1998, and
recorded on August 19, 1998 the third assignment, Breweatts that the second assignment
was not executed by him and was filed withbistinstructions ad authorization.

On June 16, 2004, a fourth assignment of'4id Patent was recorded, which assigned
all rights from Gooberman to his son, Jason Gaobe. The instrument was entitled a “Patents
Rights Purchase Agreement” and was exetute December 18, 2001. Then, on March 10,
2011, two more instruments were recorded f(ifte and sixth assignments), which assigned
rights to the ‘411 Patent from Gooberman taiftiff Addition and Detoxification Institute, LLC
(“ADI").

On August 26, 2011, Plaintiff commenced the present litigation. Then, on April 12,
2012, during the pendency of this lawsuit, yet haptassignment (the seventh) was executed
and recorded, which assigned the rights to the ‘411 Patent from Jason Gooberman to ADI.

Plaintiff amended his complaint folving the seventh assignment.



. Standard of Review

Summary judgment is proper if “the movahbsw/s that there is no genuine dispute as to
any material fact and the movant is entitleguigment as a matter of law.” Fed. R. Civ. P. 56
(a). In determining whether theers a genuine issue of factetiCourt “must construe the facts
and draw all reasonable inferences in the light most favorable to the nonmoving patgy’v.
City of Lafayette, Ind.359 F.3d 925, 928 (7th Cir. 2004). Bwoid summary judgment, the
opposing party must go beyond the pleadings anddsit specific facts showing that there is a
genuine issue for trial.”Anderson v. Liberty Lobby, Inc477 U.S. 242, 250 (1986) (internal
guotation marks and citation omitted).

A genuine issue of material faekists if “the evidence isuch that a reasonable jury
could return a verdict fothe nonmoving party.” Id. at 248. The party seeking summary
judgment has the burden of establishing the laiclany genuine issue of material fact. See
Celotex Corp. v. Catretd77 U.S. 317, 323 (1986). Summaundgment is proper against “a
party who fails to make a showing sufficient tdaédish the existence of an element essential to
that party’s case, and on which that pavtlf bear the burden of proof at trial.Id. at 322. The
non-moving party “must do more than simply shihat there is some metaphysical doubt as to
the material facts.”"Matsushita Elec. Indus. Cd.fd. v. Zenith Radio Corp475 U.S. 574, 586
(1986). “The mere existence of a scintillaevidence in support of the [non-movant’s] position
will be insufficient; there must be evidence onieththe jury could reasonably find for the [non-
movant].” Anderson477 U.S. at 252.

11, Analysis
Defendants have raised a chadle to Plaintiff's sainding to bring this lawsuit. In their

motion, Defendants contend tha®OR Treatment Centers is theiér owner of the ‘411 Patent



and therefore is the only party tvistanding to bring a patemtfringement suit regarding the

‘411 Patent. Alternatively, Defendants contend thagn if Plaintiff acquired an interest in the
‘411 Patent, it acquired those riglatiier commencing the presentddtion. Plaintiff has alleged

that it is “the owner of all right, t# and interest” in the ‘411 Patent.

Federal trial courts have been adviseddecide standing questis at the outset of a
case. That order of decision éfifjurisdiction then the merits) helps better to restrict the use of
the federal courts to those adversarial disptitas Article 11l defines as the federal judiciary's
business.’Steel Co. v. Citizens for a Better Eng23 U.S. 83, 111 (1998) (Breyer, J.
concurring). The partinvoking federal jurisdiction has tHaurden of proof and persuasion to
satisfy the constitutional requirements of Article 11l standing. B&#&BS, Inc. v. Dallagi93
U.S. 215, 231 (1990) (holding thatetiburden is on the party seekitogexercise jurisdiction to
clearly allege facts sufficiéno establish jurisdiction).

The Patent Act provides that a “patentshall have a remedy bywuii action for patent
infringement. 35 U.S.C. § 281 (1994). Theme"patentee” is defined in the Act under 8
100(d) as including not only the patentee to whoengaitent issued, but tiseccessors in title to
the patentee. This has been interpreted to rethatea suit for infringenmd ordinarily must be
brought by a party holding lebétle to the patent. See.g., Arachnid, Inc. v. Merit Indus.,
Inc.,939 F.2d 1574, 1578-79 (Fed. Cir. 1991). Acamgtli, an assignee the patentee and has
standing to bring suit for infringement in itsvn name. See 35 U.S.C. § 100(d) (1994). The
assignment of legal title in a patent can dmveyed in the form ofhe entire patent, an
undivided part or share of the entire patemt,all rights under the patent in a specified
geographical region of the United ®st(a so called “grant”). S&eaterman v. Mackenzi38

U.S. 252 (1891) (addressing the predecessor patemtiedtafny less than @omplete transfer of



these rights is merely a license, in which casditleeremains with the owner of the patent and
the suit must be brought in its namigl.; see alsd&Enzo APA & Son, Inc. v. Geapag A.G34
F.3d 1090, 1093 (Fed. Cir. 1998).

The plaintiff in a patent finingement suit has the burdenmbving that when it filed the
complaint it either owned the patent on whichsit#t is based or was an exclusive licensee, and
hence the equivalent of an assignee of the paté&meldturf, Inc. v. Southwest Recreational
Industries, Inc.357 F.3d 1266, 1268 (Fed .Cir. 200M)entor H/S, Inc. v. Medical Device
Alliance, Inc.,240 F.3d 1016, 1017 (Fed. Cir. 200Igxtile Productions, Inc. v. Mead
Corp.,134 F.3d 1481, 1483-84 (Fed. Cir. 1998)Wisconsin Right to Life, Inc. v. Schob&86
F.3d 485, 489 (7th Cir. 2004). Unless that conditisnsatisfied, the district court lacks
jurisdiction. SedParadise Creations, Inc. v. UV Sales, In8l5 F.3d 1304, 1309 (Fed. Cir.
2003);Lans v. Digital Equipment Corp252 F.3d 1320, 1328 (Fed. Cir. 200&Ehzo APA &
Son, 134 F.3d at 1093-94DePuy, Inc. v. Zimmer Holdings, Inc384 F. Supp. 2d 1237,
1238 (N.D. Ill. 2005) (Posner, 8itting by designation). “[W]ite later events may not create
jurisdiction where none existed at the time of filing, the proper focus in determining jurisdiction
are the facts existing at the time the complaimder considerationvas filed.” Prasco, LLC v.
Medicis Pharmacuetical Corp537 F.3d 1329, 1337 (Fed. Cir. 3)Q(citation and internal
guotation marks omitted; emphasis in original); see Risckwell Int'l Corp. v. United States
549 U.S. 457 (2007) (“[W]hen a plaintiff filed armoplaint in federal court and then voluntarily
amends the complaint, courts look to the amdrmenplaint to determine jurisdiction”). Here,
the operative complaint for purposes of jurisdiotis Plaintiff's amended complaint filed June
12, 2012.

Here, the facts, taken in the light most favorable to Plaintiff, are as follows. Brewer and



Gooberman filed a patent application on June 1996, and the ‘411 fat was issued on
August 4, 1998. Brewer and Gooberman alsecated an assignmemnthich assigned all of
their rights in the invention to ROD Treatmentn@es, Inc.; the assignment was recorded with
the USPTO on July 20, 1998. In an affidavigpdberman claims that he “wholly” owned ROD
Treatment Center, Inc., which then became D&ox, Inc., which then was dissolved on July
16, 2003, with all assets reverting to Lance Gowmla®. Taking these facts in the light most
favorable to Gooberman, assuming no otlesigmments, in July 2003, Gooberman owned the
rights to the patent.

But there were other assignments. After first assignment was executed, Gooberman
attempted to elicit an assignment from Brewer and Gooberman to Gooberman, but according to
Brewer’s affidavit, he refused. Goobermatill secorded an assignent from Brewer and
Gooberman to Gooberman. This alleged tsetl assignment was recorded on September 16,
1997, more than a year before the first assignmestra@rded. Disputed issues of fact remain
as to whether this aggiment was valid or not. Howevérjt was valid, Gooberman owned the
rights to the patents. If it was not, then theigriment to ROD is the operative assignment and
Gooberman still owns ¢hrights to the paterit. Therefore, under eithescenario, in July 2003,

Gooberman owned the rights to the pafent.

 Defendants position is as follows: “The undisputects demonstrate th&OD Treatment Centers
presently holds all of the interest in the ‘411 Patdittis plainly is the case because: (1) ROD Treatment
Centers received a valid assignment of the riginider the ‘411 Patent from both Dr. Brewer and
Gooberman, and (2) ROD Treatment Centers hasrresstgned its rights to anyone.” [DE 51 at 5.]
What Defendants assertion fails to take into accauftaintiff's contention (and supporting evidence)
that Gooberman “wholly” owned ROD Treatment Centec., which then became U.S. Detox, Inc.,
which then was dissolved on July 16, 2008hwvall assets reverting to Lance Gooberman.

* While Defendants have repeatedly referenced frimugery, and unclean hands throughout their briefs,
Defendants do not actually have a fraud claim. If Defendants believe that Plaintiff has committed fraud at
some point along the way, Defendants, assuming they have standing to bring such claims, have different
avenues by which they can consider bringing thoseo$athims. However, attempting to paint a “fraud”
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Brewer also executed and recorded a thsdignment, which assigad his rights in the
‘411 to the Stapleford Foundation, Inc. Howeugaised on prior assigrents, Brewer did not
own the rights to the patent wheristlassignment was recorded on August 19, f99hose
rights either belonged to ROD @ooberman. On June 16, 2004, a fourth assignment of the ‘411
Patent was recorded, which a@g®d all rights from Gooberman to his son, Jason Gooberman.
Then, on March 10, 2011, two more instruments wecerded (the fifth ad sixth assignments),
which assigned rights to the ‘411 Patenbnir Gooberman to Rintiff Addition and
Detoxification Institute, LLC (“ADI”). Finaly, on April 12, 2012, duringhe pendency of this
lawsuit, yet another assignmefthe seventh) was executeddarecorded, which assigned the
rights to the ‘411 Patent from Jason Gooberm@rADI. Plaintiff amended his complaint
following the seventh assignmerherefore, according to thallegations of complaint under
consideration, ADI owns thegints to the ‘411 Patent.

In sum, what can be gleaned from the adesl complaint, fact statements, and briefs
filed to date is that ADI owns the patentdoestion. If further discovery reveals fraud on the
patent office or other nefarious activity on the médulaintiff in securing the rights to the patent,
then those issues may be explored at a later, gitieer before this Court or in the appropriate
forum, assuming Defendants that have standndpring those challgyes. But for present
purposes, Plaintiff has demonstrattdnding to bring this lawsuitTaking the facts in the light

most favorable to Plaintiff (ahe Court must do on summanydgment), Plaintiff has satisfied

gloss on this lawsuit, without assuming the burden of actually asserting such claims, is insufficient to bar
Plaintiff's infringement claims.

® Interestingly, Defendants contend that the ihaissignment by Brewer and Gooberman to ROD was
valid, but also rely on Brewer's later attempt to assign his rights to his own company, the Stapleford
Foundation, as proof that Plaintiff does not have standing. However, Brewer could not have owned the
rights when he attempted to assign them to his c@mpany if the initial assignment to ROD was valid

(as Defendants contend).



its burden of establishing that it owns the tggto the ‘411 patent and ADI may proceed with
this lawsuit.
IV. Conclusion

Because Plaintiff has satisfied his burderestablishing standing to bring this lawsuit,
Defendants’ motions for sanctiof¥6] and summary judgment [4@fe denied. In trying to
piece together the allegans and facts presented by the parties, the Court has considered all of
the briefing by the parties, including Defent& sur-reply and Rintiff's response to
Defendants’ sur-reply; thereforie Court grants both Defendants’ motion for leave to file a sur-

reply [78] and Plaintiff's motion for leave to fileresponse to Defendanssir-reply [83].

Dated: March 25, 2013

Robert M. Dow, Jr.
UnitedState<District Judge



