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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

TIMELINES, INC.,

Plaintiff,
V.
FACEBOOK, INC., Case No. 11-cv-6867

Defendant.

)
)
)
)
)
)
)
)

Judge John W. Darrah

MEMORANDUM OPINION AND ORDER

Plaintiff, Timelines, Inc., filed a Configint against Defendant, Facebook, Inc., on
September 29, 2011, alleging four counts of feldmmd state trademark and false practices
violations. Plaintiffsought a temporary restraining ordeibar Defendant from offering a
service on its website called “Timeline”; thigotion was denied. (Dkt. No. 16.) Plaintiff
amended its Complaint on October 8, 2011, aliggix counts against Bendant: (I) and (ll)
reverse and direct trademark infringement, mlation of 5 U.S.C. § 1114; (lll) false designation
of origin, in violation of 15 U.S.C. § 1125(4)V) unfair competition undr the Lanham Act and
common law; (V) unlawful conduct under the lllisd@onsumer Fraud and Deceptive Practices
Act, 815 ILCS 505/2; and (VI) unlawful conduender the lllinois Uniform Deceptive Trade
Practices Act, 815 ILCS 510/2. Defendant ansde¢he Amended Complaint and asserted two
Counterclaims against Plaintiff, seeking: gljleclaration of non-infngement on the part of
Defendant and (Il) cancellation of Plaintiff's registered marks and a declaration of express
abandonment of Plaintiff's thgmending trademark application with the U.S. Patent and
Trademark Office (“PTO").

Discovery closed on September 28, 2Cdrt] Defendant filed a motion, seeking

summary judgment on each of Plaintiff's claiamal both of Defendant’s counterclaims. This
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motion has been fully briefed and is ripe for rglinThe case is set to proceed to trial before a
jury on April 22, 2013.
BACKGROUND

Local Rule 56.1(a)(3) requires a party mayifor summary judgnre to provide “a
statement of material facts as to which the mopady contends there is no genuine issue . . . .”
Local Rule 56.1(b)(3) requires the nonmoving péotadmit or deny each factual statement
proffered by the moving party and concisely designate any material facts that establish a genuine
dispute for trial. See Schrott v. Bristol-Myers Squibb CH)3 F.3d 940, 944 (7th Cir. 2005). A
litigant’s failure to dispute the facts set fonthan opponent’s statement in the manner dictated
by Local Rule 56.1 results in those factsingedeemed admitted for purposes of summary
judgment. Smith v. Lamz321 F.3d 680, 683 (7th Cir. 2003). Local Rule 56.1(b)(3)(C) further
permits the non-movant to submit additional statemefntsaterial facts that “require the denial
of summary judgment . . ..”

To the extent that a response to a statememiatérial fact provide only extraneous or
argumentative information, this response will nmhstitute a proper denial of the fact, and the
fact is admitted.SeeGraziano v. Village of Oak Park01 F. Supp. 2d 918, 937 (N.D. Ill. 2005).
Similarly, to the extent that a statementaxdtfcontains a legal conclusion or otherwise
unsupported statement, including a fact whidieseupon inadmissible hesay, such a fact is

disregarded Eisenstadt v. Centel Cordl13 F.3d 738, 742 (7th Cir. 1997).



The following fact$ are taken from the parties’ statemts of undisputed material facts
submitted in accordance with Local Rule 56.Defendant is a corporation organized under the
laws of the State of Delaware, with its pripai place of business in Menlo Park, California.
(Def.’s SOF 1 1.) Plaintiff, also a Delawaremaration, has its princip@lace of business in
Chicago, lllinois. [d. T 2.) Subject matter judliction is proper pursuant to the Lanham Act, 15
U.S.C. § 1121, and 28 U.S.C. 88 1331 and 1338, pvither supplementairisdiction over the
state law claims under 28 U.S.C. § 1267(#). { 3.) Defendant concesd personal jurisdiction
is also proper in this Districand the parties agree venue is prapehis district pursuant to 28
U.S.C. § 1391(b). Id. 11 3-4.)

Plaintiff's Goods and Services

Plaintiff was founded in January 2007. (PEOF  1.) Plaintiff launched its website,
Timelines.com, in April 2009. (Def.’s SOF | P)Jaintiff operates two websites, Timelines.com
and LifeSnapz.com; two applications, “Pbgitam” and “Disaster of the Day”; and an
application services provider called “Timelineg,” which has a graphical timeline. (Pl.’'s SOF
112, 23))

Through Timelines.com, a user “can recorel details of events, connect them in space

and through time to other related events, amdritmute to a better cattive understanding of

! Admitted Statements of Material Factsbgfendant are designated as “Def.’'s SOF,”
with the corresponding paragraph referenced; Plaintiff’'s Additional Admitted Statements of
Material Facts are designatas “Pl.’s SOF,” with the aoesponding paragraph referenced.

? Plaintiff's motion to file statements of additional facts beyond the forty permitted by
Local Rule 56.1(b)(3)(C) was grantaednc pro tunon February 28, 2013.
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what occurred at a particulptace and time.” (Def.’'s SOF { %.Yimelines.com uses

“timelines, maps and lists to enable unique wayseaders to explore drearn about topics.”

(Id. 1 6.) Anyone can access and post content to Timelines.com by creating a user account.
(Pl’'s SOF 1 3.) A Timelines.com user can rea@pkrsonal or historic event, such as a child’s
birthday party or a prégential inauguration. Id. {1 4.) Then, other users can add additional or
new content for that eventld() For example, USER A, a student, accesses Timelines.com and
posts information about the American Civil ¥Wthereafter, USER B, a professor with no

relation to USER A, may alsaccess the website and post additional information about the Civil
War. (d.) Plaintiff's total sales during the pastdle years are approximately $87,000. (Def.’s
SOF 1 46.) Timelines.com has 1,209 registered usktsY 47.) In 2011 and 2012,
Timelines.com averaged approximately 94,0G0ers per month. (Pl.’'s SOF { 15.)

Plaintiff also offers servicethrough another website, Lifesoz.com, which is aimed at
families, to allow them to share and record asevith those designated people with whom they
would like to share. (Pl.’'s SOF 5.) @m“About Us” webpage, Plaintiff explains that
“LifeSnapz is a free, easy and secure way fappeto record and organize important events,
milestones and memories in their lives. Userksii@Snapz can contribute text, photos, and video

to describe these events, share them wifirdesignated groups (like family members,

? Plaintiff objects to the adission of statements from itsvn website, Timelines.com,
asserting that the statementsdaot been properiguthenticated. However, Federal Rule of
Evidence 901 governs the autheation of evidence and providdsat the requirement of
authentication “is satisfied by evidence sufficiemsupport a finding that the matter in question
is what its proponent claims.Fed. R. Evid. 901(a). Defendanaffidavit is sufficient to
support a finding of authenticatioand, at the time of the writimgf this opinion, it is apparent
that the content stitxists online as Defelant describes.



colleagues, schoolmates or youth sports 89and explore these events using dynamic

timelines, maps, and lists.” (Def.’s SOF | 8he website for LifeSnapz further provides that:
The timeline feature lets you visualiz®ur events across time, and the map
feature provides a unique way to visualize your events across a town, state,
country or the world. Additionally, timelines and maps can be instantly
customized based on who was at an event and how the event was tagged. With

this feature, you can easily find the types of events and people you are looking for
and create instant timelinesd maps based on them.

(Id. 19.) Lifesnapz.com has a timeline, and thmt&imeline” as it is used on the website is
used in a generic sense, to ddsxthe graphical representatiemployed on the site. (Pl.’s SOF
123)
Registration of Plaintiff's Marks

Plaintiff has invested millions of dollars in its businedsl. { 19.) Plaintiff owns Federal
Trademark Registration Numbers 3,684,074 for “Timelines”; 3,764,134 for “Timelines.com”;
and 3,784,720 for its “Timelines” design markd. { 9.) Plaintiff filed its first application for
the “Timelines” mark on May 23, 2008; its finssée was September 15, 2008; its first use in
commerce was on April 20, 2009, and its subsequent registration for “TIMELINES” was issued
on September 15, 20091d({ 11.) Plaintiff filed for théimelines.com mark on May 23, 2008;
it was first used on September 15, 2008; it was dised in commerce on April 20, 2009; and the
registration date was March 23, 201@. {[ 12.) The “Timelines” dggn mark was filed on
October 5, 2009; first used (and first usedammerce) on April 20, 2009, and it was registered
on May 4, 2010. I¢. 1 13.) The Timelines Mark is registerin the PTO’s International Class
42, which relates to goods omgiees including sentific and technalgical services and
research and design relating there(Pl.’'s SOF Ex. 4.) The mark was issued for “providing a

web site that gives users theli@pto create customized ieepages featuring user-defined



information about historical, ctent and upcoming events; aapplication service provider,
namely, managing web sites of others in the fieldsistorical, current and upcoming events.”
(1d.)

On September 26, 2011, Plaintiff filed gupécation with the PTO to register
“Timelines” with a broader desgtion of services than it providen its first application, based,
in part, on services identified in Facebook’snonademark registrations. (Def.’s SOF | 40.)
This description of servicesssociated with the applicati was more expansive than the
description of services relag) to the previously issuedattemark for “Timelines.” SeePl.’s
SOF Ex. 4; Def.’s SOF Ex. 63.) The PTO reflise register Plainf’'s alleged mark, on the
basis of its descriptiveneséDef.’s SOF 1 41.) The PTO Exarmg Attorney stated that “[i]n
this case, the wording ‘timelines’ as appliedte applicant’s web-ls&d software services
describes a feature, characterisiine function of those services.ld({ 42.) Plaintiff did not
file a response to the PTO'’s refusal, andRA®© deemed Plaintiff's application abandoneld. (
143)

Since Plaintiff was granted “Timelines” #0009, the PTO has granted other trademark
registrations for marks incporating the term “timeline or “timelines,” including, “THE
TIMELINE OF YOUR LIFE.” (Pl.’s SOF %5.) These other marks were issued for six
different classes, including for services suckaswvare applications fasocial networking and
photo sharing. I€.)

Plaintiff's Use of Marks at Issue

Plaintiff uses its registered marks in conmativith its goods and services and has used

these marks to promote its business singeeseber 15, 2008. (Pl.’s SOF 11 10, 14.) It

promotes its business through the use of soc&ia and by posting events of the dag. {
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16.) Plaintiff also maintains a Fdumok page at www.facebook.com/timelinetd. {[ 17.)
Plaintiff has received awards and recognitionif® services, includig an Open Web Award
nomination, a Mashable.com recommendatiowfeb-savvy families, and a selection as a
finalist for the 2010 Chicago Innovation Awardsd. (f 18.)

Prior to initiating this suit, Plaintiff's Tinlenes.com website included a webpage entitled
“Popular Timelines,” which identifig at least thirteen differesaitegories of “timelines” like
“Timelines of Famous People” and “TimelinesWars and Conflict.”(Def.’s SOF { 16.)
Plaintiff's site also used the term “timeline”time names of its arrangemts of information in
chronological order, such &8melia Earhart Timeline.” Ifl.) A representative for Plaintiff
acknowledged that “[t]heoun ‘timeline’ refers to a chrommjical organization of events or
other information.” id.)

After this suit commenced, Plaintiff remaléhe “Popular Timelines” page from its
website, replacing it with a “Popular Topics” pag#d. {{ 17.) Plaintiff ado removed the term
“timelines” from other portions of its websiteld( Plaintiff explained that it had included the
phrase “Popular Timelines” to itgebsite to increase Search BEmgiOptimization, which in turn
increased traffic to its website. (Pl.’s SOF { 2&fjer the Search Enge Optimization benefit
leveled off, Plaintiff removethe phrase from its siteld()

Third Parties’ Use of Terms at Issue

The term “timeline” is defined in numerougstionaries, such as the American Heritage
Dictionary, Merriam Webster's dlegiate Dictionary, and Wikipedi (Def.’s SOF 12.) The
PTO itself uses the term “timelines” genericailly its website, referring to its “Trademark

Application and Post-Regulah Process Timelines.”Id. { 15.)



Other third parties have also ugbd term “timelines” generically.Id. 1 23.) Tom
Snyder Productions has offered its Timelinerdoict since 1987, which is “educational software
that’s delivered on a CD that als teachers or students in the&ss to type in dates and facts
and the computer will createsaaled timeline that you coupdtint out;” using the term
“timeline” to describe the Timeliner, “because the program creates timelines, so it would be
natural to use the word ‘timeline . .. .”Id( 1 30.) InternationdReading Association has
offered a “web-based Timeline Tool” singgpaoximately 2003, identifying the tool as the
“Timeline Tool” because “[f] creates a timeline.”ld. 1 31.) SmartDraw has offered timeline
creation software since 1996 and uses the ternelitme’ in descriptions of its software because
it is “descriptive of the feature;” similatl Mnemograph LLC offers web-based timeline
software and also uses the term “timelias a descriptasf its software. Id. 1 32-33.) MIT
developed a timeline software program in 2006 ases the term “timeline” to describe its
software. [d. 1 34.) MIT uses the term because thénsre displays a timeline, and if MIT
were prevented from using the term, it wouldup@ble to properly comy the purpose of the
software. [d.)

Witnesses on behalf of these companies Iséated their companies would be at a
disadvantage if they were not permitted to usetéhm “timeline” to identify or describe their
goods or services.Id. § 36.) These companies further dezldrey are unaware of instances of
confusion arising from their use of the tertimfeline(s)” in connectin with their goods and
services and that neither Plathtior any other third party has @ujted to their use of the term
“timeline(s).” (d. 1 37.)

Despite the generic use of the term “timelibg’these third parties, Plaintiff explains it

was not concerned with the othgarties’ use of the term inglgeneric sense because Plaintiff
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“does not use the term in such a manner” and because the other “timelines” are static. (Pl.'s SOF
11 24, 59.) Moreover, Plaintiff distinguishes itdetfm some of the third parties, because the
other parties’ goods or services are softwaaseld, while Plaintiff’'s Timelines.com is web-
based. Id. 1 62.) Many of these other soft@acompanies require payments, though
Timelines.com is free to useld({ 63.)
Defendant’s Use of Terms at Issue

Defendant’s own name, Facebook, was derfveih the generic college yearbooks that
were known as face bookdd( 55.) Defendant’s welts, Facebook.com, includes a
“Timeline” feature, which can include a summaryaaifiser’s life since birth, using updates made
to a user’s profile on the website. (Def.’s SOF { 48.) While logged on Facebook, a user can
navigate this feature, as livas other features, including “&4p,” “Friends,” “Photos,” and
“Events,” using a drop-down menuld (11 49-50.) Facebook does not use any trademark
symbols in connection with its use of the term “Timelindd. {| 52.) Facebook does not charge
users to use “Timeline.” (Pl.’'s SOF  50.)

Defendant admits it was aware of Ptdfrprior to announcing Facebook Timeline and
had begun development of its “Timelinkfature as early as October 201@. { 25.) In
considering use of the term “Timeline,” Defentlaoted that using the term presented a good
Search Engine Optimization opportunity feacebook.com, with one Defendant employee
commenting that Facebook would “dominate” 8earch Engine Optimization “shortly.’ld(

27.) Defendant’s founder and Chief Execut®éicer, Mark Zuckerberg, made the final
decision to call the new product “Timeline.ld({ 25.) In advance of Defendant’s development
conference, the f8 Conference, to be hel8@ptember 2011, Zuckerigestated Defendant

“decided to focus in two places] #ie stuff we want to do (products), and also wanted to punch
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anyone who tried to compete with us in the feeadly hard. You have to teach people who
compete with you ‘don’t even fucking bother.’1d({ 26.)

Defendant regularly refers to its “Timeline” faad as a product. It is called a “product”
in statements Defendant filed with the Secwsiti@ad Exchange Commissigglating to its Initial
Public Offering (“IPO”). (d. Y 33.) Defendant’s Directaf Product Placement and its Vice
President of Product Marketingthaconsistently refer to Faoeok’s “Timeline” as a product.
(Id. 11 34-35.) Defendant describes the Timeefinoduct as a chronolmgl expression of
information that a Facebook user has entered into Faceblablfl 36.) To users, Facebook
describes Timeline as “your collection of photsteries and experiencésat tell your story.”

(Id. 1 37.)

Defendant has applied for and registesederal marks with the PTO, including:
“WALL,” “POKE,” “LIKE,” “FACEBOOK,” and “FACE.” ( Id. 57.) When other entities
have sought to register or use a term clodeeiendant’s registrationsuch as “WALL” or
terms using “BOOK” (like “TEACHBOOK” o*'SHAREWALL"), Defendant has actively
opposed the actions of these entities and protected its métk§.56.)

Prior to the f8 Conference, Zuckerbengailed other Facebook employees, remarking,
“we need to lock down the names of different parts of the product . . . [w]e need to start locking
down all the terminology surrounding timeline . . . 18.{ 42; Pl.’s SOF Ex. 17.Xuckerberg
continued:

(1) Timeline. This is the most importaimtand. It describes the entirety of the

new product we're rolling out and not just the main tab itself. Timeline will also

replace the word “profileacross the whole pdoct as the brand/word describing

this product. From now on, rather thaditing your profile, you edit or update
your timeline.
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(Id. 142; Pl’'s SOF Ex. 17.) In online, intafrdiscussions aboutahiTimeline” terminology,
Zuckerberg commented, “I alseally like the concept of hawy this and a bunch of the other
concepts be modifiers of Timeline. So thisiicbbe ‘Timeline Views,the scrubber could be the
‘Timeline Expander’, the spine could be the “Eine Spine’ or whatever we call that.ld({

47; Pl.’s SOF Ex. 22.)n preparation for Zuckerberg’'sgeentation at the f8 Conference, he
created an outline of his presentation slide#jng, “Introduce Timeline and the three main
messages. (First, a slide that just says ‘Tineglig in the center anithen subtext ‘“Your life on
a page’ or whatever the taglineds up being. Then the title, Timeline, moves to the top of the
slide to make room for the three main points . . Id. { 45.) Zuckerberg continued in his
outline: “Show Timeline. (Slide with my full tigline on it, starting at the top, waiting for a
moment and then scrolling back in time airemasing speed until we reach the bottom.)d’ {
46.)

At Defendant’s fourth annual f8 Conésrce, Zuckerberg introduced Facebook’s new
Timeline in his live presentationld( § 29.) The precursor to “Tieline” was a user webpage on
Facebook called the “Wall.”Iq.  30.) Defendant trademarked the term “Walld.)(
Defendant intended to replace Facebook'salfMeature with “Timeline.” (d. {1 25.) At the f8
Conference, Zuckerberg announced the new Tirmééature of Facebook, describing it as “the
heart of your Facebook experienceld. (f 31.) Zuckerberg explaidghat “Timeline” was just
like the “Wall” but “much more nicely designed.Td() Throughout Zuckerberg’s presentation,
the word “Timeline” appeared on a screen hdhim, presented with a capital “T.1d() The
screen also flashed the phrase “IntrodgclTimeline,” again using a capital “T.1d¢ 1 32.)

After the f8 Conference, Defendant prepaaesimmary of the conference for marketers,

explaining, “During Facebook’s fonference, we announced aagproducts that will help

11



people and their friends connectti@ things they care aboutenen deeper ways” and described
Facebook’s Timeline as a “newnki of profile . . ..” [d. { 44.)

Following the introduction of Facebook’s “Timee” at the f8 Conference, Defendant
prepared an internal PowerPoint presentatareview the rolloubf the Facebook Timeline,
stating that “[Facebook] ownebe industry discussion” andgsented news headlines from
media outlets, such as “Facebook Timeline Revikuis is the Greatest Thing Facebook’s Ever
Done.” (d. 1 39.) A marketing video created forliyr Defendant demonstrates the features of
Facebook’s Timeline, concluding with a screenghat simply says “Introducing Timeline.”

(Id. 1 48.) In a Roadshow Video marketed togptial investors in connection with Defendant’s
IPO, the Facebook team explains, “Facebook helps you share what’s important to you and see
what’s going on in the lives of the people that you care about. Two of the most critical tools for
doing that are Timeline and Newsfeed. Timelineedly the story of youlife on a single page.

And you know, because it's tied you, and your friends, and real dates, | think it ends up being
a very clear picture of the importantrigs that happened in a person’s lifeld. § 49; Pl.’'s SOF

Ex. 24.)

After Defendant introduced the “Timeéin feature, changes were made to
Facebook.com, causing people searchindgPfaintiff's Facebook page to instead be directed to
theFacebooKTimeline page. I€l. § 40.) This redirection to thed€ebook Timeline page instead
of Plaintiff’'s page occurred for at least a weekl was corrected afteretltommencement of this
lawsuit. (d.)

When Defendant announced its “Timeline” ig&t, people familiar with Plaintiff were
confused by the announcement and believed Hidnaiil made an agreement with Defendant.

(Id. 1 53.) Other individuals, under the impresdiuat Plaintiff was related to Defendant’s

12



website, Facebook, personally contacted PRitatichange their settings on Facebookl. {
54.)
Survey Evidence

Dr. Deborah Jay conductedraflonmodel survelon behalf of Defendant to determine
the primary significance of the terms “timadihand “timelines” among individuals age 14 and
older who had accessed or were likely to accesxi@l networking website or a site where a
user could record events and adnite descriptions, photos, vide@sd links to related events.
(Def.’s SOF 1 38.) Only respondents who denrasd they understood the difference between
a brand name and a common name participatéteisubstantive portioof the survey. Id.) In
this survey, 68 percent of Endents expressed a belief ttred term “timeline” was generic
(not a brand) when asked whether “timefinvas a common name or a brand name in
connection with a website or website feature; 69 percenspbrelents felt the same way about
the term “timelines”, and 24 percent ofpendents believed the terms “timeline” and
“timelines” were brand namesld( 1 38-39.) Plaintiff disputake validity of this survey.

LEGAL STANDARD
Summary judgment is proper if the pleaginthe discovery and disclosure materials

on file, and any affidavits showahthere is no genuine issue astry material fact and that the
movant is entitled to judgment a matter of law. Fed. R. Civ. P. 56. The moving party bears
the initial responsibility of infaming the court of the basis for its motion and identifying the

evidence it believes demonstrates the absehagenuine issue ohaterial fact.Celotex Corp.

* A “TeflonSurvey” is a genericness survey model, named as such because it was
employed to “prove that TEFLOWNas not a generic name. AéflonSurvey’ is essentially a
mini-course in the generic versus trademasitinction, followed by a test.” 2 J. Thomas
McCarthy, McCarthy on TrademarkadiUnfair Competition § 12:16 (2006).
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v. Catretf 477 U.S. 317, 323-24 (198@)¢lotey. If the moving party meets this burden, the
nonmoving party cannot rest on conclusory piegsl but, rather, “must present sufficient
evidence to show the existenceeaich element of its case oniathit will bear the burden at
trial.” Serfecz v. Jewel Food Storé3 F.3d 591, 596 (7th Cir. 1995) (citiMatsushita Elec.
Indus. Co. v. Zenith Radio Corgl75 U.S. 574, 585-86 (1986)). A raescintilla of evidence is
not enough to oppose a motion sermmary judgment, nor ismaetaphysical doubt as to the
material facts.Robin v. Espo Eng. Cor200 F.3d 1081, 1088 (7th Cir. 2000) (citations
omitted). Rather, the evidence must be such ‘@hatsonable jury could return a verdict for the
nonmoving party.”Pugh v. City of Attica, Ingd259 F.3d 619, 625 (7th Cir. 2001) (quoting
Anderson v. Liberty Lobby, Inet77 U.S. 242, 248 (1986Aiderso).

In considering a motion for summgawdgment, the court views the evidence in a light
most favorable to the nonmoving party, dnagvall reasonable inferences in the nonmoving
party’s favor. Abdullahi v. City of Madisam23 F.3d 763, 773 (7th Cir. 2003dullahj)

(citing Anderson477 U.S. at 255). The court does nokeeredibility determinations or weigh
conflicting evidence.ld.
ANALYSIS

Defendant moved for summary judgnt in its favor on all of Rintiff's claims alleged in
its Amended Complaint, as well as on Defendaimt@ counterclaims. In support of Defendant’s
motion, Defendant first contentisat the Plaintiff is not efited to trademark rights in
“Timelines” because it is either a generic tesmmerely a descriptive term, without secondary
meaning. Defendant further argues it makesusér of the term “timeline” and cannot be liable

for infringement as a matter of law.
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Generic and Descriptive Marks

Trademarks “are classified into five categowéicreasing distinctieness: 1)
generic, 2) descriptive, 3) suggesti¥g arbitrary, and 5) fanciful.’Mil-Mar Shoe Co. v. Shonac
Corp.,, 75 F.3d 1153, 1156 (7th Cir. 1996j)i(-Mar) (citations omitted). The strength of the
trademark and the protection it is afforded cqroesls with the distincteness of the mark; the
more distinctive the mark, ¢hstronger it is and the meprotection it receivesMil-Mar, 75
F.3d at 1156 “Consequently, generic terms receive no trademark protection; descriptive marks
are protected only if the mahas achieved ‘secondary meanimgthe relevant community; and
suggestive, arbitrary, and fancifularks are deemed inherentlgtitictive, and thus entitled to
full protection.” Id.

When a trademark has been registered thighPTO, under the Lanham Act, it is entitled
to a presumption of validity; that is, a registd trademark is presumed to not be merely
descriptive or generic; or, dfescriptive, the mark has secondary meaning. 15 U.S.C. § 1115(a);
Facebook, Inc. v. Teachbook.com, Ji8d9 F. Supp. 2d 764, 776 (N.D. lll. 201Teachbook
This is a rebuttable presumption; a defendantsiar burden of showing proof that a mark is
either generic or merely desative and, thereforenot entitled to traeémark protectionLiquid
Controls Corp. v. Liquid Control Corp802 F.2d 934, 936-37 (7th Cir. 1986).

In ruling on a summary judgment motionartrademark case, the classification of a
mark, the determination of a defendant’s o$a mark in good faith, and a finding of
consumers’ likelihood of confusionlaging to the mark are questioasfact. It is possible for
these issues to be resolved on summary judgtiighe evidence is so @isided that there can

be no doubt about how the questshould be answeredPackman vChicago Tribune C0267
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F.3d 628, 637 (7th Cir. 2001&ckmamn (quotingDoor Sys., Inc. v. Pro-Line Door Sys., |83
F.3d 169, 171 (7th Cir. 1996)).
No Showing that Plainfis “Timelines” is Generic as a Matter of Law

“A generic term is one that is commonlged to name a type or kind of goodHickory
Farms, Inc. v. Snackmasters, N800 F. Supp. 2d 789, 793 (N.D. Ill. 200Aickory Farm3
(citations omitted). A trademark can becomaag& when it goes so near to “becoming the
exclusive descriptor of the produbat sellers of competingdmds cannot compete effectively
without using the name to designé#te product they are sellingHickory Farms 500 F. Supp.
2d at 793 (quotingdy, Inc. v. Softbelly’s, Inc353 F.3d 528, 531 (7th Cir. 2003)). “Imagine
being forbidden to describe a Chevrolet asa® ‘or an ‘automobilebecause Ford . . . had
trademarked these generic wordslickory Farms 500 F. Supp. 2d at 794 (quotiBtau
Plumbing, Inc. v. S.0.S. Fix-It, In@81 F.2d 604, 609 (7th Cir. 1986)\ generic term cannot
become a trademark under any circumstanbébier Brewing Co. v. G. Heileman Brewing Co.
561 F.2d 75, 79 (7th Cir. 1977) (citations omitted). In determining if a mark is generic, a court
may consider several forms of evidence, including the use of the term by competition, the
plaintiff's use of the term, the media’s uselod term, consumer surveys, testimony from people
within the industry, and dictionary definitionslickory Farms, Ing.500 F. Supp. 2d at 794
(citing 2 J. Thomas McCarthy, McCarthy ora@iemarks and Unfair Competition § 12:13
(2006)).

Because Plaintiff has a registdrtrademark for the term “Timelines,” Plaintiff's mark is
entitled to a presumption of validity. 153JC. 8 1115(a). Defendant may rebut this
presumption with evidence that the markiteer generic or merelglescriptive, without

secondary meaning. However, the classificatioRlaintiff’'s marks is a gestion of fact, and not
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appropriate for a summary judgment ruling, unleefendant can demonstrate that the evidence
as to Plaintiff's marks is so olmis that there is no doubt ashimw the question of classification
of the mark should be answerddackman267 F.3d at 637.

Defendant first argues “Timelines” is a gewsanark and cannot function as a trademark.
Defendant puts forth several forms of evidencgsugport its claim that the mark is generic.
First, Defendant presents definitions of the term “timeline” found in multiple dictionaries,
contending Plaintiff's use of therta is nothing more than theationary definition. Generally,
dictionaries define a timeline as a way inigtha series of events may be displayed in
chronological order. Plaintiff's website, Tilimes.com, provides a way in which a user “can
record the details of events [and] connect them in space and through time to other related
events.” (Def.’s SOF { 5.) Plaintiff courgethat the goods and services offered under its
registered marks do not meet the dictionaryrdidin of “timeline(s).” However, Plaintiff's
goods and services at least contemplate thie bifinition of a timeline, though Plaintiff
expands on the concept of the basic definition through its use of an interactive, fluid website
such that the term, even without the presuamptf validity, might be more properly classified
as a descriptive mark. This evidence weidigh#ly in favor of a fnding of genericness in
deciding the summary judgment motion.

Defendant next asserts thaaiRliff uses the term “timme(s)” generically on both the
Timelines.com website and LifeSnapz.com websitkere is evidence that Plaintiff did
incorporate generic uses of the word “timeline”ignwebsites. Plaintiff asserts that much of
those generic uses was incorporated into theelines.com website in order to generate an
increase in traffic to its site, and that it remoteel generic uses from the site after the gains in

website traffic had been optimize Defendant has not shown that Plaintiff has so repeatedly and
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regularly used the term “timeline(s)” in this nreer that Plaintiff has relered it generic by its
own devices. This evidence does not rebut teeynption of the marks’ validity for purposes
of Defendant’s motion for summary judgmei@ee Abdullahi423 F.3d at 769 (viewing all
evidence in a light most favale to the plaintiff).

Defendant further asserts that the usthefterm “timeline(s)” by third parties
demonstrates the genericness of the term. ridef& notes that “[s]ince well before Plaintiff's
existence, third parties have used “timeline(s)iame and describe produetsd services . . . .”
(Def.’s Mem. in Support of Mot. at 7.) Thisformation cuts against Defendant’s position, as
that evidence demonstrates that the PTO wasea@fahird parties’ using the term “timeline(s)”
prior to the filing of Plaintiff's application fotrademark protection iB009. Despite the use by
these third parties, PTO issuedisgration to Plaintiff. Certaigl the fact that the PTO uses the
term generically on its own website indicatke PTO’s awareness regarding the term
“timeline(s)” and its potential gene uses, but none of this evidence goes to sufficiently rebut
the presumption of the validity of the marksm8arly, the use of the term by the media fails to
rebut the presumption of the marks’ validity thhe term was obviously used in common speech
prior to the PTQO’s issuance ofdttiff’s registrations. This edence simply indicates the PTO
was aware of these other uses of the ternssatiand found that Plaiffitivas not using the term
in a generic manner. Moreover, these other thandies, as well as media outlets, have not used
the terms in a manner similar to Plaintiff's usehe terms for brand identity and origination.
Hence, this evidence does not support a findingenericness sufficient to award Defendant
summary judgment.

Finally, Defendant submits survey evidence, arguing gfnsurvey performed by Dr.

Jay demonstrates that a majority of consumeliisumthe term “timeline(s)” to be generic.
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Consumer surveys are yet another form of evddendefendant may present to show a term is
generic. Hickory Farms 500 F. Supp. 2d at 794. A consumer survey might also be used to
“show the existence of a genuine issue ofamal fact on the issue of genericneskl’ (citing

Ty Inc. v. Softbelly’s Inc353 F.3d 528, 530 (7th Cir. 2003¥jirst, Plaintiff disputes the
accuracy of the survey resu#tad argues the methodology of the survey was flawed, as it was
performed over the phon&ee Georgia-Pacific Consumerdducts LP v. Kimberly-Clark

Corp., No. 09 C 2263, 2010 WL 1334714, at *2 (N.ID.Mar. 31, 2010) (noting that surveys
testing consumer confusion should mirror madaatditions and replicate a consumer’s thought
process as she would encounter a mark imtaeketplace). Furthermore, the results of
Defendant’s survey are not dispositive of theesstigenericness; while Defendant asserts that
the survey resulted in 68-@@rcent of respondents expresstheir belief that the term
“timeline(s)” was generic, 24 pegnt of respondents lbeved the term was a brand name. This
evidence is not “so one-sided” that there candeéoubt as to the genericness of the terms in
deciding this motion for summary judgmemackman 267 F.3d at 637 (citations and quotations
omitted).

On balance, the evidence put forth by Defendanb the genericness of “timeline(s)” is
inadequate to support summary judgment on the ibstdlaintiff’'s marks are generic. At this
stage, facts are taken in a light most favteab Plaintiff, andDefendant has failed to
demonstrate, as a matter of law, that the markgemeric. Issues of material fact remain with
regards to Plaintiff's use of the term in the gémeense, as well as thecuracy of the survey

submitted by Defendant.
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No Showing that “Timelines” is Merelpescriptive as a Matter of Law

Defendant next argues Plaintiff’'s marke anerely descriptive and have not acquired
secondary meaning. A descriptive mark “is orad therely describes thegredients, qualities,
or characteristics of an article of trade or a servidéi*‘Mar, 75 F.3d at 1157 (citin@imix,

Inc. v. JS & A Group, Inc699 F.2d 901, 906 (7th Cir. 1983). A merely descriptive mark is
generally not entitled to tradhark protection unless it acquifescondary meaning,’ that is,
when the name of the product or service becomegg)liely associated witime original seller.”
Custom Vehicles, Inc. v. Forest River, a6 F.3d 481, 483 (7th Cir. 2007). Without this
secondary meaning associatedwa descriptive mark, the maidnot entitlel to trademark
protection. Proof of secondary meaning canlé@®onstrated with “direct consumer testimony,
consumer surveys, length and manner of asgunt and manner of advertising, volume of
sales, place in the market, and evidence of intentional copyireckman 267 F.3d at 641
(citations omitted).

As explained above, the classdtion of Plaintiff’'s marks ia question of fact, and not
appropriate for summary judgmennless Defendant can demongrtite evidence is so obvious
that there is no doubt as to how Rtéi’s marks should be classified?ackman267 F.3d at
637. Plaintiff's marks are registered with the@Pand if descriptive, are presumed to have
secondary meaningleachbook819 F. Supp. 2d at 776.

Defendant incorrectly assertssapport of its motion tha&laintiff bears the burden of
showing secondary meaning. (Def.’s Mem. in Support of Mot. at 12.) This ignores the burden
of the movant to demonstrate that nogjee issue of material fact existSelotex 477 U.S. at

323-24. Defendant fails to meet its burdemm@y arguing instead tha&laintiff failed to
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demonstrate that “timeline(s)” had acquired niegnvith consumers such that the term is
uniquely associated with Plaintiff.

Plaintiff had more than nomal sales and over one-thousautive users on its website,
Timelines.com. At this stage in the proceedings, fitot unreasonable to conclude that as to this
group of users, “timeline(s)” had acquired adfic meaning associatedth Plaintiff.

Moreover, Plaintiff asserts its marks are even stronger than desenpdrks with secondary
meaning, contending its marks dseiggestive becauseey stand ‘for an idea which requires
some operation of the imagination to conneutiih the goods.” (Pls Resp. at 18 (quoting
Sands, Taylor & Wood Co. v. Quaker Oats,@F8 F.2d 947, 952 (7th Cir. 1998and}).

Therefore, it is apparent an issue of fachaens as to the classification of Plaintiff's
marks. Defendant’s evidence as to its assettianPlaintiff's marks are merely descriptive is
insufficient to support a finding on summary judgmemd Defendant has failed to demonstrate
that the marks are merely descriptive as a matter of law.

No Showing of Facebook’s Fair Use andrNinfringement as a Matter of Law

Finally, Defendant asserts that even if ‘@lne(s)” is a protectable mark, Defendant’s
use of the term was fair use and, therefore, nimging on Plaintiff’'s marks. (Def.’s Mem. in
Support of Mot. at 13.) This &n affirmative defense, “based the principle that no one should
be able to appropriate descriptivedaage through trademark registratiofackman267 F.3d
at 639 (quotingsands 978 F.2d at 951). “To prevail on a fair use defense, a defendant must
establish that: 1) it did not useetmark as a trademark; 2) theeus descriptive of its goods or
services; and 3) it sl the mark fairly and in good faithScandaglia v. Transunion Interactive,
Inc., No. 09 C 2121, 2010 WL 3526653, at *2.INll. Sept. 1, 2010) (citinPackman 267

F.3d at 638; 15 U.S.C. § 1115(b)(4)).
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Defendant asserts it did not use the term ‘@line” as a trademark. However, this is a
guestion of fact that remains unanswered atdfaige. Evidence, as discussed above, has been
presented which indicates Defendant did, in,fextend to (and does currently) use “Timeline”
as a trademark. Specifically, Defendantarider and CEO referred to “Timeline” as the
company’s “most important brand.” (Pl.’s 8@ 42; Pl.'s SOF Ex. 17.) Defendant further
asserted it intended to replace its “Wall,” onddefendant’s trademarks, with the “Timeline.”
(Id.) Defendant regularly referred to its “Timeline” as a product and marketed its “Timeline” in
a manner that a reasonable jury might find tor@éemark use. Moreover, genuine issues of
material fact remain regarding Defendant’s akthe term “Timeline” in good faith, as evidence
demonstrates that Defendant was aware oh#figs registered trademarks and Defendant’s
CEO commented that Defendant “wanteghtimch anyone who tried to compete with
[Facebook] in the face really hard . . ..” (PE®F 1 26.) All of these facts could reasonably
result in a jury finding Defendant’s use of the temas not in good faith or a fair use of the term.
Therefore, Defendant’s defense of fair €&iés on summary judgment, and Defendant cannot
demonstrate it did not infringe on Ri#ff’'s marks as a matter of law.

CONCLUSION

Defendant has failed to demonstrate as a mattaw that Plaintiff's trademarks are
either generic or merely desdiige, or that Defendant’s use thfe term “Timeline” was a fair
use pursuant to 15 U.S.C. § 1115(b)(4). Summary judgment is improper where genuine disputes
of material facts exist, “that,ief the evidence is such thatreasonable jury could return a
verdict for the nonmoving party.Anderson477 U.S. at 248. Therefore, in light of the
foregoing analysis, Defendant’s motion for sumynadgment is denied as to Plaintiff's

Amended Complaint and Defendant’s Counterclawmvith the exception of Defendant’s Second
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Cause of Action in its Counterclaim, which seakgpart, an entry athe express abandonment
of Plaintiff's PTO applicationSerial No. 85/432,026. Plaintiff concedes the PTO deemed this
application is abandoned; theredpsummary judgment is entdri favor of Defendant with

regards to the abandonment of Pldfistapplication, Serial No. 85/432,026.

Date: April 1, 2013 Z/ /ZWL_
OH

J . DARRAH
UnitédStateDistrict CourtJudge
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