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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION
PROFOOT INC,,
Plaintiff, 11 C 9004
V. Judge John ZLee

MERCK & CO., INC.

SN e N o N N

Defendant

MEMORANDUM OPINION AND ORDER

Plaintiff Eric Ward (“Ward”) has sued DefendanMerck, Inc. (“Merck”) alleging
infringement of U.S. Patent No. 6,845,568 (the “568&tdat”). The allegedly infringing
activities concern Dr. Scholl’'S€ustom Fit Orthotic Centers ar@ustom Fit Orthotic Inserts,
which are manufactured, marketehd sold by Merck. 3d Am. Comdlf 50, 51, 54; Def.’s
Resp. 3d Am. Compl. T 12 Merck has placed Dr. Scholl’'s Custom Fit Orthotic Centers
throughout the United States in various retail stores, including Walgreens asad Beéals Resp.
3d Am. Compl.f 15. The originecomplaint named only Walgreen Company (“Walggen
and SeardHoldings Corporation (“Sears”) as defendant€ompl. §f 5-6. But Ward later
amended the complaint to include Merck ath@n voluntarily dismissed the suits against
Walgreens and SeardstAm. Compl.J 5;dkt. 28, 29 SubsequentlyproFoot, Inc(“ProFoot”)
purchased the patemt-suit from Ward, including the right to sue for past, presamd future
infringement. 3d Am. Compl. 2. The parties now ask the Court to constir termsthat

appear irthe '568 Patent.

Dockets.Justia.com


https://dockets.justia.com/docket/illinois/ilndce/1:2011cv09004/263560/
https://docs.justia.com/cases/federal/district-courts/illinois/ilndce/1:2011cv09004/263560/132/
https://dockets.justia.com/

Background

The patenin-suit relatesto a method for measuringnd correctinghe pronation of a
person’s foot.See'’568 Patent col.1 11.1-18, Joint Appendix (“J.A.”) 93. The methadilizesa
device calledh “neutralizer’in the following manner. Firsgn individual placesne foot on the
devicewhile keeping another foot offf it. Id. atcol.5 11.11-:13, col.6 11.3-5, JA. 95. Then,the
“neutralizer” is used to determirfghe angle necessary tdape the[right or leff ankle in a
neutral positiori. Id. at col.5 1.1415, col.6 11.6-7, JA. 95. Finally, an individual is provided
with “an insert having an anglehieh represents the neutral statetfog[right or left] ankle” Id.
at col.6 1.2, 89, J.A. 95. This methodenables the individual toorrectany pronationby
obtaining a footnsert that may be used fiski boots, skates, bike shoes and the’likkl. at
col.111.9-12, J.A. 93.

On September 22, 2000, Ward filed U.S. App. No. 09/667,998, the parent application of
the patenin-suit. It discloed a system and a method for measuring foot pronation and
correcting it byusing a fooinsert. U.S. App. No. 09/667,998, J.A..20n May 20, 2003, the
application issued as U.S. Pat. No. 6,564,465 (the 465 Pateititia claimthat covered onlg
sysem for creahg a foot insert. '465 Patent, J.A. 11. This patemtot asserted in ¢hpresent
case

On March 14, 2003, Eric Ward filed U.S. App. No. 10/389,488 continuationm-part
of U.S. App. No. 09/667,998. U.S. App. NbD0/389,435 J.A. 96 This secondapplication
claimed only a methodf fitting an individual with the foot insertsld. at 11314. It issued as
the '568 Patent—the pateasserted in this case

To furnish foot inserts to its customerderck developedspecial kioskscalled Dr.

Scholl’'s Custom Fit Orthotic CenterPef.’s Resp3d Am. Compl.§ 13 These kioskdocated



in various retail stores the United Statesicluding Walgreens and Sears, contaipressure
measuring deviceld. 115, 19 This device allvs customers to analyze their feet, so that they
canuse these measuremetdschooseone of the offtheshelf Dr. Scholl’s Custom Fit Orthotic
Inserts Id. 1119, 22.

The following term=f the '568 Patent are in dispute: (Butralizey (2) neutral posion;
(3) using the neutralizer to determine the angle necessary to place the <right anldé in a
neutral position(4) providing an insert having an angle which represents the neutral stdte for t
<right or left> ankle(5) aeating a <right or &> foot insert and (6) pedetermined inserts

[l Legal Standard

Claim construction is a question of law to be decided by a jutiggkman v. Westview
Instruments, Inc.517 U.S. 370, 391 (1996).Words “are generally given their ordinary and
customarymeaning.”Vitronics Corp. v. Conceptronic, InQ0 F.3d 1576, 1582 (Fed. Cir. 1996).
“[T]he ordinary and customary meaning oflaim term is the meaning that the term would have
to aperson of ordinary skill in the art in question at the timéefinvention.” Phillips v. AWH
Corp,, 415 F.3d 1303, 131Fed. Cir. 2005).A person of ordinary skill in the art @assumedo
read the claim term in the context of the entire patkht.

The Court’s analysibeginswith the intrinsic evidence, which consististhe patent itself
(including claims, specification, and Abstract) and the prosecution histoionics 90 F.3d at
1582 (‘in interpreting an asserted claim, the court should look first to the intrinsic egiadn
record, i.e., the patent itself, including the claims, the specification and, if ideene, the
prosecution history”)Hill-Rom Co. v. Kinetic Concepts, In2Q9 F.3d 1337, 1341 n.1 (Fedir.
2000) (courts “have frequently looked to the abstract to determine the scope of tiimiriye

The specification is usually “dispositive; it is the singkst guide to the meaning of a disputed



term.” Vitronics, 90 F.3d at 1582 Claim terms are given “the meaning and scope with which
they are used in the specification and the prosecution hist&ipik Co. v. ITC 362 F.3d 1359,
1365 (Fed. Cir. 2004)But a particular embodimenmitescribedn the specification should nbe
readinto the claimwhen claim language is broader than the embodim&nperglide Corp. v.
DirecTV Enters. Inc., 358 F.3d 870, 875 (Fe@ir. 2004). That saida claim may be limited to
its preferred embodiment germitting expansive claim language would underminepihiaic
notice requirements of 35 U.S.C. § 11dzardTech/nc. v. Earth ResMapping, Inc, 424 F.3d
1336, 1346 (Fed. Cir. 2005).

Furthermore, e context in which a termppearsn a claim is also instructivePhillips,
415 F.3d at 1314.Likewise, other claims arevaluable sources of enlightenment as to the
meaning of a claimerm” Id. Under the doctrine of claim differentiatiofeach claim in a
patent is presumptively different inggze.” RF Del., Inc. v. Pac. Keystone Techs.,,I826 F.3d
1255, 1263 (Fed. Cir. 2003)‘That presumption is especially strong when theithtron in
dispute is the only meaningful difference between an independent and dependuarit clai
Acumed LLC v. Stryker Corp483 F.3d 800, 806 (Fed. Cir. 2007Claim differentiation
however,is a ‘rule of thumb” and not absolute- it does not trumpthe clear import of the
specification”or the disclaimer of the subject matter in theosecution history.SeeEdwards
Lifesciences LLC v. Cook, In&82 F.3d 1322, 1332 (Fed. Cir. 200Rantasy Sports Props., Inc.
v. Sportsline.com, Inc287 F.3d 1108, 1116 (Fed. Cir. 2002).

In addition, the prosecution history can often inform the meaning of the claim lanfuage
Phillips, 415 F.3dat 1317 (Fed. Cir. 2005).For example,timay be used “as support for the
construction already discerned from theirdlalanguage and comfed by the written

description.” 800 Adept, Inc. v. Murex Sec., Lt839 F.3d 1354, 1365 (Fed. Cir. 200&4nd



Courtscan consultnot only theasserted patent’gsrosecution history, but also the prosecution
history of otherpatentsfrom the same family See Avemt Pharm. Inc. v. Amino ChemLtd,
715 F.3d 1363, 1375 (Fed. Cir. 2018xmco Corp. v. Align Tech., Inc498 F.3d 1307, 1314
(Fed. Cir. 2007) Moreover the prosecution historpnay serve to “exclude any interpretation
that was disclaimed during prosecutiorChimie v. PPG Indus., Inc402 F.3d 1371, 1384 (Fed.
Cir. 2005). However, a claimshould not benarrowed “simply bypointing to the preferred
embodiment or other structures sieps disclosed in the specification prosecution history.”
CCS Fitness, Inc. v. Brunswick Car@88 F.3d 1359, 1366 (Fed. Cir. 2002).

Finally, extrinsic evidence, such as dictionaries angegktestimony, may be usédhe
intrinsic evidence alone is insufficient to determine the meaning of the clams.t&/itronics
90 F.3d at 1583.

II. Analysis

A. “Neutralizer”

The partiedirst disagree orthe meaning of the terfmeutralizer” used inClaim 1 of
the '568 Patent Merck suggeststhat “neutralizer” is “a device that includes an angularly
adjustable plate and a protractor which are used to measure the angle ofead|tstathieve
the neutral position of a specific individual's ankleDef.’s Reply Br. Claim Congruction 12
(“Def.’s Reply). ProFootarguesthat this term should be given its plain and ordinary meaning
or, if the Court determines that this term needs further constryttianthe term be construed as
a “balance measuring device.” Pl.’'s ReStaim Construction 5 @l1.’s Br.”).

The '568 Patent makes it clear that “neutralizer” does not measure all types okbalanc
The Summary of the Invention explains that there saeeral types of balances and that the

invention dals only with thedynamicone



This is the difference between what the present invention achieves

and what many others do in thislféle All other alignment

processes implement a tvi@oted stance to determine the position

of neutrality. . . . If a person is standing on two feet the person

may be maintaining balance equally in all six quadrants or in one

of the six quadrants and using two others to maintain a steady or

“static” balance.

If you reduce the base of support to only one foot, you have a

threesided base whiclneeds to articulate to maintalpalance or

balance dynamically.The present invention achieves this state by

first analyzing the ankle joint to determine correct foot alignment.
'568 Patentcol.2 I1.3-19, J.A. 93 Furthermore, Claim 1 itself providesath“the individual
placds] the right foot on a neutralizevhile elevating the left foot off of the neutralizerld. at
col.51.11-13, J.A. 95Thereforea “neutralizer” only deals witbne-footed tilynami¢ balance.

Next, “neutralizer” is not just any “balance measuring deva®’ProFoot contendsit
has specific functionsto accommodate a single foot atmldetermine the angle necessary to
placethe ankle in a neutral position. This is apparent frGaim 1, which covers a method
comprising the steps of “having the individugdlace the right foot on a neutralizevhile
elevating the left foot off of the neutralizer” andsing the neutralizer to determine the angle
necessary to place the right ankle in a neutral positiéeh.’at cal.5 11.11-15, J.A. 95 (emphasis
added). Likewisethe Abstract statethat “[tlhe neutralizer is adapted to accommodate a single
foot of the individualto determine the neutral angler each foot individually.ld. at Abstract,
J.A. 89 (emphasis added).he Description of the Preferred Embodimeatso explains that in
order “[t]jo determine a neutral positicone foot at a timé measured” while “the pers@tands
on [the] foot neutralizer.”1d. at col.4 1.5-9, J.A. 94emphasis added)
Finally, the “reutralizer” accomplishes its functiofxy specific structural elemertsa

housing, an angularly adjustable plate capable of supporting the foot, and aqroiraads,the

Abstractof the '568 Patent plainlgtates that[t]he neutralizer has a housingrotractor, and an



angularly adjustable plate capablesopporting the foot.”ld. at Abstract, J.A. 89. Nothing in
the specification contradistthis definition In fact, all embodimentof a “neutralizer’have
these structural elementHd. at col3, 11.1-15, J.A. 94.

Such a construction also is supported by the prosecution histdhe '568 Patent’s
parent '465 PatentSeeBiovail Corp. v. Andrx Pharms., Inc239 F.3d 1297, 1301 (Fed. Cir.
2001) (considering prosecution history of parent patent in claim constructidifje amended
Claim 1 of theparent applicatiorcontainedthe term*“neutralizey” which was describedas
“having a housing, protractor, an angularly adjustable plate capable of sogpoifbot” and
“adapted to accommodate a single foot of the individual to determine the neutralcairegieh
foot of the individualseparately J.A.74. This term was used consistentlyroughout the
prosecution history. The inventor had the apyaty to indicate that the term “neutralizer” as it
appears in the '568 Patent was somehow different from the term as it was useganetiite
patent, but did not do so.

Of course, “he distinction between using the specification to interpret the ngeaiia
claim and importing limitations from the specification into the claim can be a difficeltt@n
apply in practice Phillips, 415 F.3d at 1323 ProFoot argueghat the '568 Patent’s
specification supports a broader constructidna “neutralizer’and thatreading the termas
having specific structural featuregmproperly limits the claim language to the preferred
embodiment Pl.’s Br. 8, 11. ProFoot points tohe Summary of the Invention, which describes
“a device and method that measures and ttwrects the pronation of the foot” and discusses
the method of analyzing the ankle joint to achieve balanick.8. It also argues thathe

Descriptionof the Preferred Enbodimentsdepicts only exemplary measuring devices as the



introduction to the s®ion specifies pointing to the language in the patent that [fluture and
present alternatives and modifications are contempfateld9.

But claim terns should bereadin the context of thentire patent Phillips, 415 F.3dat
1313 And here, the '56®atent as a wholeakes it clear thaa “neutralizer”is not simply a
“balance measuring deviceThe devicedeals only with dynamic balanaé can accommodate a
single foot and determine the angle necessary to plaaekle in a neutral posttn. '568 Patent
col.2 1.3-19, J.A. 93; col.5 I1.1115, J.A. 95; Abstract, J.A. 89. Moreovet,ig describedas
having ahousing, a protractor, and an angularly adjustable plate capable of supportiagtthe f
not only in the Description of the Preferrethbodimentsbut also in the Abstra@nd inthe
parent paterspplication. Id. at Abstract, J.A. 89; J.A4. In the face of such intrinsic evidence,
the boilerplate language cited by ProFoot carries little wei§kee Wireless Agents LLC v. Sony
Ericsson Mobil Communs. AB89 F. App’x 965, 967 (Fed. Cir. 2008F Innovation, LLC v.
Ecollege.com156 F. App’x 317, 321-22 (Fed. Cir. 2005).

Compared to ProFoot’s proposed constructigierck’s proposal comes closdo the
description above, but does not mention “a housing” and adds the phdaisd are used to
measure the angle of adjustment to achieve the neutral position of a dpdeifttual’s ankle’
Def.’s Reply 1-2 (stating that “neutralizer” iSa device that includes an angularly adjustable
plate and a protractor which are used to measure the angle of adjustment to aehnmerth
position of a specific individual's anklg” Merck admits that “the definition previously
expressed by the inventor is narrower than the definition [] proposed by Meidk.".3.
However, itgives no explanation why the definition should not incltal@ousing’ a structural
element listed in the description of a “neutralizer” in the intrinsic evideris®8 RatentAbstract,

J.A. 89; J.A.74. Next, incorporatingthe phrase‘which are used to measure the angle of



adjustment to achieve the neutral position of a specific individual’s amkl¢fie definition
would result in repetitive language in Claim 1: “using a devicat tincludes an angularly
adjustable plate and a protractehich are used to measure the angle of adjustment to achieve
the neutral positiomof a specific individual’'s ankleo determine the angleecessary to place the
right ankle in a neutral positiah See’568 Patentcol.5 11.1415, J.A. 95. Hence, this phrase
should not be includeid the definition

For these reasonshe Court will construe “neutralizer” to meéa device that has a
housing, a protractor, and an angularly adjustable plate capable of supporting.the foot

B. “Neutral position”

The Court next construes the term “neutral position.” Merck proposesnbatral
position” used in Claim Ineans‘a state or position in which the tendons by the individual’
ankle are in a relaxed stateare working equally Def.’s Reply2. ProFoottountershatthe
term should be given its plain and ordinary meaning, which is “balanced posi#bts.’Br. 5.

ProFoots proposed construction suffers from several deficienciésrst, he '568
Patent’'sSummaryof the Invention revealthat there are several types of balances and balanced
positions. '568 Patentcol.2 11.3-19, J.A. 93. But the invention concerns onlya “dynamic”
balance that is achieved by standing on one ftaht. In fadt, Claim 1 itselfstates that “neutral
position” is determined when individual places one foot on the neutralizer and elevates anot
foot off of the neutralizerld. at col.5 .11-13, col. 8.3-5, J.A. 95.

Next, “neutral position” corresponds to aesfic ankle positioror, to be precise, to a

particularsubtalar jointposition,i.e., the position between pronation and supinati@aim 1

! A subtalarjoint is a joint that allows a foot to move from the orientation whereith&ob is over

the smaller toes (called pronation) to the orientation where the srta@keiare over the big toe (called
supination). See’568 Patent col.1 11.2-A5, J.A. 93 (“the present invention concerns a device and method
that produces an insert or foot support that positions the ankleojosntb taylor [sic: subtalar] joint in a

9



itself states thathere isa particular angle that isnecessary to place the rigitklein a neutral
position” Id. at col5 Il.14-15 J.A. 95(emphasis added) Furthermore, théBackground of
Invention explainsthat “the present invention concerns a device and method that produces an
insert or foot support thgtositionsthe ankle joint or sub tayldsic: subtalar]joint in arelaxed
positionby correcting the pronation of the fobtld. atcol.111.12-15,J.A. 93(emphasis added).
Likewise, theSummary of the Inventiodisclosesthat “[t]his invention provides a device and
method thatmeasuresand thencorrectspronation of the foot.” Id. at col.111.17-18 J.A. 93
(emphasis added)it further elaborates thd{u]nderstanding the demands of skiing specifically
was the thrust behind the invention. . . . If thab taylor[sic] joint is predisposed with
nonfunctional tension, the ability to move freely will be jeopardizdd.’at col.1 11.40-48 J.A.
93 (emphasis added)And, it also points out thd{tjo achieve the progr pronation of theub
taylor [sic] joint, how the foot is designed to support weight, and walk must be underdithod.”
at col.1 11.5254, J.A. 93 (emphasis added). The discussioth@fdynamic¢ balancein the
Summary of the Invention is also instructiVg]he present invention achieves gtstate by first
analyzing the ankle jointo determine correct foot alignment.’ld. col.2 11.17-19 J.A. 93
(emphasis added).

Moreover, the prosecution history reveals the importance of the position of the subtalar
joint. The '568 Patent specificatiors ialmost identical to thepecification ofits parent
application but it containsan importantdifference in the '568 Patent specificatiothe term

“sub taylor[sic] joint” was added to or replaced tiphrase“ankle joint” indicating that the

relaxed position by correcting the pronation of the foatt);4 1.21-27, J.A. 94 (“To achiee a neutral
position, the operator visually examines the tendons by the ankle untithéy a relaxed state or are
working equally. This commonly occurs with no more than two degrees of adjusimgmnatior—
with the big toe othe foot over the saller toes. . . . However, supination, orientation with smaller toes
over the big toe, may also occur.”).

10



inventorwished to describe the relevant joint with greater specifiétgmpareid. atcol.1 11.14,
46, 52, J.A. 93with U.S. Patent No. 6,564,4@%l.1 1.11, 44, 50, J.A. 9.

Merck's proposediefinition (“a state or position in which the tendons by the indafidu
ankle are in a relaxed state or are working equatigies fromthe Description of the Preferred
Embodimentswhich states th&heutral position” is achieved when “the tendons by the ankle . . .
are in a relaxed state or are working equalf68 Patentcol.4 11.21-23 J.A. 94 Butthe Patent
clarifies that “[tjhis commonly occurs with no more than two degrees of adjustment of
pronation . . . Howeversupination. . . may also occur.ld. atcol.4 1.2327, J.A. 94emphasis
added). The relaxedstatethuscomes fromthe lack of pronation or supination. Add to tthe
Summary of the Invention, whiatxplainsthe cause of the tensigne., the unrelaxed state)
thesystem:

If the sub taylor [sic] joint is predisposed with nonfunctional

tension the ability to move freely will be jeopardizedihe fine

muscular movements of the foot and ankle dictate the degree of

success in the rest of the biomechanical chain. This is, to a large

extent, thecause of tensior an imbalanced interaction in the

chain.
Id. atcol.1 11.4651, J.A. 93(emphasis added)Therefore the language ithe Description of the
Preferred Embodimentthat Merck usesfor its constructionprovides further support fathe
notion that the “neutral position” corresponds to a subtalar jposition that is between
pronation and supination. In contrast, Merck’s definition draws from the single diesciopt
the embodimerdndnotfrom the totality of the intrinsic evidence.

Accordingly, the Court willconstrue the term “netatl position” to mearfa position in

which subtalar joint is in the relaxed position due to the lack of pronation or supination.”

11



C. “Using the neutralizer to determine the angle necessary to place the <right or
left> ankle in a neutral position”

The nextphraseto be construediusing the neutralizer to determine the angle necessary
to place the <right or left> ankle in a neutral positia@ppearsin Claim 1 ofthe '568 Rtent.
Merck assertdhat the correct interpretation of the phrase is “using nedraby: (1) visually
examining and adjusting the individual's <right or left> ankle to neutraltipnsiand (2)
measuring the angular degree of pronation or supination when that ankle is in thé neutra
position? Def.’s Reply 2. ProFoot countershat his phraseshould be givents plain and
ordinary meaningthat the only term at issue after accepting the construction of “neutralizer” and
“neutral position” is “angle necessarydnd thatthe term “angle necessary’needs no
independent constructiorPl.’s Br. 6.

MercKs constructiorseeks to limit the claims to the preferred embodiméstdefinition
is based on the Description of the Preferred Embodiments, the only place iretitengadre the
visual examination is mentioned’568 Patentcol.4 11.2123, J.A. 94. Thereis no other
indicationin the patenthat theuse of a “neutralizerimust involve visual inspectionOn the
contrary, the568 Patent cites U.S. Patent No. 5,979,067, which describethexr method to
determine neutral positioof a subtalar joint—palpationof the talus head U.S. Patent No.
5,979,067 col.1 11.2228* This intrinsic evidence indicates thafpersorof ordinary skillin the
art wouldrecognizethat visual inspection alone is not the only means to determine titeahe
position of the ankle joint.SeePowell v. Home Depot U.S.A., In663 F.3d 1221, 1231 (Fed.
Cir. 2011) (stating that the prior art cited in a patemt the prosecution historyconstitutes

intrinsic evidencg

2 Although the parties did not include this patent in the Joint Appendix, the Cauttiake judicial

notice of published patents under Fed. RAE2D1(b) & (c). SeePepitone v. Am. Standard, In&o. 92
1284, 1992 WL 336539, at *3, n.1 (Fed. Cir. Nov. 17, 1992).

12



Applying the Court’'s definitions of “neutralizer” and “neutral position,” the phmse
issuebecomes tising a device that has a housiagyrotractor, and an angularly adjustable plate
capable of supporting the foot to determine the angle necessargedipta<right or left> ankle
in a position in which subtalar joint is in the relaxed position due to the lack of pronation or
supination.” There is no need to define the wortigle necessary." The two wordsas they
appear in the Patent are easily ust®yd and do not require interpretation. In context, they
meanthe angle measured by the protractor after the angularly adjustablesplateed to place
the subtalar gint in the relaxed positionSee, e.g568 Patent col.4 11.2129, 3940, J.A. 94
(discussing adjusting the plate to achieve a “neutral position” and measurinyrégponding
angleby the protractor).

D. “Providing an insert having an angle which represents the neutral state for
the <right or left> ankle”

Merck next suggests that th@hrase “providing an insert having an angle which
represents the neutral state for the <right or left> ankle” used in Claim Hd¥euiterpreted as
“providing an insert that reflects the measured angular degree of pronation otisnphahe
individual's <right or left> foot that establishes the neutral position.” D&eply2. ProFoot
replies that the phrase does not require further construction beyond its plain and ordinary
meaning.Pl.’s Br.6.

This phrase uses the term “neutral statestead of‘neutral position.” The Description
of the Preferred Embodimentsnnects the two termslt explainsthat the neutralizer’s plate is
angularly adjusted “to achievenautral positiofi and the corresponding angle is thesmsferred
to the“bed” which is then “placed inside a piece of sports equipment such as ski boot” to hold

the foot ‘at the angle which is theeutral statefor the ankle.”568 Patentcol.41.4-58, J.A. 94

13



(emphasis added)Thus,the ankle is at the same angle on the neutralizer’'s plate and on dkie “be
and hence, “neutral state” and “neutral position” signify the same position of the ankle.

Therefor, the Court replaces therm “neutral state” with the definition of “neutral
position,” andthe phraséproviding an inserhaving an angle which represents the neutral state
for the <right or left> anklebecomes “providing an insert having an angleich represents the
position in whichthe subtalar joint is in the relaxed position due to the lack of pronation or
supination,for the <right or left> ankl@ which is similar to the Merck’sonstruction. This
phrase is easily understoodgain, the Court agrees with ProFoot thlaé termneeds no further
construction.

E. “Predetermined inserts”

Before construinghe last dispted term of the independent Claim“dréating a <right or
left> foot insert), the Court must firsexaminethe term “predetermined inserts” that appears in
dependent Claim 3. Merclrguesthat the termmeans“inserts that are prenade with the
previousy measured angle that establishes the neutral position for the individual’ sr<ligiht>
foot.” Def.’s Reply 3. ProFootagain countersthat the term needs no further construction
beyond its plain and ordinary meaningl.’s Br. 6.

The key concept ithe Merck’s construction is that the fabrication of inserts “is based on
individualized measurement of the individual’s foot and ankleéf.’s Reply 10. But “[t] hose
measurements can be stored and used to create an individualized insert ateghysdim
“fabrication of inserts can occur at any timdd. Although it is certainly imaginable that one
can save an inddual’s measurements to usdaterto manufacture an insert, there is nothing in
the intrinsic evidence to suggest this route. Instead, the Paéht’'s specification describes

inserts that are pmmade without using a particular individual’s measurements: “the inserts []

14



may be pranade with a range of predetermined angles. For example, insert [| mawarhave
angle that ranges from %2 a degree to 3 degrees . . . in ¥2 degree increments. Thish@&duces t
turn-around time to complete the process.” '568 Paterd 4db.1-65, J.A. 94 Merck’s proposed
definition thus ignoresmportant intrinsic evidenceFurthermore, Claim 3 itself states that the
“insert is provided to a user by selecting said insert frgnuility of predetermined insertsId.

at col.6 1112-14 J.A. 95(emphasis added)UnderMerck’s definition the insertvould have to

be chosen from the plurality of theameinserts made using individual’s measurement. This
would be a nonsensicadsult.

Overall, the Court agrees with ProFoot that “predetermined inserts” isasily e
undersandable term and does not require further construction beyond its plain and ordinary
meaning.

F. “Creating a <right or left> foot insert”

Finally, the term “creating a <right or left> foot insedppears in Claim 1 of the '568
Patent. Merck reads ihterm to mean “fabricating a foot insert based on an operator’s
measurements of the individual's <right or left> fooDef.’s Reply2. ProFootrepliesthat the
term needs no further construction beyond its plain and ordinary meaningatterimative, that
“creating” should be construed as “determining atraHteft insert.” Pl.’s Br. 6.

Merck’s construction hinges on the idea that the insert is made umsingdualized
measurementsDef.’s Reply 10. Specifically,Merck pointsoutthat inClaim 1 “the three sub
steps that follow the term[] . . . indicate that inserts are to be fabricated écahaangle that
represents the neat position.” Def.’s OpeningClaim ConstructionBr. 19. Merck further

refers to the specification, which discussesitiygortance of measuring each foot independently

15



evaluating pronatigrand positioninghe ankle in arelaxed position by correcting the pronation
of the foot. Id. 20.

As an initial matter,ie Court agrees that the phrase “creatirgght or left> footinsert”
encompasses fabricating an insert based on the individual's measurementbat Bot all
that the term encompasseBependent Claim 3tates that the insert can be “provided to a user
by selecting said insert from a plurality of predeteedimserts.”’568 Patent col.@l.12-14,J.A.

95. This means that “creating” must also include a scenario where a “predetermineédisnsert
provided to a user. Thisterpretationis further supported by ¢hpatent’s specification, which
describes bothmaking an insert using individual’s measurements anaadang inserts “with a
range of predetermined angledd. atcol.4 11.28-55, 61-64, J.A. 94.

The plain and ordinary meaning of “created.d, “to cause to come into being”)
encompasses bo#tenaios and is consistent with the entirety of the '568 Patent, not just the
excerpts selected by MerclSeePl.’s Br. 18. (suggesting that “create” broadly means “to cause
to come into being”). Therefore,the Court agrees with ProFaibiat the term does not require
construction.

V. Terms as Construed

# Term Definition

I “Neutralizer” “A device that has a housing, a protract
and an angularly adjustable platgpable
of supporting the foot”

Il “Neutral position” “A position in which subtalar joint is in
the relaxed position due to theek of
pronation or supination”

Il “Using the neutralizer to determine t No construction requirednce the
angle necessary to place the <right or leftkefinitions of the terms “neutralizer” and
ankle in a neutral position” “neutral position"areapplied
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\Y “Providing an insert having an angle whi| No construction requirednce “neutral
represents the neutral state for the <right state” is replaceith thedefinition of the
left> ankle” “neutral position.”

\% “Predetermined inserts” No construction required.

Vi “Creating a <right or left> foot insert” No construction required.

For theforegoing reasons, the six disputed claim terms are construed aghsét tiois

Memorandum Opinion and Order.

IT IS SOORDERED

ENTERED 6/17/15

Jﬂjiau_ﬁ

John Z. Lee
United States District Judge
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