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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

COSTAR REALTY INFORMATION, INC., )
)
Plaintiff, )
)
V. ) No. 12 C 4968
)
CIVIX-DDI, LLC, )
)
Defendant. )
)
)
CIVIX-DDI, LLC, )
)
Plaintiff, )
) No. 12 C 7091
V. )
)
LOOPNET, INC., )
)
Defendant. )
)
)
CIVIX-DDI, LLC, )
)
Plaintiff, )
) No. 12 C 8632
v. )
)
LOOPNET, INC., )
)
Defendant. )

MEMORANDUM ORDERAND OPINION

JAMES F. HOLDERMAN District Judge:
In these three consolidatedasespatent holder CIVIXDDI, LLC (“CIVIX") alleges
infringement by CoStar Realty Information, In€CpStal) andLoopNet, Inc. {LoopNet’)

(collectively “CoStar/LoopNet™)In 12 C 4968, CIVIX alleges that Gtar hasnfringedthree
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of its patents, U.S. Patent No. 6,385,62thé¢ ‘622 Patent), U.S. Patent No. 6,415,291tlje
‘291 Patent), andU.S. Patent N08,296,335 {the '335 Pateri). (Dkt. No. 108)* Similarly,
in 12 C 8632, CIVIX alleges thatoopNet infringed the ‘335 Pateifl2 C 8632, Dkt. No. 1)
and in 12 C 7091 CIVIX alleges that LoopNet infringed the ‘622 and ‘29InBaf#2 C 7091,
Dkt. No. 1).
The partiestipulated the construction of six claim terms in the patenssiit, as follows:
“associated category” meanria classification both stored in the database and
provided or selected by a user that divides particular items of interest into

subgroups”;

“geographic vicinity” means “a geographic region that includes anolsws selected
items of interest”

“hierarchically displaying” means “displaying geographical information in levels
of abstraction”;

“port” means “a terminal, for example, a personal computer with modem, from
which a user of the invention can access the database storing the information about
items of interest”

“request signal representative of a selected category and geographic vicinity”
means “a single electronic representation of a user’'s selection of at least one
category and at least one geographic vicinity”; and

“video” means *“a presentation of multiple sequential frames of image
data—“video” cannotentail a single digital picture

(Dkt. No. 157.) The partiethen presentedlaim construction briefeegardingten otherdisputed
claimterms. (Dkt. Nos159, 169,173.)The parties’ counsel presented oral argument to the court

on September 20, 2013. The court construes each of the disputed terms as stated below.

1 Unless otherwise indicated, citations to the docket are to the docket of 12 C 4968.
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FACTUAL BACKGROUND

CIVIX ownsthe ‘622and‘291 Patentsbothof whichwere applied for in 2001 andsued
in 2002. (Dkt. No. 99, Exs. A & B.) They eaclaim methods to locate points of interest in a
particular geographical region by accessin@tallase from a remote location. CIVIX also owns
the ‘335 Patent, whictvas applied for in 2002 and issued in 2012. (Dkt. No. 99, Ex. F.) The ‘335
Patentclaims methods fousing the Internet to provide user of such a database advertising
information related to the requested geobrapegion or item of interesEach of thethree
patentsin-suit shares the sarpatent family tree, and all derive from Application No. 08/371,425,
which was filed January 11, 1995. (Dkt. No. 159, Ex. A.) The patents all share esst@isime
written description. Accordingly, for ease of reference, the ®oeitations to the atents’ written
description refer to the first issued patent, the ‘622 Patent, unless otherwisgeihdic

In general, the patents clasnumber okystems and methods that allow a user to access
information about “items of interest” in a particular geographic vicinitynfia remote location.
‘622 Patent 1:4%7.For example, a usat a port, such as a compuieked to the Internetcould
identify a geographic vicinity, such as “Logan Square” or “Chicago,” and a categaty,asu
restaurants, historical sites, or antique stotds.2:10-32. After communicating the user’s
selections to a remote database, the database generates a response toirntieaisey the
location of the items of interest the category and vicinity that the user has seledted.he
response is then communicated to the user’'s port for the user tolgliel. addition to the
location, the database can also supply additioiormation about the items of intergisicluding
potentially paid advertisements about the items of intdtk&:54-3:2. Claim 1 of the ‘622 Patent

though not asserted in these cases, is representative andtbiimiowing:



System for remotely determining the position of a selected category of
items of interest in a selected geographic vicinity from a database, tleensyst
comprising:

(A) a database for storing information about a plurality of items of interest,
the information including, foeach of the items of interest, a geographical
position and at least one association category,

(B) a communications link for communicating between a user of the system
and the database,

(C) an information controller for transmitting a portion of the information in
the database to the user via the luppon receipt of a request signal
representative of a selected category and geographic vicinity, the
transmitted portion of the information including identification of
geographic position for at least ooé the items of interest within the
selected category and geographic vicinity, and

(D) a port for remotely accessing the portion of information via the link, the

port generating the request signal in response to inputs by the user which are

representatie of the selected category and geographic vicinity, the port

having a user interface for accepting the inputs and for indicating to the user

the position [of] at least one of the items of interest in the selected category

and geographic vicinity.
Each @ the claims asserted in this case also requires the communications link tdridertnet or
that the database and the user port be connected at least in part through the Sate'622
Patent cls. 20, 26; ‘291 Patent cls. 8, 16, 17, 22, & 23; ‘335 Patent cls. 1, 2, 6, 8-13, & 17-24.

Various patents in the patent family of the patémtsuit have been construed previously

by judgesboth in this district andin other districs. Claim terms of one parent patent were
construednore than a decade agoCIVIX-DDI, LLC v. Microsoft Corp.84 F. Supp. 2d 1132,
1136 (D. Colo. 2000) (Babcock, J3gff'd, 18 F. App'x 892 (Fed. Cir. 200Xjhe “Microsoft
Litigation™). Claim terms ofthe ‘622 Patent, the ‘291 Patent, and another parent patent were

construedby Judge St. Eve of this district court more than half a decadenatyoi cases:

CIVIX-DDI, LLC v. Cellco P’ship d/b/a Verizon Wireled$o. 03 C 3792 (N.D. Ill. Apr. 6, 2005)
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(the “ExpediaLitigation”) andCIVIX-DDI, LLC v. Hotels.com, L.PNo. 05 C 6869 (N.D. Ill. May
11, 2007) (the Motels.conmniitigation”).

LEGAL STANDARD

Claim construction is legal determinatioiMarkman v. Westview Instrumepitsc., 517
U.S. 370, 39@1 (1996).“It is a ‘bedrock principle’ of patent law thahe claims of a patent
define the invention to which the patentee is entitled the right to exclirtellips v. AWH Corp.

415 F.3d 1303, 1312 (Fed. Cir. 2005) (quotimgova/Pure Water, Inc. v. Safari Water Filtration
Sys., Ing 381 F.3d 1111, 1115 (Fed. Cir. 2004)). Wkenstruing a patent’s claims, the court
whether at the trial or appellate levehust give disputedtlaim terms their “ordinary and
customary meaning,” which isife meaning that the term would have to a person of ordinary skill
in the art in question at the time of the invention, i.e., as of the effective filing date dittre
application” Id. at 131213. The effective filing date of all of the patentssuit is January 11,
1995, the filing date of the initial application ofhigh each ofapplications leading tdhe
patentsin-suit is a continuatiorSeePowerOasis, Inc. v.-Mobile USA, InG.522 F.3d 1299, 1306
(Fed. Cir. 2008).

To determinehie ordinary and ctemary meaning of a claim term, the calrouldexamine
first theentire intrinsic evidence, includirige claims, the specification, and the prosecution history.
Id. at 131317. Usually, the specificatiotis dispositive” because “is the single best guide toeth
meaning of a disputed termd. at 1315 Quotation marks and citation omitted)lonetheless, the
court must not import a limitation from the specification into the claim, be¢gglererally, a claim
is not limited to the embodiments described in the specification unless the gpastkemonstrated

a ‘clear intention’ to limit the claim’s scope with ‘words or expressions ofif@stnexclusion or



restriction.” i4i Ltd. P’ship v. Microsoft Corp.598 F.3d 831, 843 (Fed. Cir. 2010) (quoting
LiebetFlarsheim Co. v. Medrad, Inc358 F.3d 898, 906 (Fed. Cir. 2004)).

The prosecution history also “provides evidence of how the PTO [U.S. Patent and
Trademark Office] and the inventor understood the patent” and “can often inform thimgneta
the claim language by demonstrating . . . whether the inventordithiggnvention in the course of
prosecution.’Phillips, 415 F.3d at 1317. Nevertheless, “because the prosecution history represents
an ongoing negotiation between the PTO and the applicant, rather than the final product of tha
negotiation, it often lackshe clarity of the specification and thus is less usefulclaim
construction purposesld.

Finally, if the intrinsic evidence does not resolve the issue of the proper claim ctinstruc
the court mayonsideextrinsic evidence such as “expert amdentor testimony, dictionaries, and
learned treatiseshiconstruing a patent’s claimig. (quotation marks and citation omitte&uch
extrinsic evidence “can shed useful light on the relevant art” but is “lgefficant than the
intrinsic record in dtermining the legally operag meaning of claim languagdd. (quotation
marks anctitations omitted).

ANALYSIS

As an initial matter, the parties dispute the effect that the court should give padhe
claim construction orders of the courts in MierosoftLitigation, theExpediaLitigation, and the
Hotels.comlLitigation. Becaus€oStar/LoopNetvere not parties to any of the prior litigation, the
parties agree that the constructions in those cases do not have preclusiveedféatkman 517
U.S. at391(“[l] ssue preclusion could not be asserted against new and independent infringement

defendnts even within a given jurisdiction ..”). CIVIX contends, however, that thourt



should defer to the prior claim construction rulinggess they are “clearly erroneous” or incorrect
as a matter of lawsee DE Tedh, Inc. v. IShopUSA, Inc826 F. Supp. 2d 937, 941 (W.D. Va.
2011) see also Sears Petroleum & Transp. Corp. v. Archer Daniels Midland NGm.
03-CVv-1120, 2007 WL 2156251, at *&N.D.N.Y. July 24, 2007)(granting “considerable
deferenceé to a prior decision even when the partiesahinew arguments that were not
considered by the previous judgdy contrast,CoStar/LoopNetargue that, although prior
decisions are instructive, the court must perform an independent evaluatioh dispated claim
term. According toCoStar/LoopNet prior constructions are particularly unhelpful where the
parties in this case raise additional arguments that were not previouslysadidre

The Supreme Court iMarkmanestablished that uniformity is an important consideration
in claim construction, écause ‘te limits of a patent must be known for the protection of the
patentee, the encouragement of the inventive genius of others and the ashatdheestibject of
the patent will be dedicated ultimately to the publiMarkman 517 U.S. at 390 (ation,
guotation marks, and alteration omitted). The Supreme Court then noted that as a legal
determination, a claim construction rulirghould ‘promote (though it will not guarantee)
intrajurisdictional certainty through the applicationstére decisison those questions not yet
subject to interjurisdictional uniformity under the authority of the singpeals court.Id. at 391.
That pronouncement does not resolve the issue of the precedential value of claioticongtr
the district courtof course. District court opinions are not binding authority even in the district in
which they are rendereas the Supreme Court acknowledged by stating that making claim
construction a matter of law “will not guarantee” consistency even withintecydar distict

court.ld.



As a result, “there is an ongoing debate as to the preclusive effedadtmanruling” in
the district courtDE Tecls, 826 F. Supp. 2@t 940 (citation and quotation marks omitted)
Moreover,

[w]ith little guidance from the Feder@lrcuit on the issue, district courts have split

on whether aMarkman claim construction ruling has preclusive effects in

subsequent litigation involving the same patent, especially where the prior

litigation settled before a final judgment was entered, the ruling has othgetise

to be applied in a final judgment regarding infringement or validity, or where the

ruling has not udergone Federal Circuit review.
Id. (citation and quotation marks omitte@ourts in this districhave stopped short of affording
complete deference to prior nprneclusive district court claim consttions, instead giving them
the status of only persuasive authorgeNilssen v. Motorola, In¢80 F. Supp. 2d 921, 92v4
(N.D. Ill. 2000) (Shaduy J.) (giving respect to prior decisions but noting that court “is not
compelled to reach the same conclusions8galsoKim v. The Earthgrains CpNo.01 C 3895,
2005 WL 66071, at *1IN.D. Illl. Jan. 11, 2005 Mason,M.J.) (“While stopping short of
according a preclusive effect to Judge Hartlaim construction, the court will bear his
interpretations in mind as instructive while rendering its own construction ofaimescat issue
here’); Jackson v. Vtech Telecommnitd, No.01 C 8001, 2003 WL 289%373 at *3(N.D. Ill.
Oct. 23, 2003)Castillo, J.) (court will tonsult, adopt and refer to these prior opinions when we
find it persuasive, reasonable, economicabtbierwise appropriate to do sofjdeed, Judge St.
Eve. came t@ similarconclusionin the Hotels.conLitigation involving CIVIX about the prior
Expedialitigation. Hotels.Com2010 WL 4386475, at *3 (“In considering the proper construction
of ‘associated categorythe Court places little weight on that earlier agreement because

Defendants in the present case were neither partegp@dianor were they in privity with those

parties:). Accordingly, this court will treat the prior claim construction opinions irMieosoft,
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Expedia and Hotels.comLitigations as persuasive authorimd provide them the deference
provided any legal holding by a respected colleague. With that principle in mindptitsvill
undertake its own review of the pertinent informatielated toeach of the disputed claim terms.

A. “[T]he request containing (a) at least one wusalected category and (b) a
userselected geographic vicinity”

The parties propose the following constructions:

Patents/Claims CoStar/LoopNes Proposed CIVIX's Proposed Constructior
Construction
‘335 Patent, A single electronic representation of| One or more electronic
all claims least one useselected category and arepresentations of at least one
userselected geographic vicinity. userselected category and a
userselected geographic vicinity

The disputed terms appear in the context of claim 1 of the ‘335 Patent, whieh fatd database,
receiving at least in part through the intermetequesfrom one of a plurality of ports remotely
located from the databagbe requestontaining (a) at least one ussalected category and (b) a
userselected geographic vicinity:335 Patent 14:560 (emphasis added)n essence, CIVIX
contends that the “a request” equals “one or more requests,” and that the subsezyeacered
“the request” also refers tthe “one or more requests.” According to CIVIX, therefore, the
userselected category and geographic vicinggd not appear in the same request, but can appear
in multiple requests. By contra§lpStar/LoopNeassert that the reference to “the request” means
only a single request with both the category and geographic vicinity included.

The partiesconsistent with the construction by the court inherosoftLitigation and the
stipulations in theHotels.com Litigation, have stipulated that the term “request signal
representative of a selected category and geographic vidimitliye ‘622 Patent must refer to “a

single electronic representation of a user’'s selection of at least onergaaegoat least one



geographic vicinity.” (Dkt. No. 157 foStar/LoopNetontend that the court should construe the
term “request” the same way as the term “request sigematnthough he two terms are distinct.
For the court to accept without further analybet “request” and “request signal” mean the same
would ignore thé‘general presumption that differeterms have different meaninChi. Bd.
Options Exch., Inc. v. Idt'Sec. Exch LLC, 677 F.3d 1361, 1369 (Fed. Cir. 2012) (citation
omitted). That presumption may be overcome, of coursthe face of “evidence to the contrary.”
Id. (citation and quotation marks omittedfie court must therefore independently examire th
claims, specification, and prosecution history to determine if “reqbestthe same meaning as
“request signdlto a person of ordinary skill in the art as of January 11, 1995, when the parent
application of the patenis-suit was filed.

To supporits positionthat “the request” means “one or more reque&b/IX argues that
“[a]s a general rule, the words ‘a’ or ‘an’ in a patent claim carry the meaning of ‘onerer” 01
Communique Lab., Inc. v. LogMeln, In687 F.3d 1292, 1297 (Fed. CR012) (citation and
guotation marks omitted). Moreovéft] he subsequent use of definite articles ‘the’ or ‘said’ in a
claim to refer back to the same claim term does not change the general plural rul@phbut s
reinvokes that nesingular meaning.Id. (citation and quotation marks omittetlfhe exceptions
to this rule are extremely limited” and apply only when a patentee has “evince[d] antdeato
limit ‘a’ or ‘an’ to ‘one.” Id. (citation and quotation marks omitte@LVIX asserts that the rel
applies here to justify its substitution of “one or more” for “the.”

Even assuming that “a” means “one or more” in this case, so that there can be more than
one request in an infringing method, CIVIX's argument fails becdhseclaim language

unequivocly specifies what each request must contain, regardless of whethes thezer more
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of them. Thus, the claim language provides for “the requastaining both the category and
geographic vicinity. There could be multiple requests in an infringing methodablutrequest
must contain both the category ahdgeographic vicinity.

That reasoning isonsistent witilivo v. EchoStaitin which the Federal Circuit interpreted
the claim languagéassembling said video and audio components into an MPEGnst 516
F.3d 1290, 1303 (Fed. Cir. 2008). Although the Federal Circuit acknowledged the rule that “a”
generally means “one or mgré held that the language required the assembly of audio and video
components into a single MPEG strea8ee d. (“The pertinent claim language refers to
‘assembl[ing] said video and audio components into an MPEG stream,” which in conagiyt cle
indicates that two separate components are assembled into a single stredmat that video
components are assembled into one stream and the audio components into a second Blream.”)
term “contains” here acts like the term “asseniblasTivo, suggesting that a single request
contains both the category and geographic vicinity.

The specification provides further support forstdeterminationas well, because the
specificationnever discusses the possibility of multiple requests each containing péw of t
information transmitted to the database. It is true, as CIVIX points out, thadebification does
refer to “requests plural, in at least two locations. ‘622 Patent 1228 (“user requests”)d.
fig.11 (“remote requests”), but those references appear in a different camdectd not indicate a
situation in which one requesb the database contains a category andhanatontains the
geographic vicinity. Accordingly, the court construeke‘trequest containing (a) at least one
userselected category and (b) a usetected geographic vicinity” to medhhe request

containing in a single electronic representati¢a) at least one useelected category and (b) a

11



userselected geographidoinity.”?

B. “[A]ldvertising information about a business” and “advertisements”
The parties propose the following constructions of the terms “advertising informati

about a businessnd “advertisements™;

Patents/Claims CoStar/LoopNés Proposed CIVIX’'s Proposed Constructior|
Construction

'291 Patent, “advertising information about a “advertising information about &

Claims 22 & 23 business”: Paid promotion of a business”: A paid promotion of a
business name, service, or product | commercial enterprise’s name,
different from aritem of interest. service, or product.

'335 Patent, “advertisements”: Paid promotions o “advertisements”: Paid

all claims a business name, service, or product promotions.
different from an itenof interest.

The partiestonstructions differ in two significant respects. FiggtStar/LoopNet contend
that “advertising information about a busineast “advertisements” both me#re same thing,
whereas CIVIX poposes different constructions. In particular, CIVIX contends that
“advertisements” are simply paid promotions, whereas “advertising infemetbout a business”
must be a paid promotion specifically about a busir@sStar/LoopNes proposed constructip
on the other hand, defines both “advertising information about a business” and “advetsséme
be paid promotions of a business.

The court agrees with CIVIX’s constructiam this point, and will constrdadvertising
information about a businesghd “advertisementsto have different meanings. As mentioned
earlier,courts “often assume different terms convey different meanings”autilesspecification

teaches otherwis€hi. Bd. Options Exch677 F.3cat 1371. CoStar/LoopNeiontend that in this

2 The court has modified CoStar and LoopNet's proposed construction to provide more
clarity for the juryif and when this case is presented to a jury.
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case, the specification uniformly discusses advertisements related tedsesiand that the two
terms should thus have the same mearseg, e.g.'622 Patent 2:68:2 (“As such, certain
advertisers that are connected with the selected category of items of intereshuaie prname or
business.”).

That assertion, however, ignores parts of the specification plainly cplatamy that an
advertisement may promote a Aousiness. For example, the specification states that “[i]n still
another aspect, the invention also communicates at least one advertisemeattalssabi at least
one of the items of interest to the uséd.’at 2:65-67 see alsd335 Patent at 16:25-27 (claiming
the method “wherein at least one of the plurality of advertisements provides sidgerti
information about at least one of the plurality of items of interest”). Thafagion explicitly
defines an “item of interest” to mean “services, products, geographic aitgstectural sites,
stores, restaurants, public services, and other items which a user of the invenptiofismgo
locate.” ‘622 Patent 1:6®4. Public servicest leastare not businesses, soadvetisement for a
public service item of interestould not promote a businesshe court will thus construe
“advertisements” to include promotion of nbaosinesses.

Second, CoStar/LoopNetopose limiting the definitions of the “advertising” limitais
with the phrase “different from an item of interest.” Thus, they propose that both fadrernts”
and “advertising information about a business” mean “paid promotions of a business name,
service, or product different from an item of interest.” In suppCoStar/LoopNepoint out that
the specification frequently distinguishesitem of interest from an advertisemesee, e.g.'335
Patent 16:387 (claiming a method including a display of a “plurality of items of interestheg

with the advertisements”).
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The problem with that construction is that it suggests that the advertisementd ca
promote an item of interest, a concept that is central to the inveBggb22 Patent 13:5%2 (“In
the normal use of the invention, the advertiser who fgayshe advertisement is generally
associated with the items of interest being displayese;als6335 Patent at 16:237 (claiming
the method “wherein at least one of the plurality of advertisements provides sidgerti
information about at least onef the plurality of items of interest”)Thus, although the
advertisement is distinct from the item of interest in the claimed method, the adventiseay
promote the item of interest

Accordingly, the court adopts CIVIX's proposed constructions wité minor chang@.

The term “advertisements” means “paid promotions” and the phrase “adwpiitiébrmation
about a business” means “paid promotion of a business name, service, or product.”

C. “[T]he transmitted portion of the information including identification of
geographic position. .wherein the portion of information comprises additional
detail for at least one of the items of interestwherein the addibnal detail
comprises [video (faim 20)/ digital pictures (Claim 26)]

Claim 1 of the622 Patent recites

an information controller for transmitting a portion of the information in the

database to the user via the link upon receipt of a request signal representative of a

selected category and geographic vicinity, the transmitted portforthe

information including identification of geographic position for at least one of the

items of interest within the selected category and geographic vicinity][.]

‘622 Patent 14:645:6. Claim 18 then recites the “[s]ystem according to claim 1, whdrein t

3 CIVIX substitutes “commercial enterprise” for the term “business” indtsstructions, a
change the parties agree is minor and without substantive significaecaud® in this context
“business” is a term with a plain meaniaigd well known, the court holds that it does not require
additional construction. In addition, the term “business” is simpler than “cominenteprise”
and less apt to lead to confusiahen used in jury instructions. The court will thus use the term
“business.”

14



portion of information comprises additional detail for at least one of the items adsitéd.
15:55-57. CoStar/LoopNebntend that, read alongside claim 1, claim 18 (and all asserted claims
that depend from it) requires that the “portion of information” transmitted to thénatede both
the geographic position of an item of interest and “additional detail” about thatfitetarestin a
single transmissiarCIVIX, by contrast, contends that no additional construction is necessary and
that, in any case, the additional detail may be sent in a separate transmission following the
transmisgn of the geographic location.

CIVIX’'s argument that no addition@hdicial determinations necessary is without merit.
In support, CIVIX cites the familiar fiain that claim construction “is not an obligatory exercise in
redundancy.”U.S. Surgical Corp. v. Ethicon, Incl03 F.3d 1554, 1568 (Fed. Cir. 1997). The
Federal Circuit's comment id.S. Surgicglhowever, explains the principle that the court need not
“repeat or restate every claim term in order to comply with the ruling that clastruction is for
the court! Id. In the same paragraph, however, the Federal Circuit reaffirmed thktirt{c]
construction is a matter of resolution of disputed meanamgstechnical scope, to clarify and
when necessary to explain what the patentee covered by the claims, for use ierthimdgdn of
infringement’ 1d. Here, the parties plainly dispute the miegnof the language in claim 18
Indeed, the relevant language is found in separate dependent and independent claimg,aequir
understanding of how those claims relate for its interpretation. The cdttés situated than a
jury to resolve such a disputéeeMarkman 517 U.Sat 389 (holding that claim construction is a
guestion of the law for the court in part because “the claims of patents have become highly
technical in many respects as the result of special doctrines relating to teefpropand scope of

claims”). The court therefore finds it necessary to resolve the partiestelisggarding whether
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the additional detail and the geographic location must be sent in the same tramsmissi

CoStar/LoopNebase their position on the principle that “[a] claim in dependent &brall
be construed to incorporate by reference all the limitations of the claim to whiflers? 35
U.S.C. § 112(d). Thus, they argue, “the portion of information” comprising “additional’ deta
claim 18 is the same “portion of information” in claim 1 that is transmitted in response to th
request signal and includes the geographic location of an item of interest.

The court agrees witlCoStar/LoopNes interpretation. There is no other “portion of
information” to which claim 18 could be referringther than the “portion of information”
specified in claim 1. Indeed, claim 18 recites the “[s]ystem accordingatm dl, whereinthe
portion of informatiorcomprises additional detdilGrammatically,the “wherein”plainly refers
to the “portion of information” in the “system according to claim 1.” Claim 18 thus rexjthies
the additional detail and geographic location of an item of interest be sent inntiee sa
transmission.

CIVIX contends that certain embodiments in the written description suggakeeative
interpretation, insofar as they describe a system in which the additional destaiiit iafter the
geographic locatiom a separate transmissidror example, the written description explains that
“it should be apparent to those skilled e tart that any of the items of interesthin a displayed
geographic vicinitycan be selected by a user and that the databa#ieecaaftersupply additional
detail about that selected item of interest.” ‘622 Patent 1B465 (emphasis added). In this
embodiment, the additional detail is not sent until after the user selects one of thd itearest
with respect to which the geographic location has already beerSserdlso id2:5659 (“Such a

feature is advantageous in thabhcethe port displgs the geographic vicinity with the items of
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interest, a user cathereafterselect further additional detail about one or more of the items of
interest.” (emphasis added)joreover, CIVIX notes that no other claim in the ‘622 Patent would
encompass this embodiment if claim 18 does not, and it contendsCai&iar/LoopNés
construction must therefore be incorrect.

The law is well establishediowever, that “read in the context of the specification, the
claims of the patent need not encompass all distlesdodiments.TIP Sys., LLC v. Phillips &
Brooks/Gladwin, In¢.529 F.3d 1364, 1373 (Fed. Cir. 200B). the contrary, “the mere fact that
there is an alternative embodiment disclosedhat is not encompassed by [the] claim
construction does not ameigh the language of the claim, especially when theonstruction is
supported by the intrinsic evidencdd. Moreover, here the intrinsic evidence does support
CoStar/LoopNés construction, because the written description also describes a mteferre
embodiment in which the “additional detail” is sent in the same transmission as thapieogr
location.See'622 Patent 13:563 (describing the preferred embodiment pictured in figure 12 in
which “certain advertising information iscluded within, or attached tahe geographic vicinity
which is displayed or pmied to a user at a remote port” (emphasis add€dg court therefore
adoptsa modified version o€oStar/LoopNeés constructiorf, and holdsthat claim 18 requires
that “the portion of informatiotransmitted to the user must include bothghegraphic position
of the item of interest and additional detlout the item of interest in the same transmission.

D. “Database”

CoStar/LoopNetontend that the term “database,” which is found throughout the ‘622,

* The court hasltered CoStaand LoopNet's proposed construction to provide more
clarity for the jury, but without altering its substance.
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‘291, and ‘335 Patent claims, means “software, operating on a computer, which storegiarcolle
of related information organized for access by a user from a port.” CIVIX contaidsdtabase”
means “a collection of related information organized for convenient access.”

The court agrees with CIVIX, for two reasons. First, the courts inMioeosoft and
Hotels.comLitigations both construed database ascbllection of related informiain organized
for convenient accessSee Microsoft84 F. Supp. 2d at 1157; (Dkt. No. 159, Ex. C, al%3 As
noted above, those opinioaseonly considered to bpersuasivenot bindingauthority, buthey
providewell-reasonedupport to CIVIX's costruction.

Second, CoStar/LoopNst proposed construction would make other claim terms
superfluous, in violation of the Federal Circuit's guidance that “[c]laims muisitéereted with
an eye toward giving effect to all terms in the claiBetton, Dickinson & Co. v. Tyco Healthcare
Grp., LP,616 F.3d 1249, 1257 (Fed. Cir. 2010) (citation and quotation marks om#ésd3iso
Elekta InstrumenS.A. v. O.U.R. Scientific Int’l, Inc214 F.3d 1302, 1307 (Fed. Cir. 2000)
(refusing to adopt a construction that would render a claim term superfliibus) if a “database”
included only collections of information that could be “aced$s a user from a port,” it would
render superfluous, for example, the limitation in claim 1 of the ‘622 Patgtihge'a port for
remotely accessing the portion of information” from the database. ‘622 Patent $&8& &@8sad.
14:6465 (reciting “a communications link for communicating between a user of thearsgsid
the database”). Similarly, every other claim reciting a database in the patsoisinvolves
communications between the database and a user at $¢®re.g.'622 Patent cls. 33, 47, 58;
‘335 Patent, cl.1; ‘291 Patent cls. 1, 14.

It is thus irrelevant that the specification states that “[rlemotebdat or ‘database’ are
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used herein to denote a database, e.g., a client server, which stores infdionatioass by a user

of the invention from a port.” ‘622 patent 243 It is true that the court “will adopt a definition that

is different from the mlinary meaning when ‘the patentee acted as his own lexicographer and
clearly set forth a definition of the disputed claim term in either the specificatiprosecution
history.” Edwards Lifesciences LLC v. Cook 882 F.3d 1322, 1329 (Fed. Cir. 20@&itation
omitted). Here, however, the specification’s redefinition of the term includggtmnliadditional
requirement that the database information be accessible to a user fromTa@ataims already
incorporate that additional requirement explyciand so the court need not redundantly include it

in the construction of the term “database.”

With respect to whether a database must comprise “software, operating on aecgmpu
CoStar/LoopNepoint to the specification’s statement that “[t]he invention generally incaiger
software to facilitate the several embodiments described herein and to shepomciples of the
invention.” ‘622 Patent 11:1%7. Indeed, it is difficult to imaginéé invention operating without
software. Whether the softwaused by the invention is part of the database itself, or rather simply
accesses the database, is another question.

On that point, CIVIX contends that “[s]oftware does not itself store informatidells
other devices to store information.” (Dkt. 169, at 14.) In support, it @elsster's New World
Dictionary of Computer Termswvith a 1994 copyright date. (Dkt. No. 169, Ex. 8 (defining
“software” as “a generic term for any computer program or prograreguctions that cause
hardware to do work”).) The specification also supports this distinction betweenftivare
that accesses a database and the database imse@lfany cases suggesting that the term

“database” is broader than merely “software.” For example, the specification expktif{slhe
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database is, typically, a personal computer, mainframe,-statlon, miricomputer, or digital
data processor.” ‘62RPatent 2:3739. The database cannot be merely the software that operates
on the computer to store information, therefore, but must include the entire compalter its
Similarly, figure 1 of the ‘622 Patent makes clear that the databelselesan entire omputer
(or other information controller), and thus cannot be merely the softwareuhston the
computer.ld. atfig.1 (showing that the database (12) encompasses an “inforncatidroller”
(14), or computer)see also id4:5659 (“The database 12 includes an information controller
14 .. .which controls the access and flow of information into and out of the database.”).
Construing a “database” to be merely software would thus construe the term todyarrow
Similarly, the specification’s discussion of software distinguishes it tr@rdatabase on
which it operates. For example, the specification states that “the data wéhdatdbase can be
maintained, for example, on a S@krver or in XBASE,” two kinds of software. ‘622 Patent
11:1749. Although the database is maintained by software, that description confitntketha
database is not itself synonymous with softw8esd. atfig.11 (showing the database separately
from the “data manager”Y.he court therefore adopts CIVIX’s construction thatatabase &
collection of related information organized for convenient access.”

E. “[A]t a database, receiving at least in part through the Internet, a requesbiie
of a plurality of ports”

Claim 1 of the ‘335 Patent recites the followingpstéat a database, receiving at least in
part through the Internet, a request from one of a plurality of p@tsStar/LoopNepropose that
the court explain this limitation as follows: “This claim language means that thesteqoeived
by the database the same as the request from one of the plurality of ports.”

In response, CIVIX argues that requiring the request from the pohelbsame” as the
20



request received at the database suggests that the two requests may be ideaticalfact the
speification contemplates that the request may chamggs form during the transmission from
the port to the database. For example, figure 11 teaches that the user requestgsiafirom the
port to a “system kernel,” which “traps all user inputs and determines requil@usgdncluding
sending durther “data request” to the “data manager,” which in turn obtains the data from the
database. ‘622 Pateatfig.11. That process suggests that the “request” itsalf takedifferent
forms as it passesdm the port to the database. Any construction requiring the “request” to be
identical throughout the process inappropriately adds a limitation to the cRemishaw PLC v.
Marposs Societa’ per Azianl58 F.3d 1243, 1249 (Fed. Cir. 1998) (“We know of no principle of
law which would authorize us to read into a claim an element which is not presér(glteration
and citation omitted)).

Although the claim language does not require that the request remain identical
throughout transmission, it does vé® the request received at the database bagmated at
the port. That meaning is already plain from the claim language requiringhthaeceived
request be “from one of a plurality of portgid the parties do not dispute that meaning. No
judicial construction is therefore necessay.S. Surgicgl 103 F.3d at 1568*“Claim
construction is a matter of resolutiondiputed meaningand technical scope, to clarify and
when necessary to explain what the patentee covered by the claims, for usdeiietimenation
of infringement.” (emphasis added)).

F. “[Determining, at the database, a plurality of advertisements in respotise to

request . .from the database, transmitting, at least in part through the Internet,
the response to the port”

Claim 1 of the ‘335 Patent recites the following stéfi3]etermining, at the database, a
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plurality of advertisements in response to the request . . . from the datmbasmitting, at least in
partthrough the Internet, the response to the.pditte dispute with respect to this claim term is
parallel to that immediately abov@oStar/LoopNepropose that the court explahmat “this claim
language means that the response transmitted to the port is the same as tbe desponined at
the databaseAgain, however, the specification teaches that the response can take multigle fo
as it travels from the database to the pBee'622 Patent fig.11 (passing information from the
database ta “data manager” to a “map manager” to a “display manager,” which suppliesriscr
updates” to the “display”). It is thus not appropriate to say that the respengert receives is the
“same” as the response the database sends, but rather that it “originates” irpdinserdbe
database sends. Again, that megnis alreadyundisputed and clear from the existing claim
language, so the court need nohstrue the claim language

G. “[G]eographical/geographic position”

The parties agree that the terms “geographical position” and “geographiorgoséve
thesame meaning, but they dispute what that meanir@€piStar/LoopNetontend that the terms
mean “the specific location, for example, an address, of an item of interest avigf@ographic
vicinity.” CIVIX, by contrast, contends that they mean “a place iwithgeographic vicinity.”

The parties in theExpedia Litigation stipulated to CIVIX's proposed definition for
“geographical/geographic positiohe terms weralsoconstrued previously by Judge St. Eve in
the Hotels.comlLitigation consistent with CI\NX’s proffereddefinition. (Dkt. No. 159, Ex. C, at
15-18.) The Hotels.com Litigation, however, addressed the question of whether a
“geographical/geographiposition” was a location defined absolutely, or relative to other

geographic reference pointdd.) The parties inthe Expedia Litigation and the Hotels.com
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Litigation did not raise the question of whether a “geographical/geographic position” isfecspec
location or a general place. The construction of “geographical/geographilompositprevious
cases is therefore of limited value to the court here.

Similarly, the written description is of limited helpfulness, at least direfttythe terms
“geographical/geographic position” do not appear in the specificatinside of the claims
themselvesWithin the claims, claim 1 of the ‘622 Patent recites that the database stores
information including “for each of the items of interest, a geographical pogit622 Patent 14:
61-62; see also id.16:23-24, and that the information transmitted to the partludes
“identification of geographic position for at least one of the items of iritenésin the selected
category and geographieinity,” id. 15:3-6.Similarly, the ‘291 Patent recites a database storing
information including “spatial detail definirg geographic position.” ‘291 Patent 14:63-64. From
those references, one can concludedhggographic positioserves to identifyraitem of interest
within a geographic vicinity, and that, although distinct from spatial detailpgrgehic position
can be defined by spatial detail.

According to the specification, moreover, spatial dei@il include'a map of theétems of
interest in the selected category, as well as street and landmark informatiagediselative to
the user’s positioat the remote port.” ‘622 Patent 2:45-49. In other words, spatial detail includes
information about the area surrounding a user’s position to assist the Useating an item of
interest.

From the specification, therefore, one can conclude that a geographicrpospresents

the location of an item of interestind that spatial detail is information about the surrounding area
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that assists a user in finding that locatfoRor example, a geographic position might be “219 S.
Dearborn in Chicago,” while spatial detail might include instructions to helprdasate 219 S.
Dearborn, such as “three blocks west of the Art Institute and one block north of the Harold
Washington Library or “two blocks east of this port” at which a user might be standing.

The question remains, however, about the degree of specificity thespgatsuit require

for the definition of a geographic positioBn that question, it is plain that CIVIX’'s proposed

® That conclusion is confirmed by the prosecution history, in which the patentedeescri
the differencebetween “spatial detailand “geographic positionfo the patent examiner during
reexamination of the ‘622 Patent as follows:

Patent Owner believes that one skilled in the art would understand that
spatial detail is geographic information provided about a geographic vithiaity
may include, but is not restricted to, data relating to geographic positiais, s
additional geographic information locating items of interest for the user within the
vicinity.

Since spatial detail is construed as geographical information relatiag t
region or area, spatial detail provides geographic information, which may include
data relating to the geographic locations (e.g., addresses or positions), ke that t
geographic locations can be found within a vicinity using the geographic
information

Therefore one having ordinary skill in the art would readily understand that
spatial detail is not a mere location/address, but requires sufficient infonnvatio
relationship to the location address that reasonably defines the location/address
with respect to a geographic vicinity. .

In summary, Patent Owner submits that an address/location alone is not
spatial detail because an address/location does not relate to its surrsutidsig
this feature of relating an address/location to its surroundings (i.e.,| sjetd)
that distirguishes the invention of the ‘622 patent from a mere address/location.

(Dkt. No. 158, Ex. 9, at 622RE1-1060 thru 1062.)
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definition of “place” is too general. The specificatiorr, é&xampe, includes a figure displayjna
list of “well-knownplaces. . .so that a user can, approprigieselect a geographic vicinity within
which to locate the items of interést622 Patent 7:390; see also idatfig.3C. The specification
thus uses the term “place” synonymously with “geographic vicinity.” Becaugeographic
position serves to identify “items of interesithin the selected. .geographic vicinity,”id.
15:3-6, a geographic position must be definemte specifically than the general “place.”

In addition, he places listed ifigure 3Cinclude such general geographic neighborhoods
as “Hollywood,” “Marina Del Ray,” and “Santa Monicdd. An item of interest located generally
in “Hollywood,” however, would not provide enough detail to allow a user to identifyaheaf
interest, which is thpurpose of the paterfe€622 Patent cl.1 (reciting a “[s]ystem for remotely
determining the position of a selected category of items of inter€sV)X 's proposed d@ition
is thus inappropriate.

On the other handiefininga geographic positioas “an address” would keo specific.
There are other ways to specifically identify a location without resottiragn address (and also
without resorting to “spatial detail” defining the location relative to tireosinding area), such as
“on the corner of Jackson and Dearborn.” Moreover, nothing in the patents limits theahe@ihit
a geographic position to an address. The court thus believes it would be misleadihgl&othe
language “for example, an address” in the definit®eeCisco Sys., Inc. v. Teleconference Sys.,
LLC, No. C09-01550, 2011 WL 5913972, at {8I.D. Cal. Nov. 28, 2011() The Court agrees that
providing such an unexhausted list of examples would not assist the jury and could cause some
confusion?).

Accordingly, the court construes “geographical/geographic position” to mespetafic

25



location within a geographic vicinity’”
H. “[W]herein a user at the port may locate the one iténmterest”
This claim language appears in claim 14 of the ‘291 Patent, which read®was:fol

A method for determining the position of one or more items of interest in a selected
category, comprising:

storing information about the items of interest in a database, the information
including, for each of the items of interest, at least one associated caadory
spatial detail defining a geographic position; and
supplying information about at least arfdhe items of interest to one of a plurality
of ports, connected to the database at least in part through the Internet, in
response to inputs at the one port, wherein a user at the port may locate the one
item of interest.
‘291 Patent 15:346:9. CoStafLoopNet contend that the “wherein” clause at the end of the
second claim limitation means “supplying the specific location of an item of interesister at a
port.” By contrast, CIVIX contends that thehereiri clause is not a claim limitation and dasot
require construction.

CIVIX admits, however, thaftlhe ‘wherein’ clause states what results from supplying
stored geographic information about an item of interélse capability of a user to locate that item
of interest.” (Dkt. No. 169, at 20.)lthough the “wherein” clause is not a separate claim step,
therefore, it does define what must result from the “supplying” limitabeeGriffin v. Berting
285 F.3d 1029, 1033 (Fed. Cir. 2002) (“Furthermore, the Board did not err in giving limitiog effe

to the ‘wherein’ clauses because they relate back to and clarify what is requttesidnunt.”).

Judge St. Eve agreed in tBgpedialLitigation:

® The inclusion of the phrase “of an item of interest” is redundant because this d@script
is supplied by other claim languadtee, e.g.'622 Patent 14: 662 (“for each of the items of
interest, a geographical positipnThe court has therefore omitted it.
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The plain language of the “wherein” claus&vherein a user at the port may locate

the one itenof intere$’—is permissive. Therefore, this clause merely indicates

that the claimed method must provide tlapability for a user at a port to locate the

one item of interest. This clause does not provide an addisteyathat an accused

infringer must itself pdorm in order o directly infringe this

claim.. . .Accordingly, based on the plain language ofdlzem, and the Federal

Circuit's reasoning itGriffin, the Court finds that the “wherein” clause of claim 14

of the ‘291 patent only requires that the claimed method must provide the capability

for a user at a port to locdtee one item of interest.
(Dkt. No. 169, Ex. 3.) Moreover, given the technical construction of the “wherein” cldgse, t
court believes it would be useful to construe the clause fouith¢o clarify its meaning.

At the same time, it is inappropriate to interpret the “wherein” clause to reqeire th
supplying of a “specific location.” As the court has explained, a “geographittopdss defined
as a “specific location.” Claim 14 tfie ‘291 Patent does not require that the database information
communicated to the user include “geographic position,” however, but instead only ‘detikl
defining a geographic position.” ‘291 Patent 16:4. Moreover, a user does not always need a
“specific location,” such as an address, to find an item of interest. For example, one couié find t
United States Qurthousan Chicagowith only spatial detait-such as “three blocks west of the
Art Institute and one block north of the Harold Washingtondmgr—even without the “specific
location”—219 S. Dearborn, or “the corner of Jackson and Dearborn.” The “wherein” clause
requires only that the user be able to locate the item of interest, not that thevagbelapecific
location.”

The court theref@ construes the phrase “wherein a user at the port may locate the one item
of interest” to mean “so that a user at the port has sufficient informatiocate an item of interest.”

l. “[S]patial detail”

CoStar/LoopNetcontend that “spatial detail” mes “a twe or threedimensional
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representation,” while CIVIX contends that it means “geographic informatiatinglto an area
or region.”

The court find€CoStar/LoopNes definition inappropriate because it calls for a graphical
display of some kind, tile the specification makes plain that “spatial detail” can include textual
descriptionsThe specification states that:

Preferably, the geographic vicinity includes certain spatial detail oftehesiof

interest. For example, the geographic vicinity aalude a map of the items of

interest in the selected category, as well as street and landmark information

displayed relative to the user’s position at the remote port.

‘622 Patent 2:4819. Thus, spatial detail includes graphical displays like mapst bigo must be
defined broadly enough to include “street and landmark informasoich as, for example, “three
blocks west of Buckingham Fountain on Congress Ave.” The prosecution historyrrognthis
interpretation: “Spatial detail may include magpipictures, videos artdxtbased descriptionghat
locate or find a geographic position, in reference to information sudandsarks and street
information (i.e. providing information for finding items of enest with respect to their
surroundings).(Dkt. No. 158, Ex. 9, at 622REIN060 (emphasis addedDefining “spatial detail” as
a “two- or three dimensional representation” inappropriately excludes thebtesed descriptiors.
Judge St. Eve also previously rejected a similar argument defspagal detail” with the

phrase “twe or three dimensional” in theExpedialitigation, and construed “spatial detail”

consistent with CIVIX’s definition(Dkt. No. 159, at 712.) Thiscourt endorses her reasoning in

" CoStar and LoopNet contend that the deased descriptions are also “twar three
dimensional in nature as they deserMvhere the item of interest is in space relative to other
things.” (Dkt. No. 159, at 23.) That argument does not comport with CoStar and LoopNet’s
proposed definition, however. The proposed definition does not speakgbrasentation o
two- or threedimensional thing.” Instead, in the proposed definitionrd@esentation itselis
“two- or threedimensional,” and thus cannot include text-based descriptions.
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full. Moreover, the court finds that CIVIX's proposed definitefgeographic information
relating to an area or regioris appropriate not only because of Judge St. Eve’s reasoning, but
also becausthat definition wa explicitly embracetly the patentem thesubsequent prosecution
history an reexamination(Dkt. No. 158, Ex. 9, at 622RET060 (“Since spatial detail is construed
asgeographical information relating to a region or area. .” (emphasis added)).)

CoStar/LoopNebbject that construing spatial detail so broadly would inapatgby
include information such as an “address,” contradicting the patent’s plain dastitetween
spatial detail and a geographic positiSee291 Patent 14:684 (reciting“spatial detail defining
a geographic position”). The prosecution historytled reexamination explains, however, that
“spatial detail provides geographic informatiaich may includéata relating to the geographic
locations (e.g., addresses or positid@asid that Spatialdetail is nota merelocation/addressut
requiressufficient information in relationship to the location address that reasodefihes the
location/address with respeict a geographic vicinity.” (Dkt. No. 158, Ex. 11, at 291RHT1
(emphasis added).) In other words, “spatial detail” differs from rggabgc position in that it is not
merely an addressAs stated at oral argument, CoStar/LoopNet agree thing prevents
“spatial detail” from including addresses, along with other information as well.

Accordingly, the court construes “spatial detail” to meaedgraphical information
relating to a region or area.”

J. “Internet”

CoStar/LoopNetontend that the term “Internet” means “a group of networks connected
by means of a common communications protocol.” CIVIX, in contrast, contends that the

“Internet” is “a system of linked computer networks, wavide in scope that typically is
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associated with using TCP/IP as a standard protatuwdlge St. Eve previously construed the term
“Internet” consistent with CIVIX's proposed definition in both thetds.com and Expedia
Litigations. (Dkt. No. 159, Ex. B, at 12-17; Dkt. No. 159, Ex. C, at 18-31.)

The partiesdispute hergurns on the significance of a declaration CIVIX filed during
reexamination to “swear behind” the “Hershey Reference,” U.S. Pater, #81,535. $eeDKkt.
No. 158, Ex. 9, at 622REL685 thru 92Dkt. No. 158, Ex. 11, at 291REN508 thru 15see also
Dkt. No. 158, Ex. 9, at 622REN002 (rejecting the “Internet” claims based on the Hershey
reference”) Dkt. No. 158, Ex. 11, at 291 REID85thru 87 (same).) The parties agree that the
Hershey Reference disclosed the Internet as a group of networks cofmyaoteains of a common
protocol, but did not disclose a global network or the use of TCBdBtar/LoopNetontend that,
by swearing behind the Hershey Reference to obtain an earlier priorityatlage,than attempting
to distinguish the Hershey Reference, CIVIX acknowledged that its invent®antigipated by
the Hershey Referenc€oStar/LoopNet thuarguethat CIVIX acknowledged that the term
Internet in the paterds-suit had the same scope as it does in the Hershey Reference, and that
CIVIX disclaimed anyother definition.CoStar/LoopNetalso contend that their argument is
bolstered by the examiner'sagtment that “the reference Hershey [US 5,481,535 A] in the record
is teaching the claimed subject matter ‘Internet,” despite the patenteets &ffalistinguistthe
invention from the Hershey Reference. (Dkt. No. 158, Ex. 11, at 291RE1-1561.)

Judge StEve already rejected this argument in Hatels.comLitigation and thiscourt
finds her reasoningighly persuasiveJudge St. Evérst cited the Federal Circuit’s rule that any
prosecution disclaimer must be “both so clear as to show reasordatity and

deliberateness. .and so unmistakable as to be unambiguous evidence of disclaibmeega
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Engg v. Raytek Corp.334 F.3d 1314, 1324 (Fedir. 2003) She then rejected the argument for

prosecution disclaimen this casavith reasoning that the aa adoptsrerbatim

The act of swearing behind a reference does not necessarily amount to an
unambiguous concession that that reference anticipates the invention. A patent
applicant may have a variety of reasons for wishing to avail of the webard

option. Indeed, swearing behind a cited reference may limit the degree of
prosecutiorhistory estoppel and thus have strategic advant&gesDennis D.
Crouch,Is Novelty Obsolete? Chronicling the Irrelevance of the Invention Date in
U.S. Patent Lawl6 MCH. TELECOMM. & TECH. L. Rev. 53, 9697 (2009).

The Court therefore concludes that the mere act of filing a dvedand
declaration for the purpose of establishing priority falls short of the “unmist&gkabl
character required of a communication thatldsthes prosecution disclaimer. In
reaching this conclusion, the Court declines to rely on Civix’s argument that the
filing of a terminal disclaimer does not amount to prosecution disclaimer.
Defendants do not point to the filing of such a disclaimer, rather to a
swearbehind declaration.

(Dkt. No. 159, Ex. C, at 27.)

The parties advance no other arguments regarding the construction of the ternetlht

Accordingly, the courby adoptingthe reasoning of Judge St. Eve. in Higtels.conLitigation

(id. at 1831) construes “Internet” to meda system of linked computer networks, world-wide in

scope that typically is associated with using TCP/IP as a standard protocol.”

CONCLUSION

For the reasons explained above, the chad determined thahe following claim

constructionsre the law of these consolidated cases

“the request containing (a) at least one ssdected category and (b) a usetected

geographic vicinity” is construed to medre request containingn a single electronic
representation(a) at least one usselected category and (b) a usetected geographic
vicinity”;

“advertising information about a business” is construed to ryeaid promotion of a
business name, service, or product”;
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e ‘“advertisementsis construed tonean“paid promotions”;

e ‘“database”is construed to meafa collection of related informatiororganized for
convenient acce§s

e “geographical/geographic position$ construed to meata specific location within a
geographic vicinity”;

e ‘“wherein a usertathe port may locate the one item of interesttonstrued to mediso
thata user at the pohas sufficient information ttocatean item of interest”

e ‘“spatial detail’is construed to meatgeographical information relating to a region or
ared; and

e ‘“Internet” is construed to meafa system of linked computer networks, wewviite in
scope that typically is associated with using TCP/IP as a standard protocol.”

In addition, the court will insuct the jurythat claim 18 of the ‘622 Patent “requires that the
portion of information transmitted to the user must include both the geographic positioitehthe
of interest and additional detail about the item of interest in the same transmission.”

Finally, the court declines for the reasons stated tawm@tbe following phrases:

e “at a database, receiving at least in part throughintte¥net, a request from ord a
plurality of ports’, and

e ‘“determining, at the database, a plurality of atisements in response to the
request . .from the databaseransmitting, at least in part through th&ernet, the
response to the port.”

A status hearing is set for 10/10/13 at 9:00 am. The court requests that the partogs fil
10/7/13, a Form 52 setting forth their proposals for setting further datesaive the case.
ENTER:

Qam'?/ié-lh«m./

J MESF HOLDERMAN
Dlstrlct Judge, United States District Court

Date:September 23, 2013
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