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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

LOGGERHEAD TOOLS, LLC,

Plaintiff,
Case Nol12-cv-9033
V.
Judge John W. Darrah
SEARS HOLDINGS CORPORATION
and APEX TOOL GROUP, LLC

N N N N N N N N N N

Defendans.

MEMORANDUM OPINION AND ORDER

Plaintiff LoggerHead, LLGiled aSecond Amende@omplaint against Defendants Sears
Holdings Corporation and Apex Tool Grqud.C. The Second Amended Complaint alleges,
inter alia, four counts ofvillful patentinfringement of United States Patents No. 6,889,579 (the
“579 Patent”) in Counts | and lland No. 7,992,470 (the “470 Patenti) Counts Illl and IV
Plaintiff filed a Motion for Summary Judgmentlofringement[264]. For the reasons set forth
more fully below Plaintiff’'s Motion for Summary Judgmenf Infringemen{264] is denied

LOCAL RULE 56.1

Local Rule 56.1(a)(3) requires the moving party to provide “a statement ofahtets
as to which the party contends there is no genuine issue for thiadions v.
Aramark Uniform Servs368 F.3d 809, 817 (7th Cir. 2004). Local Rule 56.1(b)(3) requires the
nonmoving party to admit or deny every factual statement proffered by the moviyngmpauto
concisely designateny material facts that establish a genuine dispute for 8. Schrott v.
Bristol-Myers Squibb Cp403 F.3d 940, 944 (7th Cir. 2005). A nonmovant’'s “mere
disagreement with the movant’s asserted facts is inadequate if made withoertigefto specific

supporting material."Smith v. Lamz321 F.3d 680, 683 (7th Cir. 2003). In the case of any
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disagreement, the nonmoving party must reference affidavits, parts of the eewbother

materials that support his standeocal Rule 56.1(b)(3)(B).To the extent that a response to a

statement of material fact provides only extraneous or argumentative atilonnthis response

will not constitute a proper denial of the fact, and the fact is admiBed.Graziano v.

Vill. of Oak Park 401 F. Supp. 2d 918, 936 (N.D. Ill. 2005). Similarly, to the extent that a

statement of fact contains a legal conclusion or otherwise unsupported staterhehhgrecfact

that relies upon inadmissible hearsay, such a fact is disregdeieehstadt v. Centel Cord.13

F.3d 738, 742 (7th Cir. 1997). Pursuant to Local Rule 56.1(b)(3)(C), the nonmovant may submit

additional statements of material facts that “require the denial of summary judgment.
BACKGROUND

The following facts are taken from the partisstement®f undisputed material facts
submitted in acaalance with Local Rule 56.1.

Paintiff is an lllinois limitedliability company with its principal place of business in
lllinois. (PSOFY 1.) Defendant Sears Holding Corporation is a Delaware corporatiortswi
principal place of business in lllinoisld({ 2.) Defendant Apex Tool Group, LLC is a
Delaware limitediability company with its principal place of business in Maryland. { 3.)
The ‘579 Patent and the ‘470 Patare titled “Adjustake Gripping Tool” and are assigned to
Plaintiff. (d. 11 7, 8.) During prosecution, the ‘470 Patent was distinguished from the
Buchanan patent, U.S. Patent No. 2,787,925. (DSOF { 4.)

Sears began selling the Max Axess Locking Wrench (the “MALW?”), which was
developed by Apex, in late 2012POF| Y 16, 17.) Plaintiff asserts claims 1, 2, 6, 9, 11, and
16-18 of the ‘579 Patent and claims 1, 9, 10, and 33-35 of the ‘470 P&XS®F (Y 1) The

first elementof each asserted claimcludes a gripping portion that requires a gripping element



containing a body portion, an arm portion, and a force transfer elen@ny.2() The second
elementincludesan actuation portion that facilitates movement of the gripping elements via a

slot with a first sectiomonfigured to engage the force transfer elemdut. /(3.)

Fig. 1 (MALW 1 Open Position) Fig. 2 (MALW 1n Closed Position)
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Fig. 3 (Disassembled MALW Showing Gripping
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Fig. 4 (Gripping Element)
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LEGAL STANDARD
Summary judgment is appropriate when “the movant shows that there is no genuine
dispute as to any material fact and the movant is entitled to judgment as a matter éiedhw
R. Civ. P. 56. Courts deciding summary judgment motions must view facts “in the light most

favorable to the nonmoving party only if there is a ‘genuine’ dispute as to those factdt’v.

3



Harris, 550 U.S. 372, 380 (2007). A genuine dispute asyovaterial fact exists if “the
evidence is such that a reasonable jury could return a verdict for the nonmoving party.”
Anderson v. Liberty Lobby, Inet77 U.S. 242, 248 (1986). The moving party has the initial
burden of establishing that there is no genuine disputeaas/toaterial fact. Celotex Corp. v.
Catrett 477 U.S. 317, 323 (1986). If the moving party meets this burden, “[tlhe nonmoving
party must point to specific facts showing that there is a genuine issue for $tephens v.
Erickson 569 F.3d 779, 786 (7th Cir. 2009). Factual disputes do “not preclude summary
judgment when the dispute does not involve a material f&urton v. Downey805 F.3d 776,
783 (7th Cir. 2015).The evidence must be such “that a reasonable jury coulh eterdict for
the nonmoving party."Pugh v. City of Attica, Ind259 F.3d 619, 625 (7th Cir. 2001) (quoting
Anderson v. Liberty Lobby, Inet77 U.S. 242, 248 (1986)).

ANALYSIS

Infringement

Defendants gue that Plaintiff cannot show infringemertioe ‘470 Patent and the

‘579 Patent. Patent infringement occurs when someone “without authority malsesesifiess to
sell, or sells any patented invention, within the United States or imports into thd Btates
any patented invention during the term of the patent therefor, infringes thep&teht.S.C.
§ 27Xa). “Patent infringement involves both claim construction and applicatioreafl#im to
the accused product.Crystal Semiconductor Corp. TriTech Microelectronics Int’Inc.,
246 F.3d 1336, 1345 (Fed. Cir. 20@aiting Markman v. Westview Instruments, Inc.,
52 F.3d 967, 976 (Fe@ir. 1996). “The infringement inquiry remains focused at ialés on
the claim language, atuminated by the written descriptn and the prosecution historyld. at

1345-46(citing Pitney Bowes, Inc. v. Hewlé®ackard Co, 182 F.3d 1298, 1309 (Fedir.



1999)). Whether the claim, as construmadtchesheaccused product is a question of fact.
ActiveVideo Networks, Inc. v. Verizon Commc’ns, @4 F.3d 1312, 1319 (Fed. Cir. 2012).
“The patentee has the burden of proving infringement by a preponderance of the
evidence.” Centricut, LLC v. Esab Grp., Inc390 F.3d 1361, 1367 (Fed. Cir. 2004 patentee
must show that every limitation of tladegedly infringed patent claims exists in the accused
device in order to establish infringememeopost Industrie B.V. v. PFE Int'l, In@d03 F. Supp.
2d 669, 676 (N.D. Ill. 2005) (citin@akley, Inc. v. Sunglass Hut Int316 F.3d 1331, 1339 (Fed.
Cir. 2003);Amazon.com, Inc. v. Barnesandnoble.com, B®9 F.3d 1343, 1350 (Fed. Cir.
2001)). The failure to meanylimitation of a patent claim defeats an allegatbtiteral
infringement. Id. (citing Rohm & Haas Co. v. Brotech Corfi27 F.3d 1089, 1092 (Fed. Cir.
1997);Laitram Corp. v. Rexnord, Inc939 F.2d 1533, 1535 (Fed. Cir. 1991)).

An embodiment of the claim appears as set forth below:

Open Position Closed Position




Some of the assertethims relate t@ specific structure of the adjustable gripping tool, the

gripping element, as set forth below:

Gripping Element

Plaintiff argues that the MALW reads on contested claim elements 1(c) ar)dbi t{e
‘579 Patent and element 1(c) oétl470 Patent: “each at least one gripping element including a
body portion adapted for engaging the workpiece, an arm portion configured to engage one of
said at least one guide and a force transfer element contiguous with the @om”pdihe
gripping element of the MALW is shown below, with identifications of portions by

Loggerhead’s expert, Dr. Jonathan Cagan:

gripping element I

force transfer

2 . — arm portion configured
element contiguous (‘ | to cugagc one of said at
with thearm portion {anstiona
adaptcd for
engaging the workpiece
(DSOFY 16.)



As an initial matter, Defendants argue that Plaintiff brings new infringementtadiega
for the arm portion and body portiimitation and that these new allegations are untimetly an
in violation of Local Patent Rule 3.IInfringement contentions are generally considered
adequate if they provide fair nodiof the scope of the plaintiff'infringement theory. In other
words,infringement contentions must set forth particular theories of infringement wifttient
specificity to provide defendants with notice of infringement beyond that which is prowided b
the mere language of the patents themselkapert infringement f@orts may not introduce
theories not previously set forth in infringement contentiodsdding Techs. Int’l, Inc. v.

CQG, Inc, No. 05CV-4811, 2014 WL 4477932, at *2 (N.D. Ill. Sept. 10, 2014) (ciffugjtsu
Ltd. v. Tellabs Operations, IndNo. 08 C 3379, 2012 WL 3018027, at *4 (N.D. Ill. July 23,
2012)).

Infringement theories have been struck, or courts have given leave to amermy wher
party has proded no specificity for the basbf the infringement theorySee Morningware, Inc.
v. Hearthware Home Products, In&o. 09C4348, 2010 WL 3781254, at *7 (N.D. IIl.

Sept. 22, 2010) (striking doctrine of equivalents infringement theory not sufficientlpsisl).
Plaintiff's final infringement contentions includieeir theory that the MALW’s grippinglement
had a body and arm portion that infringbd asseéed patents. Further, this infringement theory
was not raised for the first time on summary judgment, as Plaintiff argued in dppieSiental

Claim Construction Briethat an arm portion witthteedimensional depth infringed:

LIARNR LY.

1\1 ojects from p1o1ca~ h om 171 ojects from projects from projects from
body portion ydy portion body portion body portion body portion




(Dkt. 175.) Additionally Plaintiff's expert identified a thredimensional part of the gripping

element as the arm portion during his deposition:

[l

(DSOF, v 17.)Plaintiff provided Defendants with notice thieirinfringementheory.
Defendants argue that LoggerHead has failed to identifyrampartion of the MALW
that is designed to engage a guae contiguous with the force transfer elemenhe term
“arm portion” was construed as the “portion of the grippilegnent(s) configured to engage one
of the guides and contiguous with a force transfer elem@&wfendants argue thdte part of
the gripping element Plaintiff's expert identified as the arm portion is the side ¢lfattle

transfer element comes out and thatarm portionside does not engage the guide.

a gripping
element

(DSOF 1 13.)



Plaintiff respondshat they have identified an aortion of the gripping element which

engages with the guide.

Fig. 1 (Arm Fig. 2 (Arm Fig. 3 (Arm Portion from Fig. 4 (Arm Portion as Drawn
Portion of Portion of Infringement Contentions) at Dr. Cagan’s Deposition)
Gripping Gripping
Element) Elemment)

configurcd
to engage onc of smd at

least ome
L

engagimy the warkpece

— Force Transfer Element

Plaintiff argueghat this Court declined to read separate structure and projection limitations into
the claimduringthe claim constructigrso a portion does not have to be a separate structure.
Further, Plaintiff asertghat the arm portion is a three-dimensional voluwtgch engages the

guide, not simply one face of the gripping element.

Fig_ 5 (Arm Portion of the Gripping Fig. 6 (Cross Sectional View of Arm Portion of the
Element Engaging the Guide) Gripping Element Engaging the Guide)

Arm Portion of
Gripping Element

The dispute over the arm portion and body portion limitatepeates a dispute of
material fact. PlaintiffdMotion for Summary Judgment [2b®¥ deniedas to contested claim
elements 1(c) and 16(c) of the ‘579 Patent and element 1(c) of the ‘470 Patent.

Second Element

Plaintiff argues that the MALW reads on contested claim elementsriqd)é{d)(1) of

the ‘579 Patent and element 1(d)(1) of the ‘470 Patent:

9



‘579 Patent “the second element including artw@ation portion havig a second
opening concentric with the first opening and at least one slot
disposed adjacent the second opgneach said at least one slot
having a first section configured to engage the forcefeartement
of one said at least one gripping element, such that movement ¢f the
second element with respect to fhist element actuates each at
least one firssection to contact and move each respective force
transfer element thereby actuating each said at least one gripping
element along respective saidedst one guide”

‘470 Patent “the second element including artw@tion portion having at least
one slot therein, each said at leas¢ slot having a first section
configured to engage the force transfer element of one said at least
one gripping element, such that movement of the second element
with respect to the first elementtaates each at least one first
section to contact and move each respective force transfer element
thereby actuating each said at least one gripping element along
respective saidt least one guide”

Defendants argue thBtaintiff has not identified a sloDefendants’ infringement expert states
that the term “first section” implies that the entire slot cannot be the first sectiontifiPlain
responds that it has identified ‘laast one slot having a first section configured to engage a force
transfer element” in the MALW:

Fig. 9 (MALW Slot with a Fig. 10 (Disassembled MALW Fig. 11 (MAWL Slots Define a
First Section) Second Element Plate Showing Path that Decreases Radially
Slots with a First Section) from Outer End to Inner End)

Slot with
First Section

Inner End Outer End

Red dashed line indicates
distance from center to
each end of the first section

Whether the slot has a first section is a question of material fact.
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Plaintiff's Motion for Summary Judgment [264]deniedas to contested claim elements
1(d) and 16(d)(1) of the ‘579 Patent and element 1(d)(1) of the ‘470 Patent.

Aligning Element

Plaintiff argues that the MALW reads on contested claim eled(ei?) of the ‘470
Patent “wherein the first element further includes at least one alignamgeaatt such that each
said at least one aligning element is disposed between an adjacent pair ®agdiéstends
parallel to the force transfer elements.” The claim language requires a firehehath aligning
elements that are located between adjacent guides and that are parallel to the #bece tran
element of the gripping portiorDefendants argue that the aligning elemangspart of the
second elemeras the ends of thadigning elementome into contact with the second element
but only pass through the first element. Plaintiff responds that theremtactrequirement in
the ‘470 PatentWhether the aligning elements are part of the first element or the second
element is a question of material fact.

Plaintiff's Motion for Summary JudgmefR64] is denieds to contested claim element
1(d)(2 of the ‘470 Patent.

Locking Mechanism

Plaintiff argues that thiecking mechanism on tHdALW infringes depenent claims 2
and 6 of the ‘579 &ent. Thephrase tlisposed on the first element operablsecure the first
element and second element in a desired angular orieritatithe ‘579 Rtent was construed as
“positioned on the first element to maintain the first and second elements at anonet=d
position.” As stated in the claims consttiom ruling, the patentee distinguished prior art on the
basis that the prior art “does not provatey locking function$ The prior art showed a

mechanism prevented the arm of the tool from moving forward but did not hold the arm in place.

11



The claim laguage in the ‘579 Patent clearly indicates that the locking mechanism keeps the

first and second element at a desired orientatienholds the elements locked in a specific

configuration. Further, the specifications state tha first element and second elemesmnot

be moved relative to one another without first releasing the lock mechan(i$&182 at 7:13-

16.) (Emphasis added.) The MALW's locking mechanism prevents the handles of thertool f

moving farther apart but does not lock them into a fixed position both ways, as clainhmed by t

patent. The MALW'’s two elements can be moved relative to each other without releasing th

locking mechanism. The MALW does not infringe dependent claims 2 and 6 of thed&f9.P
Plaintiff’'s Motion for Sumnary Judgment [264] is denied as to dependent claims 2 and 6

of the ‘579 Rtent.

CONCLUSION

For the reasons discussed above, Plaintiff’'s Motion for Summary Judgment of

Infringement [264] is denied.

Date: September@, 2016

N W. DARRAH
ited States District Court Judge
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