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IN THE UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

SONIX TECHNOLOGY CO., LTD., )
Raintiff,

V. Caséo. 13C 2082

)

)

)

)

)
PUBLICATIONS INTERNATIONAL, LTD., )
SD-X INTERACTIVE, INC.,ENCYCLOPAEDIA )
BRITANNICA, INC., and HERFF JONES, INC., )

)

Defendants. )

MEMORANDUM OPINION AND ORDER

AMY J. ST. EVE, District Court Judge:

Defendants Publications Intetional, Ltd. (“PIL”), SD-XlInteractive, Inc. (“*SD-X"),
Encyclopaedia Britannica, Inc.Rfitannica”), and Herff Jones, én(“Herff Jones”) (hereinafter
“Defendants”) move to bar certain aspecttheftestimony of Plairffi Sonix Technology Co.’s
(“Sonix”) technical expert Dr. Amit Ashok purant to the Federal Rules of Evidence and
Daubert v. Merrell Dow Pharms., Inc509 U.S. 579, 113 S.Ct. 2786, 125 L.Ed.2d 469 (1993).
For the following reasons, the Coun its discretion, grants iimited part and denies in part
Defendants’ motion.

BACKGROUND

Factual Background

On March 8, 2013, PIL and SD-X filed a lavitsseeking declaratgjudgment of non-
infringement and invalidity of United Statesitent No. 7,328,845 (“thi@45 patent”), against
Sonix, the owner of the ‘845 patent. Onmgla18, 2013, Sonix, a Taiwanese company that

designs and develops integrated circuits atatee products, filed thpresent lawsuit involving
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the same occurrence. Rather than pursiéceeof a Taiwanese defendant, PIL and SD-X
moved to voluntarily dismiss their action, whittte district court granted on May 9, 2013. PIL
and SD-X filed an answer in the preswsuit on April 25, 2013. On September 17, 2013,
Sonix filed a First Amended Complaint adding fidones and Britannica as named Defendants.

The ‘845 patent, entitled “Method for Produg Indicators and Processing Apparatus
and System Utilizing the Indicators,” issuedfebruary 12, 2008 and is directed to the use of
graphical indicators (e.g., a matrix of smallgjaiffixed to the surface of an object and
negligible to the human eye that provide infatian, beyond the visual text and images on the
object’s surface, that is retrievable through attebnic system. The ‘845 patent describes a
method for producing visually negligible dot patiger referred to as “graphical indicators” —
affixed to a surface (e.g., the page of a book), that overlap and co-exist, but do not interfere, with
the main information on the surface of the object (e.g., visual text and images). By the time
Sonix filed this lawsuit in March 2013,€h845 patent had undergone two ex parte
reexaminations before the United States PatedtTrademark Office (“PTQO”) — both resulting
in the issuance of Ex Parte Reexaminatiortifieates on December 27, 2011 and December 26,
2012. The ‘845 patent was alsdpct to litigation that thearties settled and voluntarily
dismissed in June 201Bee Sonix Tech. Co., Ltd. v. VTech Elecs. N. Am,,10.C 8291 (N.D.

lll. June 25, 2011).

Following the close of discovery in thisntauit, Defendants filed a motion for summary
judgment pursuant to Federal Rule of Civib&&dure 56(a) arguing thidte ‘845 patent was
invalid and non-infringed. The Court grattBefendants’ summary judgment motion on the
ground that the ‘845 patent was invalid for indi#éiness. Specifically, hCourt concluded that

the claim term “visually negligle” was subjective, that thdaim language did not provide



guidance on its meaning, and that the written jgtsen did not provide a person of ordinary
skill in the art “with a meaning that is reasblyacertain and defines objective boundaries as to
the scope of ‘visually negligiblas used in the ‘845 Patent’keeping in mind that because the
parties agreed that the Counbsild give the term “visually néigible” its ordinary meaning, the
Court did not construe “visually negligible” its October 2014 claim cotnaction ruling. In the
December 2015 summary judgment ruling, the €Cooncluded that “visually negligible”
rendered the asserted claims ivas indefinite. BecausedlCourt concluded that the ‘845
patent was invalid as indefinite, it did naldaess any infringement arguments at summary
judgment.

Sonix then appealed to the United Statear€of Appeals for the Federal Circuit. The
Federal Circuit reversed the detenation of indefiniteness antle judgment of invalidity on the
ground that the term “visually negligible” was madlefinite. The Fedel&ircuit specifically
concluded that the claim term “visually iggble” was not purely subjective because “the
guestion of whether something is ‘visually neiillg’ or whether it interferes with a user’s
perception...involves what can been by the normal human eye&bnix Tech. Co., Ltd v.
Publications Int'l, Ltd, 844 F.3d 1370, 1378 (Fed. Cir. 201 Further, the Federal Circuit
concluded that although “visualhegligible” is “a term of dgree,” what “can be seen by the
normal human eye” is an “objective baseliheough which to interpret the claimsld. In sum,
the Federal Circuit held “that ‘visually negligibis not a purely subjectevterm and that, on this
record, the written descriptiaand prosecution history providefcient support to inform with
reasonable certainty those skilled in the art of tlpsof the invention.ld. at 1381. Due to
the Federal Circuit concluding that the assectaans were not indefinite, it did not address

Sonix’s alternative arguents for reversal.



I. Dr. Amit Ashok’s Qualifications

Dr. Ashok graduated from the University $fvaziland with a B.Sc. in Electronics and
Telecommunication Engineering in 1998, and in 20@lgraduated from the University of Cape
Town, South Africa with a M.S. in Electrical Engineering. In 2008, Dr. Ashok graduated from
the University of Arizona with a Ph.D. in Elecial and Computer Engaering with a minor in
Optical Sciences. While working on his Ph.D, Bshok was a graduate research assistant in the
University of Arizona Department of Electrlend Computer Engineering Optical Computing
and Processing Lab.

Thereafterspecifically,from 2007 to 2009, Dr. Ashok was a senior scientist in the New
Applications and Research and Developnt@&mup at OmniVision CDM Optics Inc. In 2009,
Dr. Ashok became a senior research scientist in the Optical Computing and Processing Lab at the
University of Arizona. He began teaching & thniversity of Arizona in the Department of
Electrical and Computer Engineering as an amsigirofessor and the Cajle of Optical Science
as an associate professor in 2011. PresdhtlyAshok directs the Intelligent Imaging and
Sensing Lab at the University of Arizona. Irdaan, he has conducted research in the areas of
image processing, optical engineering, compoitati imaging, partially-coherent compressive
imaging, knowledge enhanced compressive measurement, post-measurement information
theoretic compression, and congsie passive 3D imaging.

Furthermore, Dr. Ashok has published nuouws scholarly joural and conference
articles relating to sensing and imaging, including Yujie Gu, Nathan Goodman & Amit Ashok,
Compressed Sensing Kernel Resfor Radar Range Profiling2 IEEE Transactions on Signal
Processing 3194 (2014); Amit Ashok, Liang C. Huang & Mark A. Neifelidrmation Optimal

Compressive Sensing: Static Measurem@dtJOSA A 831 (2013); Vicha Treeaporn, Amit



Ashok & Mark A. Neifeld,Space-time Compressive Imagisd Applied Optics A67 (2012);
B.M. Kaylor, Amit Ashok,et al.,Dynamically Programmable, Dual-Band Computational
Imaging Systemn Computational Optical Sensing and Imaging, OSA Technical Digest (2012);
Amit Ashok & Mark A. Neifeld,Compressive Imaging: Hybridleasurement Basis Desige
JOSA A 1041 (2011); and Jun K&mit Ashok & Mark A. Neifeld,Object reconstruction from
adaptive compressive measuremamtgature-specific imagingt9 Applied Optics H27 (2010).
Dr. Ashok has numerous manuscripts in progresjding work with Roman Kerviche entitled
“Joint-Design Approach for Extended DepthFoéld Imaging,” and “Scalable Information-
Optimal Imaging.” Also, Dr. Ashok is a jonal reviewer for SPIBournal: Optical
Engineering; OSA Journals: JOSA A, Appliedti®g, Optics Letters, Optics Express; and IEE
Journals: Transactions on Imdgecessing, Signal Processing Letters.

Dr. Ashok has given numerous talks at coafees, including “Projective Imager Design
with Task Specific Information” at Frontiens Optics in 2007, “Multi-Domain Optimization for
Ultra-Thin Cameras” at Frontig in Optics in 2006, and “Engineering the Point-Spread-Function
for Super-Resolution from Multiple Low-Resoloiti Sub-Pixel Shifted Frames” at Frontiers in
Optics in 2005. He is named as an inventoseveral publications and feats, namely, “Color
imaging based on computations imaging and narrow band absorption color filter array,” “Object-
based pre-processing for OCR,” and “Image Data Fusion Systems and Methods.” U.S. Patent
Application Publication NoUS 2016/0245698 (filed Apr. 6, 2016); U.S. Patent Application
Publication No. US 2012/0063690 (filed Sep. 6, 201¥y. Patent No. 8,824,833 (filed Jan. 30,

2009).



LEGAL STANDARD *

“In Daubert v. Merrell Dow Pharmaceuticals, Inthe Supreme Court explained that
Rule 702 requires the districtw to serve in a gatekeepinge and make ‘a preliminary
assessment of whether the reasoning ohaaetiogy underlying the testony is scientifically
valid.”” Haley v. Kolbe & Kolbe Millwork Cp863 F.3d 600, 611 (7th Cir. 2017) (quoting
Daubert,509 U.S. at 592-93). In shoRaubertrequires the district court to act as an
evidentiary gatekeeper, ensuring that an ejgrstimony rests on a reliable foundation and is
relevant to the task at handKrik v. Exxon Mobil Corp._ F.3d __ , 2017 WL 3768933, at *3
(7th Cir. Aug. 31, 2017). Although the Seventh Circaviews “the districtourt’s application
of Daubert[] de novo,” if “the court adhered to timubertframework, then its decision on
admissibility is reviewed for abuse of discretiorestate of Stuller v. United Staté,1 F.3d
890, 895 (7th Cir. 2016).

A district court’s evaluatin of expert testimony und®aubertdoes not “take the place
of the jury to decide ultimatessues of credibility and accuracyl’apsley v. Xtek, Inc689 F.3d
802, 805 (7th Cir. 2012). Once it is determineat tthe proposed expert testimony meets the
Daubertthreshold of relevance and reliability, the aaxy of the actual evidence is to be tested
before the jury with the familiar tools of ‘vigorous cross-examination, presentation of contrary
evidence, and careful institian on the burden of proof.”ld. (quotingDaubert 509 U.S. at
596). A district court’s inquiry undddaubertis a flexible one and slirict courts have wide
latitude in performing tis gate-keeping functionSee Kumho Tire Co. v. Carmichagl6 U.S.

137, 141, 119 S.Ct. 1167, 143 L.Ed.2d 238 (1998 also Krik___ F.3d __, 2017 WL

L Whether proffered evidence is admissible &t s a procedural isgunot unique to patent

law, and we therefore reviewelistrict court’s decision to adt expert testimony under the law
of the regionatircuit[.]” Summit 6, LLC v. Samsung Elecs.,@02 F.3d 1283, 1294 (Fed. Cir.
2015).



3768933, at *3 (“The district court holds bradidcretion in its gatekeeper function of
determining the relevance and réllay of the expert opinion &imony.”). “[T]he key to the
gate is not the ultimate correctness of the elgednclusions,” rather*it is the soundness and
care with which the expertrared at her opinion[.]” C.W. ex rel. Wood v. Textron, In8Q7
F.3d 827, 834 (7th Cir. 2015) (citation omitted)T]he proponent of the evidence must
establish that the expert’s testimony is reliable (and relevant) by a preponderance of the
evidence.” United States v. SaundeB26 F.3d 363, 368 (7th Cir. 2016).
ANALYSIS

In DefendantsDaubertmotion, they seek to excludertain portions of Dr. Ashok’s
expert opinion testimony for tee reasons: (1) in applying thaioh term “visually negligible”
in his infringement and validity analyses, Dr.ha& utilized an impropesubjective standard; (2)
Dr. Ashok used an unjustified assumption to edtthe analysis he performed on a few accused
products to all fifty-three accudgroducts relevant in thiawsuit; and (3) when Dr. Ashok
applied the term “header information,” he addegv limitations and requirements that were not
in the Court’s claim construction.
l. Visually Negligible Opinions

Dr. Ashok has offered expert opinions relatinghe limitation “visially negligible” in
the context of both the accused products’ alleagéthgement and the alleged invalidity of the
‘845 patent based on certain praot references. In his Md&b, 2015 Opening Expert Report
relating to infringement, Dr. Ashok opined:

The dot patterns printed on the Accuseddects are visuallperceptible to a

degree if one views the printed materiatyvearefully at close distance in the

proper lighting, but they do not interfereadtwith the user’s perception of the

text and images on the surface. A typigsér is unlikely to even notice and

would not pay attention to these baakgnd patterns on the pages of the various
books and globes in question when they are viewing the text and images. Thus, it



is my opinion that the dot patterns ped on all of the Accused Products satisfy
the claim requirement that they be “visually negligible.”

(R. 279-1, 5/5/15 Ashok Report, at 19.)

Defendants move to exclude portiondof Ashok’s testimony regarding the term
“visually negligible” arguing that his opinions do not fulfill tBaubertstandard for reliability
and relevanceSeeDaubert,509 U.S. at 597 (district court muestsure that expert evidence
“both rests on a reliable foundation and is relevarthe task at hand.”)More specifically,
Defendants argue that Dr. Ashok utilized an impraquibjective standard in light of the Federal
Circuit’s ruling that “visually ngligible” is an objective termAs discussed above, the Federal
Circuit held “that ‘visually neglidple’ is not a purely gbjective term” and that what “can be seen
by the normal human eye” is an “objective baselihrough which to intpret the claims.”
Sonix,844 F.3d at 1378, 1381. Thus, the premisbafendants’ argument that “visually
negligent” is an objective termisstates the Federal Circuit’s ruling. With this in mind, the
Court first turns to Defendants’ argument tBbat Ashok’s expert opinions as to the term
“visually negligible” are scientifically unreliableSee United States v. Smi@il F.3d 907, 909
(7th Cir. 2016) (expert opinion must be based'scientific, technicalor other specialized
knowledge”) (quoting Fed.R.Evid. 702).

A. Dr. Ashok’s Infringement Opinions

Defendants specifically argue that Dr.h&&’s “visually negligible” infringement
opinion is speculative and thatdaeise Dr. Ashok did not apply asgientific method in forming
his opinion, his conclusiorere mere ipse dixitSeeGeneral Elec. Co. v. Joines22 U.S. 136,
146, 118 S.Ct. 512, 139 L.Ed.2d 508 (1997) (“A coury manclude that there is simply too
great an analytical gap tweeen the data and the opinion proffered.”). Urdaubert a “critical

inquiry is whether there is aonection between the data empldyad the opinion offered; it is



the opinion connected to iskng data ‘only by th@se dixitof the expert,’ that is properly

excluded under Rule 702 Manpower, Inc. v. Ins. Co. of Penii32 F.3d 796, 806 (7th Cir.

2013) (quotation omittedyee alsdrown v. Burlington N. Santa Fe Ry. Co65 F.3d 765, 772

(7th Cir. 2014) (“Rule 703 requires the expert to rely on “facts or data,” as opposed to subjective
impressions.”).

In support of their argument that Dr. Ak did not base his visually negligible
infringement opinions on alrable methodology, Defendants pbito Dr. Ashok’s deposition
testimony in which counsel questioned him about the method he used in determining “visual
negligibility” as to the accused products:

Question: Again, if | wanted to knowhether or not my dots were visually

negligible under the ‘845 pant, is there any sort standard that you could point

me to that would say it’s vislly negligible at this point?

Answer: | would say that | would refer to the example densities which are

mentioned in the patent. That woulddree such recommendation. But it is not a

universal standard by any means becaudepends on the visual acuity of the

observer. And my method of determinwigual negligibilitywould be print at

the magnification desired and look atlitwould imagine that would be

representative of most peoptmking at it. But there iso technical standard that

| know of which would say this becomeisually negligibleat this point.

(R. 279-3, 07/15/15 Ashok Dep. at 51.)

In making their argument, however, Defendants ignore the Federal Circuit’s ruling on
appeal. In particular, after cdnding that “visually negligiblelis “a term of degree,” and that
what “can be seen by the normal human eye” is an “objective baseline through which to interpret
the claims,” the Federal Circuibnsidered intrinsicral extrinsic evidenct further support its
holding that the term “visually igigible” was not indefinite.See Sonix344 F.3d at 1378-80

(“[c]laim language employing terms of degrees hang been found definite where it provided

enough certainty to one of skill the art when read in the cent of the invention.”) (citation



omitted);see alsdNautilus, Inc. v. Biosig Instruments, Iné34 S. Ct. 2120, 2124 (2014) (“we
hold that a patent is invalid for indefiniteness if its claims, read in light of the specification
delineating the patent, and the grostion history, fail to informyith reasonable certainty, those
skilled in the art about the scopkthe invention.”). In doing so, the Federal Circuit discussed
Defendants’ arguments concerning Dr. Ashok’s deposition testimony:

Appellees repeatedly cite DYshok’s responses dag his deposition.
Appellees asked Dr. Ashok to define “visuatiggligible,” a term for which he had
given no previous definition, and whictppellees had previously agreed did not
need a construction. But it is unsurprgsithat Dr. Ashok indicated that he was
unaware of a “technical standard” for tleem, as Appellees had agreed to an
ordinary-meaning construction, there waseason for him to attempt to determine
one. Even so, Dr. Ashok did not opine thagkilled artisan wuld have any trouble
understanding the term or thtae claims were indefinite, and he observed that he
thought that his assessment of what wiagally negligiblewould likely be
representative.

Id. at 1380 (internal record citations omitted).

Not only do the Federal Circuit's obsatiwns regarding Dr. Ashok’s deposition
testimony explain why Dr. Ashok did not determagechnical standardifehe term “visually
negligible,” but the appellateourt’s opinion speaks to why DAshok’s opinion testimony that
the accused products satisfy the claim requirettenthey be “visually negligible” may be
unnecessarySeeDaubert 509 U.S. at 591 (Rule 702 “requires that the evidence or testimony
‘assist the trier of fact to undeéasd the evidence or to determméact in issue,” which “goes
primarily to relevance.”). In particular, the Federal Circuit reasoned:

Appellees apparently understood the nieguof “visually negligible” from the

beginning of the litigation. Their initiahivalidity contentions did not argue that

the “visually negligible” was indefinitggnd neither did their final contentions.

Indeed, at no point before Dr. Ashok’spdsition did they contend that “visually

negligible” was indefinitegven though they contendttht twenty-eight other

termswereindefinite. That Appellees themsges did not question the clarity of

“visually negligible” in the first severalears of litigation supports the conclusion
that the term could be undared with reasonable certainty.

Id. (emphasis in original).

10



Equally important — prior to theDaubertreply brief dated July 27, 2017 in which they
state for the first time that their view of ttegm “visually negligibé” has changed — Defendants
did not dispute that the dot patisrin all of the accused produet® “visually negligible” in the
district court litigation. In DEendants’ response to Sonix'siél infringement contentions, for
example, “Defendants admit that the dots fednn the Identified RPrduct(s) are visually
negligible, and therefore would fall within théelial scope of that reqeiment in this claim
element.? (R. 293-1, Ex. 1, 2/25/15 Resp. torfx Final Infringement Contentions,
Attachments A, B.) In addition, DefendantdBland SDX’s Rule 30(b)(6) witness testified
that the dot patterns in the accused products aearitrto be transparent to the user[.]” (R. 293-
1, Ex. 2, Coyle Dep., at 118-13.) Indeed, Defendants’ owkpert, Dr. Daniel Engels, stated
in his rebuttal report that “I agree with the aysaéd of Dr. Ashok [thatihe dot patterns in the
specific products reviewed by Dr. Ashok in his Re@we visually negligible and affixed to the
surface of an object.” (R. 184-6, Engels Rep. 1 14&¢ordingly, the Court, in its discretion,

denies this aspect of Defendariigiubertmotion?

2 Defendants cannot amend their responses tocSditial infringement contentions via their
Daubertreply brief. SeeN.D.Ill. L.P.R. 3.4. Moreover, any sbh amendment at this late date in
the proceedings — with a tridate set for February 5, 2018 -ewid be unfairly prejudicialSee
Freed v. Friedman215 F. Supp. 3d 642, 658 (N.D. Ill. 2016) (district court has inherent
authority to “control the dispason of the causes on its docket wabonomy of time and effort
for itself, for counsel, and for igants.”) (citation omitted).

% Defendants do not develop their argument thatCourt should bar Dr. Ashok’s testimony in
relation to the Accused Productsitiine did not testinstead, Defendantste an Eighth Circuit
case that is distingthable on the factsSee Dancy v. Hyster Cd.27 F.3d 649, 652 (8th Cir.
1997) (“there are significant differences betw#®se two pieces of tihg equipment and lift
trucks: differences that prevent the automasisumption that what works on one will work on
another.”);see alsd\Native Am. Arts, Inc. v. Peter Stone Co., U.2222 F. Supp. 3d 643, 648
(N.D. 1lll. 2016) (“That rejection by a judge one case does not mean that in another case, the
expert cannot testify follows from the principlatha district court’s decision to admit or bar
expert evidence is a matter of discretionDefendants’ undevelopedguments are waived.

11



B. Dr. Ashok’s Validity Opinions

The Court now turns to Dr. Ashok’s “visualhegligible” opinionan relation to the
alleged invalidity of the ‘845 pate based on certain priart references. To give context, as
early as early as January 17, 2014, Sonix dispDefdndants’ invaliditycontentions based on
prior art in relation to the term “visually niggble.” (R. 213-5, Reg. to Initial Invalidity
Contentions.) Meanwhile, as statadheir Final Invalidity Contentions:

Defendants contend that tasserted claims of th845 Patent are invalid as

anticipated or obvious over one or mofehe following prior art references,

either alone or in combination with oaaother. These patents and publications

are prior art because each of themstiutes prior art under 35 U.S.C. § 161,

seq and have a relevant filing, publicatiar,issue date prior to the claimed

priority date of the 845 Patent, whicloi@x asserts is no earlier than January 11,

2002.
(R. 213-6, Final Invalidity Conterttns, at 3.) Defendants thetentified numerous prior art
references in support of their invalidity contentions. In his Rebuttal Expert Report, Dr. Ashok
provided opinions regarding certginor art references identifidby Defendants, including U.S.
Pat. No. 5,416,312 to Lamoure (“Lamoure”), U.S. Pat. No. 6,438,251 to Yamaguchi
(“Yamaguchi”), U.S. Pat. No. 5,329,107 todly (“Priddy”), U.S. Pat. No. 5,591,956 to
Longacre (“Longacre”), and U.S. Pat. No. 4,924 fivy8ant’ Anselmo (“Sant’ Anselmo”). (R.
279-2, 6/1/15 Rebuttal Report.)

In the present motion, Defendants conterad Br. Ashok’s prior art opinions regarding
the term visually negligible “suffer from tleame flaws as his infringement opinions.” In

making this argument, Defendants fail to acknalgkethat Dr. Ashok’s validity opinions relate

to whether certain prior art rences disclose the concept'aiually negligible” graphical

SeeM.G. Skinner & Assocs. Ins. Agency, Inc. v. Norman-Spencer Agenc@4mé:.3d 313,
321 (7th Cir. 2017) (*Perfunctory and undeveld@eguments are waiveds are arguments
unsupported by legal authority.”).

12



indicators. In other words, Dr. Ashok’s priot analysis was not based on his own observations
of exemplary dot patterns, but ratthe based his opinions on #agress disclosures in the prior
art references as he understood them basdds background, training, and experience in
electrical engineeringnd optical physics. That being said, Dr. Ashok’s understanding of
“visually negligible” speaks to his ability to difientiate the claimed invention from prior art.
Turning to Defendants’ speafarguments, they first assénat Dr. Ashok did not give a
reasoned basis that the Priddy, Longacre, and Sant’ Ansefarences were not intended to be
visually negligible and that the dot patterns disclosed in Prduyd not be visually negligible
in the first instance. Despite Defendantgjianent to the contrary, Dr. Ashok gave detailed
explanations for the basis of his opinions is Rebuttal Report and during his deposition as to
these prior art references. Maspecifically, in discussintpe Priddy reference, Dr. Ashok
opined:
The Priddy reference is entitled Dynially Variable Machine Readable
Binary Code and Method for Reading and Producing Thereof. The fundamental
concept disclosed in Priddy is a two-dms@énal machine-readable binary code
that can be scaled in size, format andsiky of information. An enabling feature
of this binary code design isdftoncept of “matrix perimeter|[.]”
It is important to point out that while this feature, i.e. the matrix perimeter
or border, of the binary code embed®ptation information, such a binary code
represents a solution to asifgn problem that is fundamentally different than that
addressed by the ‘845 patent. The birades disclosed in Priddy are not
intended to be and are not visually negligible fact, it is esgdial that they be
highly visible to the user sithat they can be vislialocated and scanned|.]
Because it must be easily visually iti@able, the binary code disclosed in
Priddyis not designed to basually negligible a requirement for overlaying
binary codes without interfering with nmainformation. There are two primary
design elements of the binary code ttised in Priddy that render it visually
nonnegligible: (1) the size of the dotsemuivalently high (~100%) fill factor, and

(2) the dense nature of the codarfularly the contiguous line on the
perimeter).

13



In fact, if such a code is repeat@ad printed even at microscopic scale
(i.e. with features on theale of tens of microns) ia periodic or a semi-periodic
manner, it would be visually significant.have reviewed the affidavit of Sejer
Sejersen filed with the U.S. Patentlafrademark Office in connection with one
of the reexamination proceedings raigtto the ‘845 patent. Mr. Sejersen
prepared six exemplary dot pattern séagased on the disclosures of the ‘845
patent, the Priddyeference, and the Lamoueference. These exemplars
establish that the matrix perimeter lirefsPriddy as well as the checkerboard
pattern disclosed in Lamoure resultighly distracting patterns that would
materially interfere with the viewerfgerception of any text or images on the
surfacel[.]

This highlights two common design faegs (and limitations) of this and
other such two-dimensionalrary code or data matrcode designs in general.
First, the main motivation driving desigh codes such as those disclosed in
Priddy is to offer a scalable method &rcoding a high density of information at
the macro level in a codeahis easily visudy identifiable. Second, there is no
requirement to distinguish such binandes from adjacent ones. In applications
where the goal is to provide additional information about main information on a
surface (text and images) on a surface bylayig binary code such as a dot
pattern, these two design features becora@r limitations. In such applications,
the binary codes must be: (a) visuallgigible so as not to interfere with
overlapping main information, (b) distingtiable from adjace binary codes,
and (c) able to be redcbm any orientation.

Thus, Priddy does not teach a bineogle that is visually negligiblend
includes header information capabledaftinguishing it from adjacent codes and
capable of determining orientation. rity opinion, it would not be obvious to a
person of ordinary skill in the art totexd the matrix perimeter concept disclosed
in Priddy to the graphical indicatoowcept disclosed and claimed in the ‘845
patent.

(Rebuttal Rep., at 16-18.) (emphasis in original) .his deposition, Dr. Ashok explained that he

relied upon testing done by Sonix’smimg expert as to the irritaliiiy or visualnon-negligibility

of certain patterns in forming his opinionfAshok Dep. at 111-12.) Also, Dr. Ashok

meticulously walked counselrttugh his Priddy analysisld( at 135-36.)

Similarly, Dr. Ashok’s analyses of th@ngacre and Sant’ Anselmo references

sufficiently substantiate his cdnsions, especially in the context of Dr. Ashok’s entire Rebuttal

Report. In his analysis of the Lamgye reference, DAshok explained:

14



The data encoding struee disclosed in Longacoan be viewed as a
further evolution of the data matrix cadge.g. the codes disclosed in Priddy) to
increase the information density antprove handling of distortions, while
lowering processing time and increasing raaduracy at reasonable costs. The
data matrix design in Longacre, howevie Priddy, was designed to be visually
identifiable. In particular, the finder stture design element of the data matrix
contributes to increased Mgty that is not acceptabl®r applications where the
data matrix or dot pattern need tovigually negligible, particularly when
arranged in a semi-pedw or periodic manner at high spatial density and
microscopic scale (i.e. with features the scale of tes of microns).

(Id. at 20-21). In discussing the SaAtiselmo reference, Dr. Ashok clarified:
All the variations of the bordelisclosed in the Sant’ Anselmeference
suffer from the same limitations as datatrix codes in general, which is not
being visually negligible. The size and the fill factor of the data cells used to
encode information in the data matrix codes disclosed in Sant’ An$etther
renders them not visually negligible. Agesult, the variation of data matrix
design in Sant’ Anselmagain relies on gisually significanborder structure that
is inappropriate where the dot pattern ndedse overlaid with text and/or images
without visually irterfering with suchmain information.
(Id. at 22-23) (emphasis in original). Ais deposition, Dr. Ashok séified why — from a
usability perspective — it is important thgpatern be noticeable wh discussing the Sant’
Anselmo reference:
[T]ypically because these dot matrix cedgppear on products, they are pasted or
printed on products to identify ... serial nbet[s] or different information. And
typically, a human operator points theittiopl gun or camera to that particular
location.... [F]or example, in a grocesyore...the cashier would want to know
where the bar code is located.”
(Ashok Dep., at 114-15.)
Despite Dr. Ashok’s comprehensive explioas, Defendants contend that Dr. Ashok did
not explain how certain faots affected visual negligibility ithe prior art. Instead of fleshing
out this argument, Defendantogra footnote stating that Dr. IAsk did not identify or explain

how size of dots, fill factor, density, spacing, faganeity, or non-isotropy of codes affect the

visual negligibility of dot patterns. Bendants’ undeveloped argument is waiv&ee
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Evergreen Square of Cudahy v. Wisconsin Hous. & Econ. Dev, 84&F.3d 822, 829 (7th
Cir. 2017) (“A party may waive an argument by @m#ng it only in an undeveloped footnote.”).
Further, Defendants may test Dr. Ashok’s matia on these factors taital through “vigorous
cross-examination.’'See Daubert509 U.S. at 596.

Finally, Defendantsargumenthat Dr. Ashok is not qualifietb testify about “dot-pattern
technology” because his curriculum vitae fadshow experience working with any such
technology overlooks Dr. Ashok’s extensive tragiexperience, and education in optical
physics and electral engineering SeeFed.R.Evid. 702 (An expert may be qualified “by
knowledge, skill, experience, training or educatiorSipith v. Ford Motor Co215 F.3d 713,
718 (7th Cir. 2000) (courts “should considesraposed expert’s full range of practical
experience as well as academic or technicalitrgiwhen determining whether that expert is
gualified to render an opinion engiven area.”). In fact, Bendants admit that Dr. Ashok is
“well qualified in the areas ddlectrical engineering and togal physics.” (R. 279, Opening
Brief, at 6.) Moreover, Defalants’ attempt to carve out a narrow “dot pattern technology”
expertise from Dr. Ashok’s broader expertise and multi-disciplinary research in optical
engineering is misplaced, especially in ligiDr. Ashok’s deposition testimony explaining how
his expertise and technical knowledg relevant to understanding lability to differentiate the
claimed invention from prior art. Therefotae Court, in its disct®n, denies Defendants’
Daubertmotion as to Dr. Ashok’s expert opinions redjag the term “visuallynegligible” in the
context of the prioart references.

Il. Claim Term — “Header Information”
As discussed immediately above, Dr. Ashok bHered expert opinns distinguishing

prior art references in relation Befendants’ invalidity defenses. In this vein, in their opening
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brief, Defendants make a cursory, two-ggegh argument that Dr. Ashok added improper
limitations to the term “header informatiodtiring his deposition, and thus the Court should
strike his opinions as to that terrS8ee Exergen Corp. v. Wal-Mart Stores, 16&5 F.3d 1312,
1321 (Fed. Cir. 2009) (“No party may contradiat ttourt’s construction to a jury”). In their
reply brief, Defendants further argue tiwat Ashok and Sonix ar‘importing unstated
limitations into the Court’s constructions for ‘ltksat information™ in an attempt to avoid the
teachings of the Lamoure prior art refarerfPat. No. 5,416,312 to Lamoure). On the other
hand, Plaintiff maintains that the challengegagtion testimony is Dr. Ashok’s description of
the distinctions between the ‘845t@at and the Lamoure reference.

Turning the Court’s claim construction redat to Defendants’ argument, after the
September 201Karkmanhearing, the Court construededder information” to mean
“information in the graphical indator that is used to retvie the graphical indicator and
corresponding content infori@an and is capable of (Bjistinguishing the corresponding
graphical indicator from an adjant graphical indicator, and ()dicating the orientation of the
corresponding graphical indicatm the optical device.’Sonix Tech. Co. Ltd. v. Pub’ns Int’l
Ltd., 2014 WL 5489353, at *29 (N.D. Ill. 2014). bwoth his Opening and Rebuttal Reports, Dr.
Ashok acknowledged the Court’s constructioritidader information” as follows:

| understand the Court has construed thecterm “header information” to mean

“information in the graphical indicatordhis used to retrieve the graphical

indicator and corresponding conterfoirmation and is capable of (1)

distinguishing the corresponding graphicalicator from an adjacent graphical

indicator, and (2) indicating the oniation of the corresponding graphical

indicator to the optical device.”

(See, e.gOpening Report, at 22.) Furthermore, Bshok states in both dfis expert reports

that: “I understand that theoGrt has construed certain termedisn the patent claims and |
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have applied the Court’s constructions as sehfiorits Claim Construction Order dated October
30, 2014 in formulating my opinions.1d( at 2.)

To lend further guidance to Defendantgjuaments, Dr. Ashok’s opinions in his Rebuttal
Report concerning the Lamoure reference state:

The Lamoure reference was disclosed to the U.S. Patent Office by Sonix
during the original prosecution of the ‘8g&atent, and thus §ted prior art that
was considered during the original exaation that led to issuance of the ‘845
patent. The Lamoure reference has aksen the basis for two reexamination
proceedings, both of which have confirmed the patentability of the asserted claims
over the Lamoure reference.

The Lamoure reference attempts ttvedhe problem of how to associate
large quantities of diverse informai with the limited amount of visual
information that can be effectivelygsented to a user on a map. Lamoure
teaches the use of dot patterns thatféreeto as “indexes” printed on a “sheet”
such as a map to essentially hyperlinkng®on the sheet to large quantities of
related information. Using this systeanl.amoure index “serves as a key giving
access to information that is not provided on the document, and which may differ
according to the intended use thereof and can be easily updated.” This would
allow entire texts to be stored in a datsdaBy selection of a particular index on
the surface of the map, the user couldifertconsult the database “using an input
means such as a keyboard, and an alpimeric display means” to obtain the
specific information the user desired.

The “indexes” disclosed in Lamauare dots arrangea block patterns
that could be read by an optical wartdowever, the “indexes” disclosed in
Lamoure lack key features of the graphicalicators claimedh the ‘845 patent.

For example, Lamoure recognizee froblem of differentiating between
closely spaced “indexes” on a sheet. abldress this problem, Lamoure teaches a
single solution for differentiating amongntiexes” that is based on spacing:

To facilitate further the identification and decoding of the pattern
best centered in the scanning fiefdhe optical reading means, it
is possible to incorporate inglrame only one block out of two
and to arrange the incorporated Bloafter the fashion of a regular
rectangular checkerboarals shown in Fig. 4.

Recognizing the limitations of such a system, Lamoure spesttlaat one could
index the “blocks” using another indegi scheme that is also based on spacing
such as “Hilbert’s curve,” but Lamogidoes not develop such an approach.
Lamoure failed to conceive of usindneader portion incorporated into his
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“indexes” instead of mandatory spacimgtween indexes to differentiate among
multiple indexes in the field of view of the optical reader.

Lamoure similarly recognizes the prebi of determining the orientation
of an “index” relative to the opticakader. However, Lamoure again turns to
spacing and the use of aardinate arrangement thdexes” to solve this
problem. Arranging the “indexes” in“aheckerboard pattern,” Lamoure teaches
that such a checkerboard arrangemesfifes the two ohtogonal directions, Xx,

y.” Such an orthogonal system “enabl[és} map to be oriented about the index
in question,” thus facilitatingdentification of the indexes.

Thus, while recognizing issues relatiiogdifferentiation and orientation of
the “indexes” that make up the encodingtsidisclosed in the Lamoure reference,
the only solution to these issues thatastemplated by Lamoure is mandatory
spacing between the “indexes.” Lameuloes not disclose header portions
incorporated into the “indexes” thfferentiate among or determine the
orientation of the “indexes” ithe field of view of the djcal reader. As a result,
the concept disclosed in Lamourdiisited to an orthogonal arrangement of
spaced apart “indexes” on the surface of a map.

(Rebuttal Rep., at 11-13.) (internal citats omitted). Dr. Ashok further opined:

Lamoure fails to disclose a graphical indicator as claimed in the Asserted
Claims of the ‘845 patent. A graphicatlinator can take amggular or irregular
shape and may ha@myorientation on the surfacé graphical indicator also
includes header information that mayweea variety of functions, including
differentiation among graphical indicascaind establishment of orientation
relative to the optical reader.

[L]amoure’s indexes arnot graphical indicaterbecause Lamoure does

not teach the use of headers, and bechamoure’s indexes could only be used

in aspecific orientatiomrelative to the surface or tloptical reader. The graphical

indicator of the ‘845 patent overcomasjor limitations inthe indexes of

Lamoure, solving problems that Lameuecognized but failed to effectively

address.
(Id. at 23.) (emphasis in original) (internal citation omitted).

At his deposition, Dr. Asho#tistinguishedhe Lamoureeference from the ‘845 patent as
follows:

Question: You had said then, that it doésmtlude a header. Is that because of
the visual neglidpility issue thatyou talked about?
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Answer: So two issues, visual niggbility and also the limitationsl think the

‘845 definition of “header” does not ha any limitations in terms of which

orientations which it can dtinguish, which it cannotBut the Lamoure does

have that limitation. So those are the two distinctions.

Question: Anything else wittespect to that issue?

Answer: So more of a finer detaitrom my understanding of the ‘845 patdnt,

think the intention of the header is todsomewhat well-defined local pattern

that allows determination of theientation and the boundaries of the graphic

indicator.

As opposed to Lamoure — you know it has similar functionalities of the

header with those limitations acdveats | mentioned, but it is noit4s a

distributed kind of rstriction on the patterns of dot@hich manifests itself as a

header

So for example, those spaces. So the absence of those dots and those
spaces is one aspect of the header, rigitt@ other aspect is the absence of the

dots and the rows and columns, the chdwbard pattern. So all of those things

combined give it that functionality of lined orientation and dtinguishability.

And | believe the ‘845 patent does madend that header to be necessarily

distributed with, you know, the examples whare specified. Itis more —in a

more localized sense. Thata very fine distinction.

(Id. at 138-40) (emphasis added).

Defendants first argue that Dr. Ashok added a new requirement to the term “header
information,” namely, that the dot pattern mursdt have any limitations in terms of which
orientations which it can distingah, which it cannot.” In respoesPlaintiff explains that Dr.
Ashok’s statements about the disclosures irLimoure reference do not add new limitations to
“header information,” but rather his testimony déses the distinctionbetween the ‘845 patent
and the Lamoure reference. The Court agrdsre specifically, te Court’s construction
requires “header information” to be capabléintlicating the orientadn of the corresponding

graphical indicator to the optitdevice.” In his Rebuttal Rert, Dr. Ashok clarified “Lamoure

fails to disclose a graphical indicator asmlad in the Asserted Claims of the ‘845 patent”
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because a “graphical indicator can take @agular or irregular shape and may hang
orientation on the surface” and “Lamowg@\dexes could only be used is@ecific orientation
relative to the surface dine optical reader.” Dr. Ashok’s te@sbny that “header information” in
the ‘845 patent does not place any limitationsuich orientations the header can indicate
distinguishes the Lamoure reference’s shortcomimgsat the dot pattern (“indexes”) disclosed
can only indicate orientatian certain circumstances.

Defendants also assert tiat Ashok’s testimony adds tmequirement that the header
information must “be a somewhat well-defined logattern” as opposed &“distributed kind of
restriction on the patterns of dots.” As Bshok explained when making these comments, he
was drawing a very fine distinction between laure and the ‘845 patent — but he also admitted
that the “concept of a localized header @malzed header information” was from his own
understanding, not the Court’s ichaconstruction. (Ashok Dep., at 140.) In this respect, Dr.
Ashok’s testimony contradicts the Court’s claim damgion, and thus would not be helpful to
the jury. SeeRodefer v. Hill's Pet Nutrition, IncNo. IP 01-123—-C H/K, 2003 WL 23096486, at
*5 (S.D. Ind. 2003) (Hamilton, J.) (“Evidence is relevant uridaubertif it is ‘helpful’ to the
trier of fact and ‘fits’ the issuas the case.”). The Court, its discretion, grants Defendants’
Daubertmotion in this respect.

Further, Defendants argue that Dr. Ashadéposition testimony adds to the Court’s
construction of “header information” by requiringttithe same information be used to perform
each of the functions in theoQrt’s construction.” Defendangmint to the following deposition
testimony in support of their argument:

Answer: So in Lamoure, this functionality is split into two parts. For

distinguishability, you have to rely on the white spaces. But for orientation, you

have to rely on this — the gaps in tlegvs and columns, the white spaces, the
white rows and columns.
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So in ‘845, the header, which is both of those requirements
simultaneously, it seems here you need two different structures in Lamoure to
achieve each one of those requirements.

Question: So — | want to make sunenderstand. It is yownderstanding that
the term*header information” as construetdy the Court requires the same
information to be used for Hodistinguishing and orientiry

Answer: Yes.

Question: Can it reference othefarmation other than the header?

Answer: lItis not limited to those funohalities. | can embed other information
into the header.

Question: What | mean is, what ifetinformation you have identified as the
header information cannot by itself deténe orientation or cannot by itself
determine — distinguish between adjaaggaiphical indicators? Would that be
header information, by your understanding?

Answer: That would cease to be a header information as intended byit845.
requires at least those two functionalities

Question: And you believe, then, bothtlebse functionalities have to be
performed and have the same information.

Answer: Yes

(Ashok Dep., at 141-43) f@phasis added).

In response, Plaintiff argues that the dualtionality requirerant applied by Dr. Ashok

is consistent with the Court’s claim constroctiof the term “header information” because the

Court’s construction of “headerformation” defines this term as “information in the graphical

indicator that is...capable of (#ljstinguishingthe corresponding grapal indicator from an

adjacent graphical indicator, and {&jlicating the orientatiorof the corresponding graphical

indicator to the optical device.Ilndeed, Ashok applied reasoniognsistent wittthis Court’s

construction because this term only refers to “information in the graphical indicator,” so it is
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necessarily true that the same informatsuosed for the functionality following in the
definition.

Next, Defendants argue that Dr. Ashok’s déjpms testimony adds new limitations in the
context of the Court’s constrtign that header information is capable of “distinguishing the
corresponding graphical indicator fnoan adjacent graphical indicat’ In his Rebuttal Report,
Dr. Ashok opined:

[Lamoure depends] on both an x-y cdioiate arrangement and mandatory
spacing between “indexes” such as ia theckerboard pattern arrangement of
indexes shown in Figure 4. Such a checkerboard paltesinot result in
“adjacent” indexes; rather the indexasch have mandatory spacing on all four
sides to allow them to be distinguished from each other. The headers of the ‘845
patent eliminate the need for sunlandatory spacing, allowing graphical
indicators to be positioned adjacent to eattter on all sides, akustrated in the
various figures in the ‘845 patent.

(Rebuttal Report, at 32.) In making their argunt) Defendants point t0r. Ashok’s deposition
testimony as follows:

Question: Now, on Page 32 of your report, you reference Figure 4. About
midway down the first full paragraph tite second paragraph on the page, you
say, “Such a checkerboard pattern doegesilt in,” quote, “adjacent indexes.
Rather, the indexes each have mandapacing on all four sides to allow them
to be distinguished from eadther.” Do you see that?

Answer: Yes.
Question: So what meaning are youilgg “adjacent” in this context?

Answer: Okay. So the question regardihg meaning of the adjacent is, if | look
a dot pattern as, say, disclosed in Lareotitere is a mandatory spacing required
between those dot patterns, which arelkection of these black dots. So that
spacing prevents two dot codes to be adjaeenich is basically the finish of one
dot code and then the starting of theosetdot code. There is this empty space
which is, in my understanding, not a @otde, which is required. And that
separates it. And that iseliack of adjacency in that sense. So adjacency here,
I’'m implying immediately juxtaposition.

(Ashok Dep., at 150.)
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Specifically, Defendants contend that tt@stimony adds the requirement “that there
cannot be ‘mandatory spacing’agsin the dot pattetrio the term “header information” as
construed by the Court. In making thig@ament, Defendants misstate Dr. Ashok’s testimony
because he was describing Figure 4 of the Lamoeference when he directed counsel’s
attention to Figure 4 exgining that it had “mandatory spaciaog all four sides to allow them to
be distinguished from each other.” In subn, Ashok’s testimony regarding the mandatory
spacing in Lamoure reiterates his Rebuttal Repoeinion where he distguishes the Lamoure
checkerboard pattern arrangemehindexes in Figure 4.

Last, Defendants maintain that Dr. Ashekestimony adds a limitation to the Court’s
construction requiring “header information”lbe capable of “distinguishing the corresponding
graphical indicator from an adjategraphical indicator.”In particular, Defedants state that Dr.
Ashok’s deposition testimony adds the limitation faxent’ dot patterns require the dot patterns
to be entirely surrounded by other dot patterra.’Support of this argument, Defendants merely
point to a snippet of Dr. Ashok’s testimony and faifjive context to their argument. Without
more, the Court cannot untangle Defendaatgument to examine it under thaubertrubric.

On a final note, Defendants point to theonsistencies in Dr. Ashok’s testimony in
relation to “header information” in the contef his infringement testimony and his testimony
concerning the prior art references. ThatAshok may have contraded himself is not a
proper challenge und&aubert Seelapsley 689 F.3d at 805 (Distticourt’s evaluation of
expert testimony undédaubertdoes not “take the place of the junydecide ultimate issues of
credibility and accuracy.”). Instead, Defendanty meplore these alleged contradictions at trial.

Therefore, the Court, in its discretion, giaim part and denida part Defendants’
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Daubertmotion in elation to Dr. Ashok’s expert opinians regardig the term header
informaiton.”
CONCLUSION
The Court, m its discreton, grants idimited pat and deniegn part Deéndants’ maion
to bar cetain portions of Plaintif's expertwitness Dr Ashokbrought pursuanto the Fede
Rules ofEvidence ad Daubert.

DATED: October 22017

ENTERED

AMY 3. ST(E '4 /&6 a

United States \é?strict Court Judge
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