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UNITED STATESDISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION

THE PROPRIETORS OF STRATA )
PLAN NO. 36, )
)
Plaintiff, ) 1:13-cv-8669

)
v. )
)

) Magistrate Judge Susan E. Cox
CORALGARDENS.COM )
)
Defendant. )
)

Order

Claimant Reef Residences Resort Management, Ltd. (“Reef Residences”) filed a Motio
for Reconsideration pursuant to Federal Rule of Civil Procedure 60(b) (dkt. 109), dedkavg
this Court “reconsider its order granting Plaintiff's motion to compel the depusiof R,
Beverly and Sandra Karnehm (dkt. 104.Because Rule 60(b) is limited to final judgment and
orders, Reef Residences’ motion is not the proper vehicle for the relief it aadkis denied.

l. Background

This case is am rem proceeding brought bylantiff The Proprietors of Strata No. 36
(“Plaintiff”) pursuant to the Anticybersquatting Consumer Protection/A&PA”), codified as
15 U.S.C. § 1125(d). Plaintiff is a Turks and Caicos corporation, comprised of the individual
condominium unit ownersf a property known as Coral Gardens or @wral Gardens Resort
locatedin the Turks and Caicos Islands, and is engaged in opeeatthgnanaging that property.

(Dkt. 33 at § 5.) The nominaldefendant is the domain name Coralgardens.com (the “Domain
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Name”), which Plaintiff alleges is registered in this disttiqid. at § 2.) Plaintiff claims that it
has been issued a trademark for the term “Coral Gardens” by the United States Rhatent an
Trademark Office, which has been used with regardht aforementionedproperty and
condominium units in the Turks ai@hicos Islands. Iq. at 1 89.) According to Plaintiff, Ron
Karnehm was the original developer of the Coral Gardens Resort and managed aii@dontr
the Plaintiff, until he was voted out of power by the majority of the ownefisl. at | 6)
Plaintiff alleges, and Defendant admits, that Reef Residences is owned and directed by R
Karnehm, Beverly Karnehm and Leanne Karnelipkt. 37 at § % Plaintiff further contends
that Sandra Karnehm (together with Ron, Beverley, and Leanne KarngtarKdrnhems”) is
involved with corporate marketing for Reef Residences. (Dkt. 115 at IThg Karnhems are
residents of the Turks and Caicos Islands. (Dkt. 37 gt Rldintiff further contends that several
of the Karnhems, through Reef Residences, registered the Domain Name to advhdrse ot
condominium units, thereby infringing on Plaintiff's trademark. (Dkt. 33 at { 11.)ntiffla
initiated the instant suit seeking to have the Domain Name transferred ttaihgff? Reef
Residences entered an appearance on behalf of the defendant Domain Name, andtéds litig
the case, including answering the complaint and engaging in motion practice.

On March 4, 2015, Plaintiff filed a motion to compdef Residenceto produce Sandra
Karnehm, Ron Karnehm, and BeveKyarnehm(the “Witnesses”for depositions. (Dkt. 98.)

This Court granted the Plaintiffs motion(Dkt. 104.) On March 30, 2015, Reef Residences

In in remactions, the nominal defendant is tieg and the action “is taken directly against the property, with the
narrow purpose to adjudicate the ownership of that property against the ofaall persons.’Caesars World, Inc.

v. CaesardPalace.com112 F. Supp. 2d 505, 508 (E.D. Va. 2000).

2 This is not the first suit initiated by the Plaintiff relatitigthis domain name and its trademark. In 2009, Plaintiff
filed suit against various parties, including the Karnhems, in adkedetrict court in Virginia. Il. at 1 15.) The
defendants inhiat case moved to dismiss for lack of personal jurisdiction, and tlegiormwas granted on October
16, 2009. Proprietors of Strata Plan No. 36 v. Coral Gardens Resort Mgmt., 1189-cv-5550, Dkt. 36 (E.D. Va.
Oct. 16, 2009).



filed a motion to reconsider pursuant to Rule 60(b), arguing that this Court’s judsdices not
reach to th&Vitnessesand, therefore, the motion to comgébuldhave been denied for lack of
personal jurisdiction. (Dkt. 109.) A hearing was held on April 21, 2015, at which time a
briefing schedule waset and the instant motion was taken under advisement. (Dkt. 114.). The
motion has been fully briefed and is ripe for disposition. For the reasons discussed yore ful
below, this Court denies Reef Residences’ motion.

. Discussion

A. Rule 60(b) Only Appliesto Final Ordersor Judgments.

Reef Residences moves pursuant to Rule 60(b), which allows this Court to “relieve a
party or its legal representative from a final judgment, order ocegeding” for several
enumerated reasondt is well estdlished that discovery orders are interlocutory orders, and,
therefore, not the appropriate subject matter for a Rule 60(b) motgae Petit v. City of
Chicagq 1999 WL 66539, at *2 (N.D. lll. Feb. 8, 1999) (“However, Rule 60(b) only applies to
judgments and other final orders, not interlocutory discovery rulings”).

Reef Residences, likely recognizing its mistake, attempts to argue in itsbregglyhat
“the Court should still address the instant jdicsional question’even if Rule 60(b) does not
apply to interlocutory discovery ordergecause the law of the case doctrine requires this Court
to reconsider its previous ruling. The law of the case doctrine “authouezleseconsideration if
there is a compelling reason, such as a change in, dicaldon of, law that makes clear that the
earlier ruling was erroneous 3antamarina v. Sears, Roebuck & G#66 F.3d 570, 5712 (7"

Cir. 2006). Reef Residences has offered no change of law or any relevant clarificatioe of
ACPA that would makehie law of the case doctrine applicablehis matter.

The order on the Plaintiff’'s motion to compel was an interlocutory order, not a final order



or judgment. Therefore, on its face, Rule 60(b) is not applicable to that ruling, ahd Ree
Residences’ motion is denied.

B. This Court Has the Power to Compel Production of Witnessesin in
rem ACPA Actions.

Even if Rule 60(b) did apply, this Court would still uphold its previous ruling because it
has the power to compel Reef Residences to produce witnesses for deposition. It isaghdisput
that Reef Residences, as a claimant inithiemproceeding has “reciprocal duties to engage in
discovery, just as a claimant in anrem admiralty action must file an answer and respond to
any interrogatories served with the complain€aesars World112 F. Supp. 2d at 509Vhere
a claimant files a claim on thres of anin remaction, that claimant makes itself “a party to th[e]
action byfiling a claim,” thereby subjecting it to discovery obligations under the Be&eres
of Civil Procedure.See United States v. Real Property Located at 700 NStréet, Springfield,
lllinois, 2013 WL 5595952, at *3 (C.D. lll. Oct. 11, 2013).In other in rem contexts® the
Federal Rules of Civil Procedure apply to the extent they are not supersesigddifier special
provisions. As the Third Circuit explained:

Parties to civil forfeiture proceedings are the servants of two
procedural masters: éhSupplemental Rules specially devised for
admiralty andin rem proceedings, and the generally applicable
Federal Rules of Civil Procedure (“CivRules”). The balance
between the two is struck in favor of the Supplemental Rules,
which always apply to civil forfeiture proceedings. However, the
Supplemental Rules, like the former admiralty rules from which
they are derived, “are not comprehensiveleregulating every
detail of practice,”; rather, they are special provisions that overlay

the Civil Rules, adding unique requirements necessary only in
forfeiture and admiralty proceedings that have no place in general

% Because the ACPA ilatively new, and the jurisprudence surroundingemactions under the statute is
relatively scarce, courts turn to admiralty and civil forfeiture lawgctviaire ofterin rem for analogous principles
and how to apply them in remcases. See CaesarWorld 112 F. Supp. 2d at 5@08. Civil forfeiture law is
particularly applicable in cases like the one af Bathe remedies fam remactions under the ACPA are “limited to
a court order for the forfeiture of cancellation of the domain name drathgfer of the domain name to the owner
of the mark.” 11 U.S.C. § 1125(d)(2)(D(i).



civil litigation. The Civil Rulestherefore also apply tcn rem
proceedings, but only to the extent that they are not “inconsistent
with” the Supplemental Rules.

United States v. $8,221,877.16 in U.S. Curred8p F.3d 141, 149-50 (3d Cir. 2003).

Pursuant to Rule 30(b)(1), a parhay identify a entity’sdirector, officer, or managing
agentof it wishes to deposby serving a notice of deposition on the party. 8A Charles Alan
Wright, Arthur R. Miller, and Richard L. MarcuBgederal Practice andProcedure§ 2110 (3d
ed. 2010). However, bwerlevel employees must be served with apgdna before they may
testify. Id. Plaintiff argues that the Witnessa®e directors, officers, or managing agents of Reef
Residences, and, therefore, can be served notices of deposition without invoking this Court’
subpoena power.The Court need not reach that issue at this fimReef Residences never
argued thathe Witnesses were not officers, directors, or managing agettte hearingn the
original motion to compel before this Court, ahdreforewaived that argumentSeeGE Betz,

Inc. v. Zee Co., Inc718 F.3d 615, 635 {7Cir. 2013) (any arguments raised for the first time in

a motion to reconsider are waivedjungo v. Taylor355 F.3d 969, 978 {7Cir. 2004) (same).

Thus, for the purposes of the instant motion, the Court assumes that the Witnesses were
directors, officers, or managing agents of Reef Residences, and could be noticgub$arote
without invoking this Court’s subpoena power.

Defendant argues that it was improper “[tjo conclude that a corporategrattst non
party claimant in arin rem action have identical discovery obligations,” and that doing so
“would eviscerate the distinction betwei@npersonamandin remjurisdiction” (Dkt. 116 at 5.)

Thus, the “managing agent’ cases Plaintiff relies upon to support its positicthéh@burt can

* The Court notes that the burden of proving that a witness fits withinfahe enumerated categories in Rule
30(b)(1) is “modest” and “any doubts are resolved wwofaf the examining party.3SC Foreign Econ Assoc.
Technostroyexport v. Int'l Development and Trade Servs,,286.F.R.D. 235, 237 (S.D.N.Y. 2004Reef
Residences has admitted that Ron Karnehm is the owner of Reef (dKEx1 Boat 3), and thatdn, Beverly, and
Leanne Karnehm own and direct Reef Residences (dkt. 37 at 1 4).
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order Reef to produce the Karnhems, are inapposite imthem context.” (d.) Defendants
further contend that Plaintiff's argument should be rejected because PlalogH not identify
any precedent for subjecting an officer or a director of a foreign corporation to. @dur8s
jurisdiction in anin remaction, where the court’s jurisdiction is limited to a domain namiel.) (

There are several problems with this line of reasoning. Restf Residencdsas failed
to provide any precedent gupportits suggestiorthat foreign corporations in rem domain
name proceedingare not subject to the normal discovery rulleat apgy in all over civil
litigation. As noted above, the Federal Rules of Civil Procedurappiécablein in remactions
so long aghey arenot superseded by other supplemental rulBgef Residencesas cited no
provision of the ACPA or the Federal Rules of Civil Procedure that would overrideatitasd
discovery obligations applicable in normal suits. As such, Reef Residéoesisave identical
discovery obligations as a corporate party.

Additionally, it is not the individuaWitnesgswho are being subjected to this Court’s
jurisdiction, it is Reef Residences. It is that entity that was ordered to prddeofficers,
directors and managing agents who were noticed for deposition; the ordeotwascted at the
Witnesse$ ReefResidences entered an appearance in this case, has engaged in motion practice,
and filed a responsive pleading on behalf of the nominal defendant Domain NBRewef.
Residences has clearly subjected itself to the jurisdiction of this Court, asdhaibappar to

argue otherwiseSee Real Property Located at 700 N" Btreet, Springfield, 1llinois2013 WL

®While Reef Residences spends much of its briefs arguing that discowemgmjurisdiction cassis very

different, it has failed to provide any precedensupport that notion, andost of the case law surroundiimgrem
actions supports the opposite finding. For example, questions of junsdicé analyzed under the same standard in
bothin remandin personantases. “[T]he minimum contacts ruleloternational Shoe. . applie[s] to actionis
remandquasi in remas well as to actioria personani. Harrods Ltd. v. Sixty Internet Domain Nam&62 F.3d

214, 224 (& Cir. 2002) (quotindPittsburgh Terminal Corp. v. Mid Allegheny Carp31 F.2d 522526 (4" Cir.

1987)) (alterations in original).

® Had Reef Residences sought to argue that the Witnesses were not offieetsrgjior managing agents, and,
therefore, were not subject to deposition by naotice, it could have dphewever, Reef Raences failed to do so,
and is barred from making that argument on reconsideration.
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5595952, at *23. If Reef Residences fails to comply with this Court’s order that it produce the
Witnessesfor their depositions, it faces the full m@ply of sanctions available this Court,
including costs, fees, and possibly dismissal.

Finally, from a practical standpoint, it is impossible to decipher how Reef Resgle
believes discovery im remdomain name cases under the ACPA should procébed.ACPA is
essentially a trademark statute that requiresdpetific inquiries such as likelihood of confusion
among trademarks, dilution of trademarks, and even bad faglel5 U.S.C. § 1125(d)If an
entity files a claim on the relevant domaianme, discovery will necessarilyelbrequired to
answer these fatmtensivequestions. See Harrods302 F.3d at 24248 (discussing need to
allow plaintiff to engage in discovery against claimantinnrem ACPA action). This could
certainly include deposing the officers, directors, and managing agents of thentla
corporation. Indeed, there are cases where such a claim could not be adatjgatetWwithout
doing so. Despite Reef Residences’ assertibmshe contrary, it is firmly within the bounds of
this Court’'s power to compel a claimant to produce its officers, directors, andging agents
for deposition inn remdomain name cases under the ACPA, and its motion is denied.

CONCLUSION

For the reasons discussed more fully above, Reef Residences’ motion fordeatiosi

(Dkt. 109) is denied.

ENTERED:

DATED: August6, 2015 /s/ Susan E. Cox

Susan E. Cox
United States Magistrate Judge



