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IN THE UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF ILLINOIS
EASTERN DIVISION
ELORAC,INC.,
Raintiff,
V. Caséo. 14-cv-1859

SANOFI-AVENTIS CANADA INC.,

N e N

Defendant.

MEMORANDUM OPINION AND ORDER

AMY J. ST. EVE, District Court Judge:

Before the Court is Defendant’s motiondismiss. For the following reasons, the Court
denies Defendant’s motion.

BACKGROUND

Plaintiff Elorac, Inc., (“Elorac” or “Plaintiff”) the assignee of all rights previously held
by Winston Laboratories, Inc. (“Winston”) fillea complaint alleging two counts of breach of
contract against Defendant Sanofi-Aventis Carlada(“Sanofi Canada” or “Defendant”), based
on (1) failure to pay royalties for net sa{€ount I) and (2) failure to use commercially
reasonable efforts to commerceithe product (Qunt Il). See generallfr.1, Compl.) Elorac
alleges that it is entitled to payments relatmghe development, marketing, promotion and sale
of a topical cream used to treat osteoaithritnown as Civamide, under a License Agreement
that Winston assigned to Elorac. (R.1, 11 1,2anofi Canada moves to dismiss Elorac’s
complaint pursuant to Rule 12(b)(2) for lamkpersonal jurisdiction and Rule 12(b)(3) for
improper venue. JeeFed. R. Civ. P. 12(b)(2); Fed. R. Civ. P. 12(b)(3); R.22, Defs.” Motion to

Dismiss, at 7-15.)
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I.  The Parties

Elorac is a corporation orgamad and existing under the laakthe State of Delaware,
with its principal place of business in Vernon Hills, lllinois. (R.1, Compl.,q B/nston, at all
times relevant to this disput&as a corporation organizeddaexisting under the laws of the
State of Delaware, with its ipcipal place of business locatedVernon Hills, Illinois. (R.1,
1 5.) Defendant Sanofi-Aventis Canada Inc. ({aCanada” or “Defendd”), is a corporation
organized and existing under the las¥sCanada, with its princip@lace of business located at
2150, Saint Elzear Blvd. West., Laval, QaepCanada, H7L 4A8. (R.1, 1 6.)
[I.  The Product — Civamide Cream

Winston developed pharmaceutical products titlestt a wide range of pain indications,
including episodic cluster headaches, chronily deeadaches, neuropathic pain, cancer pain,
post-operative pain, and osteoarthritis. (R.1){Winston developed Civamide, a proprietary
compound to treat the symptomsosteoarthritis. (R.1, {1 10.) Civamide is a TRPV-1 receptor
modulator and neuronal calcium cimel blocker and is the primaagtive ingredient in a topical
cream for treating osteoarthritis (@Gmide Cream”). (R.1, 11 11, 12.)
[l The Meetings

In March of 2007, Dr. Joel Bernstein—foumdBresident, and C.E.O. of Winsfen
contacted Mr. Anjan Aralihalli—U.S. Director of Business Development for Sanofi-Aventis U.S.

(“Sanofi U.S.”)—to see whether Sanofi U.S. migktinterested in licensing the Civamide

! The facts presented in the Background arertditeen the complaint and are presumed true for
the purpose of resolving the pending moti@ee Dixon v. Pag@91 F.3d 485, 486 (7th Cir. 2002). The
Court also considers the declarations outside of the pleadings submitted by bothqesrteeg.Sanofi
Canada’s Declarations (R.22-1, Megyery Declaration; R.22-2, To-Dong Sec Declaration; R.27-1, Dahl
Declaration) and Elorac’s Declaration (R.25-1, Bernstein Declarati@®g. Felland v. Cliftar682 F.3d
665, 672 (7th Cir. 2012).

2 Dr. Bernstein is also founder and Executive Chairman of Elorac. (R.1, T 6.)
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Cream. (R.25-1, Bernstein Declaration, R&2-1, Megyery Declaration, 1 4.) During
discussions with Sanofi U.S., MAralihalli informed Dr. Bernsin that Sanofi Canada wanted
to talk with him, as it was interested in lisgmg Winston’s Civamide Cream. (R.25-1,19.) In
July 2007, Dr. Bernstein followed up on Mr. Ahalli’'s request and contacted Ms. Manon
Decelles—Director of Business Development$anofi Canada—to discuss Sanofi Canada’s
interest in promoting and stributing the Civamide Crean{R.25-1, § 10.) Ms. Decelles’
primary responsibility was to research and identify business development opportunities for
Sanofi Canada, she was also responsible forystditensing at Sanofi Canada. (R.22-1, 1 3;
R.27-1, 1 2.)

Discussions between Sanofi Canada andstén continued into 2008. (R.22-1, 16.) On
May 30, 2008, Dr. Bernstein met with Ms. Decelles in Chicago to discuss Sanofi Canada’s
interest in promoting and distributing thev@mide Cream. (R.1, § 13; R.22-1, § 7.) Sanofi
Canada employees were in Chicago duringtiha to attend the 2008 American Society of
Clinical Oncology (ASCO) conference and agreedliso meet with DrBernstein to “continuel]
assessment of a potential busgepportunity.” (R.22-1, { ¥.A second meeting occurred
during that visit, on June 2, 20a8,again discuss promotion adistribution of the Civamide
Cream. (R.1, T 14; R.22-1, 19.) Sanofi Carattiended this meeting with “the goal of
....get[ting] to know Dr. Bernstein and Winston, urstand and confirm, asest possible, the
representations regardiWvinston and Civamide that DBernstein had made, and to gain
comfort that Winston would be reliable business partnerfR.22-1, 1 9.) At this second
meeting, Sanofi Canada presented to Winstpresentatives, including Dr. Bernstein, its
abilities related to selling and promoting thiramide Cream, emphasizing its market access,

sales and marketing expertisgperienced brand management, result-driven sales force, sales



support, trade and customer support, trade krdiyeleand relationshipigunch support, hospital
contracts, and competitive sales organizatighl, Y 17, 21; R.22-1, 11 10, 11; R.25-1, 1 14.)
During this same meeting, Sanofi Canada alsoezhwith Winston information regarding its
budget, employee force, past sales success viidr pharmaceutical products, familiarity with
marketing osteoarthritis products, as well aadptions relating to anticipated success of
Winston’s Civamide Cream, including the numbéanticipated sales representatives Sanofi
Canada would allocate for promoting the CivdenCream if Sanofi Canada became Winston'’s
licensee. (R.25-1, 11 19, 20, 22-28.) A tmreeting occurred in Chicago on July 3, 2008
between Dr. Bernstein and Mr. Edward Daldirector, Mergers & Aquisitions at Sanofi
Canada—to discuss ideas foflaboration with Sanofi Canadalated to Winston’s other
dermatologic product formulations. (R.27-1, 14.B- After the June 2, 2008 meeting, the
parties began negotiations, each from their régelocations, i.e., Sanofi Canada in Quebec,
and Winston in lllinois. (R.22-1, 1 12.)

On July 24, 2008, Dr. Bernstein again met wWits. Decelles in Chicago to negotiate and
finalize terms of an agreement-in-princijpletween Winston and 8afi Canada, which was
necessary before an actual written agreemauitidoe drafted. (R.25-1,  16; R.22-1, 1 13.)
During this meeting, discussions focused on attegtsbecame key terms of the potential license
agreement, and the attendees agreed to, amonghutigs: (i) the scope dhe license; (i) the
development process; (iii) the manufacturing anpply process; (iv) how to calculate the
purchase price; (v) Sanofi Catas obligations with respettt promoting and marketing the
Civamide Cream; (vi) a signing fee; (vii) nsk®ne royalty payments; (viii) performance

payments; (ix) royalty payments; and (x) payttenms. (R.25-1, 1 16.) In the months that



followed, the parties worked to document formally the agreements that they reached during the
July 24, 2008 meeting. (R.25-1, §17; R.22-1, §12.)
IV.  The License Agreement

A few months later, o@ctober 30, 2008, Sanofi Canada and Winston subsequently
executed a license agreement pertainingy/ileston’s Civamide Cream (the “License
Agreement”). (R.1, 1 31; R.22-1, { Bge generallyR.1-1, License Agreement.) The License
Agreement granted Sanofi Canada thewstgk right to develop, manufacture, and
commercialize the Civamide Cream (as welhagcond generation cream) in Canada. (R.1,
19 32, 33; R.22-1, 1 20.) The License Agreenmaitided terms relating to Sanofi Canada’s
agreement to use commercially reasonable effot®mmercialize the pduct in Canada. (R.1,
19 34-37.) Other “material aspgtof the License Agreementdluded Winston’s obligations to
develop, obtain regulatory approval, and nfanture Civamide Cream. (R.22-1 1 21; R.1-1,
88 3, 4.) The License Agreement required SaBafiada to use good faith efforts consistent
with (i) those generally utilizedy similarly sized companies with respect to their own internally
developed pharmaceutical products with similarkeapotential and (ii) Sanofi Canada’s past
marketing and sales practices, to sell, offer for, salport, export, transpgrregister, distribute,
promote, and market the Civamide Cream in @angR.1, § 38.) Sanofi Canada also agreed to
pay royalties for its exclusive license with respto the Civamide Cream. (R.1, 11 39-42.) The
License Agreement contains a forum selectiausé in Article 15, entitled “Governing Law and
Dispute Resolutions” that states:

15.1 Governing Law — This Agreement shall lgoverned by and construed in

accordance with the laws in force the State of New York, without

reference to its conflict of laws principles.

15.2 Disputes— Unless otherwise set forth ingbAgreement, in the event of a
dispute arising out of or under thdgreement between the Parties, such



dispute shall be referred to the respive executive officers of the Parties
or their designees, for good faithgotiations attempting to resolve the
dispute.

15.3 Should the Parties fail to agree on waysesolve the digge within thirty

(30) days of the notice seby one Party to the other, than the party having

sent thenotice shall be entitletb seek redress fromdlCourts of the State

of New York.
(R.22-1, 1 22; R.1-1, at 30, § 15.1-15.2 (emphasisiginal), 8 15.3 (emhasis added).)
Winston subsequently assigned the Licehgeeement to Elorac on October 11, 2012. (R.1,
1 68.)
V. The Dispute

In the years following entry dhe License Agreement, Winston and Sanofi Canada met

to discuss Winston'’s concerns with Sanofi Glaia performance. In May 2009, Dr. Bernstein
and Ms. Decelles met in Atlanta during a coefere to discuss Sanofi Canada’s performance
obligations. (R.25-1, Y 22b\Winston’s problems with Sanofi Canada’s performance under the
License Agreement continued after Winsteneaived regulatory approval for its Civamide
Cream in Canada. (R.1, 1143, 44; R.22-2, 11 3, 5.) On August 3, 2010, Sanofi Canada
informed a Winston consultant that it no longé&anned to market the Civamide Cream and
would be “out-licensing the product to a thirdtgd (R.1, 11 45, 46.) After being notified of
this development, Winston contacted Sanofi Cataddoject to the transfef its obligations to
a third party. (R.1, 1147, 48.) Over the maxinths, Winston continued to complain about
Sanofi Canada’s failure to commercialize the @iide Cream and sent formal notice identifying
three issues upon which it would seek redréBs1, 11 49, 50.) Namely, Winston inquired

concerning: (i) launching of théivamide Cream in Canada, (payment of regulatory approval

expenses, and (iii) Sanofi's faikito provide market researstudies. (R.1, § 51.) After



addressing these issues in a conference call on December 8, 2010, Sanofi Canada agreed to (i)
launch the Civamide Cream in early to mid-hpf 2011; (ii) pay 50%of certain development
costs; and (iii) inquire with [gal counsel regarding the markesearch studies. (R.1, § 54.)
Sanofi Canada did not perforas agreed. (R.1, 1 55.)

On July 18, 2011, without consulting Wiast Sanofi Canada informed Winston that
Valeant International (“Valeant”) would bekiag over Sanofi Canada’s marketing and sales
responsibilities with repect to the Civamide Cream. .{RY 56.) On August 15, 2011, Winston
notified Sanofi Canada of its alleged breatlhe License Agreement, including Sanofi
Canada’s failure to disclose the rights and obilyest transferred to Valeant and whether Valeant
planned to abide by the terms of the LiceAgeeement. (R.1, 1 59.) After additional
disagreements, including Winston’s request farddaCanada’s assistance in requesting removal
of an indication for the Civamide Cream thatited its use to “no more than three months,”
Winston sent a letter to Sanofi Canada idemdyseven alleged breaches pursuant to the Notice
provision of Section 14.2 of thedense Agreement. (R.1, Y1 61-66.)

A number of face-to-face miegs were held to discuss Winston’s allegations of breach
during the License Agreement, including a one-agting in Chicago. In October 2011, Dr.
Bernstein and other Winston representativesimiew York with Thomas DeRosier—General
Counsel of Sanofi North America—and othgunesentatives to discuss Sanofi Canada’s
performance. (R.25-1, § 22c.) On December 10, 2012, a meeting was held in Chicago between
Elorac, Winston representativesreluding Dr. Bernstein—and Jdfairest (President of Sanofi
Canada), Pat Papillo (C.F.O. of Sanofi Gdajaand To-Dong Sec (Business Development,
Sanofi Canada). (R.25-1, 1 22d.) After the Delmeni0 meeting, Sanofi Canada agreed to apply

to Health Canada for the label modificatiordgrovided information pertaining to Valeant’s



plans to promote the Civamide Cream. (R.1, 11 70-%anofi Canada later instructed Elorac to
prepare the regulatory submission and upon dsipg Sanofi Canada submitted it to Health
Canada and notifed Elorac of the submissionugial fee that would be necessary to ensure
evaluation of the subns®n. (R.1, 1 74-78.)

On November 26, 2013, Sanofi Canadarnmied Elorac that Valeant had stopped
promoting the Civamide Cream altogethé@R.1, § 79.) On March 17, 2014, Elorac filed its
Complaint alleging Sanofi Canada breached the License Agreensa®.génerallyR.1.)

LEGAL STANDARD
I.  Rule 12(b)(2) — Lack of Personal Jurisdiction

A motion to dismiss for lack of personatisdiction pursuant to Rule 12(b)(2) tests
whether a federal court has persguoakdiction over a defendanSeeFed. R. Civ. P. 12(b)(2);
Central States v. Phencorp. Reins.,@d0 F.3d 870, 875 (7th Cir. 2006). In ruling on a Rule
12(b)(2) motion, courts may consider matters outside of the pleadssgsPurdue Research
Found. v. Sanofi-Synthelabo, S.238 F.3d 773, 782 (7th Cir. 2003). When a court determines a
Rule 12(b)(2) motion based on the submission of written materials without holding an
evidentiary hearing, as is the case here, thatfffanust make a priméacie case of personal
jurisdiction. See uBID, Inc. v. GoDaddy Grp., In623 F.3d 421, 423-34 (7th Cir. 2010);
GCIU-Emp’r Ret. Fund v. Goldfarb Cor®b65 F.3d 1018, 1023 (7th Cir. 2009). As such, the
plaintiff bears the burden of establisg that personal jurisdiction existSee uBID623 F.3d at
423-34;GCIU-Emp’r Ret. Fund565 F.3d at 1023. To determine whether the plaintiff has met
its burden, the court may considgfidavits from both partieskelland v. Clifton,682 F.3d 665,
672 (7th Cir. 2012). When the defendant chjkes by declaration a fact alleged in the

plaintiff's complaint, the plaintiff has asbligation to go beyond the pleadings and submit



affirmative evidence supportingedlexercise of jurisdictionPurdue Research Foun®38 F.3d
at 783. Courts must alsos@ve all factual disputas the plaintiff's favor. See GCIU-Emp'r
Ret. Fund 565 F.3d at 1020, n.1. Unrefuted facts ifeddant’s affidavits, however, will be
taken as trueld. While in this context affidavitsimp the pleadings, in the end all facts
disputed in the affidavits will beesolved in the plaintiff's favorPurdue Research Foun®38
F.3d at 782.
II.  Rule 12(b)(3) — Improper Venue

In deciding a motion to dismiss for proper venue under Federal Rule of Civil
Procedure 12(b)(3), all allegatis are taken as true, unlessittadicted by the defendant’s
affidavits and the court may considfacts outside the pleadingSee Faulkenberg v. CB Tax
Franchise Sys., LF§37 F.3d 801, 806 (7th Cir. 2011). Courts must resolve any conflicts in the
affidavits regarding relevamacts in plaintiff's favor. See Purdue Research Foun@B8 F.3d at
782. The Seventh Circuit has cautioned that “once the defendant has submitted affidavits or
other evidence in opposition to the exercise of jurisdictianpthintiff must go beyond the
pleadings and submit affirmative evidencggorting the exercise of jurisdictionld. at 783;
see also Faulkenber§37 F.3d at 806 (noting that the same standards apply to improper venue
as do a Rule 12(b)(2) dismissaljl.

ANALYSIS

Personal Jurisdiction - Minimum Contacts with Illinois

When, as here, the Court’s subject mattesgliction is based on divaty of citizenship,
the Court may exercise personal jurisdiction avelefendant only if peosal jurisdiction would
be proper in an lllinois courtHyatt Int’l Corp. v. Cocp302 F.3d 707, 713 (7th Cir. 2002);

Jennings v. AC Hydraulic A/S83 F.3d 546, 548 (7th Cir. 2004A court’s exercise of



jurisdiction over a defendant must be authedi by the terms of the forum state’s personal
jurisdiction statue and also mugimport with the requirements of the Fourteenth Amendment’s
Due Process Clausé&elland 682 F.3d at 672 (citinfamburo v. Dworkin601 F.3d 693, 700

(7th Cir. 2010))see also uBID623 F.3d at 429 orthern Grain Mktg., LLC v. Greving43

F.3d 487, 492 (7th Cir. 2014). The lllinois long-astatute permits a court to exercise personal
jurisdiction “on any ... basis now or hereafpermitted by the Illinois Constitution and the
Constitution of the United States.” 735 ILCS 5/2-209(c). Because the Seventh Circuit has held
that “there is no operative difference betwésrse two constitutional limits,” the Court will
“proceed to the question of whether the exerofggersonal jurisdictin would violate federal

due process.’See Mobile Anesthesiologists Chicago, LW.@nesthesia Assocs. of Houston
Metroplex, P.A.623 F.3d 440, 443 (7th Cir. 2010) (citations omitt&l)ssell v. SNFA87

N.E.2d 778, 785-86 (lll. 2013).

For a court to exercise personal jurisdintover an out-of-state defendant, the key issue
for constitutional purposes is whether the defenidhas sufficient “minimm contacts” with the
forum state such that “the maintenance of the‘da#s not offend traditional notions of fair play
and substantial justice.’"Mobile Anesthesiologists Chicagé?3 F.3d at 443ee also Tamburo,
601 F.3d at 701 (quotingt’l Shoe Co. v. Washingtp826 U.S. 310, 316, 66 S.Ct. 154, 90 L.Ed.
95 (1945)).

Personal jurisdiction may béleer general or specificSee Advanced Tactical Ordnance
Sys., LLC v. Real Actioii51 F.3d 796, 800 (7th Cir. 2014) (citibgimler AG v. Baumgn____

U.S. 134 S.Ct. 746, 753, 187 L.Ed.2d 624 (2014)).
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A. General Jurisdiction

“A court may assert general jurisdiction overeign (sister-state or foreign-country)
corporations to hear any and ekims against them when theffilgations with the State are so
‘continuous and systematic’ as to render tlemsentially at home in the forum Stat®aimler

AG, 134 S.Ct. at 754 (quotingoodyear, U.S. , 131 S.Ct. 2846, 2851, 180 L.Ed.2d

796 (2011))see also Helicopteros Nacionales de Colombia v.,H4&6 U.S. at 408, 414, n.9,
104 S.Ct. 1868, 80 L.Ed.2d 404 (1984AYvanced Tactical Ordnancé51 F.3d at 800. If such
contacts exist, “the court may exercise personadiction over the defendaeven in cases that
do not arise out of and are not relatedhe defendant's forum contactsfyatt Int'l Corp., 302
F.3d at 713.

Sanofi Canada argues that gahgurisdiction cannot exist ovérbecause it is not fairly
regarded as “at home” in lllinoisSee Daimler AG134 S.Ct. at 749. Elorac does not argue that
the Court has general juristan over Sanofi Canada, nor has it alleged or offered facts
sufficient to establish that Sam@fanada had “continuous and systematic” contacts that render it
essentially “at home” in lllinoisSee id. Accordingly, the Court turn® the issues of specific
personal jurisdiction over Sanofi Canada.

B. Specific Jurisdiction

The exercise of specific jurisdiction over dadalant requires a pldiff to show that the
alleged controversy betweeretparties “arises out of the forum-related activibpdvanced
Tactical Ordnance751 F.3d at 800. The Seventh Circuit recently provided guidance on the
requirements for specific jurisdiction, stating:

Nearly 70 years ago, the Supreme Court hieddl due process is satisfied for this

purpose so long as the defendant had “certain minimum contacts” with the forum

state such that the “maintenance of $hé& does not offendraditional notions of
fair play and substantial justice.lht'l Shoe Co. v. Washingto326 U.S. 310,
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316, 66 S.Ct. 154, 90 L.Ed. 95 (1945) (quotidjiken v. Meyer 311 U.S. 457,
463, 61 S.Ct. 339, 85 L.Ed. 278 (1940)Valdenserves as a reminder that the
inquiry has not changed over the years, éuad it appliego intentional tort cases
as well as otherSee[Walden v. Fiore, U.S. | 134 6t. 1115, 1119, 188
L.Ed.2d 12 (2014)].

The relevant contacts atieose that centayn the relations aong the defendant,

the forum, and the litigationld. (citing Keeton v. Hustler Mag., Inc465 U.S.

770, 775, 104 S.Ct. 1473, 79 L.Ed.2d 790 (1984)). Crucially, not just any
contacts will do: “For a &te to exercise jurisdictioronsistent with due process,
the defendant’suit-relatedconduct must create a subygtal connection with the
forum State.” Id. at 1121 (emphasis added). The “mere fact that [defendant’s]
conduct affected plaintiffasith connections to the fam State does not suffice to
authorize jurisdiction.” Id. at 1126. Furthermore, the relation between the
defendant and the forum “must arise ofitcontacts that the ‘defendamimself
creates with the forum....Id. at 1122 (quotingurger King Corp. v. Rudzewicz
471 U.S. 462, 475, 105 S.Ct. 2174, 85 L.Ed.2d 528 (1985)). Contacts between
the plaintiff or other third parties andetiorum do not satisfy this requirement.
Id.; see Waldenl34 S.Ct. at 1122.

Advanced Tactical751 F.3d at 800-Okee also Tambur®01 F.3d at 70Rurdue Research
Found, 338 F.3d at 780-81. Consistent with theseqmpies, courts apply a three-part analysis
in determining whether specific jurisdiction exists:
(1) the defendant must have purposefully availed himself of the privilege of
conducting business in the forum statgorposefully directed his activities at
the state;
(2) the alleged injury must have ams from the defendant's forum-related
activities; and
(3) the exercise of jurisdiction must cpatt with traditional nabns of fair play
and substantial justice.
See Gilman Opco LLC v. Lanman QOil Co., Ji014WL1284499, at *4 (citingelland, 682
F.3d at 673 (citations omittedjee also Northern Grain Mktgr43 F.3d at 492 (quoting
Tamburo,601 F.3d at 702)).
Elorac argues that the Court has person@diction over Sanofi Canada because of its

substantial contacts with lllineias exhibited by, among othemids: (i) hundreds of e-mails,

letters and phone calls that Sar@anada has directed to WiastElorac at its headquarters in
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Vernon Hills, lllinois; (i) the trips to llinois by Sanofi Canada employees for face-to-face
negotiation meetings; (iii) the Ju24, 2008, Chicago, lllinois meayy wherein the parties agreed
to all of the key terms in the Agreement; gw) the performance required by the License
Agreement. (R.25, PItf.’s Resp., at 4-15.)féelant argues that the Court does not have
personal jurisdiction over it through the substantmaitacts analysis. It furer contends that the
forum selection clause selecting New York denti@tss a negotiated effort that Sanofi Canada
recognized it would not subject itself to jurigibe in lllinois, and the New York forum provides
a fair compromise between an lllinois paatyd a Montreal-based company. (R.27, Def.’s
Reply, at 4-14.)

1. Sanofi Canada Purposefully Availed Itself to lllinois Based on Its
Sufficient Contacts With lllinois

In a case involving a contract dispute, countsst view “the contradh the context of the
entire transaction of which it & part,” since the simple act ©bntracting between an in-state
and out-of-state party does not, alon@vmte sufficient minimum contact8Burger King Corp.
v. Rudzewicz71 U.S. 462, 478-79, 105 S.Ct. 2174, 85 L.Ed.2d 528 (198&)also Northern
Grain Mktg, 743 F.3d 487, 493 (7th Cir. 2014) (quotkigrdue Research Foun®38 F.3d at
781) (“With respect to contract disputes, ‘casting with an out-oftate party alone cannot
establish automatically sufficient minimurargacts in the other pg’'s home forum™);Citadel
Grp. Ltd. v. Wa. Reg’l Med. C{r536 F.3d 757, 763 (7th Cir. 2008) (“[T]he formation of a
contract alone is not sufficient to confer personal jurisdictio@dyus Int’l Trading Ltd. v.
Eregli Demir ve Celik Fabrikalari, T.A.S765 F.Supp.2d 1079, 1084-85 (N.D. Ill. 2011).

Instead, courts “conduct a context-sensitivalysis of the contract, examining ‘prior
negotiations, contemplated futuwensequences, the terms of tbatcact, and the parties' course

of actual dealing witleach other.”” Northern Grain Mktg. 743 F.3d at 493ee also Citadel
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536 F.3d at 761 (citinBurger King 471 U.S. at 478-79). Courtstims District routinely look

to factors including “who initiaid the transaction, where thegotiations were conducted, where
the parties executed the contractd where the defendant would/egerformed the contract.”
Corus Int’l Trading 765 F.Supp.2d at 1085. While no one factor is dispositive, the crucial
guestion ultimately is whether &afi Canada should have “reasbtyaanticipate[d] being haled
into court” in lllinois. World-Wide Volkswagen Corp. v. Woodsé44 U.S. 286, 287 (1980).
The alleged contacts related to these factorsastiipe Court’s specifigurisdiction over Sanofi
Canada in this case.

The facts, taken in the light most favoi@to Elorac, demonstrate that numerous
face-to-face meetings occurred between the gaptier to signing the License Agreement that
dealt with the relationship between the partiesepsesented in the License Agreement. On at
least three occasions, Sanofi Canad with Winston representativaa Chicago, lllinois to
discuss Sanofi Canada’s interest in potimg and distributing the Civamide crease¢R.25-1,

19 13-15). During another meeting with Sar@@dinada in Chicago to discuss, among other
things, Winston’s Civamide Cream, Sanofi Cdaia Vice President suggested broadening the
scope of the discussions to include additionakusr the cream (e.g., for treating psoriasis).
(SeeR.25-1, 11 15, 29f.) On July 24, 2008, aboutélmonths prior to signing the License
Agreement, Ms. Decelles of Sanofi Canada@ndernstein of Winston met in Chicago to

negotiate the terms of the License Agreemewtuing: (i) the scope dhe license; (ii) the

3 Although Winston is not a p to this action and assigned its rights under the License
Agreement to EloracséeR.1, 1 68), it is relevant for ti@ourt to consider Sanofi Canada’s
pre-assignment contacts with lllinois because “in breach of contract cases, the focus is on Defendants’
contacts with the forum which relate[s] to the contract itselice Hardware Int'| Holdings, Ltd. v.

Masso Expo CorpNo. 11-cv-3928, 2011 WL 5077686, at *8 (N.D. Ill. Oct. 25, 2011) (citations
omitted);see cf. Perry v. Global Auto Recycling, 227 F.3d 950, 953 (7th Cir. 2000) (explaining that
an assignee is entitled to assume all rightstheatissignor possessed against defendants under the
agreements in dispute).
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development process; (iii) the manufacturing aopply process; (iv) how to calculate the
purchase price; (v) Sanofi Catads obligations with respetit promoting and marketing the
Civamide Cream; (vi) a signing fee; (vii) msk®ne royalty payments; (viii) performance
payments; (ix) royalty payments; and (x) payment terrSeeR.25-1, { 16.) Because the
provisions of the License Agreement were so hlgaegotiated in Chiago at this meeting, it
becomes more significant in the jurisdictional analySise Torco Oil Co. v. Innovative Thermal
Corp., 730 F.Supp. 126, 132 (N.D. lll. 1989) (finditltat a single meeting in lllinois “in
furtherance of the contract, []lse most significant jurisdictional fact that supersedes all other
considerations” where thgarties discussed the contract inadleand agreed upon revisions).
Sanofi Canada argues that, at most, the regwts included “one meeting in the forum
state to settle upon an agreement-in-prin¢ifgdat then asserts that reliance on these
negotiations demonstrates that Elorac’s causetdn did not “arise from” that meeting because
of the License Agreement’s integration clausgeeR.22, at 12.) Sanofi Cada implies that the
License Agreement’s integration clause forecldglesac’s reliance onrgy representations made
prior to entering into the License Agreemeritl. &t 11-12.) In suppodf this theory, Sanofi
Canada generally cites a 1985 New York appeltase finding a merger clause foreclosed
defendants from relying on oral representatiomingunegotiations to cré@ a genuine issue of
material fact. Id.) This case, however, is inapplicabbethe situation here in which Elorac
relies on Sanofi Canada’s conduct during contnagfotiations and the relationship of such
conduct to lllinois, not the actleepresentations made during those negotiations. The Supreme
Court has clearly established that prior negmns are relevant in determining whether
sufficient minimum contacts exisBurger King 471 U.S. at 47&ee Citadel536 F.3d at 761

(citing Burger King 471 U.S. at 478) (“[W]e considerelparties’ ‘prior negotiations and
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contemplated future consequences, along withettms of the contraetnd the parties’ actual
course of dealing’ in determining whethibere were sufficient minimum contactssge also
Wilson v. Humphreys (Cayman) Ltél16 F.2d 1239, 1245 (7th Cir. 1990) (citiNgiman v.

Rudolf Wolff & Co, 619 F.2d 1189, 1193 (7th Cir. 1980)) (personal jurisdiction established
where employee of defendant [an English company] came to forum for a lunch meeting, and
meeting constituted bulk of negotiations that e formation of contract; “A defendant's
participation in the state in substantial preliaiynnegotiations leading to the contract in issue
has been held a sufficient bakis long-arm jurisdiction”).

The parties also had numerous face-to-faeetings in Chicago, Itiois after the signing
of the agreement. In 2008, shortly after plagties signed the License Agreement, Sanofi
Canada attended meetings in Chicago with ¥éimand Sanofi U.S. to discuss whether Sanofi
U.S. could manufacture the Civamide with thelgaeducing the costsf the Civamide Cream
for Sanofi Canada.SgeR.25-1, 1 22aid., Ex. B (emails between Winston and Sanofi U.S.
proposing dates for a meeting in Illinoisdditional meetings occurred in 2009, 2011, and
2012 between the parties, including in Atlanta, New York, and Chicago to address Sanofi
Canada’s alleged failure to perform itdightions under the License Agreemerbe¢R.25-1,

19 22b, 22c, 22d.) These meetings providendaod between Sanofi Canada and lllinois,
contemplated by the relationship with Winstd@ee Abbott Labs., Inc. v. BioValve Techs., Inc.
543 F.Supp.2d 913, 923 (N.D. Ill. 2008) (“Biovalve”) (citigsc. Elec. Mfg. Co. v. Pennant
Prods., Inc, 619 F.2d 676, 678 (7th Cir. 1980)) (finding thah-resident defendant’s visits to
lllinois during the course of the contracpisrformance supported e&xise of personal

jurisdiction overdefendant)).
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In addition to Sanofi Canada’s in-person visitsllinois, the evidence viewed in the light
most favorable to Elorac shows that Sanofn&#a engaged in numerous e-mails, letters, and
phone calls to Winston in Vernon Hills, lllinoispth before and after signing the License
Agreement. $eeR.25-1, 1 11, 17; R.22-1, 1 6.) These aotd demonstrate the parties’ actual
course of dealing and are sufficidar finding specific jurisdiction.See Burger Kingd71 U.S.
at 478 (explaining that courts shdwonsider contemplated futucensequences and the parties’
actual course of dealing in determinibether sufficient minimum contacts exidfjeritage
House Rests., Inc. v. Cont'| Funding Grp., |r806 F.2d 276, 283-84 (7th Cir. 1990) (personal
jurisdiction existed where defendants “reachet] tmuplaintiffs through telephone calls and
mailings);see also YES Lifts, LLC v. Normal Indus. Materials,, INo. 10 C 4828, 2011 WL
1770458, at *4 (N.D. lll. May 9, 2011) (sam&YAV, Inc. v. Walpole Island First Nation
__F.Supp.2d__, No. 13 C 09133, 2014 WL 2566842, at *®.(Nl. June 6, 2014) (personal
jurisdiction existed where phone, email, and in-person contactsred between the parties over
the course of two years). Even without a pbgkpresence in lllinois, email, mail, and phone
communication may establish minimum contactseemlly as relating to interstate commercial
contracts.See Northern Grain Mktg743 F.3d at 493 (citinBurdue Researcl838 F.3d at 781)
(explaining that so long as a deflant’s efforts are purposefullyrdcted toward residents of the
forum state, “the fact thateéhdefendant hasn’t physicallytered it does not defeat personal
jurisdiction.”); Heritage House Rest906 F.2d at 283 (observing that defendant “created a
relationship which is naturally based on p#lene and mail contacts rather than physical
presence, and it should not be able to édyaiisdiction based othat distinction”).

Furthermore, Sanofi Canada made multiple payments to Winston related to the License

Agreement and deposited money into Winst@tsount at the Private Bank and Trust Company
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within this District. SeeR.25-1, 1Y 23a, 23c, 23e, 23g; R.22-@;Dong Sec Declaration,  6.)
See Preussag Int'l Steel Corp. v. Ideal Steel & Builders’ Supplies20® WL 783102, at *4
(N.D. 1lIl. Jan. 21, 2004) (due process satistidtere defendant contadiplaintiff by mail and
telephone to place orders, dispute invoices, negotiate terms, and submit payment). Although
communications and payments into a forum st&nding alone, are insufficient to establish
specific jurisdiction, this is truenly where a contract was @t performed nor negotiated in
the forum, which is not the case he&ee Federated Rural Elec. Ins. Corp. v. Inland Power &
Light Co.,18 F.3d 389, 395 (7th Cir. 1994) (“making telephone calls and mailing payments into
the forum state are insufficient bases forgdiction”). Accordingy, the payments Sanofi
Canada made to lllinois represent additional jurisdictional contacts between Defendants and the
forum state.

Additionally, the License Agreement also amplated a relationghibetween the parties
that, unless otherwise terminatedyuld last at least fifteen (1ypars, with automatic renewal
for successive five (5) yeaeriods thereafter.SeeR.1-1, 8 14.1 (Agreement Term).) These
contract terms agreed to by the parties demoedtnat Sanofi Canadaldeerately entered into a
long-term contractual relationship with Mgton, a Vernon Hills, lllinois company, and
purposefully availed himself of the prigije of conducting business in lllinoiSee Purdue
Research Found338 F.3d at 785 (quotirBurger King 471 U.S. at 480) (finding personal
jurisdiction over defendant'sgutecessor to cooperative rasd agreement because the
agreement clearly “envisioned continuing andevieaching contacts” tveeen the partieskee
also WAV, In¢.2014 WL 2566842, at *4 (relying on the five-year term of the Agreement as a
jurisdictional contact that shaxdefendant committed to camiing a long-term relationship

with plaintiff's lllinois business)Engineered Med. Sys., Inc. v. Despdtie. 1:05-CV0170-
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DFH-TAB, 2005 WL 2922448, at *@S.D. Ind. Nov. 4, 2005) (citinBurger King 471 U.S. at
473)(“[W]e have emphasized that parties who ‘reaah beyond one state and create continuing
relationships and obligationgt citizens of another statare subject to regulation and
sanctions in the other State for t@nsequences of their activities”).

Regarding initiation of the transactionisdue, the facts viewed in the light most
favorable to Elorac demonstrdteat it was Sanofi Canada wpoovided its contact information
to Sanofi U.S.—to, in turn, provide it to Wies. Although Winston initially reached out to
Sanofi U.S., it was only after Sanofi Canadarnedrof Winston’s Civamide Cream from Sanofi
U.S. and expressed its desire to discuss adec#rat the parties to the litigation actually
connected. Upon making contact with Sanofi Cansdaston entered into initial conversations
and meetings that spawned the License Agreeataasue. Although thCourt recognizes that
Sanofi Canada did not directly initiate the transaction, the facts still demonstrate Sanofi Canada’s
intent to engage in direct commaation with an Illinois company.

Sanofi Canada argues the License Agreemvastnot executed in lllinois and that its
performance under the License Agreement was linbitéthnada and had no contacts in lllinois,
preventing the exercise personal jurisdiction. SeeR.22, at 13-14.) Despite the fact that the
License Agreement limited performance to the “Territory"—CanadaR.1-1, 88 1.52, 6.1),
the facts viewed in the light most favorableElorac demonstrate that Sanofi Canada was well
aware that Winston had obligations to perforniilinois that were negagited and agreed to in
the License AgreementS¢eR.22-1, 1 21 (discussing “material aspects of the License
Agreement related to Winston’s obligatidnsdevelop, obtain regatory approval, and
manufacture Civamide creamyee alsdr.1-1, 88 3, 4.) Sanofi Canada’s awareness of these

obligations for agreed performance in lllindigring contract negotiations makes contractual
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performance by Winston an additiomaintact considered by the CouB8ee BioValves43
F.Supp.2d 913, 920 (N.D. Ill. 2008) (finding defendaas not subject to jurisdiction because
there was no evidence or argument that it kneactintract would be performed by plaintiff in
lllinois, but acknowledging that ‘if the contractmicitly contemplated [plaintiff's] performance
in lllinois [it] might be a significant consideratit). These contacts, along with the additional
contacts discussed above, demonstrate morestifioient bases for the exercise of personal
jurisdiction over Sanofi Canadatiagard to this dispute over the License Agreement with
Winston/Elorac.

2. Elorac’s Breach of Contract Claim Arises Out of Sanofi Canada’s
Contacts with lllinois

Plaintiff must also demonstrate that the caafsgction arises out afr directly relates to
those activities directed at lllinoisSee Advanced Tactical Ordnang&] F.3d at 800. Elorac
has demonstrated that the cotgaaith lllinois are directly rated to Winston/Elorac and Sanofi
Canda'’s relationship regarding the developmematiketing, promotion and sale of Winston’s
topical osteoarthritis cream, Civamide Creahhis relationship is memorialized by the License
Agreement, which is at the heart of Elorac’sdate of contract claim. While true that Sanofi
Canada’s performance under the contracuishetl Sanofi Canada’s performance outside of
lllinois, multiple communications and meetinggarding the License Agreement between the
parties occurred in lllinois, Witsn's agreed contractual penfoance occurred in lllinois, and
Sanofi Canada’s failure to pay under the License Agreement should have included additional
payments into Illinois banks. Therefore, the Gdunds that the substéwe legal dispute arises
out of the relevant contacts willfinois. As such, Elorac’s breadtf contract claim arises out of

or relates to the contacts that have beemd to be sufficient for exercise of personal
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jurisdiction in the forum stateSee uBID 623 F.3d at 429 (quotirBurger King 471 U.S. at
472-72).

3. Exercising Jurisdiction Over Sanofi Canada Does Not Offend
Traditional Notions of Fair Play and Substantial Justice

Even if the plaintiff meets purposeful avaent and specific jurisdiction requirements,
the Court also must consider whether the @gerof personal jurisckion comports with
“traditional notions of fair @y and substantial justiceBurger King,471 U.S. at 476 (quoting
Int'l Shoe,326 U.S. at 320). “Thus, courts in ‘appriape cases’ may evaluate ‘the burden on the
defendant,” ‘the forum State’s interest in atigating the dispute,’ ‘thenterstate judicial
system’s interest in obtaining@rvenient and effective lief,” ‘the interstate judicial system's
interest in obtaining the most efficient resolutadrcontroversies,” and ‘thehared interest of the
several States in furthering fundanedrdubstantive social policiesBurger King,471 U.S. at
477 (quotingWorld-Wide Volkswaged44 U.S. at 292). Thesertsiderations are sometimes
used to establish the reasoraddss of jurisdiction in lieaf a strong showing of minimum
contacts.Burger King,471 U.S. at 477 (citingeeton v. Hustler Magazine, Ind65 U.S. 770,
780 (1984)). Once plaintiff presents evidencenafimum contacts, ibecomes a defendant’s
job to show that traditional notions of fair plagd substantial justice would be offended if the
defendant were haled into the foruBurger King 471 U.S. at 477 (“[W]here a defendant who
purposefully has directdus activities at forum residents sedk defeat jurisdiction, he must
present a compelling case that the presehseme other consalations would render
jurisdiction unreasonable”). San@anada has not met its burden.

The exercise of the Court’s specific jurisdiction over Sanofi Canada will not offend
traditional notions of fair play and substantial justi€=e Burger Kingd71 U.S. at 476 (quoting

Int’l Shog 326 U.S. at 320). Sanofi Canada doesonesent a compelling case that jurisdiction
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in this District would be unreasonabl8ee id. The parties do nouggest that the number of
witnesses will be particularlyige or that discovery will be particularly complex due to the
geography, much less that the process wouleblsesr overall if the case were litigated
elsewhere, all of which are facs that bear on the analysiSee C.H. Johnson Consulting, Inc.
v. Roosevelt Roads Naval Stations Laadd Facilities Redevelopment Authoyiyo.
1:12-cv-08759, 2013 WL 5926062, at * 6 (N.D. Nlov. 5, 2013). Additionally, Elorac has a
strong interest in obtaining effiaee relief and the state of IHbis has a “manifest interest” in
providing one of its corporations a fanun which to seek that relieBurger King 471 U.S. at
473. This District is a proper venue for this case(infra Analysis, Il),and the Court does not
find that the burden of defendimg lllinois is substantialough to outweigh the otherwise
strong interests aling for jurisdiction in Illinois.

Taken together, the above contacts andiogiship between the parties demonstrate that
the Court has sufficient minimum contacts to exa@@ersonal specific jurisdiction over Sanofi
Canada in this case that is cistence with federal Due Procé'ss.

II.  Improper Venue - Enforcement ofthe Forum Selection Clause

Sanofi Canada’s motion to dismiss pursuariRule 12(b)(3) seeks enforcement of the
forum selection clause in the License Agreain As the Supreme Court has addressed,
however, the proper procedure for enforcenadiat valid forum selection clause is not
necessarily dismissal under 12())t@cause a forum selection clause does not render venue in a
court “improper”. See Atlantic Marine CohsCo., Inc. v. United States Dist. Court for the

Western Dist. of Tex. U.S. , 134 S.Ct. 568, 579, 187 L.Ed.2d 487 (2013). The

* Because the Court finds it has specific jurisdiction over Sanofi Canada, Elorac’s request for
additional discovery is denied as moot as it was riadine extent the Court does not exercise specific
jurisdiction.” (R.25, at 1, n.1.)
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guestion of whether venue is “wrong” or “inggrer” is generally governed by 28 U.S.C. § 1391.
Id. at 577. A valid forum selectiatlause originating in a propeenue is, therefore, enforced
through 28 U.S.C. 8§ 1404(a)iifdesignates a federal foruwr, through the doctrine ddérum
non conveniend it designates a state or nonfederal forusee idat 580. If the valid selection
clause originates in an improper venue, én$orced by either a dismissal under Rule 12(b)(3)
and/or a transfer under 28 U.S.C. § 148@e idat 575;see also In re LimitNone, LL G651
F.3d 572, 575-76 (7th Cir. 2008) (“[b]ecause thetNern District of lllinois was not an
improper venue, 8§ 1404(a), rather tfah406(a) provided the authoriiyr the transfer order”).
The License Agreement entered into by \ibnsand Sanofi Canada contains a forum
selection clause.SgeR.1-1, § 15.) The forum selection clause&ontained in Article 15 of the
License Agreement, entitled “Governingi.and Dispute Resolutions” that states:

15.1 Governing Law — This Agreement shall lgoverned by and construed in
accordance with the laws in force the State of New York, without
reference to its conflict of laws principles.

15.2 Disputes— Unless otherwise set forth inghAgreement, in the event of a
dispute arising out of or under thdgreement between the Parties, such
dispute shall be referred to the resfive executive officers of the Parties

or their designees, for good faithgotiations attempting to resolve the
dispute.

15.3 Should the Parties fail to agree on waysesolve the disge within thirty
(30) days of the notice seby one Party to the other, than the party having
sent thenotice shall be entitletb seek redress fromedlCourts of the State
of New York.
(R.1-1, at 30, § 15.1-15.2 (emphasis in origin&l}l5.3 (emphasis added).) The Court turns
first to the validity and scope of the forumesgion clause, followebly a determination of

whether the venue properly liestimee Northern District of Illois for Plaintiff's claims and

whether a transfer is warranted in this case.
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A. The Forum Selection Clause is Valid and Permissive

Sanofi Canada seeks to enforce the clause as the basis for dismissal of the case in the
Northern District of lllinois. $eeR.22, at 14-15; R.27, at 14-15.) oEdc admits that the License
Agreement is a “valid and binding agreement” fmgues that because ttoeum selection clause
is permissive, the Court should disregard 8edR.25, at 15.)

Although neither party specifically advocatesWhat law governs, the parties seemingly
disagree based on the law cited in their respednefs. In particular, Sanofi Canada briefly
references Seventh Circaihd New York state lanséeR.22, at 15), while Elrac relies only on
Seventh Circuit law regarding the distinctioriieeen permissive and mandatory forum selection
clausesgeeR.25, at 15).

The License Agreement’s choice of law provision provides for the License Agreement to
be “governed by and construed in accordance thi#gHaws of the State of New York, ....Sde
R.1-1, at 30, § 15.1.) Applicatn of a choice of law provisioio interpretation of forum
selection clauses does no “more than give eftetite legitimate expectations of the parties,
manifested in their freely negotiated agreemefee Bremen v. Zapata Off-Shore,d0.7 U.S.

1, 12,92 S.Ct. 1907, 32 L.Ed.2d 513 (1972). Ind#edlSeventh Circuit guides the Court to
follow New York law for determining the fom selection clause’s meaning and scopee
Abbott Labs. v. Takeda Pharm. C476 F.3d 421, 423 (7th Cir. 2007) (“Simplicity argues for
determining the validity and meiag of a forum selection clausie,a case in which interests
other than those of the partiedlwiot be significantly affected by the choice of which law is to
control, by reference to the law of the jurisdiotiwhose law governs the rest of the contract in

which the clause appears”).
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Application of New York law also comportgith the Second Circuit’'s and New York
State’s guidance on choice of law provisigaserning forum selection clause§ee Martinez
v. Bloomberg LP740 F.3d 211, 218 (2d Cir. 2014) (citats omitted) (explaining that while
federal law governs the enforceability of an otfise mandatory and applicable forum selection
clause, the law contractually selected by tha&treating parties goverrisshether a particular
forum selection clause is martdey or permissive ... or whether its scope encompasses the
claims or parties invokd in a certain suit”)Brooke Grp. Ltd. v. JCH Syndicate 4&%3 N.E.2d
635, 637 (N.Y. 1996) (“It is now recognized that ptto a contract mdyeely select a forum
which will resolve any disputes over the intetpt®n or performance of the contract™).

The Court must first determine, under New York law, whether the forum selection clause
of the License Agreement is permissive or mandat8ge Boss v. Am. Express Fin. Advisors,
Inc., 844 N.E.2d 1142, 6 N.Y.3d 242, 245 (2006) (recmgg both permissive and mandatory
nature of forum selection clausesge also AVC Nederland B.V. v. Atrium Inv. P’sfig0 F.2d.
148, 156 (2d Cir. 1984). As with all cases inwotycontract interpretation, the words and
phrases used by the parties govbminterpretation of the permigsior mandatory nature of a
forum selection clause, and cougige them their plain meaninddrooke Grp, 663 N.E.2d at
638.

Under New York law, a forum selection clausg@ermissive and will not be enforced
when the parties only specify jurisdiction “withadme further languagedicating the parties’
intent to make jurisdiction exclusiveFear & Fear, Inc. v. N.l.I. Brokerage, L.L. (3851
N.Y.S.2d 311, 313 (N.Y. App. Di2008);see also e.g., Brooke Gr663 N.E.2d at 638
(permissive forum selection clsel providing “in the event of the failure of ... the underwriters

will at the request of the Insured ... submithe jurisdiction of a Court of competent
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jurisdiction within the United States"§;olumbia Cas. Co. v. Bristol-Myers Squibb (&85
N.Y.S.2d 173, 175 (N.Y. App. Div. 1995) (emphasi®riginal) (finding a forum selection
clause’s reference to parties that the request of the Assured, will submit to the jurisdiction of
any Courtof competent jurisdiction” to be permissive)apakis v. Sullivan736 N.Y.S.2d 675,
676 (N.Y. App. Div. 2002) (finding reference to anglites in a particular jurisdiction “to the
extent practical” to be permissive)cord Global Seafood Inc. Bantry Bay Mussels Ltd659
F.3d 221, 226 (2d Cir. 2011) (findy the phrase “is governed by Irish Law and the Irish Courts’
to be permissive because while it confers powerauthority to hear disgpes, it does not “do so
to the exclusion of other countghere jurisdiction may also lie).

On the other hand, a mandatory foruneston clause iprima facie valid.Fear &
Fear, Inc, 851 N.Y.S.2d at 312. When the parties have contractually agreed to exclusive
jurisdiction in a particular forum, NeWork courts enforce these provisiorSee Bremem07
U.S. at 92 (mandatory forum selection claus®/gling any dispute between the parties “must be
treated before the LonddCourt of Justice”)Fear & Fear, Inc, 851 N.Y.S.2d at 312-13;
Bernstein v. Wysok®07 N.Y.S.2d 49, 54-55 (N.Y. App. Div. 2010). The use of compulsory
language will render a forum selection clause mandat®eg e.g., Trump v. Deutsche Bank
Trust Co. Americas887 N.Y.S.2d 121, 123 (N.Y. App. Di2009) (finding the phrase “and
borrower hereby irrevocably submitsthe jurisdiction” to indiate a mandatory forum selection
clause)Boss 6 N.Y.3d at 246 (finding “you agree toetfurisdiction of ... for determining any
controversy in connection with thiggreement” to be mandatonygccord S&L Birchwood, LLC
v. LFC Capital, Inc. 752 F.Supp.2d 280, 285 (E.D.N.Y. 200nding “irrevocably submits” to
indicate that the recited state and federal tsdwould be the venue of determination of any

dispute that might arise”’AVC Nederland B.Y740 F.2d at 155 (mandatory forum selection
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clause stated “[a]ll and any gistes, differences or questionssarg from the present Agreement
shall be decided and determinedtbg competent court at Utrecht”).

In this case, the forum selection claus#icates that “the parthaving sent the notice
shall be entitledo seek redress from the Counfghe State of New York.” JeeR.1-1, § 15.3.)
Although the plain meaning of “shall” can indicate the mandatory nature of a clause, in this case
the “shall” does not connect to the forum direcththe use of the forum. Instead, “shall” refers
to being “entitled to seek reds#drom a specific forum. Beintentitled” to something indicates
providing a right or benefit teomething, but does not indicatatlhat action is mandatoryee
BLACK’sLAw DICTIONARY 553 (7th ed. 1999) (defining “entitl@s “To grant a legal right to or
qualify for”); see also Estate of Cowart v. Nicklos Drilling C&a05 U.S. 469, 477, 112 S.Ct.
2589, 120 L.Ed.2d 379 (1992) (explaining that “[b]othha legal and gendrasage, the normal
meaning of entitlement includes a right or dérfer which a person qualifies ...”). There are
no additional words beyond “shall be entitled’the License Agreement’s forum selection
clause or neighboring Disputpsovision that would otherwis@andate the selection of the
Courts of the State of New York as the foruBee PCM Recovery Grp., Inc. v. Pierd@0
N.Y.S.2d 439, 43 Misc.3d 1212(A), at *4 (N.8up. Ct. Dec. 6, 2013) (finding “shall be
governed and interpreted under tles of [Mississippi] with jusdiction and venue in Forrest
County, Mississippi” to be mandatory as to apgility of Mississippi law and permissive as to
the choice of forum)Global Seafood659 F.3d at 225 (finding Pall” without “specific
language of exclusion” to be permissivé)stead, the clause simplywegs the party the right to
seek the New York courts as a forum. It does not mandate or guaranty it. The language of the
forum selection clause empowers the New Yalrts to adjudicate matters relating to the

License Agreement, it “declares nothing morartithe parties’] consent to the venue and
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jurisdiction of a court whiclmight otherwise not exist.'See Heyco, Inc. v. Heym&86
F.Supp. 1545, 1548 (S.D.N.Y. 1986) (finding permissiferum selection clause indicating the
parties will “submit to the personal jurisdiction oétbourt of original jurisdiction of the State of
New Jersey for resolution of all disputes iagsunder this Agreement”)As such, the Court
finds the forum selection clause of the License Agreement to be permissive.

B. Venue is Proper in the Northern District of Illinois

Elorac alleges that venue is proper in the Northern District of lllinois pursuant to 28
U.S.C. § 1391(b)(2) “as a substanpalt of the events giving rige the claims occurred in this
District; the license agreement svaegotiated and entered into\Wynston in this District; and
Winston and Elorac have performed their obligationder the license agreemémthis District.
(SeeR.1, 1 8.) For venue to be proper under 8§ 1391Ylg(thajority of the events giving rise to
the claim need not occur in the venue, only a “substantial’ Sa. Promero, Inc. v. Mammen
No. 02 C 1191, 2002 WL 31455970, at *7 (N.D. lll. Nay2002). “If the skected district’s
contacts are ‘substantial,’ it sHdunake no difference that another's are more so, or the most
s0.” Chemical Waste Mgmt. v. Sin&0 F.Supp. 870, 875 (N.D. lll. 1994). In contract cases,
courts have held that contptated contractual performanaad payment or non-payment of
money are significant events providiadpasis for venue in the districkee Moran Ind., Inc. v.
Higdon,No. 07 C 6092, 2008 WL 4874114, at *5 (N.D. June 26, 2008) (citations omitted)
(considering where performance under the contvastto take place in determining venue under
§ 1391(b)(2)andPKWare, Inc. v. Mead&9 F.Supp.2d 1007, 1016 (E.D. Wis. 2000) (finding
venue proper where defendants were obliged under the agreement to deliver copies of software,
make royalty payments and send sales report totgffan the district and allegedly failed to do

s0). The License Agreement contemplated Winston’s performance in lllinois and Sanofi Canada
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allegedly failed to make full payments to Winstorthis District. TheCourt, therefore, finds
that a substantial part of tlegents giving rise to the clainegcurred in this District.
Accordingly, venue properliges in this District.

C. Defendants Failed to Meet Their Burden to Warrant Transfer Pursuant to
Section 1404(a)

Because the Court finds the forum selecti@usé permissive, the Court will, pursuant to
New York law, not enforce the clause against &dts selection of an oth&ise proper venue.
See Fear & Fear, In¢g851 N.Y.S.2d at 313 (explaining tlpermissive forumselection clause
“will generally not be enforced without some fugt language indicating the parties’ intent to
make jurisdiction exclusive.”) This is espetydtue in this case, where once Plaintiff has
established proper venue (which it has), Defentlastthe burden, as tharty seeking dismissal
or transfer of this case, of establishing flaetors considered by the Court in the § 1404(a)
analysis, which includes whether venuehia transferor disict is proper.See DeGuzman v.
Kalish, No. 10 C 8066, 2011 WL 1378928, at * 3 (N.ID.April 12, 2011) (explaining that the
moving party has the burden of establighthe factors under tHel04 analysis, including
whether venue is proper the transferor districtyAce Hardware Int’l Holdings, Ltd. v. Masso
Expo Corp, No. 11-cv-3928, 2011 WL 5077686, at *5 (NID.Oct. 25, 2011). Sanofi Canada
did not provide analysis for the Court as toytransfer pursuant to section 1404(a) would be
appropriate in this case, givéme permissive forum selectiatause. Accordingly, the Court

denies Sanofi Canada’s motiondismiss pursuant to Rule 12(b)(3).
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CONCLUSION

For the reasons stated abptlee Court denies Sanofi Canada’s motion to dismiss.

DATED: December 19, 2014 ENTERED

| A&

AMY J. STUEVE
UnitedStateDistrict CourtJudge
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